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UNITED STATESDISTRICT COURT
DISTRICT OF MINNESOTA

SAFEWAY TRANSIT LLC and Civil No. 15-3701(JRTHB)
ALEKSEY SILENKO,

Plaintiffs,
MEMORANDUM

OPINION AND ORDER ON
REPORT AND RECOMMENDATION

DISCOUNT PARTY BUS, INC.an OF MAGISTRATE JUDGE
inactive Minnesota corporatiQiPARTY

BUS MN LLC, a Minnesota limited

liability company and ADAM

FERNANDEZ,

V.

Defendants.

Chad A. Snyder and Michael H. FrasiQRUBRIC LEGAL LLC, 233
Park Avenue South, Suite 205, Minneapolis, MN 55415, for plaintiffs.

Adam E. Szymanski and Casey.Anise, PATTERSON THUENTE
PEDERSEN, PA, 80 South Eighth Street, Suite 4800, Minneapolis, MN
55402, for defendants.

Plaintiffs Safeway TransiLLC and Aleksey Silenkdcollectively, “Plaintiffs”)
filed this Lanham Actactionfor infringement of three unregistered trademaaiginst
Discount Party Bus, Inc., Party Bus MN LLC, and Adam Fernan@eiectively,
“Defendants”). (Second Am. Compl., Oct. 15, 2015, Docket NoP&)ntiffs allege that
Defendants attempted to steal Plaintitisisiness by infringing Plaintiffs’ trademarks,
including “Rent My Party Bus,” “952 LIMO BUS,” and “Party Bus MN,” abg seeking

transfer of associated web domaingl. { 1.) On November 14, 2016, Plaintiffs moved

for Partial Summary Judgment on Count lll, federal trademark infringement under 15
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U.S.C. 81125(A), andon Count VII, reverse domain hijacking under 15 U.S.C.
§ 1114(2)(D)(v). (Mot. for Partial Summ. J., Nov. 14, 2016, Docket No. 79.)

OnJuly 31, 2017United States Magistrate Judgtldy Bowbeerissued a Report
and Recommendation (“R&R”), recommendititat the Court deny Plaintiffs’ motion
andfinding that Plaintiffs failed to show that there is no genuine dispute of material facts
warranting judgment as a matter of law either count. (R&R, July 31, 2017, Docket
No. 93.) Plaintiffs filed objections on August 14, 2017, arguing that the Magistrate Judge
erred in denying summarudgment for two of the three marks at issue in Count Il
(“Rent My Party Bus” and “952 LIMO BUS"andin finding a material fact disputes to
whether use of one of the markRent My Party Bus”)was exclusive to the parties to
this case. (PlIs.” Obj. to R&R, Aug. 14, 2017, Docket No. 94.) The Court will exercise its
discretion toreceiveadditional evidence froml&ntiffs as to the second point, but that
evidence does notnpactthe Magistrate Judge'soundlegal rationaleor conclusions

Accordingly, the Court will overrule Plaintiffs’ objection and adopt the R&R.

ANALYSIS
Upon the filing of a report and recommendation by a magistrate judge, “a party
may serve and file specific written objections to the proposed findings and
recommendations.”Fed. R. Civ. P. 72(b)(2)accord D. Minn. LR 72.2(b)(1). “The
objections should specify the portions of the magistrate judge’s report and
recommendation to which objections are made and provide a basis for those objections.”

Mayer v. WalvatneNo. 071958, 2008 WL 4527774, at *2 (D. Minn. Sept. 28, 2008).



“The district judge must determine de novo any part of the magistrate sudigposition

that has been properly objected toPed. R. Civ. P. 72(b)(3)accord D. Minn. LR
72.2(b)(3). “The district judge may accept, reject, or modify the recommended
disposition; receive further evidence; or return the matter to the magistrate judge with
instructions.” Fed. R. Civ. P. 72(b)(&¢cordD. Minn. LR 72.2(b)(3).

Summary judgment is appropriate where there are no genuine issues of material
fact and the moving party can demonstrate that it is entitled to judgment as a matter of
law. Fed. R. Civ. P. 56(a). A fact is material if it might affect the outcome of the
lawsuit, and a dispute is genuine if the evidence is such that it could lead a reasonable
jury to return a verdict for either partyAnderson v. Liberty Lobby, Inet77 U.S. 242,

248 (1986). A court considering a motion for summary judgment must view the facts in
the light most favorable to the nonmoving party and give that party the benefit of all
reasonable inferences to be drawn from those fadtsushita Elec. Indus. Co. v. Zenith
Radio Corp, 475 U.S. 574, 587 (1986).

Plaintiffs object to the Magistrate Judge’s conclusion that summary judgment is
not appropriate fothe unregisteredlescriptive trademarks “Rent My Party Bus” and
“952 LIMO BUS” because a material factual dispuégnainsover whether the terms
acquired secondary meaning as to Plaintiffs’ services prior to the alleged infringing use.

A party claiming ownership of an unregister@eiscriptive mark must show that
the markacquired secondary meaning before any alleged infringen@Rect Prods.,

Inc. v. Marvy! Advertising Photography, In@80 F.2d 1324, 1330 {8&Cir. 1985). In

determining secondary meaning, ittilse attitude of the consumer thatimportant,” not
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the view of the mark’s useld. at 1332. Te usefmust show that by long and exclusive

use in the sale of the usegeods the mark has become so associated in the public mind
with such goods that the mark serves to identify the source of the goods and to
distinguish them from those of othérsAromatique, Inc. v. Gold Seal, In@8 F.3d 863,

870 @" Cir. 1994). Theuser “need not siw thatconsumers knowheir name’ but does
needto show“that consumers associate thmark] with a single sourcé even if that
source is anonymousStuart Hall Co. v. Ampad Corps1 F.3d 780, 789 {BCir. 1995).

The problem Plaintiffs face at the summary judgment stage is that Defendants
have offered evidence of prior use of both marks from 2004 through 2008 or—2009
predatingPlaintiffs’ use. R&R at 2330, 3839.) In response, Plaintiffsontend that
Defendants abandonedhy rights they mighhave had in the marksy failing to use them
from 2008 or 2009 through 20140r a Lanham Actclaim,amark isdeemed abandoned
“[w]hen itsuse has been discontinued with intent not to resume such @8eU.S.C.
8§1127. Three years of narse creates @ebuttableprima facie presumption of a party’s
intentnot to resume useld. A party alleging abandonment has the burden of proving it
by clear and convincing evidenceCmty. of Christ Copyright Corp. v. Devon Ba
Restoration Branch of Jesus Christ's Chyr6B4 F.3d 1005,d10 (8" Cir. 2011). Here

Defendants’ admitted five to six years of nose wouldcreatea rebuttable presumption



that theyabandoned the marks, but Defendants’ eventual resumption ofigkeserve
to rebut that presumption in the minds of a jtry.

But even a finding ofabandonment would najet Plaintiffs over the hurdle of
proving that the marks had acquired secondary measn Plaintiffs’ own services
The Magistrate Judge correctly stated that the evidentiary burden in this case is on
Plaintiffs, not Defendants: “the issue here is not whether Defendants had enforceable
rights in the mark themselves, but rather whether Plaintiffs had acquired ght$’ri
(R&R at 30.) Even if [@fendantslost any rightto enforce the marks due to
abandonment, it does not necessarily follow that Plaingiitssequently gainesuch a
right. First, Plaintiffs must show that the public identified the marks with them.

Whether secondary meaning exists is a question of fact, and as such it is generally
ill- suited for determination at summary judgmefee First Bank v. First Bank Sykc,,
84 F.3d 1040, 1046 (BCir 1996). The inquiry is necessarily détéensive, beause it
looks to how a mark is perceived by consumerkl. at 1045. Thus, evidence of
advertising isa factor, but is not itselfufficient. 1d. at 104546. Other factors include

consumer surveys, deliberate copying, and anecdotal evidence showing consumer

! Plaintiffs referto two inapposite owbf-circuit casen this point In Emergency One,
Inc. v. AmericanFire Eagle Engine C0.332 F.3d 264, 2604™ Cir. 2003), the Fourth Circuit
held that a jury’'s finding oAbandonmendefeats a priority claim Notably, in a previous appeal
in the same case, the Fou@lrcuit held that the question of inteptt least on the facts of that
case— was properly to be decided by a jury, not on summary judgment. 228 F.3d 532537 (
Cir. 2000). InCasual CornerAssociatesinc. v. Casual Stores dflevada Inc, 493 F.2d 709
712 (9™ Cir. 1974), the Ninth Circuit interpreted the plain text of 15 U.S.C. § 1065 to hold that a
common law mark holder must show “continuing use,” irrespective of intent, to defeat the
incontestability of a registered mark holddhe markst issue here are unregistered



identification Stuart Hall 51 F.3d at 78®0. The Magistrate Judge found, and
Plaintiffs do not contest, that the record has little evidence to inform this analysis
Plaintiffs have provided no customer surveys, no concrete sales or customer data, no
market analysis, and no specifics on advertising. (R&R at 33, 40.)
Plaintiffs arguethat the Magistrate Judge failed to gidee weight to evidence
that Defendants knew Plaintiffs were using the marks at issue when Defendants began the
alleged infringing use. Again, though, credibility determinations as to Defendants’
evidence of prior use and intearte required to decide whether the alleged infringing use
of the marks wasdeliberate copyingr merely a resumption of prior us&he Magistrate
Judge was thus correct to conclude that this is a matter for a jury, not the Court, to decide.
Five years of exclusive and continuous ugeates a prima facie case that a
descriptivemark has acquired secondary meaning. 15 U.S.C. § 1052¢grt Hall 51
F.3dat 789 (applyingfwo Pesos Inc. v. Taco Cabana, |05 U.S. 763, 768 (1992)
Plaintiffs do not dispute that they cannot make a prima facie case féB%RelLIMO
BUS” mark becausethey have only claied exclusive use from 2011 through 2014.
(R&R at 3233.) Plaintiffsdo claimsufficient exclusive use of tH&kent My Party Bus
mark, relying on Defendants’ admission that no new advertising materials using the mark
were created after 2008 or 2088da new declaratiostatingthat no other parties used

the mark during the time in questibnBut asthe Magistrate Judge noted, Fernandez

2 The Magistrate Judge held that Plaintiffs failed to carry their burden to mafea p
facie case that the mark “Rent My Party Bus” was not used by third parties iratket f(R&R

(Footnote continued on next page.)



testified that he had seen the advertisements posted in bathroom stalls in the recent past.
(R&R at 38.) Again, because the inquilgoks to consumer perceptiont is more
important when theadvertising was seen than when it was published. Defendants
evidence may beathertenuous, but in the absence of more data fronmtifs, it is
sufficient toshowa genuindgssueof material factas to whether Plaintiffs’ use was truly
exclusive for the requisite five years.

Creatively, Plaintiffsseek to establissecondary meaninthrough asyllogism:
concurrent use of a descriptive term can only cause confusion if thénasrsecondary
meaning;Defendants admitted that concurrent use of dascriptive termsat issueis
likely to cause confusion and that the descriptive $aatrissue had secondary meaning
when usedy Defendats; therefore, Defendantgreethat the descriptive tersrat issue
havesecondary meaningThat conclusions correct as far as it goes: the partieshts t
case both believe that the marks at iskba®e secondary meaning as to their own
services A reasonable jurgouldfind for either party-or, becauseonsumer perception

controls the inquiryinto secondary meaning, it could finldat both parties are wrong

(Footnote continued.)

at 39.) Plaintiffs now seek to rdge that shortcoming with a supplemental declaration. (Decl.

of Aleksey Silenko in Supp. of Pls.” Obj. to R&R, Aug. 14, 2017, Docket No. 95.) Defendants
ask that the Court decline to exercise its discretion to consider this new evideacsebe
Plaintiffs could have submitted it to the Magistrate Judge. The Court has no obligation to accept
new evidencesee United States v. Jaunjddo. 13183, 2014 WL 1026331, at *12 (D. Minn.

Mar. 14, 2014), but it nonetheless “has discretion to receive new evidence without daly spec
justification.” United States v. Haydeid59 F.3d 842, 846 t(BCir. 2014). The Court exercises

its discretion to consider Plaintiffevidence andoncludes that it does niohpactthe Magistrate
Judge’s legal rationale or conclusions.



Therefore, Plaintiffs’ syllogism cannot support ttlaim that someonemust own the
marks,” let alone the subsequededuction thatjf Defendants abandoned the marks,
Plaintiffs necessarily must be that someone. (Pls.’ Obj. to R&R at 12.)

The anonymous source doctrioeStuart Halldoes noenablePlaintiffs tobypass
this fundamental failing It is true that Plaintiffs are not requiredstmow that consumers
think of themby name. But Plaintiffsar e requiredto show that “consumers associate the
[mark] with a single sourcé even ifthat source is anonymousStuart Hall 51 F.3dat
789 The Magistrate Judge agreed tlRdaintiffs donot have to show that consumers
think of Safeway Transit by name, but correctly held that Plaintiffs failed to aiw
there was no genuine issue of material fact as to whether consumers tiiekef even
anonymously — as the single source. (R&R at 31-32.)

Secondary meaning is nebme abstraction found in the ether; it must be traced to
a single source. For Plaintiffs to prevail at trial, a jury must find that Plaintiffs were that
single source. For Plaintiffs to prevail at summary judgment, Plaintiffs must show that
no reasonable juror coultiink otherwise On this record, Plaintiffs have not met that
burden. Eenif Defendantdid abandon the markthe Courtfinds that theevidence is
insuficient to conclude as a matter of law that the marks had acquired secondary
meaning as tdPlaintiffs services. Accordingly, the Court will overrule Plaintiffs’

objection, adopt the R&R, and deny Plaintiffs’ motion for partial summary judgment.



ORDER
Based on the foregoing, and all the files, records, and proceedings herein, the
Court OVERRULES Plaintiffs’ objection[Docket No.94], and ADOPTS the Report
and Recommendation of the Magistrate Judge [Docket No. 93].
Accordingly, IT IS HEREBY ORDERED that Plaintiffs’ Motion for Partial

Summary JudgmefiDocket No.79] is DENIED.

DATED: Septembe28, 2017 s/John R. Tunheim
at Minneapolis, Minnesota. JOHN R. TUNHEIM
Chief Judge

United States District Court



