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UNITED STATES DISTRICT COURT
DISTRICT OF MINNESOTA

My Pillow, Inc., Case No. 18-cv-0196 (WMW/DTS)
Plaintiff,
ORDER GRANTING IN PART AND
V. DENYING IN PART PLAINTIFF'S
MOTION TO DISMISS
LMP Worldwide, Inc., COUNTERCLAIMS
Defendant.

Plaintiff My Pillow, Inc., commenced this trademark-infringement lawsuit against
Defendant LMP Worldwide, IndLMP) in January 2018. Qrently before the Court is
My Pillow's motion to dismiss six of LMP’siine counterclaims.(Dkt. 89.) For the
reasons addressed below, Millow’'s motion is granted ag counterclaim counts IV
and VIl and denied as to counteroiecounts I, V, VI, and VIII.

BACKGROUND

My Pillow is a Minnesota-based compathat manufactures and sells pillows.
My Pillow has used the regfered trademark “MYPILL®/” (My Pillow mark) since
2009. The United States Patamd Trademark Office regesed the My Blow mark in
April 2008 for use in connean with pillows (First Regitration) and subsequently
registered the My Pillow mark in March 20fat use in connection with pillowcases and
certain other goods (Second Registratiol)MP has used the registered trademark

L { 3{/’\2&, - .
“vj%é “ (the LMP mark) since 2007.
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In January 2012, My Pillow commencedlawsuit against LMP in the United
States District Court for the Eastern Disto¢tMichigan alleging trademark infringement
and unfair competition (Michigalawsuit). The Michigan lasuit ended when the parties
signed a settlement agreement, which estaddighe terms under wh each party may
use the marks at issue. The settlementesgeat, which is govead by Michigan law,
authorizes LMP to use the L®Mmark with certain limitations. The settlement agreement
also contains the following prion: “The Parties agree thide [LMP mark], as used in
the manner and form reflected in [the agreat}) is not confusingly similar to and not
likely to cause confusion with the My PiMoMark.” After the parties executed the
settlement agreement, the Michigan laiwgvas dismissed with prejudice.

My Pillow commenced thidawsuit in January 2018, alleging that LMP has
violated the settlement agreement and ingthghe My Pillow mark In response, LMP
asserts nine counteraias against My Pillow. My Pillow moves todismiss Count Il
through Count VIII of LMP’s counterclaimsyhich seek cancellation of the First
Registration and the Second Registratioh the My Pillow mark (Count Il and
Count IV), and allege that My Pillow engagedfalse advertising in violation of the
Lanham Act (Count V), violated the Miarota Deceptive Traderactices Act (Count
VI), and engaged in unfair competition irolation of Minnesotdaw and Michigan law

(Count VII and Count VIII).

! In its answer, LMP labels two of it®enterclaims as “Count Ill.” As a result, the
numbering of certain counts ®ff by one. To avoid conkion and remairconsistent
with the pleadings and the briefing, theuttouses the numbering reflected in LMP’s
answer, and any mentiarf “Count IlI” refers to the seond “Count IlI” in the answer.



ANALYSIS

My Pillow moves to dismiss Count Il through Count VIII of LMP’s
counterclaims. SeeFed. R. Civ. P. 12(b)(6). To survive a Rule 12(b)(6) motion to
dismiss, a claim must allege sufficient factststhat, when the factse accepted as true,
a facially plausible clan for relief is stated Ashcroft v. Igbal556 U.S. 662, 678 (2009).
When determining whether a claisisufficient, a district cotiraccepts as true all of the
factual allegations in the claim and draa# reasonable inferences in favor of the
nonmoving party. Blankenship v. USA Truck, In&01 F.3d 852, 853 (8th Cir. 2010);
see also Reis v. Walke491 F.3d 868, 870 (8th Cir. 2D0 (applying Rule 12(b)(6)
standard to motion to dismissunterclaim). The factual afjations need not be detailed,
but they must be sufficiertb “raise a right to reliehbove the speculative level’” and
“state a claim to relief thas plausible on its face.Bell Atl. Corp. v. Twomb|y550 U.S.
544, 555, 570 (2007)Mere “labels and conclusions” ar “formulaic recitation of the
elements of a cause oftem” are insufficient. Id. at 555. And legal conclusions
couched as factual allegais may be disregarde&ee id.

l. Cancellation of Trademark Registation (Count Il and Count IV)

Count Il and Count IV of LMP’s counteiaims seek cancellation of the Second
Registration and the First Registration of Mg Pillow mark, respectively. In doing so,
these counterclaims allege that the termYRMLLOW?” is generic or merely descriptive
and, therefore, is not subject to teashrk protection under the Lanham Act.

In any action that involves a registered &awdrk, a district court is authorized to

“determine the right to registtion, [or] order the cancelatiai registrations, in whole or



in part.” 15 U.S.C. § 1119. Generic terms may not be registered, “and a registered mark
may be canceled at any time on theugrds that it has become generid@ark ‘N Fly,

Inc. v. Dollar Park & Fly, Inc, 469 U.S. 189, 94 (1985) (citing 15 U.S.C. 88 1052,
1064(c)). A court also may ondeancellation of a trademathat is found to be invalid
because the trademark is descriptive had not acquired a secondary meanif@ir

Isaac Corp. v. Expean Info. Sols. In¢.711 F. Supp. 2d 991, 1006 (D. Minn. 2010).

A. First Registration (Count 1V)

Count IV of LMP’s counteraims seeks cancellation tfe First Registration of
the My Pillow mark. My Pillow argues that the dismissalth prejudice of this claim in
the Michigan lawsuit precludes LMP from asserting the same claim here.

Claim preclusion bars a party from relaiing the same cause of action when
three conditions are met: “there is a priedgment rendered by a court of competent
jurisdiction, that prior judment was final and on the nist and [the prior judgment]
involved the same cause of action and the same parties or privésdow v. City of
Kansas City, Mq.442 F.3d 661, 669 (8th Cir. 2006)LMP asserted a counterclaim
against My Pillow in tke Michigan lawsuit seeking canladion of the First Registration,
and that counterclaim was dismissed with prejuélides a result, LMP is precluded from
re-asserting that claim in this lawsuit.

For this reason, My Pillow’s motion tosiniss Count IV of LMP’s counterclaims,

which seeks cancellation of thé@'st Registration of the MPillow mark, is granted.

2 A district court may consider documetitsit, as is the case here, are necessarily
embraced by the claim wheonsidering a Rule 12)(®%) motion to dismissSee Kushner
v. Beverly Enters317 F.3d 820, 831 (8th Cir. 2003).



B. Second Registration (Count III)

Count Il of LMP’s counterclaims seeks cafiation of the Second Registration of
the My Pillow mark. MyPillow argues that LMP fails tstate a claim for cancellation of
the Second Registration because LMP’s factli@pations pertain onlyo the use of the
My Pillow mark in connection with pillowswhich is not identified in the Second
Reqgistration.

Cancellation of a trademark registoati may be sought “[a]t any time if the
registered mark becomes the generic nfanéhe goods or servicesr a portion thereof,
for which [the mark] is registeret 15 U.S.C. § 1064(3) (ephasis added). Relying on
this language in Section 1064(3), My P#locontends that, to state a claim for
cancellation of the Second Registration, LkhRst allege with precision use of the My
Pillow mark in connection witlihe specific goodsr services identiéd in the Second
Registration. But My Pillow does not ciny case law that supports the level of
specificity in pleading thaMy Pillow’'s argument demandsAnd even if this level of
specificity were necessary to state a claimdancellation of tradeark registration, the
pleadings at issue here would be sufficient.

A party need noproveits case at the pleadingage. Pleadings do “not need
detailed factual allegations” wurvive a motion to dismissTwombly 550 U.S. at 555;
L.L. Nelson Enters., Inc. v. County of St. Loig3 F.3d 799, @& (8th Cir. 2012)
(observing that “specific facts are not necessary” and pigad'need only give the
[opposing party] fair notice of what theaai is and the grounds upon which it rests”

(internal quotation marks omitted)). Moreoyverhen evaluating the merit of a motion to



dismiss, a district court draws all reasonabfergnces in favor athe nonmoving party.
Blankenship 601 F.3d at 853. Here, the SecdRdgistration identifies the pertinent
goods or services as “bedsattresses, pillows for houpets, mattress toppers, thermo-
shield mattress toppers|,] . . . pillow casesd sheets,” and “retail mattress, pillow and
bedding stores.” Count Il dIMP’s counterclaims allegethat the My Rlow mark is
generic or merely descriptiwghen used in conngon with My Pillow’s pillow business.
And throughout the pleadingispth LMP and My Pillow refeto My Pillow’s “business”
and “products” both generally and with spicireference to prducts and services,
including several of the products and servidesitified in the Second Registration. LMP
has stated a claim for cancéilben of the Second Registration.

Accordingly, My Pillow’s motion to dismss Count Il of LMP’s counterclaims,
which seeks cancellation of t&@cond Registration of tidy Pillow mark, is denied.

Il. False Advertising (Count V)

Count V of LMP’s counterclaims allegethat My Pillow engaged in false
advertising in violation of # Lanham Act, 15 U.S.C. 8125(a)(1). In particular, LMP
alleges that My Pillow’s advertising includddlse or misleading discount offers along
with claims that its products were develo@medl endorsed by a “€lp expert,” that its
products could provide certain medical biése and that a sleep study proved these
purported medical benefits.

Section 1125(a)(1) iposes liability on:

(1) Any person who, on or in connectiontviany goods or services, . . . uses
in commerce any word, term, name, symbol, or device, or any combination



thereof, or any false designation ofgim, false or misleading description
of fact, or false or misleadingpresentation of fact, which—

(B) in commercial advertising or @motion, misrepresents the nature,
characteristics, qualities, or geoghné& origin of his or her or
another person’s goods, servicescommercial activities.

15 U.S.C. § 1125(a)(1)(B). My Pillow arguiasit LMP lacks constitutional and statutory
standing and, alternatively, that LMP failsdtate a false-advertising claim. The Court
addresses each argument in turn.

A. Standing

My Pillow argues that LMP lacks both mstitutional and statutory standing to
pursue its false-advertising claim. Whemarty “alleges injury to rights conferred by
statute, two separate standing-related ingsiiare implicated: wdther the [party] has
Article Il standing (constitutional standing) cairwhether the statute gives that [party]
authority to sue (statory standing).”Miller v. Redwood Toxicology Lab., In&88 F.3d
928, 934 (8th Cir. 2012). Because Article Il standg presents a question of
justiciability, it must be decided firstld. Without Article 11l sending, a federal court
has no subject-matter jurisdiction over the claioh.

1. Constitutional Standing

Article 11l of the United States Constitutiolimits federal jurisdiction to actual
cases or controversies. U&onst. art. Ill, 8 2, cl. I ujan v. Defenders of Wildlif&04
U.S. 555, 560 (1992}argis v. Access Capital Funding, LL674 F.3d 783, 790 (8th
Cir. 2012). As a jurisdictional prerequisitstanding must be established before the

merits of a claim may be reache@ity of Clarkson Valley v. Minet&95 F.3d 567, 569



(8th Cir. 2007). If a federalistrict court determines any time that it lacks subject-
matter jurisdiction, the court rstdismiss the claim. Fed. R. Civ. P. 12(h)(3). When
standing is challenged, the party invoking federal jurisdiction must establish that the
requirements of standing have been satisfidtheta, 495 F.3d at 5S69A district court’s
determination of standing is based on thetdaas they existed wh the complaint was
filed. Lujan, 504 U.S. at 569 n.4.

To satisfy the requirements of standing, eymust (1) allege to have suffered an
injury in fact, (2) establlis a causal relationship betweéhe opposing party’s conduct
and the alleged injury, and (3) show tihé injury would likely be redressed by a
favorable decisionld. at 560-61Mineta 495 F.3d at 569. He, My Pillow argues that
LMP has not sufficiently pled amjury in fact that is faly traceable to My Pillow’s
alleged conduct with respect to IBN& false-advertising counterclaim.

An alleged “injury in fact” must be “condes particularized, and either actual or
imminent.” United States v. Metro. St. Louis Sewer D69 F.3d 829, 834 (8th Cir.
2009) (internal quotation marks omitted). Atpaularized injury affects the complaining
party in a “personal and individual wayS3pokeo, Inc. v. Robin$36 S. Ct. 1540, 1548
(2016) (internal quotation marks omitted). And a “concrete injury . . . must actually
exist,” which means thathe injury must be “rda and not abstract.” Id. (internal
guotation marks omitted). At the pleadistage, general factual allegations may be
sufficient because courts “pres[e] that general allegations embrace those specific facts

that are necessary to support the clainWeiland v. U.S. Dep’of Health & Human



Servs, 793 F.3d 949, 954 (8th Cir. 201@&)teration in original) (quotingujan, 504 U.S.
at 561).

LMP alleges that it competes directlyttvMy Pillow and that My Pillow’s false
and misleading advertisements have “dged LMP’s reputation and negatively
impacted its sales,8uch as by “divert[ing] potentiaktailers and potential purchasers
away from LMP’s products,” bycausing retailers and consers to withhold trade from
LMP,” and by “inducing consumer, retailemd wholesale customers to purchase My
Pillow’s pillows instead of LMP’s pillows.” As alleged, thesénjuries are neither
“conjectural” nor “hypothetical,” they are actudlujan, 504 U.S. at 560. These injuries
also are particularized. They affected LMRhterests, not those of another entity or
person.See Spoked 36 S. Ct. at 154&ee also Red River Freethinkers v. City of Fargo
679 F.3d 1015, 1024 (8th Ciz012) (concluding that alledeinjury was particularized
because it affected plaintiffpersonally and directly” as gosed to merely implicating a
“public grievance”). And the loss of prtd and reputational damage are concrete
injuries; they are “realand not abstract."See Spoked.36 S. Ct. at 1548. Thus, LMP
has alleged an injury in fact suffesit to establish Article 11l standing.

A claimant also must allege an injuryathis fairly traceable to the allegedly
unlawful conduct and is not the consequencéhefindependent aots of a third party
that is not before the courtujan, 504 U.S. at 560. Proximate causation is not required
to establish Article Il standing even if @imate cause is an element of the cause of
action. Lexmark Int’l, Inc. v. Static Control Components, Jrig72 U.S. 118, 134 n.6

(2014). Notably, thestanding inquiry “isnot ... an assessment of the merits of a



plaintiffs claim.” Red RiverFreethinkers 679 F.3d at 1023 (emphasis added).
Although an injury is not “fairly tracdde” when it is the result of “thendependent
action of some third party not before the ¢pthrat does not exclude injury produced by
[a] determinative or coercive effegpon the action of someone els&Vieland 793 F.3d

at 954 (quotin@ennett v. Speab20 U.S. 154169 (1997)).

LMP alleges that My Pillow engaged false and misleadingdvertising that
caused LMP to lose customers and sales sauffiér reputational harm to its business.
Although the causal chain in these allegationdudes the independent action of third
parties—namely, LMP’s customers and prestive customers—the alleged injuries
nonetheless are fairly tracealdteMy Pillow’s alleged condut. LMP essentially alleges
that My Pillow's false and misleading adtising had a “determinative or coercive
effect” on the actions of LMP’s customers tiyerting them (and their business) from
LMP to My Pillow. See Wieland793 F.3d at 954. ThereforleMP has alleged a causal
connection between its alleged injuries avig Pillow’s conduct that is sufficient to
establish Article Il standing.

My Pillow contends that LMP’s allegans of harm andcausation are too
“conclusory” and “general” to establish stamgli But this argument demands a level of
specificity that is not required at the pleay stage. “At the pleading stage, general
factual allegations of injury resulting fro the defendant’s conduct may suffice” to
establish Article 11l standing, inontrast to the “specific fa&t and evidentiary proof that
are required at the summary-judgment and sfages of a lawst) respectively. See

Lujan, 504 U.S. at 561. My Pillow’s arguents to the contrary lack merit.

10



Because LMP has Article Il standing tovaghce its false-advertising claim, My
Pillow’s motion to dismiss othis ground is denied.

2. Statutory Standing

In contrast to Article Ill standing, whicaddresses “the cditgtional power of a
federal court to resolve a dispute,” statyt standing requires the determination that
“Congress . . . has accordtds injured plaintiff the right to sue the defendant to redress
[the plaintiff's] injury.” Miller, 688 F.3d at 934 (internal gtation marks omitted). To
establish statutory stding under the Lanham Act, “a plafiimust allegean injury to a
commercial interest in reputation or salesid that the economic or reputational injury
flowed “directly from the deception wught by the [false] advertising.Lexmark Int’|
572 U.S. at 131-32, 133. llagations that the “deception ebnsumers causes them to
withhold trade from the plaiiif” are sufficient to satify this legal standardld. at 133.
But an individual or business consumer thanisled into purchasing an inferior product
may not invoke the protdon of the Lanham Act.Id. at 132. And the injury must
directly harm the complainingarty. For example, “whila competitor who is forced out
of business by a defendant’s false advertising” generally has statutory standing under the
Lanham Act, “the same is not true of @mpetitor’s landlord, its electric company, and
other commercial parties” that may be ingii@s a remote, collateral consequence of the
false advertisingld. at 134.

Here, as addressed above, LMP alletes My Pillow engaged in false and
misleading advertising that resulted in LMRbss of customers and sales along with

reputational harm to LMP’s business. LMP doed allege that it was harmed as a

11



consumerof My Pillow’s products or as a collatd consequence dfarm inflicted on
another of My Pillow’s compgeéors, both of which woulde insufficient to establish
statutory standing.See id.at 132-34. And notwithstanding My Pillow’s demand for
more detailed allegations of harm, LMP nst required to prove its damages at the
pleading stageld. at 140;cf. Lujan 504 U.S. at 561. LMP’allegations are sufficient to
establish statutory standing under the Lanham Act.

Because LMP has statutory standinglemthe Lanham ActMy Pillow’s motion
to dismiss on this ground is denied.

B. Failure to State a Claim

My Pillow also argues that LRI fails to state a false-advertising claim. To state a
false-advertising claim under the Lanham Ad¥)P must allege that (1) in a commercial
advertisement, My Pillow made a false statement of fact about a product; (2) the
statement actually deceived loas the tendency to deceiaesubstantial segment of the
statement’s audience; (3) the deceptiommigterial, meaning it idikely to influence
purchasing decisions; (4) Myillow caused the false statenmt to enter interstate
commerce; and (5) LMP was injured asesult of the false statemerBuetow v. A.L.S.
Enters., Inc.650 F.3d 1178, 1183th Cir. 2011).

My Pillow primarily argues thatMP fails to allege that it wasjured as a result
of My Pillow’s false statements. Accong to My Pillow, LMP’s allegations are
“unsupported, conclusory,” and “threadbare€itations of the injury element of a false-
advertising claim that do not “allege any acttadts regarding lost sales, lost market

share, lost goodwill, price erosion or any other actual, conceivable harm.” But

12



allegations are, by definition, “unsuppedt by proof at the pleading stageSee
Lexmark 572 U.S. at 140¢f. Lujan 504 U.S. at 561. And LMP’s allegations are not
“conclusory” or “threadbare” recitals of the injury element of a false-advertising claim.
LMP does more than merelylege that it was injured a& result of My Pillow’s false
advertising. LMP alleges that it suffered reggional harm and lostonsumer, retail, and
wholesale customers and sales as a result oPMgw’s false advertising. Contrary to
My Pillow’s arguments, thse allegations are factual arfdyroven, coull entitle LMP to
relief under the Lanham Act. To the extent th&t dissatisfied with the level of detail in
the complaint, My Pillowprovides no legal authity in support of dismissal on this basis.
See Twombly550 U.S. at 555-56 (stating that a plieg “does not need detailed factual
allegations” to survive a motion to disssi and a party may rely on a “reasonable
expectation that discovery will reveaidence” to support allegation$)l.. Nelson 673
F.3d at 805 (observing that “specific faei® not necessary” andcamplaint need only
provide “fair notice of what the claim isnd the grounds upon which it rests” (internal
guotation marks omitted)). LMP satisfiegthoverning pleading standard. My Pillow’s
argument that LMP fails to aduately plead the “injury” ement of a false-advertising
claim is unavailing.

My Pillow also argues that LMP fails #dequately plead the first element of a
false-adverting claim, but only with respeio LMP’s “sleep expert” and “medical
benefits” allegations. A motioio strike under Rule 12(f) the proper means to seek the

removal of specific allegations from a pleagli rather than a motion to dismiss under

13



Rule 12(b)(6), which applies tihe dismissal of entire clainisSee, e.g.Hill v. United
States 751 F. Supp. 909, 910-11 (D. Colo. 129My Pillow’s remaining arguments as
to LMP’s false-advertising counterclaim dmnited to specific allegations underlying
that counterclaim and do notmport dismissal of the entireasin. The Court declines to
address these arguments because, evesudtessful, they wodl not result in the
dismissal of LMP’s false-advertising countercldim.

In summary, My Pillow'smotion to dismiss Count \f LMP’s counterclaims,
which alleges that My Pillovengaged in false advertising violation of the Lanham
Act, is denied.

[ll.  Deceptive Trade Practices UnderMinnesota Law (Count VI) and
Unfair Competition Under Mi chigan Law (Count VIII)

Count VI of LMP’s counterclaims allegethat My Pillow engaged in deceptive
trade practices in violation of Minnesotd®eceptive Trade Practices Act, Minn. Stat.
§ 325D.44. And Count VIII oEMP’s counterclaims allegekat My Pillow engaged in
unfair competition in violatio of Michigan law.

Here, the Court applies the same analtsié applies to a false-advertising claim
under the Lanham ActSee AMD Southfield Mich. Lt& ship v. Mich. Open MRI LLC

337 F. Supp. 2d 97881 (E.D. Mich. 2004)see also Grp. Health Plan, Inc. v. Philip

3 A party may move to strike “redundamtymaterial, impertinent, or scandalous
matter” from a pleading within 21 days afteeing served. Fed. R. Civ. P. 12(f).
My Pillow made ncsuch motion here.

4 This same reasoning applies to My Pillow’s argument that LMP fails to adequately

plead the second and third elements of afaldvertising claim because that argument is
directed only to a small part tfe alleged false-advertising conduct.

14



Morris, Inc., 68 F. Supp. 2d 1064,069 (D. Minn. 1999). Myillow’s argument for
dismissal of these state-law counterclaimsatyeincorporates by reference its argument
for dismissal of LMP’s false-advertising ataiunder the Lanham Act. My Pillow has not
identified any independent basis that warrammissing these state-law counterclaims.

For the same reasons addressed abowaihlil, My Pillow’s motion to dismiss
Count VI and Count VIl of LMP’s counterclaims is denied.

IV.  Unfair Competition Under Mi nnesota Law (Count VII)

Count VIl of LMP’s counterclaims allegeisat My Pillow violated Minnesota law
by engaging in uiair competition.

“Under Minnesota law, unfair competitionn®t a tort with specific elements, . . .
rather, it describes a general category oktatich courts recognize for the protection of
commercial interests.Goddard, Inc. v. Henry’s Foods, In@91 F. Supp. 2d 1021, 1034
(D. Minn. 2003) (internal quotation marksnitted). Disparagemeérof a product or
business is a tort that may serve as Hasis for an unfair-competition claimSee
Imperial Developers, Incv. Seaboard Sur. Co518 N.W.2d 623, 627 (Minn. Ct. App.
1994). But if the underlying tort duplicatemnother claim, the unfair-competition claim
must be dismissedGoddard 291 F. Supp. 2d at 1034 (citiZgnmerman Grp., Inc. v.
Fairmont Foods of Minn. Inc.882 F. Supp. 892, 895 (D. Minn. 1994)). Here, LMP
alleges that My Pillow dparaged LMP’s product&nd business. But LMP’s
disparagement allegations ataplicative of LMP’s allegatins in support of its false-
advertising claim. For this reason, LMRIgim for unfair competition under Minnesota

law must be dismissed.
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Accordingly, My Pillow’s motion to dismss Count VII of LMP’s counterclaims,
which alleges that My Pillovengaged in unfair eopetition in violation of Minnesota
law, is granted.

ORDER

Based on the foregoing analysis and alltloé files, records, and proceedings
herein,IT IS HEREBY ORDERED that Plaintiff My Pillow, Inc.’s motion to dismiss
counterclaims, (Dkt. 89), ISSRANTED as to Defendant LMP Worldwide, Inc.’s

counterclaim Count IV andounterclaim Count VII anBENIED in all other respects.

Dated: December 11, 2019 s/Wilhelmina M. Wright
WilhelminaM. Wright
United States District Judge
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