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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLORADO

Civil Action No. 19€v-01063MEH

ACU DEVELOPMENT, LLC,
Plaintiff,

V.

MODERN POINT, LLC,

Defendant.

ORDER

Michael E. Hegarty, United States M agistrate Judge.

Before the Court iDefendant Modern Point, LLC’s Motion to Dismig#otion”) (ECF
21). The matter is fully briefed, and oral argument would not materially #ssi€tourt. For the
reasons stated belothe Court will grant the Motiom part and deny it in part.

Background

This case arises out of a trademark dispute between the parties. R@&iflftU”) is the
owner of the MODERN ACUPUNCTURE mark and brand, including several fetlademark
registrations Plaintiff uses these marksationallyfor its various goods and services, including
acupuncture services. Defendgior “Modern”) is the owner of the MODERN POINT
ACUPUNCTURE mark and brand, which it uses for its acupuncturetterdpeutic services
offered near Minneapolis, Minnesota and in Boulder, Colorado.

On January 4, 2019, Defendant sent Plaintiff a letter alleging that Plainsé of the
MODERN ACUPUNCTURE mark causes confusion with Defendant's MODERN POINT

ACUPUNCTURE markin Minnesota and Coloragand demandinglaintiff cease use of its mark
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in those areas. On March 13, 2019, Defendant filed suit against Plaintiff in thex ($tétes
District Court for the District of Minneso&eeking declaratory, economic, and injunctive relief.

Nearly a month later, on April 11, 2019, Plaintiff filed fhw@sent casenitially bringing
claims for federal trademark infringement, violation of the Colorado ConsuratggcBon Act,
and federal and common law unfair competition. ECF 1. On June 17, 2019, Plaedithe&l
operative Amended Complaitringing only asingle claim for declaratorjudgment of non
infringement. ECF 17. Plaintiff seeks a declaration that it has priority to the MODERN
ACUPUNCTURE mark and does not infringe on Defendants MODERN POINT
ACUPUNCTURE mark.

Defendant’s Motiorto Dismiss asksthe Courtto dismiss Plaintiff's Amende€omplaint
pursuant to the firgio-file rule. Defendant argues that because this case and the Minnesota case
involve the same trademark dispute between the same parties and the Minnesotes ddsd w
first, the Court should dismiss this case. Alternatively, Defendant requests that theitbeurt
transfer the case to Minnesota or stay the case until the Minnesota proceezinegslaed

L egal Standards

Thefirst-to-file rule applies “when two district courts have jurisdiction over the same
controversy, affording deference to the first filed lawsultipari v. U.S. Bancorp NA345 F.
App’'x 315, 317 (10th Cir. 2009unpublished)see alsdHospah Coal Co. v. Chaco Energy Co.
673 F.2d 1161, 1163 (10th Cir. 1988cognizing that “when two courts have concurrent
jurisdiction, the first court in which jurisdiction attaches has priority to demghe case”).The
rule is a discretionary doctrine, resting on principles of comity and soundagjualitthinistration

and concerned with avoiding duplicative or piecemeal litigation or rulings thahgemn the



authority of sister courtsCrocs, Inc. v. Cheng's Enterinc., No. 06¢cv-00605PAB-KMT, 2015
WL 5547389, at *3 (D. Colo. Sept. 21, 20Imternal quotations omitted). Thufy]hen related
cases are pending before two federal courts, the court in which the case was lastyfitefLise
to hear it if the issues raised by the cases substantially ovelthp.”

District courts applying the firdb-file rule within the Tenth Circuit have suggested the
propercourse is for the secosided court to make the initial determination of whether the two
actions substantially overlapdubbard v. Argent Mortg. Co., LL@®o. 15ev-02375WJM-CBS,
2016 WL 4537869, at *5 (D. Colo. Aug. 31, 20183ealsoCrocs, Inc, 2015 WL 5547389, at *3
In making this initial determinatiorcourts analyze three factors: “(1) the chronology of events;
(2) the similarity of parties; and (3) the similarity of isstie®Wakaya Perfection, LLC v.
Youngevity Int'l, Ing. 910 F.3d 1118, 1124 (10th Cir. 201@hternal quotations omitted)
Determining the chronology of events typically requires only a comparison dathe the two
complaints were filed.Id. As to the second factdtjt] he parties to the two actions need not be
necessarily identicdl only similarity or substantial overlap is requiredntero Res. Corp. v. S.
Jersey Res. Grp., LL®lo. 15¢cv-00656REB-MEH, 2015 WL 13185990, at *2 (D. Colo. Oct. 22,
2015),report and recommendation adopié&b. 15cv-00656REB-MEH, 2016 WL 8578553 (D.
Colo. Mar. 21, 2016)Third, “the issufs] must only be substantially similar in that they seek like
forms of relief and hinge on the outcome of the same legal/factual issde@nternal quotations
omitted). If a seconedfiled court decides thahe two actions substantially overldjt, may stay
the case, transfer it to the first filed court, iarrare casesdismiss the case entirélyHubbard

2016 WL 4537869, at *>emphasis added



Discussion

The parties agree dhthe first two factors of the firsp-file analysis, the chronology of
events and the similarity of parties, are satisfied. yTigagree as to the similarity of the issue in
the present caseith those in theMinnesotacase. Defendant argues that the issues in the two
cases are nearly identicahd a judgment in the Minnesota case would necessitate a determination
of the issue inthe present case. In response, Plaintiff argues that no part of this actiondmnges
the legal or factual issues in dispute in the Minnesota action. Although Pleoridedes the
Minnesota case concerns a greater scope of disputed issues, Plgjag# that those issues do
not subsume the issues in the present case.

Plaintiff, howeverunsuccessfully attempts pack apart the issue in the current case in an
attempt to distinguish it from the issues contained in the Minnesota case. Upaw dethe
operative complaints in both cases, the Court fihdsssues arestibstantially similain that they
seek like forms of relief and hinge on the outcome of the same legal/facties.is&ntero Res.
Corp., 2015 WL 13185990, at *2 (emphasis added).

In the present case, Plaintiff seeks a declaratory judgmerRItiatiff has priority to the
MODERN ACUPUNCTURE mark and does not infringe Defendants MODERN POINT
ACUPUNCTURE mark. ECF 17at 13 In the Minnesota action, Defendant seeks, among othe
relief requested, an injunction prohibiting Plaintiff from using various MODERN
ACUPUNCTURE marks in Minnesota and Colorado as well as a declaration thatBxefdas
priority to various MODERN POINT ACUPUNCTURE marks. ECF@at 2425. The relief
saught in the two cases are opposite sides of the same coin. Thus, although not,ittentiesles

seek “like forms of relief.”



Further, the outcomes of both cases, if they were to proceed, hinge on the same factual
issues. In the present case, Plaindifeges a single claim for declaratory judgment that its
MODERN ACUPUNCTURE mark does not infringe Defendants MODERN POINT
ACUPUNCTURE mark. ECF 17 at 13. In the Minnesota action, Defendant mak&s aictier
Colorado common law for trademark infringemt arguing Defendant has common law trademark
rights in MODERN POINT ACUPUNCTURE and that Plaintiffs usé the MODERN
ACUPUNCTURE marks constitutes trademark infringement. EGE §7.00. A determination
of the trademark infringement claim in the Me@sota case would require an examination of the
same factshat would beconsideredn the present caskit were to proced, such as the timing of
the use of each mark in commerce and the confdsidhe ordinary purchaser, if any, caused by
the use of the various marks.

Given the above analysithe “similarity of issue’factor is met and this case and the
Minnesota cassubstantially overlapHubbard 2016 WL 4537869, at *5. Due to this substantial
overlap, the Court shall apply the fitstfile rule to this case.

The Court mushowdetermine whether the appropriate relief is to stay, transfer, or dismiss
this case. First, the Court finds no basis for holding that this case is the ‘@asefor which
dismissal is warrantedSecond, the parties have already brought up the pdtehtastay in this
case. On September 16, 2019, Defendant filed an unopposed motion to stay the case in light of
Defendant’s owner’s recent health issues. ECF 24. The Court granted that motigteomb8e
19, 2019 and the case is currently stayedCH25. Pursuant tthat motion, “[tlhe parties have
agreed to stay their concurrent case pending in the District of Minn&odarn Point, LLC v.

ACU Development, LLONo. 19¢cv-668NEB-SER, due to Ms. Long’s condition.” ECF 24.



the Court were totay this case based on the fitgtfile rule, it would sit for the pendency of the
current stay in the Minnesota caaed, mice the case in Minnesota resgmhis case would
continueto sit, stayed, awaiting an eventual disposition. The Court fails to see thé twetied
parties of having tls case sit inhibernationin this District for a period of, potentially, several
years awaiting a result from Minnesotehus the Court finds that justice would be best served by
the third optiontransfer of this case to Minnesot&/ith both cases in one court, the presiding
judicial officer will be in a better position to consider staying this case from a juelii@ency
perspective Transfer also will enable the receiving cototconsiderthe appropriateness of
consolidating theetwo matters.
Conclusion

Accordingly, in the interests afomity and judicial efficiency, to avoid the waste of

duplication and piecemeal resolution of the dispute between these two parteldd¢s Motion

to Dismiss filed July 26, 2019; ECF 21s granted in part and denied in part. This case shall

be transferre to the United States Court for the District of Minnesota where the first filed cas
between these parties is currently pending.
SO ORDERED.
Entered and datet Denver, Colorado, this 30th day of September, 2019.
BY THE COURT:
kL e ?47«{';

Michael E. Hegarty
United States Magistrate Judge



