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UNITED STATES DISTRICT COURT
DISTRICT OF MINNESOTA
Corning Incorporated, Civil No. 20-700 (DWF/TNL)
Plaintiff,
V.
MEMORANDUM OPINION

Wilson Wolf Manufacturing Corporation AND ORDER
and John R. Wilson,

Defendants.

Kimball R. Anderson, Esq., hda T. Coberly, Esq., Ivaoullaos, Esq., Paula W.
Hinton, Esq., and Robine K. M&rant, Esq., Winston & Strawrl P; Paul B. Hunt, Esq.
and Jeff M. Barron, Esq., Bagsa & Thornburg, LLP; and Ahamarie Daley, Esq., Jones
Day, counsel for Plaintiff.

Britta S. Loftus, Devan V. PadmanabhB&sg., Michelle E. Dason, Esq., Sri K.
Sankaran, Esqg., and Paul J. Robben&asit,., Padmanabhan & Dawson, PLLC, counsel
for Defendants.

INTRODUCTION
Plaintiff Corning Inc. (“Corning” or “Plaintiff”) filed a complaint seeking
declaratory judgments of patent non-infemmgent, invalidity, andinenforceability of
U.S. Patent Nos. 9,441,192 (the “'192d?d”), 8,697,443 (the “'443 Patent”), and
9,732,317 (the 317 Patent”) (collectiyelthe “Patents-in-Suit”). (Doc. No. 1
(“Compl.”).) This matter is before tH@ourt on a Motion to Dismiss and to Stay
Defendants’ Deadline for Ansaring the Complaint broughbty Defendants Wilson Wolf

Manufacturing Corp. (“Wilson Wolf”) and dm R. Wilson (“Wilson”) (collectively,
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“Defendants”). (Doc. No. 20.) Plaintiff opposes Defendants’ motion. (Doc. No. 27 (“Pl.
Opp.”).) For the reasons set forth below, @wurt grants in part and denies in part
Defendants’ motion to dismiss.
BACKGROUND

Much of the factual background ftive above-entitled matter is clearly and
precisely set forth in the Court’'s Mar2@2, 2016 Memorandui@rder in the case
captionedWilson et al. v. Corning IncCase No. 13-cv-210 (D. Minn. filed Jan. 25,
2013) (the “Minnesota Litigation”). SeeMinnesota LitigationDoc. No. 388.) The
allegations relevant to this order arsalissed below and supplemented as necessary.

Wilson is the CEO of Wilson Wolf(Compl. § 7.) Wilson Wolf is a
biotechnology firm that develo@sd manufactures cell-cultudevices. Corning is one
of the world’s leading innovats in materials scienceld( 1 9.) Corning manufactures
and sells cell culturing vesseldd.j One of Corning’s cell dturing vessels is marketed
as the HYPERStack.Id. 1 10.) The HYPERStack usgas-permeable film technology
that allows the HYPERStack s®el to be the most efficiersicalable cell culture vessel
for adherent cell culture available todayd.)
l. The Minnesota Litigation

In 2013, Wilson Wolf and Wilson suégbrning in the Minnesota Litigation,
alleging that Corning obtained Wilstolf's cell-culture technology under a
confidentiality agreement artdat Corning subsequenttieveloped products using
Wilson Wolf's technology. Ifl. 1 11;see alspid., Ex. D.) Among other claims, Wilson

Wolf and Wilson alleged that the use, off@nd sale of Corning’s HYPERStack product



directly and indirectly infmged U.S. Patent Nos. 8,1886 (the 426 Patent”) and
8,158,427 (the 427 Patent”).)ld.) On March 17, 2015, ik Court dismissed the
claims for patent infringenme of the '426 and '427 Patents with prejudicéd.;(
Minnesota Litigation, Doc. No. 299 at SFjve claims remain in the Minnesota
Litigation, including claims for correctioof inventorship, brezh of contract, and
misappropriation of trade secretsd.(f 12.)

On December 26, 2017,6hJ.S. Patent and TtiAppeal Board (“PTAB"} issued
a decision and judgment in an integiece proceeding (the “Corning-Wilson
Interference”) invalidating all challenged cfes of Wilson’s U.SPatent No. 8,809,044
(the “044 Patent”). Id. 1 13.) Corning subsequently moved for summary judgment in
the Minnesota Litigation on éhground that thBTAB judgment precided re-litigation of
the same issues in the Minnesota Litigatioldl.; 6ee alsdMinnesota Litigation, Doc.
No. 580.) On June 17, 2020js Court denied Corning’s rtion. (Minnesota Litigation,
Doc. No. 610.)
Il. The Patents-in-Suit

Wilson Wolf is the purported owner tife Patents-in-Suit. (Compl. T 3&e also
id., Ex. A ("192 Patent”), Ex. B (443 Patent”), Ex. C ("31Patent”).) Corning alleges
that the Patents-in-Suit are “related either by family or subject matter to the patents that

were asserted by Wilson Wolf and Wifsin the Minnesota Litigation.”ld. T 31.)

1 The PTAB is an admigtrative law branch of the U.S. Patent and Trademark
Office (“USPTQO").



Corning also alleges that the Patents-init-8re related to #thnow-invalidated '044
Patent. Id.)

A. The '192 and '443 Patents

The '192 Patent, entitletCell culture methods and devices utilizing gas
permeable materials,” was filed on July 2015 and issued on @ember 13, 2016.
(192 Patent.) The '443 Patent, also entitled “Cell cultnezghods and devices utilizing
gas permeable materials,” was filed on AgriR010 and issued &xpril 15, 2014. (443
Patent.) The '192 and '443 Patents bothnalgriority to U.S. Provisional Application
No. 60/509,651 (the “651 Provisional”) dare both divisionsf Application No.
10/961,814 (the “’814 Application™. (See'192 Patent; '443 Patent.) Corning alleges
that the '192 and '443 Patarttgenerally concern and chaicell culture devices with a
significantly greater medium height thawas allegedly known in the prior artjd( { 37),
and “share the same specification with, andcern the same alleged inventions as,
Wilson Wolf's 426 anl '427 Patents,”id. § 32.) Corning furthealleges that “[u]nder
Wilson Wolf's apparent claimonstruction in the suits ageai the HYPERStack Users,”
the claims of the '192 and '443 Patents araté&ntably indistinct” from the claims of the

'426 and '427 Patents.”ld.  32.) Corning alleges thaktlturopean counterpart to the

2 Neither the '651 Provisional nor the '814 Application were attached to the
Complaint as exhibits. Beugse the '651 Provisional and18 Application are referenced
and embraced by the Complgithe Court considers thepablicly available documents
in its analysis.See Porous Media Corp. v. Pall Cora86 F.3d 1077, 1079 (8th Cir.
1999).



192 and '443 Patents, EP2336293B1, “currestBnds rejected by the European Patent
Office in light of an oppsition filed by Corning.” id. 1 38.)

Corning alleges that, starg with the '651 Provisional and continuing throughout
the prosecution of the '814 Applicationdathe applications for the '192 and '443
Patents, Wilson Wolf “repeatedly argued that thtaims were patentibat least in part
because they requirgpleater medium height than alleefound in the prior art.” I¢.
139))

B. The '317 Patent

The '317 Patent, entitled ‘ighly efficient gas permeabldevices and methods for
culturing cells,” was filed on Jy 2, 2014 as U.S. PateApplication No. 14/321,933 (the
“933 Application”) and issued on August 15, 2017. ('317 Patss®;alscCompl. § 72.)
The '317 Patent is a continuation of the '@dtent, which claims the benefit of U.S.
Provisional Patent Application Serial N&0/873,347 (the “347 Provisional”)ld(; see
alsoCompl. § 72.)Corning alleges that the '317 Patéshares the same specification
with Wilson Wolf's ‘044 Patent and coaems the same alleged inventionld.( 33.)
Corning further alleges that “[ulnder Wilsdiolf's apparent claim construction in the
suits against the HYPERStack Users,” therotaof the '317 Patent are “patentably
indistinct” from the claims othe 426 and ‘427 Patents.’Id( 1 32.)

During the prosecution of the 933 Apmiton, the Examinessued a double
patenting rejection finding that all pendialgims of the '933 Application were not
patentably distinct from theaiims of the '044 Patentld( { 73.) Instead of challenging

the double patenting rejection, Wilson Watid Wilson filed a terminal disclaimerld()



lll.  The Customer Suits

Corning alleges that, having suffered ilgation of the ‘044 Patent, Wilson Wolf
and Wilson launched a retdlay litigation against Corng’s HYPERStack end-users
and customers (the “Customer Suits”).o(pl. T 14.) In December 2019 and January
2020, Wilson Wolf filed lawsuits againBrammer Bio, LLC (“Bammer Bio”), Sarepta
Therapeutics, Inc. (“Sarepta”), Nationwi@aildren’s Hospital, Inc. (‘“NCH"), and The
Research Institute at Natiwide Children’s Hospital TRI”) (collectively, the
“HYPERStack Users”). I1d.) Wilson Wolf alleges that the HYPERStack Users infringe
some or all of the Patents-in-Suitd.(1 18-20.)

The HYPERStack Users utilize Corning& PERStack cell diure vessels in
their businesses.Id; 11 15-17.) Corning alleges, oriormation and belief, that the
HYPERStack Users employs k8YPERStack vessels soldigr uses reasonably related
to the development and sulssion of information under federal laws regulating the
manufacture, use, or sale of drugs or vatai biological products, including to the Food
and Drug Adminigtation (“FDA”). (Id.)

Corning alleges that, when Wilson Whbled its lawsuits against the
HYPERStack Users, Wilson Wolf knew, or skttbhave known, that the Patents-in-Suit
were unenforceable in light of Wilson WWe and Wilson’s fraudulent conduct in
obtaining the patents from the PTQd.(T 21.) Corning alsdlages that Wilson Wolf
and Wilson knew, or should have knowimat the claims itthe '044 Patent, which
allegedly underlie the Patents-in-Siiad been invalidated by the PTABd.J Corning

further alleges that Wilson Wolf and Wils&new, or should have known, that patent



infringement lawsuits against the RERStack Users were barred by iKessler
doctrine and the safe harbor edidied by 35 U.S.C. § 271(e)(1)ld() Corning alleges
that Wilson Wolf filed the lawsuits againte HYPERStack Users for the “improper and
unjustified purposes of interfering with @ung’s existing and prospective business
relationships with its customers.1d( 1 22.)
IV.  Corning’s Allegations of Inequitable Conduct

Corning alleges four different categormfsconduct that constitutes inequitable
conduct by Wilson Wolf, Wilson, and/or theounsel. These categories of conduct
include: (1) Defendants misrepresented datheir patent examples relating to media
height, (2) Defendants failed to disclas#verse data to the PTO, (3) Defendants
submitted a biased expert daeltion without informing the examinef the bias, and
(4) Defendants failed to disclose the '044dpa interference anetlated documents to
the examiner during the prsution of the '317 Patent.

A. Misrepresentation of data

In the Complaint, Corningllages that, in support of the alleged novelty of the
claimed inventions, the '651 Provisional inchdtitest results “to assess the impact of
medium height upon cell growth and antibgapduction.” (Compl. § 42 (quoting '651
Provisional, specification at 27.)The test results amtkscriptions included in

“Example 1” of the '651 Provisional, entitl€@he Effect of Medium Height Upon Cell

3 The '651 Provisional was not attached to the Complaint as an exhibit but is
publicly available on the USPTO’s Public Patent Application Information Retrieval
website.



Growth and Antibody Production,” which Congj alleges is repeated in “substantially
the same form in the '814 Applicah and the '443 and '192 Patentsld.(f 43.) Data
from the experiments allegedly performedttiupport the results of Example 1 are
included in Table Nos. 1-31d{) The test results in Exaie 1 “generally show that
increasing the height and/or amount of mexia cell culture vessel improves cell culture
performance and antibody productionld.J The '651 Provisional includes additional
Examples that allegedly reflect test resdisnonstrating that treddition of more media
than was allegedly used in the prior art, and submegrggaffolding in media of
purportedly greater than usual height, provided unexpected adgamtacell culture.
(Id. 1 44.) Corning alleges that these Epéana and test results are “repeated in
substantially the same form ihe ‘814 Application and #1°'443 and '192 Patents.'1d()
Corning alleges that Wilson Wolf and Wils were aware that “increased medium
height would provide no advantages to anthtt could negatively affect certain cell
types.” (d. § 46.) Corning further alleges that the “results achieved with the types of
cells used by Defendants in their expemtsan the '192 and ‘443 Patents were not
surprising and did not produtgnexpected’ results.” 1§.) Corning alleges that Wilson
Wolf, Wilson, and their counsel, including By¢ss and Dickson, knew that the Examples
were material to the prosecutiohthe '192 and ‘443 Patentsl( § 49) but did not
“qualify their claims of unexpected resultsamvantages from increased media height to

exclude adherent cellsid( 1 50).



B. Failure to disclose adverse data

In the Complaint, Corninglleges that, “[o]n inforration and belief, Wilson and
Wilson Wolf had, among othehings, other data, including @athat did not show as
favorable results (and/or showddtrimental results).” (Coph § 45.) In particular,
Corning alleges that Wilson and Wolf wexeare, based on “information provided by
Corning in 2004,” thaincreased medium height wouldoprde “no advantages to and in
fact could negatively affect certain cell typesld. ( 46.) For example, Corning alleges
that adherent cells, which are a type df particularly suitable for use in Corning’s
HYPERFlask and HYPERStack products,rad benefit from or may be negatively
affected by increased media heighd.)

The Complaint did not include the redaced “information provided by Corning
in 2004.” Corning submitted “[t]he actualtdaand information” as exhibits to its
opposition brief. $eePl. Opp. at 13 n.&ee alsdoc. No. 29 (“Poullacs Decl.”) | 7-8,
Exs. 5-6.)

C. Submittal of a biased expert declaration

In the Complaint, Corninglleges that Wilson Wolf ahWilson prosecuted U.S.
Application No. 13/029,762 (the 762 Applittan”) “prior to and/or in parallel to the
application for the '443 and’192 Patents.”of@pl. § 54.) Corning alleges that the 762
Application “concerns the same subject maditethe '443 and '192 Patents and includes
a priority claim to the '651 Prasional and ‘814 Application.” I{.) Corning further

alleges that the '762 Application “inglles a substantially identical specification



disclosure as the '443 and '192 Patentdd.)( The '762 Application was assigned to the
same examiner as the '192 and '443 Patents.1(55.)

During the prosecution of the '762 Applica, Corning allegethat the examiner
did not believe that “alleged requirement §peater media height rendered the claims
patentable over the prior art.1d( § 57.) To overcome the examiner’s objection, Corning
alleges that Wilson and his attorneys offei@dubmit an expert declaration regarding
the unexpected results from the uséncfeased medium heightdd.(1{ 57-58.) On
July 11, 2011, Corning allegehat Wilson Wolf, through Wson, Burgess, and Dickson,
submitted a declaration under 37 C.RBR..132 from Dr. JuaWera (the “Vera
Declaration”) in support of the pataility of the '762 Application. Ifl. 1 59.) The
Vera Declaration identified Dr. Vera as ‘@kssistant Professor at Baylor College of
Medicine” and an “expert in cell ture for adoptivecell therapy.” [d.) Corning alleges
that the Vera Declaration suggests that\lera had an arm’s length relationship with
Defendants because it stated that Dr. Veoatacted” Defendantseeking information
and “was subsequently proviigas permeable cell cultures devices and a copy of [the
‘814 Application].” (d.) However, Corning alleges that Dr. Vera was “not an
independent, disinterested, outside eXdaut instead was “Wilson Wolf's paid
consultant and Wilson’s collaborator.Id( 62.) Corning alleges that Wilson Wolf and
Wilson intentionally “failed to diclose to the PTO the materatt that they were paying
Dr. Vera for his declaratioand funding his work.” I¢.)

The Vera Declaration describes thepgmrtedly unexpected “superiority” and

“remarkable improvement over other methodkthe gas permeable devices that used

10



increased medium heightdd (1 59.) The Vera Declaration describes additional
experiments that “outperform” prior art cell culture methodd.) (Corning alleges that
neither Wilson nor Dr. Vera explainedttte examiner that the results were not
“unexpected” or that sucisuperiority” did not apply to adherent celldd.(11 59, 67.)

D. Failure to disclose th€044 Patent interference and related documents

In the Complaint, Corninglleges that, while the 38 Application was being
prosecuted, the related 'Of4tent was challenged in the Corning-Wilson Interference.
(Compl. § 74.) The Corning-Wilson Interémce involved Corning’s U.S. Patent
Application No. 14/84,267 to Martin et al. lfe “Martin Application”). (d.)

The PTAB formally declaad the Corning-Wilson berference on October 31,
2016. (d. 1 75.) Atthis time, the examiner ggsed to the '933 Application had issued
a Final Rejection of all pending ahas in the 933 Application.1d.) As part of the
examiner’s rejection of the '933 Applicatipthe examiner relied on (1) U.S. Patent
No. 6,759,245 to Toner (“Treer”), which was the prior art reference that PTAB
ultimately relied on when it invalidated certaiaims of the '044 Patent in the Corning-
Wilson Interference and (2) a patent applmatihat included a disclosure of the Martin
Application. (d.)

Corning alleges that neither Wilsonjlgén Wolf, nor any otheir attorneys,
including Brett Klein and Devan V. Pa@mabhan, disclosed the Corning-Wilson
Interference or any of the materials filedthe Corning-Wilsornterference to the
examiner of the '932\pplication. (d.  78.) Corning alsdlages that, although the

public prosecution history indicates that th@miner of the '9323pplication conducted

11



interference searches, theaexner never located the Corning-Wilson Interference and
Wilson Wolf and Wilson never advised the exaen of its existence or omissionld(
179.)

While the '933 Application was still beg prosecuted, Corning alleges that the
following documents were submittedtime Corning-Wilson Interference but not
submitted to the examiner ofetf933 Application: (1) anotion that claimed that the
'044 Patent was unpatentable as anticipatedoner (the “Toner Motion”), (2) a motion
that the '044 Patent was nentitled to the priority of th&847 Provisional (the “Priority
Motion”), and (3) a declaration by Dr. Charléeespi in support ahe Toner Motion and
Priority Motion (the “Crespi Declaration”).ld. 1 81, 84.) Corninglleges that these
documents were material @nd contradicted, the positioadvanced by Wilson Wolf,
Wilson, and their attorneys during the pragemn of the '933 Application but Wilson
Wolf, Wilson, and their attorneysikad to disclose the documentdd.(11 82-83, 85.)

On April 7, 2017, the eaminer of the '933 Apptiation issued a Notice of
Allowance. (d.  86.) The examiner nducted another interference search but did not
identify the Corning-Wilson Interferenceld() Wilson Wolf, Wilson, and their attorneys
did not notify the examiner of the Corninggbn Interference or any of its contents.
(Id.) After the examiner issuealNotice of Allowance, Coing alleges that the following
documents and testimony wesebmitted in the Corning-gon Interference: (1) a
deposition of Dr. Crespi, (2) Wilson Wolf dWilson’s oppositions to the Toner Motion
and Priority Motion, (3) a depdion of Wilson, and (4) Corngis reply briefs in support

of the Toner Motion and Priority MotionId( 11 87-90.) Corning alleges that, once

12



again, Wilson Wolf, Wilson, and their att@ys failed to disclose these documents or
their existence tthe examiner. I¢.) Corning alleges that thisformation was relevant
and material because Toner and Wilson’s entitlement to the benefit of the 347
Provisional were also at issue in thegmcution of the '933 ApplicationId( 11 92-93.)
DISCUSSION

l. Legal Standard

In deciding a motion to dismiss under Ru&b)(6), a courtssumes all facts in
the complaint to be true and construesedisonable inference from those facts in the
light most favorable tthe complainantMorton v. Becker793 F.2d 185, 187 (8th Cir.
1986). In doing so, however, a court need accept as trugholly conclusory
allegationsHanten v. Sch. Dist. of Riverview Gardeh83 F.3d 799, 805 (8th Cir.
1999), or legal conclusions drawn thye pleader from the facts alleg&destcott v. City
of Omaha901 F.2d 1486, 1488 (8th Cir. 199®.court deciding a motion to dismiss
may consider the complaint, matters of public record, orders, materials embraced by the
complaint, and exhibits a@ithed to the complainGee Porous Media Corp. v. Pall Carp.
186 F.3 1077, 1079 (8th Cir. 1999).

To survive a motion to disiss, a complaint must contaienough facts to state a
claim to relief that is plausible on its faceBell Atl. Corp. v. Twomb|y650 U.S. 544,
570 (2007). Although a compldineed not contain “detailed factual allegations,” it must
contain facts with enough specificity “taigsa a right to relief above the speculative
level.” Id. at 555. As the Supreme Court reiterated, “[tlhreadbare recitals of the elements

of a cause of action, supported by meyeatusory statements,” will not pass muster

13



underTwombly Ashcroft v. Igbal556 U.S. 662, 678 (2009) (citifigvombly 550 U.S.
at 555). In sum, this standi‘calls for enough fact[s] to raise a reasonable expectation
that discovery will reveal evidence of [the claim]livombly 550 U.S. at 556.

Inequitable conduct claims are heldhe higher pleading abdard required for
claims of fraud or mistake under FealeRule of Civil Procedure 9(b)exergen Corp. v.
Wal-Mart Stores, In¢575 F.3d 1312, 1326 (Fed. CG2009). “In alleging fraud or
mistake, a party must state with partanitly the circumstances constituting fraud or
mistake.” Fed. R. Civ. P. 9(b). A pleaditi@t “simply avers the substantive elements of
inequitable conduct, withosetting forth the particularized factual bases for the
allegation, does not satisfy Rule 9(bEXergen 575 F.3d at 1326-27. Thus, Rule 9(b)
“requires identification of the specific whehat, when, where, and how of the material
misrepresentation or omissioommitted before the PTOId. at 1327.

Il. Analysis

A. Inequitable conduct

In Counts I, V, and VII, Plaintiff assertseveral claims fanequitable conduct
against Defendants. As a threshold matter parties disagree as to whether the
Therasensstandard applies, requiring a plaintiffoove in its pleadings that the alleged
intent to deceive is the “sirgimost reasonable inferenceSegDoc. No. 22 (“Def.
Memo”) at 13; PIl. Opp. at 20-21.) Subsequent tdlisrasenséecision, the Federal
Circuit held that a “charge of inequitaldenduct based on a failure to disclose will
survive a motion to dismiss only if the plaffis complaint recites facts from which the

court may reasonably infer that a spedifidividual both knew of invalidating

14



information that was withheld from the BTand withheld thathformation with a
specific intent to deceive the PTODelano Farms Co. \California Table Grape
Com’n, 655 F.3d 13371350 (Fed. Cir. 2011) (citingxergen 575 F.3d at 1318, 1330)).
Accordingly, the Court concludes that tBeergenstandard is the appropriate standard
for determining whether Plaifitiadequately pled its clainfsr inequitable conductSee
also Cutsforth, Inc. W.EMM Liquidating Co., LLCCiv. No. 12-1200, 2013 WL
2455979, at *4 n.9 (D. Minnude 6, 2013) (applying tHexergenstandard, “without any
modification for thelTherasenseequirements,” to a motion to dismisspro Co. v. MTD
Prods. Inc, Civ. No. 10-756, 201WL 13138105, at *2 (DMinn. Dec. 5, 2011).

“[l]n pleading inequitable conduct in patesases, Rule 9(b) geires identification
of the specific who, what, when, where, dmv of the material misrepresentation or
omission committed before the PTCEXergen 575 F.3d at 1327. To sufficiently plead
the “who” of the material misrepresentatimnomission, a pleading must identify the
“specific individual associated with the filiray prosecution of thepplication . . . who
both knew of the material information andiderately withheld or misrepresented it.”
Id. at 1329. To sufficiely plead the “what” andwhere” of the material
misrepresentation or omission, a pleadimgst “identify which claims, and which
limitations in those claims, the withheld refaces are relevant to, and where in those
references the material information is foundd’ In addition, a pleading must “identify
the particular claim limitations, or combiian of claim limitations, that are supposedly

absent from the inforation of record.”
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Finally, a pleading must also allege fastfficient to‘give rise to a reasonable
inference of scienter, includynboth (1) knowledge of theitiheld material information
or of the falsity of the material misrepresaian, and (2) specific intent to deceive the
PTO.” Id. at 1330. Pleading deceptive intsptely on information and belief is
“permitted under Rule 9(b) when essehtidormation lies uniquely within another
party’s control, but only if the pleading sétsth the specific fastupon which the belief
Is reasonably basedld.

As discussed above, Plaintiff's claims for inequitable conduct can be categorized
into four separate theories. Theuet will address eactheory in turn.

1. Misrepresentation of data

Regarding its claims for inequitable cuct due to Defendants’ misrepresentation
of data, Plaintiff alleges that the '651 Pigignal, from which the 192 and '443 Patents
ultimately derive, included test data that “didt support the scope of Wilson’s claims.”
(Compl. 11 110, 130.) Plaintiff alleges thatthout this test da, the '192 and '443
Patents would not have been issudd.) (Plaintiff further alleges that the “results
achieved with the types of cellsed by Defendants in thexperiments in the '192 and
'443 Patents were not surprising and dot produce ‘unexpected results.Td.(f 46.)
Plaintiff alleges that Defendants and thetoateys submitted thimisleading data “with
intent to deceive the PTO.1d( 11 110, 130.)

Defendants argue that Plaintiff’'s claim for inequitable conduct fails to satisfy the
pleading standard for inequitable conduct because Cornirgjynatieges that the data

“did not support the scope of the claims,” tiwt the data was incorrect or falsified.
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(Def. Memo. at 13.) Defendants argue thaiiriff's allegationsdo not identify any
information that Wilson Wolf withheld or @iain why the PTO codlnot have evaluated
the data submitted in the specificationsl&ermine if it suppaed the scope of the
claims. (d. at 13-14.) Defendants argue that Riffia claim may be appropriate as an
invalidity argument, but not as a claim for inequitable condudt.af 14.)

Plaintiff responds that it alleges thatf®edants and their attorneys engaged in
“misrepresentations” when they claimeatliheir data demonstrated “unexpected
results.” (PIl. Opp. at 11 (citing Compl. {1 46, 52.) Plaintiff points to its allegations that
the results of Defendants’ experimemwsre not surprising and did not produce
unexpected results—instead, the resulteevw® different from what “conventional
wisdom” would have taught at the timdd.(at 12 (citing Compl. 1 46, 49-52).)

Defendants counter that Plaintiff's ajltion that the experiments were not
surprising and did not produc@expected results is “arisely the type of vague
assertion thaExergenwas designed to eliminate(Doc. No. 33 (“Reply”) at 2.)
Defendants argue that the Court shouldateidaintiff's “bare assertions” and “bald
allegations.” [d.)

Assuming all well-pled facts in Plaintiff€omplaint to be true, and construing all
reasonable inferences in the light most fabde to Plaintiff, the Court concludes that
Plaintiff has failed to plead facts sufficieotstate plausible claims for inequitable
conduct based on the allegedsmpresentation of dat&ee Twomb|ys50 U.S. at 570.
In particular, the Court concludes that Pldifrfails to plead facts sufficient to infer that

Defendants had knowledgetbie purported misrepresetitans of data. Here, the
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purported misrepresentationtigat the '192 and '443 Patts “included purported test
data that did not support the scope of hls claims”—specifically, the Examples 1, 3,
4,and 5. (Compl. 11 110, 13&e alsad. 11 43-44.) Plaintiff, however, does not plead
facts sufficient to infer that Defendants were aware that the referenced examples did not
support the scope of the '192 and '443 Pateriaims. While Plaintiff does allege that
“the results achieved with thigpes of cells used by Defendants in their experiments in
the '192 and '443 Patents were not surprisang did not producenexpected’ results”
(id. 1 46), Plaintiff's allegation does not supipan inference that Defendants knew, or
subjectively believed, that the results of gtxperiments were not surprising and did not
produce unexpected resultSee Exergen Corps75 F.3d at 1328 (“[T]he registrant’s
knowledge of MUFFLER KING, standingale, was not enough to infer that the
registrant also subjectively believed that thark was confusingly similar to SPEEDY
MUFFLER KING.”). At best, Plaintiff'sallegation leads to the inference tRéaintiff
believes that the results of the expemtsevere not surprising and did not produce
unexpected results. Moreover, Plaintiff's gi¢ions that Defendants and their attorney
submitted misleading data “with intentdeceive the PTO” (Compl. 11 110, 130) are
merely conclusory allegations. Such allegasi do not satisfy the scienter requirements

for pleading inequitable conduttld. at 1327.

4 To the extent Plaintiff argues that Dediants’ knowledge of the misrepresentation
of data can be inferred inothe information provided b@orning in 2004, the Court
concludes that such allegations are alsoffitsent. The information allegedly provided
by Corning in 2004 relates ©orning’s own tests, not Mendants’ experiments.SéePl.
Opp. at 13.) Plaintiff's separate theoryiméquitable conduct based on the failure to
disclose these tests is addressed below.

18



Accordingly, the Court grants, withoutgpudice, Defendants’ motion to dismiss

as to Plaintiff's claim for inequitable conduzdsed on the misre@ntation of data.
2. Failure to disclose adverse data

Regarding its claims for inequitable contidoe to Defendants’ failure to disclose
adverse data provided by Corning, Plairdifeges that, during the prosecution of the
192 and '443 Patents, Defenda “excluded data that did nshow [] favorable results
(and/or showed detrimental or comyraesults).” (Compl. 11 110, 136ee also idY 45
(“On information and belief, Wilson and Wils Wolf had, among other things, other
data, including data that did not showfagsorable results (and/or showed detrimental
results).”).) Plaintiff alleges that Wilson Wolfrad Wilson “were aware, including from
information provided byCorning in 2004, that increaenedium height would provide
no advantages to and in fact couldjavely affect certain cell types.d(  46.)

Plaintiff alleges that Defendants and thetoateys excluded this contrary data “with
intent to deceive the PTO.1d( 1Y 110, 130.)

Defendants argue that Plaintiff failsitentify any alleged omitted data. (Def.
Memo. at 14.) Defendants argue that mti#is allegation base on information and
belief is insufficient because Plaintiff doed matlege the facts upowhich its belief is
based. If.) Defendants further argue that Ptdifis reference to “information provided
by Corning in 2004” isnsufficient because Plaintiff does not allege the source of the
information provided, tavhom the information was allegedly provided, or the claims and
claim limitations to which the information is relevantd. @t 14-15.) Finally, Defendants

argue that Plaintiff fails tsufficiently allege that Wilson Wolf or its counsel had a
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specific intent to deceive bause Plaintiff alleges “se\ampossible explanations” for
Defendants’ actions, which prohibits a findithgit an intent to deceive was the “single
most reasonable inference.ld.(at 15.)

Plaintiff responds that it specificallyileged that Corning supplied Wilson and
Wilson Wolf with data irr004 that showed thaatiherent cells . . donot benefit or
may be negatively affected by the arrangesantd increased media height touted by
Wilson Wolf and Wilson to the PTO.” (RDpp. at 13 (emphasis in original).) Ina
footnote, Plaintiff states th#te “actual data and information has also been the subject of
discovery by Wilson Wolf inthe [Minnesota] Lawsuit.” I(l. at 13 n.4.) Plaintiff also
attached two exhibits to itseclaration in support of itgpposition: Exhibit 5, which
Plaintiff describes as “resultd testing data from Jul®004,” and Exhibit 6, which
Plaintiff describes as “results ofsteng data from December 2004.1d.((citing Poullaos
Decl., Exs. 5-6).) Plaintiff argues that it‘axiomatic” that information contradicting the
patentee’®x partestatements to the examar is material. Ifl. at 14 (citingApotex Inc. v.
UCB, Inc, 763 F.3d 1354, 1361-62 (Fed. Cir. 200Munsanto Co. v. Bayer Bioscience
N.V, 514 F.3d 1229, 124@-ed. Cir. 2008).) Plaintiff gues that Defendants’ alleged
misconduct is worsened by the fact tBatfendants are involved in Customer Suits
involving products that use adherent cell&e-type of cells Plaintiff alleges do not
benefit from Defendants’ inventionld() Finally, Plaintiff argues that its allegations in
paragraphs 49-52 sufficiently ajje an intent to deceiveld( at 15.) Plaintiff argues that
it alleges that Wilson, Wilson Wolf, anideir counsel knew the omitted data and

information were material to the prosecutigat “did not provide tts information to the

20



PTO.” (d. (citing Compl. 11 49-51).) Plaintiff furth@oints to its allegation that “[t|he
single most reasonable inference from thessians and misrepras&tions described
herein is that Defendants and their attomeycluding Burgess and Dickson, intended to
deceive the PTO and the public.td.((citing Compl. 1 52).)

Defendants counter that Plaintiff's “vagakegations” that Wilson Wolf failed to
disclose information provided by Corning onwarspecified date i8004 is insufficient
to state a claim for inequitable conduct. (Regi 3.) Defendants argue that Plaintiff's
belated attempt to provide the Court witdo documents purportedly given to Wilson
Wolf is also insufficient becae the documents are not ie tGomplaint or embraced by
the Complaint. Ifl.) Defendants argue that, even if the Court considers the two
documents, there was no obligation to disclassolicited, unverified, and unverifiable
third-party data to the PTOId() Defendants argue that Riaff’s allegations regarding
intent to deceive are insufficient becausaimliff's own pleadings allege two possible
explanations for Wilson Wolf's flure to disclose Corning’s pported test data: (1) that
Wilson Wolf knew that the information was material and deliberately withheld, and
(2) that Wilson Wolf mistakdp did not submit the inforistion because its attorneys
failed to explain the obligation ubmit such iformation. (d. at 4 (citing Compl.
11 48-49).)

Assuming all well-pled facts in Plaintiff€omplaint to be true, and construing all
reasonable inferences in the light most fabde to Plaintiff, the Court concludes that

Plaintiff has failed to plead facts sufficigntstate plausible claims for inequitable
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conduct based on the alleged failure to disclose adverseSk¢alwomb|y650 U.S. at
570.

First, the Court concludes that Plaintiff has failed to plead the circumstances of the
purported failure to disclose tleer data” with sufficient péicularity. Plaintiff alleges,
on information and belief, th&#ilson and Wilson Wolf had, among other things, other
data, including data that did not showfagsorable results (and/or showed detrimental
results).” (Compl. § 45.) Plaintiff's vagu#emation related to suctother data” clearly
lacks the requisite particularity taase a claim for inequitable condu@ee Exergerb75
F.3d at 1327.

Second, the Court concludes that Plairt#ds failed to plead the circumstances of
the purported failure to disclose “infortian provided by Conmg in 2004” with
sufficient particularity. Plaintiff allegethat Defendants werfaware, including from
information provided byCorning in 2004, that increaenedium height would provide
no advantages to and in fact couldyagvely affect certain cell types.1d( 1 46.) This
allegation fails to sufficientlgtate the specific who, \ahy when, and where of the
alleged material omission. Plaintiff attempiscompensate for iklack of detail by
submitting two documents that gserts are “results of testj data” that were given to
Wilson and Wilson Wolf “at meetgs in 2004.” (Pl. Opp. dt3.) Presumably, Plaintiff
believes that consideration of these documenappropriate because the Complaint
purportedly embraces these documei@se Porous Media Corpl86 F.3 at 1079.
While the Court is skeptical of Plaintiffattempt to incorporate two documents based on

a vague allegation related to “information pomd by Corning in 204,” the Court finds
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that it does not need teach the question. Regarsieof whether the Complaint
sufficiently embraces the twdncuments, the Court cdades that the documents
themselves do not provide additional detail§isient to compensatéor the Complaint’s
lack of allegations related to the who, whahen, and where of éhpurported meetings
in 2004.

Accordingly, the Court grants, withoutgpudice, Defendants’ motion to dismiss
as to Plaintiff’'s claim for inequitable conduct based on the failure to disclose adverse
data.

3. Submittal of a biased expert declaration

Regarding its claims for inequitablermuct due to Defendants’ submittal of a
biased expert declaration, Plaintiff allsgbat Defendants and their attorneys “submitted
materially false and misleading declaoats in the prosecutiaof the related 762
Application.” (Compl. 11 111-31.) Durirthe prosecution of #'762 Application,
Plaintiff alleges that Wilson and his atteys submitted the Vera Declaration to
overcome the examiner’s objections andupport the pateability of the 762
Application. (d. 11 57-59.) Plaintiff alleges that,gjgte the Vera Declaration’s attempt
to portray Dr. Vera as a disinterestedtpaDr. Vera was “not an independent,
disinterested, outside expert” but instegas “Wilson Wolf's paid consultant and
Wilson’s collaborator.” Id. 1 62.) Plaintiff allegethat Wilson Wolf and Wilson
intentionally failed to disclose Dr. Vera'slationship with Wilen Wolf and Wilson to

the PTO. Id.) Plaintiff also alleges that Wilsand Dr. Vera failed to explain to the
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examiner that the test results were not $gpeeted” or that such “superiority” did not
apply to adherent cellsld( 11 59, 67.)

Defendants argue that Plaintiff’'s claim for inequitable conduct fails to satisfy the

pleading standard for inequitable conduatdese Plaintiff's factual allegations do not
suggest that the Vera Declaration was makéoi the '192 and '443 Patents. (Def.
Memo. at 16.) Because the Vera Declaratvas submitted duriripe prosecution of a
related patent, Defendants argue that thene isvidence that éhexaminer considered
the declarations in connection withe '192 and '443 Patentsld() Defendants also
argue that Plaintiff's allegations of but-forateriality “on information and belief’ are
insufficient because Plaintiff provides no f&cipon which the allegebelief is based.
(Id.) Defendants further argue that PIdirfails to identify the claims and claim
limitations to which the misleading declaration is relevant or where in the declaration the
alleged misleading information can be founttl. &t 16-17.) Defendants argue that
Plaintiff's allegation that the 192 and '443tBats are within the same patent family as
the '762 Application is insuf@ient to invoke the doctrine affectious unenforceability.
(Id. at 16 n.2.)Finally, Defendants argue that Plaifisi allegations that Wilson Wolf's
counsel “knew or should hakmown of the relationship bgeen Vera and Defendants,”
“either failed to properly investigate,” ordiled to explain to Defendants their obligation
to inform the PTO that Venaas not an independent ex@iare incompatible with a
conclusion that an intent to deceivehs “single most reasonable inferenced. @t 17.)

Plaintiff responds that it Isssufficiently alleged theateriality of the Vera

Declaration, the omitted information about Mera’s bias, and the omitted information
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about adherent cells. (Pl. Opp. at 17.)céwing to Plaintiff, “it is material to an
examiner’s evaluation of thexedibility and content offadavits to know of any
significant relationship between an affiant and an applicantd” at 17-18 (quoting
Nilssen v. Osram Sylvania, In&04 F.3d 1223, 1230 (Fedir. 2007).) Plaintiff also
points to its allegation that the '192 and '438tents issued after the examiner accepted
the Vera Declaration as proof of but-for materialitid. &t 18 (citing Compl. § 69).)
Plaintiff argues that once the Defendants oaare the examiner’'sjeetion for the '762
Application, it would have been “unnecessanytfie Examiner to reque them to do so
over and over for every subseguenember of the family gfatents, including the later
192 and '443 patents.”ld.) Plaintiff argues that it has sufficiently alleged the doctrine
of infectious unenforceability because it gkbs that the Examineelied on the Vera
Declaration “in connection with all three prosecutiondd. at 19 n.5 (citing Compl.
1 69).) Plaintiff further argues that it haesjically pointed to the claims and claim
limitations to which the Vera Declarationredevant—i.e., claim limitations related to
increased media heightld( (citing Compl. {1 37, 40).) Finally, Plaintiff argues that, at
the pleading stage, it does nokeddo prove that intent eceive is the “single most
reasonable inference.ld( at 20-21.) Instead, Plaintiff argues that its allegations that
Wilson and Wilson Wolf knew of the misregentation and omissions are sufficient at
this stage. I¢. at 21.)

Defendants counter that Plaintiff's allegatj “on information and belief,” that the
examiner “relied on the Vera Declarationcionnection with all tree prosecutions” is

insufficient because Plaintiff Banot pled facts to supportduan inference. (Reply
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at 5.) Defendants also argue that the sategation is insufficient to support a claim of
infectious unenforceability.ld.) Finally, Defendants argukat, because Plaintiff
alleges that one possibility isat Wilson Wolf's counsel mayave failed to explain their
obligation to inform the PTO that Vera wast an independent expert, Plaintiff has not
sufficiently alleged intent to deceiveld(at 6.)

Assuming all well-pled facts in PlaintiffSomplaint to be true, and construing all
reasonable inferences in the light most fabde to Plaintiff, the Court concludes that
Plaintiff has pled facts sufficient to statepsible claims for inequitable conduct based
on the submittal of the Vera Declaration.

First, the Court concludes that Plaintiff has pled sufficient facts to allow the Court
to infer that the examiner relied on the Vera Declaration in connection with all three
prosecutions. Plaintiff alleges thatf®edants asserted the same argument for
patentability—i.e., that the claims require@aer medium height than allegedly was
found in the prior art—in thprosecution of the '762 Apmation and the prosecutions of
the '192 and '443 Patents. (Compl. 1 55.) mi#ialso alleges thahe examiner for the
'"762 Application was the same examinssigned to the 192 and '443 Patentsl.)(
Moreover, Plaintiff alleges thalhe examiner of the '762 Agtication and Defendants had
several discussions related to the noveftipefendants’ claims for greater medium
height. (d. 1 57-58.) Plaintiff alleges, on imfoation and belief, that the examiner
relied on the Vera Declaration in caution with all three prosecutiondd( 1 69.) At

this stage, the Court finds thatdhs a reasonable inference.
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Second, the Court concludes that Plairtdé sufficiently identiéd the claims and
claim limitations to which the Vera Decéion is relevant and where in the Vera
Declaration the alleged misleading informata@m be found. Plaintiff identifies claim 1
of the '192 Patent as a claim that includdisnétation related to medium height. (Compl.
1 40.) In addition, Plaintiff identifies seve@ims in the ‘443 Patent that require “a cell
culture device comprising a gas permeabéerial, scaffolds, and medium.fd( 41.)
Plaintiff also points tepecific parts of the Vera Declaration that describes the benefits of
medium height and additional experimentl. { 59.) Thus, the Court finds that
Plaintiff has sufficiently pled the “wha#ind “where” of the iaquitable conductSee
Exergen575 F.3d at 1329.

Third, the Court concludes that Plaintifhs alleged facts sufficient to plead the
doctrine of infectious unenfoeability. “[A] breach of theluty of candor early in the
prosecution may render unenforceable allnetawhich eventually issue from the same or
a related application.Fox Indus., Inc. v. Strugtal Preservation Sys., In©922 F.2d
801, 804 (Fed. Cir. 1990). Inequitable conduct may render unenforceable all patent
claims that have “a€Mmmediate and necessary relation” to that condkielystone Driller
Co. v. General Excavator G290 U.S. 240, 245-46 (1983Here, the Court concludes
that Plaintiff has pled sufficient facts thaav this Court to conlade that the alleged
misconduct during the prosecution of thigé Application has an immediate and
necessary relation to the claims of the "Bl '443 Patents. As discussed above,

Plaintiff has plausibly alleged that tbgaminer relied on the misleading Vera
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Declaration during the prosecution of the '192 8443 Patents. At this stage, the Court
finds that Plaintiff's allegations related to infectious unerdalility are sufficient.

Finally, the Court concludes that Plaintiffshaled facts sufficierto infer an intent
to deceive. As discussed above, the Courtlades that, at this stage, Plaintiff does not
need to establish that the intent to deceive is the “single most reasonable inference.”
Here, Plaintiff alleges that Defendants wnthat Dr. Vera was Wilson Wolf's paid
consultant and Wilson'’s collakator and intentionally failed tdisclose these facts to the
PTO. (Compl. 1 62.) While Plaintiff alsdegje that Defendantgttorneys “either failed
to properly investigate whether there waslati@nship between Vera and Defendants, or
failed to explain to Defendants thebligation to ifiorm the PTO” {d.  64), the Court
concludes that this allegation does not itla reasonable inference that Defendants
knew of Dr. Vera’s biases and intentionally fdil® disclose this information to the PTO.

Accordingly, the Court deas Defendant’s motion toginiss as to Plaintiff's
claims for inequitable conduct based ongbhbmittal of a biased expert declaration.

4, Failure to disclose the Coring-Wilson Interference

Regarding its claim for inequitable conddcie to Defendants’ failure to disclose
the Corning-Wilson Interference and relatetuments, Plaintiff alleges that Defendants
and their attorneys failed thsclose the existence of t®rning-Wilson Interference to
the examiner of the '317 Patent. (Compl. 9.)15Plaintiff alleges that Defendants and
their attorneys failed to disde this information with th&ntent to deceive the Patent

Office, despite actual knowledge that patentability over Toner was directly at issue in the

prosecution of the '933 Application.”ld)
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Defendants argue that Plaintiff's allegatiars baseless becaube examiner of
the '317 Patent was the same examineraesiple for the '044atent, which was the
subject of the Corning-Wilson Interferenc@ef. Memo. at 17:8.) Defendants note
that notice of the Corning-Wilson Interferenwas included in the '044 Patent’s file
history. (d. at 18.) Defendants further arguatthbecause the Manual of Patent
Examining Procedure (“MPEP”) states thaemference searches shdwuot be placed in
the application file, there is no basis foaiRtiff's allegation tlat the examiner was
unaware of the Corning-Wilson Interferencéd.) Defendants also argue that, because
the examiner of the '317 Patent alreddyl Toner and the M@ Application,
Defendants had no obligation to discldse Corning-Wilson Interferenceld( at 18-19.)
Defendants argue that Plaintiff fails to idept#ny information that was relevant to the
'317 Patent’s examiner, the specific portimigslocuments where such information can
be found, or the claims of the 317 Patemtvhich the information is relevantld(
at19.)

Plaintiff responds that théorning-Wilson Interferenceras “directly applicable”
to the '317 Patent because tB&7 Patent and '044 Patenediclosely related.” (Pl.
Opp. at 21-22.) Plaintiff poistto the fact thahe examiner initiallyejected the '317
Patent on double patenting grounds over the '044 Patent and the fact that Defendants “did
not challenge that finding.”ld. at 21.) Plaintiff states thadlthough the examiner of the
'317 Patent was also the examioéthe '044 Patent, the examiner wast involved in
the Corning-Wilson Interferenceld( at 23.) Plaintiff arguethat the examiner would

have wanted to know of the existenceaafontrary interpretation of Tonerld)
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Plaintiff further argues that an overlap obexners does not relieve an applicant of its
duty to disclose. Id.) Plaintiff argues that it is the “expenterpretationand
contentions regarding the prior art, nat frior art itself, tht was the material
information withheld.” [d. at 25 (emphasis in original).) Thus, Plaintiff argues that
Defendants should have disclosed the Tdnetion, Priority Motion, and Crespi
Declaration because they redd Defendants’ arguments filie patentability of the '317
Patent. Id. at 25-26.)

Defendants counter that Plaintiff's clafor inequitable conduct fails because the
references at issue in ther@mg-Wilson Interference weinsidered by the examiner
during the prosecution of the '317 Patentefy at 6.) Defendants also reply that a
“mere list of interference documents” is insuféiot to satisfy Plainti's pleading burden.
(Id. at 7.)

Assuming all well-pled facts in Plaintiff€omplaint to be true, and construing all
reasonable inferences in the light most fabde to Plaintiff, the Court concludes that
Plaintiff has failed to plead facts sufficieotstate plausible claims for inequitable
conduct based on the failure to disgddhe Corning-Wilson Interferenc8ee Twombly
550 U.S. at 570.

First, the Court concludes that Plaintiff has failed to pleaavtie andwhereof
the alleged inequitable condudixergen 575 F.3d at 1329. Although Plaintiff points to
its allegations regarding the Toner Motidiority Motion, and Crespi Declaration,

Plaintiff does not identify “where in thosefeeences the material information is found.”
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Id. At this stage, it is not enough for Pitdf to assert, withoumore, that several
documents generally contamaterial information.

Second, the Court finds that the Cdaipt fails to adequately identifiyhat claims
would not have been issuedfie purportedly material infmation had been submitted to
the PTO.Id. Notably, while the Comgint contains some alletians related to relevant
claim limitations in the '192 and '443 Pats (discussed above), the Complaint does not
contain any allegations related to relevaatrollimitations in the '317 Patent. Instead,
the Complaint appears to redyn the fact that the '317 Rant is related to the now-
invalidated '044 Patent. Thdtowever, is not legally sufficient to state a claim. The fact
that two patents are related does not gise to a reasonable inference that the two
patents rise and fall togetheBeeComair Rotron, Inc. iNippon Densan Corp49 F.3d
1535, 1539 (Fed. Cir. 1995). Neither does the factDe&ndants filed a terminal
disclaimer or did not object to theariner’s double patenting rejectioBeeQuad
Envtl. Techs. Corp. Wnion Sanitary Dist.946 F.2d 870, 874 dedl. Cir. 1991) (“[T]he
filing of a terminal disclaimer simply sees the statutory function of removing the
rejection of double patentingnd raises neither presumptiorr estoppel on the merits of
the rejection. It is improper to convert tisisnple expedient dbbviation’ into an
admission or acquiescence otoppel on the merits.”).

Accordingly, the Court grants, withoutgpudice, Defendants’ motion to dismiss

Plaintiff's claim of inequitable aaduct related to the '317 Patent.
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B. Claim preclusion and theKesslerdoctrine

In Count XI, Plaintiff assas a claim for a declaration of claim preclusion.
(Compl. 11 168-73.) “The general conceptlaim preclusion is that when a final
judgment is rendered on the merits, ano#@ion may not be maintained between the
parties on the same ‘claim,” and defenseswat raised or couldave been raised in
that action are extinguishedHallco Mfg. Co., Inc. v. FosteP56 F.3d 1290, 1294 (Fed.
Cir. 2001) (citing Restatement (Second)aofigments, 88 18-19 Claim preclusion
applies when “(1) the fst suit resulted in arial judgment on the merits; (2) the first suit
was based on proper jurisdiction; (3) botlissinvolve the same parties (or those in
privity with them);and (4) both suits are based upom $hhme claims or causes of
action.” Elbert v. Carter 903 F.3d 779, 782 (8th Cir. 2018) (quotidgstner v. URS
Consultants, In¢.153 F.3d 667, 673 (8th Cir. 1998)When the first and second suit
involve different patents, cla preclusion will apply “only ithe scope of the asserted
patent claims in the two suiis essentially the same3impleAir, Inc. v. Google LLC
884 F.3d 1160, 1167 (Fed. Cir. 2018). “[@}a which are patentably indistinct are
essentially the same 4.

In Count XII, Plaintiff asses a claim for a declaratn of preclusion under the
KesslerDoctrine. (Compl. 1 174-77.) ThessslerDoctrine “bars a patent infringement

action against a customeraseller who has previoughyevailed against the patentee

5 In assessing claim preclusion, regional circuit law appl&@sipleAir, Inc. v.

Google LLC 884 F.3d 1160, 1165 (Fe@ir. 2018). Whether a particular cause of action
In a patent case is the same as another cause of action, howsVepgugal application

to patent cases” and, thusgisverned by Federal Circuit lavid.
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because of invalidity or nornfinngement of the patent.SpeedTrack, Inc. v. Office
Depot, Inc, 791 F.3d 1317, 1322 ¢€d. Cir. 2015) (citingMGA Inc. v. Gen. Motors
Corp., 827 F.2d 729, 734 (Fed. Cir. 1987)). KuesslerDoctrine “fills the gap between

7w

[the claim and issue] preclusidioctrines,” “allowng an adjudgedon-infringer to
avoid repeated harassment for continuingputsiness as usual post-final judgment in a
patent action where circumstances justify that res@tdin Life, LLC v. Elekta In¢.746
F.3d 1045, 1056 (Fedir. 2014) (emphasis iariginal). While theKesslerDoctrine is
typically applied against prewisly adjudicated patents, tKesslerDoctrine may still
apply to unadjudicated patents if the previguasljudicated patent and the unadjudicated
patents are “patentably indistinctSimpleAir, Inc. v. Google LL384 F.3d 1160, 1170
(Fed. Cir. 2018).

Plaintiff alleges that “[ijn the MinnesatLitigation, Corningpbtained dismissal
with prejudice of Defendants’ claims tithe HYPERStack product infringed the '426
and '427 Patents.” (Compl.  1&&e also idf 170.) Plaintiff also alleges that the '443
Patent and '192 Patent “derive from thengea651 Provisional Application as the '426
and '427 Patents, share the same spetidicaand, under Defendants’ apparent claim
construction in the suits against the HYFE&Ck Users, include claims that are
patentably indistinct from those of the '4Patent and ‘427 Pateht(Compl. § 176see
alsoid. 11 32, 171.) Plaintiff further alleges thlae '317 Patent “derives from the same
'347 Provisional Application as the '04atent (claims of which have now been

invalidated), and also includes claithat, under Defendants’ apparent claim

construction in the suit against the HYPE&Et Users, are patentably indistinct from
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those of the '426 Patent and '427 Patentd.,(f 172;see also id{{ 32, 176.) Plaintiff
alleges that “Defendants’ allegationsiiringement against Going’s HYPERStack®
Customers and end-users are therefore basélde same transactional facts as their
dismissed claims against Corningld.( 1 176.) Thus, Plaintiff asserts that Kessler
Doctrine precludes Defendants’ claimgainst the HYPERStack Usersd. ({] 177.)
Defendants argue that the fact th&82land 443 Patents “share the same
specification” with the 426 and '427 Patens the sole factual allegation in the
Complaint and that such an allegation eydlly insufficient to support its claim
preclusion counts.” (Def. Memo. at 2efendants further argue that the Complaint
contains no allegation that the '317 Paterareh a specificationitt the '426 and '427
Patents, as the '317 Patent desii®mm a separate patent familyd.(at 23 n.6.) Plaintiff
responds that the Complaint includes adddiallegations, including that the '192 and
'443 Patentsihclude claims thatunder Defendants’ apparesiaim construction in the
suits against the HYPERStack Useng patentably indistinct from those of the 426
Patent and '427 Patert (Reply at 30 (emphasis in onml).) Plaintiff further responds
that the Complaint allegeilat the '317 Patent@lso includes claims thatunder
Defendants’ apparent clainomstruction in the suits agait the HYPERStack Userae
patentably indistinct from those dhe '426 Patent and '427 Paterit (Id. at 30-31
(emphasis in original).) Defendants caenthat the identified allegations are
“conclusory allegations that the claims aréepéably indistinct” and, thus, Plaintiff's

claim preclusion counts should Bismissed. (Reply at 8-9.)
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Assuming all facts in Plaintiff’'s Complaint to be traled construingll reasonable
inferences from those facts in the light most favorable to Plaintiff, the Court concludes
that Plaintiff has failed to plead enough factstate claims to relief that is plausible on
its face. See Twomb|y650 U.S. at 570. First, the Court concludes that the Complaint’s
allegations that the '192 and '443 Patetderive from the same ‘651 Provisional
Application as the '426 and '427 Patentsitld'share the same specification” as the 426
and '427 Patents is insufficient to state @l for declaratory relief of claim preclusion
or theKesslerDoctrine. SeeSimpleAir, Inc. v. Google LL&84 F.3d 1160, 1166 (Fed.
Cir. 2018) (finding that the fact thatdtasserted patents “all share a common
specification and terminal disclaimer to aroaon parent” was insufficient to sustain the
district court’s holding of claim preclusion)ndeed, separate patents “describe ‘separate
and distinct [inventions],” and it can not bepumed that related patents rise and fall
together.” Comair, 49 F.3d at 153%ee also Kearns v. Gen. Motors Coig4 F.3d
1553, 1556 (Fed. Cir. 1996‘[E]ach patent, by law, coverdn] independent and distinct
invention.”).

Second, the Court concludes that the Camgs allegations that the 192, '443,
and '317 Patents include claims that, “unBefendants’ apparentaim construction in
the suits against the HYPERStack Users, arenpably indistinct from those of the 426
and '427 Patents” are méyeconclusory allegations, unsupported by any factual
allegations in the Complaintor example, the Complainbistains no factual allegations
that identifies Defendants’ apparent claiomstruction or provide $ficient factual basis

for the Court to plausibly fier that such a claim construction would render the '192,
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'443, and '317 Patents patentably indistifrom the '426 and ‘427 Patents. Such
allegations are insufficient to state a claim for religéelgbal, 556 U.S. at 681 (“[T]he
allegations are conclugpand not entitled tbe assumed true.”$ee also Twomb|yp50
U.S. at 557 (“[A] conclusory allegation afjreement at some unidentified point does not
supply facts adequate to show illegality.”).

Thus, based on the allegations in Pl&fistiComplaint, the Court finds that the
Complaint fails to stata claim for declaratory relief for claim preclusion or a claim for
declaratory relief under th€esslerDoctrine. Accordingly, the Court dismisses Counts
Eleven and Twelve without prejudic&ee Finnegan v. Suntrust Mortgadd0 F. Supp.
3d 819, 832 (D. Minn. 2015) (“Motions ttismiss pursuant to Rule 12(b)(6) are
generally without prejudice, ‘where therenis evidence of persistepleading failures.”)
(quotingHolmseth v. City of East Grand ForkSiv. No. 14-2970, @15 WL 4488424, at
*20 (D. Minn. July 23, 2015)).

C.  Tortious interference

In Count XIII, Plaintiff asses a claim for tortious ierference with prospective
economic advantage. A claim for tortiangerference is preempted by federal patent
laws unless the plaintiff can show thlaé patent holder acted in bad faithee Energy
Heating, LLC v. Heat On-The-Fly, LL.889 F.3d 1291, 130&ed. Cir. 2018)see also
Zenith Elecs. Corp. v. Exzec, Int82 F.3d 1340, 1355 (Fed.rC1999) (“[W]e hold that
bad faith is a prerequisite to Exzec’s statg-artious interferencelaim; without it, the
claim is preempted by patelaiv.”). The bad faith standard has an objective and

subjective componenB00 Adept, Inc. v. Murex Securities, L&39 F.3d 1354, 1369
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(Fed. Cir. 2008)¢ert. denied555 U.S. 1175 @19). “The objective component requires
a showing that the infringement alléigas are ‘objectively baseless.Id. (citation
omitted). “The subjective component relatea howing that the patentee in enforcing
the patent demonstrated subjective bad faitt.”

Defendants argue that Plaintiff's clainr fiortious interference based on alleged
inequitable conduct should be dismissed beedPlaintiff fails to state a claim for
inequitable conduct. (Def. Memo. at 22.) Dwefants also argue that Plaintiff's claim for
tortious interference based on the CustoméisShould be dismissed because Plaintiff
merely alleges conclusory statementsl.)(

Plaintiff points to the allegations ingfComplaint that Defendants’ infringement
claims in the Customer Suit are objectiveseless because Defendants knew that “if
broadly construed, the asserted patents ardidinaand if properly construed, they are not
infringed by the customers’ and end-userse of HYPERStack®.” (PIl. Opp. at 24
(citing Compl. 1 181).) Plaintiff also arguesitlit has pled detailed facts related to its
claims that the Customer Suits are barred by the Kessler Doctrine and the safe harbor
under 35 U.S.C. § 271(e)(1).

Assuming all well-pled facts in Plaintiff€omplaint to be true, and construing all
reasonable inferences in the light most fabde to Plaintiff, the Court concludes that
Plaintiff has pled facts sufficient to state aysible claim for tortious interference. As
discussed above, the Court concludes that at least one of Plaintiff’'s claims of inequitable

conduct will survive DEndants’ motion.
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Accordingly, the Court deas Defendants’ motion tosiniss as to Plaintiff's
claim for tortious interference.

D. Claims against John R. Wilson

Plaintiff's Complaint asserts all clainagjainst both Wilson Wolf and Wilson.
(Compl. 11 98-188.) Defendants argue that, because Wilson Wolf owns the Patents-in-
Suit and is the sole plaintiifi the Customer Suits, Wilsonm®t a proper defendant in
this case and, thus, all claims against Wilsbauld be dismissed. (Def. Memo. at 24.)
Defendants further argue that the Complaiadlegations in the tortious interference
claim that Wilson “owns and atrols Wilson Wolf,” is “prncipally responsible for the

inequitable conduct that resudten the issuance of the pats#im-suit,” “personally stands
to benefit financially and pfessionally” if Wilson Wolf saceeds in its Customer Suits,
and “personally directed and is legally resgibte for the assertion of the aforesaid sham
litigation” are insufficiento support a piercing of the corporate veld. @t 24-25.)
Plaintiff responds that it is not attemptingdierce the corporate veil. (Pl. Opp.
At 32.) Instead, Plaintiff argues thatseeks to hold John Wibs directly (and not
vicariously) liable for his own conducbased on Wilson’s conduct during the
prosecution of the 192, '443, and '317 Patentd.) (In support of its proposition,
Plaintiff relies on two district court caseBidiana Forge v. Miller Veneerg36 F. Supp.
2d 1201 (S.D. Ind. 2010) amdmament Sys. & Procedurdagc. v. Emissive Energy
Corp., C.A. No. 06-833, 2007 WR572304 (E.D. Wis. Sept. 3007). Plaintiff also

argues that Wilson’s inclusion in the clafar tortious interference is proper because
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Wilson “personally stands toenefit financially and progsionally if he succeeds in
shutting down Corning’s HYPERStack lmsss with his sham litigation.”ld. at 33.)

Defendants counter that the fact that WilSstands to benefit” from the Customer
Suits does not establish a tortious interference claim against Wilson individually. (Reply
at 9.) Defendants argues that the cases Rlagltes on are nonbinding and that the fact
that Plaintiff may seek attorneys’ fees canestiablish a cause of action against Wilson.
(Id. at 10.)

At this stage, the Court concludes that Plaintiff has pled sufficient facts to include
Wilson as a defendant for its surviving ahai of inequitable conduct and tortious
interference. Plaintiff alleges that Wilsonsvadividually responsible for portions of the
alleged inequitable conduct before the PTO. Plaintiff also seeks, as part of its request for
relief, an award of reasonable attorneys’ feeder 35 U.S.C. 8§ 285. The Court agrees
with the other district courts’ reading 8tipreme Court and Federal Circuit precedent
that, in such a scenario, an individuay properly be namezk a defendaniSee
Indiana Forge 736 F. Supp. 2d at 1205-0&mament Sys2007 WL 2572304, at *3-4.

Accordingly, the Court deas Defendant’s motion tosiniss as to Plaintiff's
claims against Wilson.

E. Motion to stay Defendants’ deadline to answer

Defendants request that this Court dbsfendants’ obligation to answer the
allegations in the Complaint pending ttisposition of this motion. (Def. Memo.
at 26-27.) Defendants asseritmany courts have foundetha party should not file a

partial answer during the pendermlya motion to dismiss.ld. at 26 (citing cases).)
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While Plaintiff acknowledges th#here are times when judiciefficiency can be served
by staying a defendant’s deadline to answexinff argues that this case is not such a
circumstance. (Pl. Opp. at 34-35.)

In this case, the Court agrees that a stdyefendants’ obligation to answer the
Complaint pending the dispositi of this motion is appropriate. The Court finds that
judicial efficiency is best served by agle answer, rather than piecemeal partial
answers. Accordingly, the Court grabtefendants’ motion tetay the deadline to
answer the Complaint pendjnhe disposition of Defendants’ motion to dismiss.
Because the Court has now ruled on Defetgdanotion to dismiss, Defendants have
until 14 days after the date of tiigder to answer the Complaint.

CONCLUSION

For the reasons discussed above, the Cowds fihat Plaintiff has failed to allege
sufficient facts to state a plausible claim ife@quitable conduct fanisrepresentation of
data, failure to disclose adverse data] failure to discloséhe Corning-Wilson
Interference. The Court also finds that Riidi has failed to allege sufficient facts to
state plausible claims for a declaration of claim preclusion and preclusion under the
Kesslerdoctrine. At this stage in the litigatioine Court finds that Plaintiff has alleged
sufficient facts to state a plausible claim for inequitable conduct for submittal of the Vera
Declaration. The Court also finds that Rtdf has alleged sufficient facts to state a
plausible claim for tortious interferenc&he Court further findghat Defendant Wilson

is properly a defendant at this time. Finatlye Court finds that a stay of Defendants’

40



deadline to answer ¢hComplaint pending the disptisn of Defendants’ motion to
dismiss is appropriate.
ORDER
Based upon the foregoing, and thedjleecords, and proceedings heré&inlS
HEREBY ORDERED that Defendants’ Motion tDismiss (Doc. No. [20]) is
GRANTED IN PART andDENIED IN PART consistent with the memorandum above
as follows:
1. The CourtGRANTS Defendants’ Motion to Dismiss regarding
Plaintiff's claims for inequitable condufdr misrepresentation of data, failure to
disclose adverse data, and failure tcttise the Corning-Wilson Interference.
2. The CourtDENIES Defendants’ Motion to Dismiss regarding
Plaintiff's claims for inequitable conduct for submittal of the Vera Declaration.
3. The CourtGRANTS Defendants’ Motion to Dismiss regarding
Plaintiff's claims for a declaration @faim preclusion and preclusion under the
Kesslerdoctrine.
4. The CourtDENIES Defendants’ Motion to Dismiss regarding
Plaintiff's claim for tortious interference.
5. The CourtDENIES Defendants’ Motion to Dismiss regarding all

claims against Defendant Wilson.
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6. The CourtGRANTS Defendants’ Motion t&tay the Deadline for
Answering the ComplaintDefendants have until 14 ykaafter this Order to
answer the Complaint.
Dated: October 6, 2020 s/Donovan W. Frank

DONOVAN W. FRANK
United States District Judge
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