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UNI TED STATES DI STRI CT COURT
EASTERN DI STRI CT OF M SSOUR
EASTERN DI VI SI ON
SAI NT LOQU S UN VERSI TY,
Pl aintiff,
V. No. 4:07-CR-1733 CEJ]
AVI S MEYER

Def endant .

N N N N N N N N N

MEMORANDUM AND ORDER

This matter is before the Court on defendant’s notions for
summary judgnent. Plaintiff has filed responses in opposition and
the issues are fully briefed.

The canpus newspaper at Saint Louis University is titled,
“The University News,” and its caption reads, “A Student Voice of
Saint Louis University Since 1921.” On March 16, 2007, defendant
Avis Meyer filed articles of incorporation for a non-profit entity
named, “The University News, a Student Voice Serving Saint Louis
University Since 1921.” Plaintiff Saint Louis University all eges
that defendant’s actions infringe its intellectual property.
Plaintiff asserts clains of trademark infringenment, in violation
of the Lanham Act, 15 US C. 8§ 1114 (Count 1); trademark
i nfringenent and fal se designation of origin, in violation of the
Lanham Act, 15 U. S.C. § 1125(a) (Count I11); common |aw trademark
infringenment (Count I11); unfair conpetition, in violation of the

Lanham Act, 15 U.S.C. 8§ 1125(a) (Count 1V); comon |aw unfair
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conpetition (Count V); dilution, in violation of Md. Rev. Stat.
88 417.091 et seq. (Count WVI); and msuse of a benevolent
society’'s nanme, in violation of 88 417.150 et seq. (Count VII).
Def endant noves for summary judgnent on Counts | through VI,
arguing that there is no evidence that he used the accused marks
in commerce. Defendant has filed an alternative summary judgnment
nmotion in which he contends that plaintiff is not entitled to
nmoney damages on any of its clains.

| . Legal Standard

Rul e 56(c) of the Federal Rules of G vil Procedure provides
that summary judgnent shall be entered “if the pl eadings, deposi -
tions, answers to interrogatories, and adm ssions on file,
together with the affidavits, if any, show that there is no
genui ne issue as to any material fact and that the noving party
is entitled to a judgnent as a matter of law.” In ruling on a
nmotion for summary judgnent the court is required to view the
facts in the light nost favorable to the non-novi ng party and nust
give that party the benefit of all reasonable inferences to be

drawn fromthe underlying facts. AgriStor Leasing v. Farrow, 826

F.2d 732, 734 (8th Cr. 1987). The noving party bears the burden
of showi ng both the absence of a genuine issue of material fact

and his entitlenent to judgnent as a matter of law. Anderson v.

Liberty Lobby, Inc., 477 U S. 242 (1986); Matsushita Electric

| ndustrial Co. v. Zenith Radio Corp., 475 U.S. 574, 586-87 (1986);
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Fed. R Cv. P. 56(c). Once the noving party has nmet his burden,
the non-noving party may not rest on the allegations of its
pl eadi ngs but nust set forth specific facts, by affidavit or other
evi dence, showing that a genuine issue of material fact exists.
Fed. R Cv. P. 56(e). Rule 56(c) “mandates the entry of sunmmary
judgnent, after adequate tine for discovery and upon notion,
against a party who fails to make a showing sufficient to
establish the existence of an el enent essential to that party’s

case, and on which that party will bear the burden of proof at

trial.” Celotex Corporationv. Catrett, 477 U.S. 317, 322 (1986).

1. Backgr ound

Plaintiff owns U S. Trademark Regi stration No. 1,729, 449 for
the mark “SAINT LOU S UN VERSITY.” Plaintiff also clains
protection for its unregistered marks, “The University News” and
the associated caption, “A Student Voice Serving Saint Louis
University Since 1921.” Defendant does not dispute plaintiff’s
contention that these marks have becone uni quely associated with
the University through extensive use and pronoti on.

Defendant is a tenured professor enployed by plaintiff.
Between 1974 and early 2008, he acted as an advisor to The
University News, the student newspaper. |In the spring of 2007
the wuniversity’'s admnistration proposed a revision of the
newspaper’s charter. Di ana Benanti, the editor-in-chief at the

time, testified that nenbers of the adm nistration warned the
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editorial board that the staff should be prepared to “go
i ndependent” and nove of f canpus.

On March 16, 2007, defendant went to the office of the
M ssouri Secretary of State and asked to “register” the name “The
University News.” He testified that his purpose was to “reserve”
the name for the students’ use, in the event that the university
di sconti nued publication of the paper on canpus. According to
defendant, a clerk at the Secretary of State’'s office conpleted
an “archive search” for the nanes “University News” and
“University News, a student voice serving St. Louis U " and
determ ned that the names were not registered. Def endant then
conpleted and filed articles of incorporation for a non-profit
entity that he naned “The University News, a Student Voice Serving
Saint Louis University Since 1921.”

Def endant told Ms. Benanti that he had “regi stered” the nane
for the students’ use. Shortly thereafter, Ms. Benanti’s tenure
as editor-in-chief ended, and the decision whether to continue
publ i cati on under the university’'s auspices fell to her successor.
In the sumer of 2007, the incomng editorial board accepted the
university's ternms for the new charter. On August 21, 2007,
defendant filed with the Mssouri Secretary of State articles of
di ssolution for the non-profit entity he had incorporated,
acconpanied by a letter typed on University News |etterhead.

Def endant used a university fax machine to send the docunents and
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a “SLU Communi cation” fax line appears across the top of the
paperwork on file with the Secretary of State. No newspaper or
ot her publication was ever produced by the corporation the
def endant forned.

Def endant testified that, outside the act of filing articles
of incorporation, he did not use the phrase “The University News,
A Student Voice Serving Saint Louis University Since 1921” in any
manner; he did not use the nanme for fund-raising, to rent space
to publish a newspaper, or to advertise the establishnment of a
publication in conpetition with plaintiff’'s paper. Plaintiff has
not identified any instance in which defendant publicly used the
accused marks.

[11. Discussion

The parties’ |egal dispute concerns plaintiff’'s rights to
its protected marks and whet her defendant’s actions have i nperiled
the integrity of those narks. Plaintiff alleges that, by
incorporating an entity with the nane, “The University News, a
Student Voice Serving Saint Louis University Since 1921,”
defendant infringed its registered trademark, “SAINT LOU S
UNI VERSI TY,” and its unregi stered marks, “The University News” and
“a Student Voice Serving Saint Louis University Since 1921.”
Plaintiff also asserts that the corporation the defendant forned

constitutes a false designation of origin that is likely to



deceive the public that the university sponsors an unauthorized

publ i cati on.

The Lanham Act inposes civil liability on “any person who
W t hout the consent of the registrant . . . use[s] in comrerce
any reproduction . . . or colorable imtation of a registered
mar k. ” 15 U.S.C. 8§ 1114(1)(a). The Act simlarly inposes

l[itability on any person who “uses in commerce any term nane,

synbol, or device . . . or false designation of origin. . . which
is likely to cause confusion . . . as to the origin, sponsorship,
or approval of goods, services or commercial activities.” 15

US C 8§ 1125(a). CGeneral trademark principles also apply to
plaintiff’s trademark cl ai munder the M ssouri common | aw. Adbar

Co., L.C v. PCAA Mssouri, LLC Case No. 06-Cv-1689 (JCH), 2008

W. 68858 *12 (E.D. Mo. Jan. 24, 2008).

Def endant contends that he is entitled to summary judgnment
because he never used the infringing marks in conmerce. Plaintiff
identifies the followng activities as use in commerce: (1)
def endant used the i nfringi ng marks when he regi stered a nonprofit
corporation; (2) defendant “shared his proposals” to start an
i ndependent newspaper using the new nane; (3) he |ooked into
| easi ng new space for the newspaper; (4) he used the niversity’'s
| etterhead to correspond with the office of the Secretary of State
on behalf of his incorporated entity; and (5) he “placed in the

permanent, official records of the Mssouri Secretary of State
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filings that give the false indication that [plaintiff] was
affiliated with the non-profit entity and approved of its creation
and di ssolution.”

The record contains no evidence that defendant “shared his
proposals” to start an independent newspaper using the
i ncorporated nanme or that he attenpted to | ease space for such an
enterprise. It is, however, undisputed that defendant forned a
corporation bearing the plaintiff’'s registered trademark and
unregi stered marks, that defendant used the “University News”
| etterhead in communicating wwth the Secretary of State’s office,
and that a public record exists of the formation and di ssol ution
of defendant’s corporation. The question is whether any of these
undi sputed facts establishes use in comerce.

Plaintiff cites the case of Commttee for | daho’s H gh Desert

V. Yost, 92 F.3d 814 (9th Cir. 1996), for its contention that
defendant’s conduct is actionable under the Lanham Act. The
def endants in Yost were individuals associated with agricultural
and cattle organizations who were opposed to the listing of a
particul ar snail on the endangered species list. Plaintiff, the
Committee for Idaho’'s High Desert, was an environnental group
instrunmental in getting the snail |isted. When defendants | earned
that the Commttee had i nadvertently allowed its corporate charter
to | apse, they pronptly incorporated under the sane nane. They

subsequently testified at a public hearing in support of an Air
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Force training range. They identified thenselves as officers of
the successor commttee in the hopes of enhancing their
environment al i st credenti al s whil e advocati ng a position they knew
the Committee denounced. The Court of Appeals reversed the
district court’s dismssal of the individual defendants, finding
that the act of formng the corporation and publicly testifying
in the corporation’s nane were sufficient to hold the individual
officers liable “for wusing in comerce, in connection wth
services, a nane which is likely to confuse.” |[d. at 823.

In the i nstant case, there is no evidence that defendant used
the accused marks in public. Def endant told the newspaper’s
editor-in-chief D ana Benanti that he had “reserved the nane” of
the paper for the students’ use, should they want it. However
“[a] conpany’s internal utilization of a trademark in a way that
does not comunicate it to the public is analogous to an
i ndividual’s private thoughts about a trademark. Such conduct
sinply does not violate the Lanham Act, which is concerned with
the use of trademarks in connection with the sale of goods or
services in a manner likely to lead to consuner confusion as to

the source of such goods or services.” 1-800 Contacts, Inc. v.

WhenU. Com Inc., 414 F. 3d 400, 409 (2nd Cr. 2005); see al so Mt a-

Films Assoc. Inc. v. MCA 1Inc., 568 F. Supp. 1346 (D. Cal. 1984)

(def endant s’ i nt er nal use of plaintiffs’ title is not

infringenent); Louis Altman, 4 Callmann on Unfair Conpetition
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Trademar ks and Monopolies 8§ 22:25 n. 1 (4th ed. 2004) (“Afortiori,
a defendant who does not sell, but nerely uses internally within
his own conpany, the trademarked product of another, is not a
trademark i nfringer or unfair conpetitor by virtue of such use.”);
J. Thomas MCarthy, 4 MCarthy on Trademarks and Unfair
Conpetition 8 23.5 (4th ed. 1996) (“In-house, private use where
the trademark i s not seen publicly is not sufficient to constitute
infringenent.”). In this case, defendant took steps to nmake the
i nfringing nane avail able to the students who ultimately deci ded
not to use it. Def endant’s actions anobunt to no nore than
“internal utilization.”

Plaintiff points to the fact that defendant used “University
News” | etterhead when he canceled the articles of incorporation.
Thus, plaintiff asserts, the University is forever associated with
the incorporation and dissolution of defendant’s entity, perhaps
| eading others to believe that plaintiff abandoned its rights in
the marks. The conduct that plaintiff clains to be infringing was
t he defendant’ s use of the university' s marks in incorporatingthe
non-profit entity; the Court fails to see the |legal inport of the
defendant’s | ater use of the letterhead to cancel the articles of
incorporation. Furthernore, the Court notes that plaintiff has
brought a separate claim for msuse of a benevolent society’s

name, under Mb. Rev. Stat. 88 417.150 et seq.



As plaintiff points out, the law of unfair conpetition is
designed to prevent “commrercial hitchhiking” and “attenpts to

trade on another’s reputation.” Better Business Bureau

Advertising Cub, Inc. v. Chappell, 307 S.W2d 510, 514 (M. C

App. 1957). Plaintiff contends, correctly, that it “is no | onger
necessary that the parties be engaged in conpetitive business .
or that an actual diversion of business be shown.” Cushnan

v. Miutton Hollow Land Dev., 782 S.W2d 150, 157 (Mo. C. App

1990). However, plaintiff is not relieved of the obligation to
show “that the public is likely to be confused as to the source

or sponsorship of the defendant’s services.” Dynamc Sales Co.,

Inc. v. Dynam c Fastener Service, Inc., 803 S.W2d 129, 132 (M.

Ct. App. 1990) (quoting Pan Anerican Wrld Airways, Inc. v. Pan

Anerican School of Travel, 648 F. Supp. 1026, 1037 (S.D.N.Y.

1986) ).

Plaintiff’s unfair conpetition claimis based on all egations
t hat defendant fal sely advertised, or intended to advertise, that
he distributed or intended to distribute a newspaper published,
sponsored, authorized by, or affiliated with plaintiff. Such acts
woul d unfairly use the reputation and goodw || associated with
plaintiff’s marks, and would cause confusion anong the public
concerning such a publication. Nei t her the defendant nor the
corporation he formed produce any newspaper, publication or other

goods, nor did they provide any services. |n the absence of goods
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or services produced by defendant, there can be no public
conf usi on.

Plaintiff also brings a clai munder Mssouri’s anti-dilution
statute, Mb. Rev. Stat. 88 417.061 et seq. “The gravanen of a
dilution conplaint is that the [defendant’s] continuing use of a
mark simlar to the plaintiff’s mark wll inexorably have an
adverse effect upon the value of the plaintiff’s mark, and that

the plaintiff’s mark will eventually be deprived of al

di stinctiveness.” Frosty Treats | nc. V. Sony  Conput er

Entertai nnent Anerica Inc., 426 F.3d 1001, 1011 (8th Cr. 2005)

(quoting WBM Inc. v. Hilton, 724 F. 2d 1320, 1332 (8th Cr. 1984))

(alteration in original). Once again, plaintiff contends that
def endant “used” its mark by placing it on docunents that remain
onfileinthe office of the Mssouri Secretary of State. Because
such use is not in connection wth “goods or services,”
plaintiff’s dilution claimnust fail.

Plaintiff asserts that defendant has hindered its efforts to
prosecute its case by failing to preserve evidence. Def endant
acknow edges that, once litigation commenced, he continued his
practice of deleting his e-mails, including those in which he
communi cated with others regarding this litigation and the di spute
bet ween the students and the university. Plaintiff contends that
def endant’ s conduct anounts to spoliation of evidence and has, by

separate notion, noved for sanctions. Plaintiff argues that the
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destruction of these docunents gives rise to an inference that
their contents were adverse to the defendant. The Court does not
condone the flouting of rules of procedure and court orders and
W Il separately address the sanctions notion. Wth respect to the
summary judgnent notion, however, information comunicated in e-
mails nmade its way to websites, published articles, and blog
posti ngs, which have been provided to the Court. Review of these
sources establishes that the public debate has focused on the
| arger dispute having to do wth control of the “University News.”
Not hing has appeared in these sources that indicates that
def endant communi cat ed t he accused marks to the public in a manner
i kely to cause confusion.

| V. Concl usi on

Def endant has established that he is entitled to summary
judgnent on plaintiff’s clains in Counts | through VI of its
conpl ai nt. In Count VIl of the conplaint, which asserts a
violation of M. Rev. Stat. 88 417.150, plaintiff seeks only
injunctive relief. Thus, defendant’s alternative notion for
summary judgnent on the ground that plaintiff is not entitled to
nonet ary damages on its clains will be denied as noot.

Accordi ngly,

| T IS HEREBY ORDERED that defendant’s notion for sunmary
judgment on Counts | through VI of plaintiff’'s conplaint [Doc.

#55] is granted.
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| T I'S FURTHER ORDERED t hat defendant’s notion for summary

judgnent as to nonetary damages [Doc. #57] is denied as noot.

I T IS FURTHER ORDERED that plaintiff’s notion for |eave to

file a sur-reply [Doc. #74] is granted.

/M&’ivﬁ-m

CAROL E. 7JACKSON /
UNI TED STATES DI STRI CT JUDGE

Dated this 24th day of Decenber, 2008.
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