
 
 

UNI TED STATES DI STRI CT COURT 
EASTERN DI STRI CT OF MI SSOURI  

EASTERN DI VI SI ON 
 
RPM ECOSYSTEMS I THACA, LLC, )   
 )   
               Plaint iff,  )   
 )   
 v. )  No. 4: 09-CV-1512 (CEJ)  
 )   
LOVELACE FARMS, I NC., et  al.,  )   
 )   
               Defendants. )   
 

MEMORANDUM AND ORDER 

 Plaint iff RPM Ecosystem s, LLC, br ings this patent  infr ingem ent  act ion against  

defendants Lovelace Farm s, I nc., and Wayne and Judy Lovelace.1 Defendants assert  

counterclaim s for patent  infr ingem ent  and a declarat ion of non- infr ingem ent . The 

part ies have filed cross-m ot ions for sum m ary judgm ent . Defendants included a 

challenge to plaint iff’s standing to assert  a patent  infr ingem ent  claim . The part ies 

have provided supplem ental br iefing on the issue of standing and all issues are fully 

br iefed. 

 I . Background  

 Wayne Lovelace is an inventor of a patented m ethod for accelerat ing the 

propagat ion of hardwood t rees, known as the Root  Product ion Method, or “RPM.” 2  

United States Patent  Num ber 7,208,775, Defs. Ex. A [ Doc. # 86-1] .  I n 2006, the 

                                       
1Previously, the plaint iff was granted leave to voluntarily dism iss its specific 
perform ance claim .  
2I n 2002, the inventors assigned the RPM patent  to Forrest  Keeling Nursery, a 
nursery that  Lovelace Farm s acquired in 2005. I n 2008, Forrest  Keeling assigned 
the patent  to Lovelace Farm s, which then assigned it  to Wayne and Judy Lovelace, 
who assigned it  to RPM Technologies. I n Decem ber 2009, after this lawsuit  was 
filed, RPM Technologies reassigned the patent  to Wayne and Judy Lovelace. 
Abst ract  of Tit le,  Pl.  Ex. LL, [ Doc. # 80-2] .  
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Lovelace and Marshall fam ilies decided to join forces to prom ote RPM technology. 

To that  end, on October 30, 2006, they signed a Mem orandum  of Agreem ent  ( “ the 

Agreem ent ” ) , pursuant  to which the Lovelaces agreed to contr ibute the RPM 

technology and the Marshalls agreed to contr ibute capital to a new venture. 

Agreement , Comp. Ex. A [ Doc. # 2-2] . 

As contem plated by the Agreem ent , the Lovelaces and Marshalls formed three 

lim ited liabilit y corporat ions:  (1)  RPM Technologies, LLC, which was formed to own 

and issue licenses for the technology;  (2)  RPM Holdings, LLC, which was established 

to own “special purpose companies; ”  (3)  plaint iff RPM Ecosystems I thaca, LLC, ( the 

first  of the three special purpose com panies)  which was form ed to develop a nursery 

facilit y in I thaca, New York.3 RPM Technologies was wholly owned by the Lovelaces; 4 

equity in RPM Holdings was split  equally between the Marshalls and Lovelaces;  

Ecosystems was wholly owned by RPM Holdings and thus owned equally by the 

Marshalls and Lovelaces. Lovelace Farm s, I nc. v. Marvin Marshall, 442 S.W.3d 202, 

204 (Mo. Ct . App. 2014) . 

On October 30, 2007, RPM Technologies issued a license to Forrest  Keeling 

Nursery, a business owned by Lovelace Farms. Pl. Ex. H [ Doc. # 80-1 at  46-55] .  

Broadly speaking, Forrest  Keeling was granted exclusive r ights to exercise the 

technology in 16 states, China, and other unspecified “ foreign countr ies and 

terr itor ies.”  §§ 1.5, 2.1.  Forrest  Keeling also retained the r ight  to serve its exist ing 

customers in Pennsylvania, and it  was given a “ term inable”  r ight  to develop and 

                                       
3Ecosystem s is no longer in operat ion.  
4The Agreem ent  provided that  the Marshalls would acquire 50%  ownership of RPM 
Technology upon full paym ent  of a $1 m illion note. Agreem ent , “Sale of Units”  at  
p.3. The Marshalls did not  m ake this paym ent . Deft ’s Stm t . of Uncont . Mat . Facts at  
¶10. 
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serve new customers everywhere in the United States and Canada, with the 

except ion of the states in which Ecosystems had exclusive r ights. §§ 1.6, 2.3, 2.4. 

As new Ecosystem nurseries were established and licensed, Forrest  Keeling retained 

the r ight  to serve its exist ing custom ers but  was barred from solicit ing new business 

in Ecosystem terr itor ies. § 3.2. 

On Novem ber 7, 2007, RPM Technologies issued a Master License to RPM 

Holdings. The Master License provides the following:   

  Exclusive Grant . Master Licensor [ RPM Technologies]  hereby 
grants to Master Licensee [ RPM Holdings]  the exclusive . . . non-
t ransferable, royalty- free r ight  to make, have made, use, have used, 
reproduce, copy, have copied, modify, have modified, create derivat ive 
works from, market , advert ise, display, dist r ibute, have dist r ibuted, 
improve, license, sell, have sold, and import  the Root  Product ion 
Methodology ( including all r ights to propagate, grow, operate a nursery 
and sell nursery stock)  and all other RPM Intellectual Property and 
improvem ents thereof in the Terr itory. 

 
Master License Agreement  at  § 2.1, Comp. Ex. B [ Doc. # 2-3] . The “Territory”  

included the United States and Canada but  excluded the terr itory separately granted 

to Forrest  Keeling. I d. at  §§ 1.4, 3.1. RPM Technologies retained t it le to the RPM 

intellectual property and all future improvements or modificat ions, and granted a 

license to RPM Holdings in all future patents and patent  applicat ions. I d. at  §§ 4.1 

and 5. RPM Holdings was granted the r ight  to license the RPM intellectual property 

to others within the Terr itory. I d. at  § 9. RPM Technologies agreed to prosecute all 

patent  applicat ions of the technology and, in the event  it  decided to abandon any 

patent  applicat ion, give RPM Holdings the opportunity to take over the prosecut ion 

and assum e t it le to the RPM intellectual property. I d. at  § 13. 

 On April 17, 2009, RPM Holdings issued a “Sublicense”  to plaint iff Ecosystem s.  

Pl. Ex. K [ Doc. # 80-1 at  69-70] . The sublicense granted Ecosystem s “ the exclusive 
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r ight  to m ake, use and sell Licensed Products”  in 14 states and Washington, D.C., 

and “ the r ight  to exercise all other r ights granted to [ RPM Holdings]  under the 

Master License, subject  to all obligat ions, condit ions and rest r ict ions set  forth in the 

Master License, including the r ights of Forrest  Keeling Nursery as described therein.”  

I n this act ion, the opposing part ies each allege that  the other sold products 

based on RPM- technology within its exclusive terr itory in violat ion of 35 U.S.C. § 

271.5  I n addit ion, plaint iff argues that  the defendants m ade infr inging sales in the 

exclusive terr itory of two later-established Ecosystem s ent it ies (Ecosystem s Gulf 

Coast , LLC and Ecosystem s Southeast , LLC)  and, therefore, plaint iff is ent it led to 

judgm ent  on this claim  as well. 

I I .  Discussion  

 A. Standing  

“ [ B] efore a federal court  can consider the m erits of a legal claim , the person 

seeking to invoke the jur isdict ion of the court  m ust  establish the requisite standing 

to sue.”  Whitm ore v. Arkansas, 495 U.S. 149, 154 (1990) . “ [ T] o assert  standing 

for patent  infr ingem ent , the plaint iff m ust  dem onst rate that  it  held enforceable 

t it le at  the incept ion of the lawsuit .”  Tyco Healthcare Grp. LP v. Ethicon Endo-

Surgery, I nc., 587 F.3d 1375, 1378 (Fed. Cir. 2009)  (quot ing Paradise Creat ions, 

I nc. v. UV Sales, I nc., 315 F.3d 1304, 1309 (Fed. Cir . 2003) ) .  

Standing to sue for patent  infr ingem ent  derives from  the Patent  Act , which 

provides that  a “patentee shall have rem edy by civil act ion for infr ingem ent  of his 

patent .”  35 U.S.C. § 281. The term  “patentee”  includes “not  only the patentee to 

                                       
5As set  forth elsewhere, the part ies have been engaged in lit igat ion in m ult iple 
venues since at  least  July 2009. Mem orandum  and Order at  2-4. [ Doc. # 72] . 
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whom  the patent  was issued but  also the successors in t it le to the patentee.” 6 35 

U.S.C. § 100(d) . The r ight  to sue infr ingers is norm ally the pr ivilege of the person 

that  has legal t it le to the patent . Great  Lakes I ntellectual Prop. Ltd. v. Sakar I nt ’l,  

I nc., 516 F. Supp. 2d 880, 886 (W.D. Mich. 2007)  (cit ing United States v. General 

Elec. Co., 272 U.S. 476, 489 (1926) ;  and Sicom  Sys. Ltd. v. Agilent  Tech. I nc.,  

427 F.3d 971, 976 (Fed. Cir. 2005) ) .  

Courts define two categories of licensees for the purposes of determ ining 

standing:  “exclusive”  licensees and “bare”  licensees. See id. (describing 

t ransferees and licensees) . Exclusive licensees hold exclusionary r ights and 

interests created by the patent  statutes, but  not  all substant ial r ights to the 

patent . I d. An exclusive licensee “can be said to suffer legal injury from  an act  of 

infr ingem ent ,”  Propat  I nt ’l Corp. v. Rpost  I nc., 473 F.3d 1187, 1193 (Fed. Cir.  

2007) , but  its exclusionary r ights “m ust  be enforced through or in the nam e of the 

owner of the patent .”  Morrow v. Microsoft  Corp., 499 F.3d 1332, 1340 (Fed. Cir . 

2007) . Thus, the patentee who t ransferred these exclusionary interests is usually 

joined to sat isfy prudent ial standing concerns. I d. (cit ing I ndep. Wireless Tel. Co. 

v. Radio Corp. of Am ., 269 U.S. 459, 467, 469 (1926) ) . Joining the patentee 

alleviates the r isk that  an alleged infr inger m ight  face m ult iple suits and m ult iple 

liabilit ies for a single act  of infr ingem ent , I nt ’l Gam co, I nc. v. Mult im edia Gam es, 

I nc., 504 F.3d 1273, 1278 (Fed. Cir. 2007) , and prevents a party with lesser r ights 

from  bringing a lawsuit  that  m ay put  the licensed patent  at  r isk of being held 

                                       
6Where a patentee t ransfers all substant ial r ights under the patent , the t ransferee 
(or assignee)  will be deem ed the effect ive patentee under the statute and has 
standing to br ing suit  in its own nam e. Ortho Pharm . Corp. v. Genet ics I nst . I nc.,  
52 F.3d 1026, 1030 (Fed. Cir . 1995) . Plaint iff does not  assert  that  the license 
agreem ent  t ransferred all substant ial r ights under the patent  and does not  claim  to 
be a t ransferee or assignee.  
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invalid or unenforceable in an act ion that  did not  involve the patentee. Aspex 

Eyewear, I nc. v. Miracle Opt ics, I nc., 434 F.3d 1336, 1343 (Fed. Cir. 2006) . 

However, joinder of the patentee is not  necessary when the patentee is the 

infr inger, or the prudent ial concerns are not  at  play in a part icular case. I d.  

The bare licensee receives no m ore than the licensor’s “m ere waiver of the 

r ight  to sue for patent  infr ingem ent .”  Great  Lakes, 516 F. Supp. 2d at  886. A bare 

licensee has no r ight  to exclude others from  m aking, using, or selling products 

em bodying the invent ion of the licensed patent , and thus has no legally recognized 

interest  that  grants the licensee standing to br ing an infr ingem ent  act ion. Abbot t  

Labs. v. Diam edix Corp., 47 F.3d 1128, 1131 (Fed. Cir . 1995) .  

Determ ining whether a licensee is an exclusive licensee or a bare licensee is 

a quest ion of ascertaining the intent  of the part ies to the license as m anifested by 

the term s of their  agreem ent  and exam ining the substance of the grant . Text ile 

Prods., I nc. v. Mead Corp., 134 F.3d 1481, 1484 (Fed. Cir. 1998)  (citat ion 

om it ted) . The use of the word “exclusive”  is not  cont rolling;  what  m at ters is the 

substance of the arrangem ent . I d. A licensee is an exclusive licensee only if the 

patentee has prom ised, expressly or im pliedly, that  “others shall be excluded from  

pract icing the invent ion”  within the field covered by the license. Rite-Hite Corp. v.  

Kelley Co., 56 F.3d 1538, 1552 (Fed. Cir . 1995) . “Put  another way, an exclusive 

license is a license to pract ice the invent ion . .  .  accom panied by the patent  

owner’s prom ise that  others shall be excluded from  pract icing it  within the field of 

use wherein the licensee is given leave.”  Text ile Prods., I nc., 134 F.3d at  1484 

(Fed. Cir. 1998)  ( internal quotat ion and citat ion om it ted, alterat ion in or iginal) .  

Here, the Ecosystem s sublicense granted plaint iff the exclusive r ight  to pract ice 
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the invent ion within a specific terr itory. See Prim a Tek I I ,  L.L.C. v. A-Roo Co., 222 

F.3d 1372, 1377 (Fed. Cir. 2000)  (discussing standing of holder of “exclusive, 

terr itor ial license” ) . The fact  that  plaint iff’s r ights within it  terr itory were subject  to 

those of Forrest  Keeling does not  alter its status as an exclusive licensee. See 

WiAV Solut ions LLC v. Motorola, I nc., 631 F.3d 1257, 1267 (Fed. Cir. 2010)  

(holding that  “an exclusive licensee does not  lack const itut ional standing to assert  

it s r ights under the licensed patent  m erely because its license is subject  . .  .  to 

r ights in existence at  the t im e of the license [ and]  to future licenses that  m ay be 

granted only to part ies other than the accused.” ) . Plaint iff is an exclusive, rather 

than a bare, licensee for the purposes of standing. 

As stated above, an exclusive licensee m ust  enforce its r ights through or in 

the nam e of the patent  owner. Morrow, 499 F.3d at  1340. Defendant  contends 

that , to establish standing, plaint iff was required to join the patent  owner, RPM 

Technologies, from  the outset .7 The “doct r ine of standing . .  .  has both 

const itut ional and prudent ial com ponents.”  Evident  Corp. v. Church & Dwight  Co.,  

399 F.3d 1310, 1313 (Fed. Cir. 2005)  (citat ion om it ted) . Defendants do not  

contest  that  plaint iff sat isfies the requirements of const itut ional standing:  plaint iff 

alleges it  suffered an injury in fact , there is a causal connect ion between the injury 

and defendants’ conduct , and the injury is redressable by a favorable court  

decision. See Lujan v. Defenders of Wildlife, 504 U.S. 555, 560 (1992)  

( requirem ents for Art icle I I I  standing) .  

With respect  to the prudent ial com ponent , the Suprem e Court  and Federal 

Circuit  Court  of Appeals have stated that  “an exclusive licensee that  does not  have 

                                       
7Defendant  concedes that  its standing argum ent  applies with equal force to it s 
counterclaim s.  
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all substant ial r ights does have standing to sue in his own nam e when ‘necessary 

to prevent  an absolute failure of just ice, as where the patentee is the infr inger, 

and cannot  sue him self. ’”  Text ile Prods., I nc.,  134 F.3d at  1484 (quot ing 

Waterm an v. Mackenzie, 138 U.S. 252, 255 (1891) ) ;  Lit t lefield v. Perry, 88 U.S. 

(21 Wall.)  205, 223, 22 L. Ed. 577 (1874)  (holding that  plaint iff was an assignee, 

but  stat ing that  even if he were an exclusive licensee, he could br ing suit  in his 

own nam e, because the patentee was the infr inger) ) .  Joinder of the patentee is not  

necessary when the prudent ial concerns are not  at  play in a part icular case. Aspex 

Eyewear, I nc., 434 F.3d at  1343. The prudent ial concerns include whether the 

plaint iff asserts its own legal interests or r ights or rests it s claim  on the r ights and 

interest  of third part ies;  whether the issue requires “adjudicat ing abst ract  

quest ions of wide public significance which am ount  to generalized gr ievances m ost  

appropriately addressed in the representat ive branches; ”  and whether plaint iff’s 

com plaint  falls within “ the zone of interests to be protected or regulated by the 

statute or const itut ional guarantee in quest ion.”  I ntellectual Prop. Dev., I nc. v. TCI  

Cablevision of California, I nc., 248 F.3d 1333, 1348 n.13 (Fed. Cir. 2001)  ( internal 

quotat ions and citat ions om it ted) . Finally, “ [ t ] he Suprem e Court  has confirm ed 

that  exclusive terr itor ial licensees need not  join the licensor to m aintain a suit  for  

patent  infr ingem ent . I nt ’l Gam co, I nc.,  504 F.3d at  1276 (cit ing Waterm an v. 

Mackenzie, 138 U.S. 252, 255 (1891) ) . 

The court  concludes that  neither side was required to join RPM Technologies 

to acquire standing to pursue their  claim s that  the other violated their  exclusive 

terr itor ial licenses. Throughout  the pendency of this act ion, the patent  has been 

owned by the Lovelaces or by ent it ies they cont rol — Forrest  Keeling, Lovelace 
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Farm s, or RPM Technologies. Thus, the interests of the patent  holder are fair ly  

represented and there is no r isk of invalidat ing the patent  without  the part icipat ion 

of the owner. Sim ilar ly, there is no r isk of subject ing the alleged infr inger to 

m ult iple liabilit ies. Furtherm ore, as events t ranspired, the Lovelaces now own the 

patent . While the patentee ordinarily is j oined as a co-plaint iff,  it s part icipat ion as 

a defendant  does not  defeat  the standing of an exclusive licensee to br ing an 

infr ingem ent  claim . See Evident  Corp. v. Church & Dwight  Co., 399 F.3d 1310, 

1313-14 (Fed. Cir. 2005)  ( joinder of patentee as third-party defendant  sat isfied 

prudent ial standing requirem ents) .  

On January 15, 2015, Ecosystem s Gulf Coast  and Ecosystem s Southeast  

assigned to plaint iff any claim s they m ay have against  Lovelace Farm s or the 

Lovelaces. Pl. Exs. P and U [ Doc. # 80-1] . Plaint iff asserts for the first  t im e in it s 

sum m ary judgm ent  br iefs that  it  is ent it led to recover dam ages for defendants’ 

alleged sales of RPM products into the new terr itor ies. Defendants argue that  these 

claim s are foreclosed by plaint iff ’s lack of standing under it s or iginal claim . 

Because the court  finds that  standing is established, the court  will reject  

defendants’ standing challenge to claim s under the assignm ents. 

 B. Sum m ary Judgm ent  

Rule 56(a)  of the Federal Rules of Civil Procedure provides that  sum m ary 

judgm ent  shall be entered if the m oving party shows “ that  there is no genuine 

dispute as to any m aterial fact  and the m ovant  is ent it led to a judgm ent  as a 

m at ter of law.”   I n ruling on a m ot ion for sum m ary judgm ent  the court  is required 

to view the facts in the light  m ost  favorable to the non-m oving party and m ust  

give that  party the benefit  of all reasonable inferences to be drawn from  the 
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underly ing facts.  AgriStor Leasing v. Farrow, 826 F.2d 732, 734 (8th Cir. 1987) .  

The m oving party bears the burden of showing both the absence of a genuine 

issue of m aterial fact  and its ent it lem ent  to judgm ent  as a m at ter of law.  

Anderson v. Liberty Lobby, I nc., 477 U.S. 242 (1986) ;  Matsushita Elect r ic 

I ndust r ial Co. v. Zenith Radio Corp., 475 U.S. 574, 586-87 (1986) .  Once the 

m oving party has m et  it s burden, the non-m oving party m ay not  rest  on the 

allegat ions of his pleadings but  m ust  set  forth specific facts, by affidavit  or other 

evidence, showing that  a genuine issue of m ater ial fact  exists.  United of Om aha 

Life I ns. Co. v. Honea, 458 F.3d 788, 791 (8th Cir.  2006)  (quot ing Fed. R. Civ. P. 

56(e) ) .  Rule 56 “m andates the ent ry of sum m ary judgm ent , after adequate t im e 

for discovery and upon m ot ion, against  a party who fails to m ake a showing 

sufficient  to establish the existence of an elem ent  essent ial to that  party’s case, 

and on which that  party will bear the burden of proof at  t r ial.”   Celotex Corporat ion 

v. Cat ret t , 477 U.S. 317, 322 (1986) . 

The court  finds that  ent ry of sum m ary judgm ent  is not  appropriate at  this 

t im e. First , there are a num ber of factual disputes.  For exam ple, there are 

disputes regarding whether defendants’ accused sales involved RPM technology or 

fall within except ions to licenses, when the Southeast  and Gulf Coast  nurseries 

were established, and the locat ion of the sales.  Second, the court  believes that  

the sufficiency of plaint iff’s evidence in support  of its claim s for lost  profit s and 

reasonable royalt ies is best  evaluated at  the close of all evidence.   

With respect  to plaint iff’s claim s for dam ages pursuant  to the January 15, 

2015 assignm ent , defendant  objects that  the new claim s are beyond the scope of 

plaint iff ’s com plaint .  Plaint iff asserts that  the court  should grant  leave to am end 
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the com plaint  to include new claim s under Fed.R.Civ.P. 15(b)  (court  should freely 

perm it  an am endm ent  if,  at  t r ial, a party objects that  evidence is not  in scope of 

pleadings or issue was t r ied by express or im plied consent ) . The court  will direct  

plaint iff to file a m ot ion for leave to am end to include the addit ional claim s.  

Defendants will be allowed to file an opposit ion.   

Defendants also argue that  the assignm ents were executed after the close 

of discovery, thereby prevent ing defendant  from  taking discovery or otherwise 

defending the claim s. On Septem ber 23, 2014, plaint iff disclosed its intent ion to 

rely on infr inging sales into the Gulf Coast  and Southeast  terr itor ies in its 

responses to defendants’ f irst  set  of interrogator ies. Defs. Ex. E [ Doc. # 86-5] . 

Defendants took the deposit ion of plaint iff’s corporate representat ive on January 

19 and 20, 2015, and quest ioned him  about  the assignm ents. Defendants had 

am ple not ice of plaint iff’s intent ion and that  argum ent  is rejected. 

Accordingly, 

I T I S HEREBY ORDERED  that  the part ies cross-m ot ions for sum m ary 

judgm ent  [ Docs. # 80 and # 84]  are denied .  

I T I S FURTHER ORDERED  that , if plaint iff intends to pursue claim s on 

behalf of RPM Ecosystem s Gulf Coast  and RPM Ecosystem s Southeast , it  shall file a 

m ot ion for leave to am end it s com plaint  not  later than June 1 8 , 2 0 1 5 .   The 

defendant ’s response will be due seven days after the m ot ion is filed. 

 
 
 
        

CAROL E. JACKSON 
UNI TED STATES DI STRI CT JUDGE 

 
Dated this 11th day of June, 2015. 


