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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MISSOURI
EASTERN DIVISION

CLAYTON CORPORATION,

N

Plaintiff,
V. Case No. 4:12-cv-01349-AGF

ALTACHEM NV, et al.,

N N N N N e s

Defendants.

MEMORANDUM AND ORDER

This matter is before the Court on thetimo (Doc. No. 118) of Defendants Lindal
North America, Inc. and Altachem NV (colteely, “Defendants”) to compel Plaintiff
Clayton Corporation (“Clayton”) to produtiee complete laboratpmotebooks for the
named inventors of the patent-in-suit, U.SteRaNo. 7,984,834 (“#h'834 Patent”). For
the reasons set forth below, the Court SBRIANT Defendants’ motion.

BACKGROUND

Plaintiff's ‘834 Patent describes and ofai a valve stem made of a glass-filled
polyolefin that resists the adherence of astuwe curable foam, such as polyurethane
foam, to the valve seal evdrthe foam in the containetsas hardened. The claimed
invention purports to improven previous valve designs byding glass to the valve
stems to avoid valve-sticking problenmi3efendants have made several requests for
Clayton to produce all documents concerrimg’834 Patent, including all laboratory

notebooks concerning the conception, gestesting, reduatn to practice, and
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development of the claimed invention. response to these regtie Clayton produced
“portions” of its inventors’ laoratory notebooks which Claytadentified as “related” to
the invention described in the '8B&tent. (Doc. No. 123 at 4.)

Defendants assert that Clayton hagygmbduced “a few pages” from the
notebooks, “on the basis that ‘only pagkealing with the non-sticking valve
development’ are relevant to this cas@Doc. No. 119 at 1.) Specifically, Defendants
assert that Clayton has omyoduced excerpts from eight tbfe laboratory notebooks,
and has entirely refused pooduce the remaining twelvetebooks, all of which
Clayton’s notebook directory dticates belong to the nametvéntors of the ‘834 Pateht.

Defendants argue that all of the noteboalesrelevant to the design, development,
conception, diligence, and invemnship of the alleged invéion of the '834 Patent, and
must therefore be disclosed in accordance with Local Patent Rule 3-2(b). Defendants
also argue that all of the notebooks are relet@ttieir defense that the asserted claims of
the '834 Patent are obvious. Defendants have alleged that persons of skill in the art
would have been motivated to add glasth®ovalve stems to increase the strength of
those valve stems, and Defendants dis@légton’s claim thathere was a “long-felt
need” for the claimed invention.

Moreover, Defendants emphasize that tharCbhas entered a protective order in
this case, (Doc. No. 99), which allows Giaty to produce the laboratory notebooks as

“confidential — attorneys’ eyes only — pexsition bar information.” Thus, Defendants

! Defendants assert that Claytos peoduced excerpts tafboratory notebooks

numbered 129, 130, 136, 1349, 167,175, and 178)@has refused to produce
notebooks numbered 100, 103, 106, 109, 113, 119, 121, 12427, 133, and 177.
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assert that Clayton cannotoshthat it will be prejudicé by the production of the
complete laboratory notebooks, becausepitotective order prevents Clayton’s
competitors from receiving gnnformation contained ithe notebooks, and prevents
Defendants’ counsel from using thiatormation for patent prosecution.

In response, Clayton contests the releeawicthe complete laboratory notebooks,
and maintains that “the sought-after portiohshe notebooks are so far removed from
the subject matter of this lawsuit thlhé prosecution bar effectively offers no
protection.” (Doc. No. 123 at 8.) Inste&layton offers to produce the redacted
versions of these noteboo#sd to allow Defendants’ cosel to inspect the complete
notebooks in person. However, Clayton stées it will only “consider” requests to
produce copies of any specific informatioemdified by Defendants’ counsel during this
inspection. (Doc. No. 123 at 7.)

In reply, Defendants argue that Claytshould not be allowed to redact the
notebooks based on its own view of relevanbefendants assert that there is no support
for redacting allegedly irrelevant matenadder the Federal Rules of Civil Procedure,
and that allowing such redamtis would be at odds withe Rules’ liberal discovery
policies. Defendants maintain that the protectivder in this case is sufficient to protect
any confidential or proprietary information in the ladtory notebooks.

DISCUSSION

Federal Rule of Civil Procedure 26(b)(rpvides that “[p]arties may obtain
discovery regarding any nonprivileged mattexttis relevant to any party’s claim or

defense.” Fed. R. Civ. P. 2§(1). Under this Rule, “[r]elvant information need not be
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admissible at the trial if the discovery appereasonably calculated to lead to the
discovery of admissible evidenceld. Furthermore, in this distt, plaintiffs in patent
infringement cases “must produce to eadlegeed Infringer or make available for
inspectionand copying . . . [a]ll documents evidencirte conception, reduction to

practice, design, and development of each claimed invention, which were created on or
before the date of application for the paténitissuit . . . .” Local Patent Rule 3-2(b)
(emphasis added).

Although courts have discretion limit discovery that is unreasonably
cumulative, duplicative, burdensome, or expessked. R. Civ. P. 26(b)(2)(C), none of
those grounds have been asserted by Claytindicase. Instead, Clayton seeks to limit
discovery on the grounds that the non-disetbmaterials contain proprietary information
that is unrelated to the subject-mattetto$ lawsuit. However, the Federal Rules
promote a “broad and liberal policy of disery for the parties to obtain the fullest
possible knowledge of the issussd facts before trial.Tnre MSTG, Inc., 675 F.3d
1337, 1346 (Fed. Cir.a2) (citation omitted)see also Beverage Distribs., Inc. v. Miller
Brewing Co., No. 2:08-CV-1112, 201WL 1727640, at *4 (S.DOhio Apr. 28, 2010)
(finding that “redaction of otherwise discoveladocuments is the exception rather than
the rule,” and “that ordinarily, the fatttat the producing pty is not harmed by
producing irrelevant information or by mhacing sensitive informagn which is subject
to a protective order restricting its disgaation and use renders redaction both

unnecessary and potentially disruptivetie orderly resolution of the case”).



Here, Clayton does not dispute thia laboratory netbooks sought by
Defendants contain at least soreevant information. Iparticular, the notebooks may
contain information relevant to the conceptidesign, and development of the claimed
invention in the '834 Patent. In additiomhereas the claimed purpose of the '834 Patent
IS to solve the valve-stickingroblem, Defendants allege thhé named inventors’ true
motivation for the invention nyahave been to increase the strength of those valves.
Thus, the notebooks belongito the named inventors gnalso contain information
relevant to the Defendants’ agsel defense of obviousnesSee, e.g., Monarch Knitting
Machinery Corp. v. Qulzer Morat GmbH, 139 F.3d 877, 881 del. Cir. 1998) (“To
ascertain the scope of the prior art [relevarthe obviousness inquiry], a court examines
the field of the inventor's endeavor, and gaeticular problem with which the inventor
was involved . . . . Defining the problem in terms of its solution reveals improper
hindsight in the selean of the prior art relevant to obviousness.”).

The Court acknowledges Clayton’s contens that the named inventors worked
on numerous other projectsichthat their laboratory notebks, while relevant in some
respects, may also contain information urteglao the '834 Patent. Although production
of such information may presecanfidentiality concerns in patecases, that is precisely
why there is a protective order in placgee, e.g., ArcelorMittal Cleveland Inc. v. Jewell
Coke Co., No. 1:10-CV-00362, 201W/L 5230862,*3-4 (N.DOhio, Dec. 16, 2010)
(finding the confidentiality concern comlpeg in a case involvng competitors, but
nevertheless ordering prodion of unredacted documemnsth an “Attorneys’ Eyes

Only” designation). The parties in this case agreed on the terms of a Protective Order
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that broadly prohibits the use and disclosefrenformation markd “Attorneys’ Eyes
Only” and “Attorneys’ Eye©nly — Prosecution Bar Infmation” for “competitive
purposes or the prosecution of additional int#llal property rights.” (Doc. No. 99 at 7.)

Clayton has not shown that productimirthe complete laboratory notebooks,
according to the terms of the partiespslated Protective @er, would harm its
competitive interests. Indeed, Clayton’s generalizedtsse that disclosure of the
notebooks may be prejudicial is underminedh®yfact that Clayton has offered defense
counsel the opportunity inspect, but just not to copthe unredactedotebooks.
Therefore, the Court will order Claytonpooduce the complete laboratory notebooks
pursuant to the Protective Order. Howevelthe extent Clayton believes that the
agreed-upon language of the Protective Ordaersisfficient to protect the information at
issue in the laboratory notebooks, it may commegood faith with Defendants and bring
any appropriate motion to amend firetective order as necessary.

CONCLUSION

Accordingly,

IT ISHEREBY ORDERED that Defendants’ Motion to Compel GRANTED.
(Doc. No. 118.)

IT ISFURTHER ORDERED that the Plaintiff shall produce the requested
information within seven (7) days of theteaf this Order, subject to any necessary
amendments to the protective ordgreed upon by the parties.

IT ISFURTHER ORDERED that Defendants’ motion for leave to file a

supplemental memorandum in support of their motion to comjpdtiél ED as moot.
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(Doc. No. 128.) The Court did not retyy Defendants’ proposed supplemental

memorandum in ruling on Defendants’ motion to compel.
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UNITED STATES DISTRICT JUDGE

Dated this 21 day of April, 2015.



