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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MISSOURI
EASTERN DIVISION

NESTLE PURINA PETCARE COMPANY, )
Plaintiff/ Counterclaim Defendant, : )
VS. : ) Case No. 4:14 CV 859 RWS
THE BLUE BUFFALO COMPANY LTD., ))
Defend#/Counterclaim Plaintiff, : )
AND RELATED ACTIONS )

MEMORANDUM AND ORDER

This matter is before me on Defentl@ounterclaim Plaintiff The Blue Buffalo
Company, Ltd.’s motion for leave to further anad its answer and counterclaim [#784] and
Plaintiff/Counterclaim Defendant Nestle Purina Petcama@my’s related motion to dismiss
defendants’ affirmative defensesunclean hands and lach&824]. | heard oral argument on
both motions, and they are both fully briefed agady for review. For the reasons stated below,
| will grant Blue Buffalo leave to amend its coarntlaim and its affirmative defense of laches,
will deny it leave to amend its affirmativefdase of unclean hands, and will deny without
prejudice as moot Purina’s motion to dismiss.

Backaround

Familiarity with this case and its histas/presumed, but a brief review of the
background as relevant to the two motidimst are at issue is as follows.

On April 21, 2016, | granted Purina leave unBete 16(b)(4) to file a third amended

complaint to address new facts and informatioreaded in discovery, tadd to two new claims,
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one for common law injurious falsehood and ander the Connecticut Wr Trade Practices

Act, and to add as a defendant Blue Buffailet®lly-owned subsidigr, Great Plains Leasing,

LLC. Seg#768]. In my Memorandum and OrderAybril 21, 2016, | also ordered that if Blue
Buffalo wanted to amend its responsive pleading beyond what was necessary to directly respond
to the new allegations in Purisahird amended complaint, it must first seek leave to doSee

id.

On May 12, 2016, Blue Buffalo, consistent wily Order, filed its motion for leave to
further amend its answer and counterclaBiue Buffalo seeks to include new factual
allegations in its Lanham Act counterclaim againsirauto allege that Runa falsely advertised
some of its own products as being by-product free. Blue Buffalo also seeks to amend its
affirmative defenses of laches and unclean baadnclude additional detail related to this
alleged false advertising by Purina and Pusimleged delay in lmging this suit.

After Blue Buffalo filed its motion to furtheamend its responsive pleadings, Purina filed
a related motion to dismiss Blue Buffalo’s defesisf unclean hands and laches. As it must,
Purina’s motion challenges Blue Buffalo’s defesss presented in Blue Buffalo’s currently
operative pleading, not those in its propdsmended affirmative defenses.

Discussion

A. Blue Buffalo’'s Motion for Leave to Furer Amend its Answer and Counterclaim

Blue Buffalo contends #t it is entitled to amend iswer and counterclaim in response

to Purina’s third amended complaint under the standar@ieatdn Corp. v. Cedarapids, Inc.

! Blue Buffalo complains that this order was only dieecto it, and none of the other parties in the case.
The reason | directed this order to Blue Buffalo wasanise it had specifically indicated its intent to file a
substantial new amendment to its pleading despite the fact thagatiéng in the case management order
had long-past expired. As all the parties stidulow, however, because the case management deadline
for amendment of pleadings has passed, leave mussiuggt before a party may amend their pleadings,
except where, as will be discussefta, Section A, they are responding to another party’s amended
pleading that changes the tingor scope of the case.
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966 F. Supp. 812 (N.D. lowa 1997), afl5 F.3d 1347 (8th Cir. 2000). Undemlon, “when
a plaintiff files an amended complaint which changes the theory or scope of the case, the
defendant is allowed to plead anew as thauglere the original complaint filed by the
Plaintiff.” Id. at 832.

Tralon does not help Blue Buffalo here becaisgina’s third amended complaint did
not change the theory or scope of the caseéhdRaas Blue Buffalo itself argued at the time it
opposed Purina’s motion for leave to amend itagaint, the amendmenits the third amended
complaint merely added an addital defendant who could be lialdlor some of the same harms
Blue Buffalo is alleged to have caused, and ddd® state law claims that were substantially
similar to the existing Lanham Act claim. Asesult, Blue Buffalo does not have an automatic
right to amend its responsive pleading.

Blue Buffalo argues that even if | findathit has no automaticgit to amend, it should
still be granted leave to amend under Feder&$Rof Civil Procedure 16(b) and/or 15(a).
Where, as here, a party seeks leave to artengleadings after the case management deadline
to do so has passed, courts must determiretheh good cause exists under Rule 16(b)(4)’s good
cause standardsee Popoalii v. Corr. Med. Sery§12 F.3d 488, 497 (8th Cir. 2008). Then, if
good cause is established, courts will considegther amendment is proper under Rule 15(a).
See Sherman v. Winco Fireworks, Ji&82 F.3d 709, 716 (8th Cir. 2008) (citihgary v.
Daeschner349 F.3d 888, 909 (6th Cir.2003)).

Under Rule 16(b)(4), “[t]he primary measure of good cause is the movant's diligence in
attempting to meet the [case management] ardeguirements.” While the prejudice to the
nonmovant resulting from modifation of the scheduling order may also be a relevant factor,

generally, we will not consider prejudice if the movant has not been diligent in meeting the



scheduling order's deadlinesSherman v. Winco Fireworks, In&32 F.3d 709, 716-17 (8th Cir.
2008).

For the reasons Blue Buffalo articulatestsnmemorandum in support of its motion for
leave to amendseeBlue Buffalo’s Memorandum in Suppat its Motion for Leave to Further
Amend its Answer and Counterclaim, pp. 7-10 [#785], | conclude that Blue Buffalo was diligent
in seeking leave to amend. It learned ofdleged facts supporting its amendments during a
January 20, 2016 deposition. It investigated el information and sought related discovery
over the course of the next two months, and gheearties and the Cdunotice that it would
seek to amend its answer and counterclaimsrihBis then-pending motiofor leave to file its
third amended complaint were granted. Once Purina’s motion for leave to amend was granted,
Blue Buffalo promptly sought leave to bring thi@rent amendments. As a result, Blue Buffalo
was diligent in seeking leave to amend.

Purina argues that it will be prejudicedaéve to amend is granted because the proposed
amendments will drastically expand the scopthefcase and therefore delay the case. While
the current scope of discovery in this case kikiélly expand with Blue Buffalo’s amendments,
the “burden of undertaking [additional] discoyestanding alone, does not suffice to warrant
denial of a motion to amend a pleadindd&nnis v. Dillard Dep't Stores, In207 F.3d 523,

525-26 (8th Cir. 2000). Additionally, discoveryssll open, and the specific discovery that Blue
Buffalo will likely seek in supporbf its amendments is discovery it would have been entitled to
anyway because it relates to Purina’s claimslfonages. Purina’s damages theory appears to be
that Blue Buffalo’s false advertising enabletbittapture a part of ¢hpet food market that
otherwise would have belonged to Purina, amohgrst But if Purina included byproduct in its

products that were advertised as being byprofileetduring the same time period it alleges Blue



Buffalo was falsely advertising, Purina’s claimfsdamages during that period will be impaired.
Blue Buffalo is entitled to this information ttefend against Purina’s damages claims whether or
not it brings these amendments. As a resglbnkclude that granting leave to amend will not
cause undue prejudice to Purina.

Accordingly, Blue Buffalo has established tktfare is good cause for granting it leave to
amend.

Having established that good cause exists, Iext to the Rule 1&) analysis. Under
FRCP 15(a), leave to amend “should normallyglkented absent good reason for a denRofp
Telcom v. Am. Sharecom, In210 F.3d 928, 943 (8th Cir. 2000)The classic ‘good reasons’
for rejecting an amendment alendue delay, bad faith or dilatory motive, repeated failure to
cure deficiencies by amendments previously allowed, undue prejudice to the non-moving party,
or futility of amendment . . . .”ld. The decision of whether to grant leave to amend is within
the court’s discretionZenith Radio Corp. v. Hazeltine Research,,l401 U.S. 321, 330-32
(1971). With one exception, none of the claggod reasons for denying leave to amend are
present here.

For the reasons articulated above, thermigvidence of “undue delay, bad faith or
dilatory motive, repeated failure to cure defincies by amendments previously allowed, [or]
undue prejudice to the non-moving parBopp Telcom v. Am. Sharecom, |10 F.3d 928,

943 (8th Cir. 2000). Nor does Purina argue granting Blue Buffalo leave to amend its
counterclaim would be futile.

| also cannot say that granting Blue Buffldave to amend its laches defense would be
futile. “The two elements of laches are (1) unreasonable delay by the plaintiff in filing suit and

(2) undue prejudice to the defendant caused by the dethyrst v. U.S. Postal Seps86 F.2d



1197, 1199-200 (8th Cir. 1978). Purina arguesBhae Buffalo cannot ¢ablish that Purina
unreasonably delayed filing suit because the statilimitations has not expired. Laches is
ordinarily unavailable if a plaintiff s within the statute of limitationSSeePetrella v. Metro-
Goldwyn-Mayer, In¢.134 S.Ct. 1962, 1973-74 (2014). Howev@ongress did not include a
statute of limitations in the Lanham Act. Asesult, | will not bar application of the laches
defense now based on the fact that Purina didilecgdit outside of the statute of limitations.
Sedd. at 1973-74, n.15 (differentiating cases wheoa@@ess enacted a statute of limitations and
therefore laches cannot be invoked to bar legladf from Lanham Act cases which contain no
statute of limitations). Additionally, the inqyimto whether a plainffi unreasonably delayed in
filing suit is fact-sensitivand is typically better mlved on summary judgmengee JDR
Indus. V. McDowell121 F. Supp. 3d 872, 889 (D. Neb. Aug. 4, 2015). As there are disputed
issues of fact regarding whether Purina unreally delayed in filing suit, | cannot say that
amendment of Blue Buffalo’s laeb defense would be futile.

| do find, however, that amendment of BBieffalo’s unclean hands defense would be
futile because Blue Buffalo’s use of the defense lacks a substantive nexus to the claims against
Blue Buffalo. Purina’s main clai against Blue Buffalo is thatfialsely advertised its pet foods
as byproduct-free when in fact they were notueBBuffalo’s proposed unclean hands defense is
that Purina’s hands are unclean because Parnigaged in its own false advertising because it
marketed certain of its own pet food produagsbyproduct-free when in fact they were not.
While many other courts across the country sapBlue Buffalo’s more broad view of the
defense, the United States Court of Apls for the Eighth Circuit does not. $haver v. Heller
& Merz Co, the Eighth Circuit held #t the unclean hands daooe would not apply in

circumstances similar to those here. AsShaverCourt explained:



The principle that ‘he who comes into @gunust do so with clean hands’. . ..

does not repel all sinners from couwtsequity, nor does it disqualify any

complainant from obtaining relief there who has not dealt unjurstlye very

transaction concerning which he complairiBhe iniquity which will repel him

must have an immediate and necessaryioel#o the equity for which he sues.
Shaver v. Heller & Merz Cp108 F. 821, 834 (8th Cir. 1901) (emphasis adds;alsdb
MCCARTHY ON TRADEMARKS & UNFAIR COMPETITION § 31:48 (2015). Because the defendant in
Shavemwas complaining that the plaintiff had engdge the same type of false or misleading
advertising it was accused of comttng but in regards to its owmproduct, rather than affecting
the defendant’s product, the Eigl@ircuit rejected the defense flack of a substantive nexus to
plaintiff's claims. Id. Likewise, because Blue Buffalo atipts to use the unclean hands defense
to challenge conduct relatedRairina’s rather tharBlue Buffalo’sproducts, Blue Buffalo is not
claiming that Purina “dealt unjustly in the vergnsaction concerninghich he complains.”
Shaver]108 F. at 834 As a result, the defeadails as a matter of lafv.

Blue Buffalo argues that a United States Supreme Courtiagstone Driller Co. v.
Gen. Excavator Cp290 U.S. 240, 245-46, 54 S. Ct. 146, 147-48, 78 L. Ed. 293 (1933), supports
its broader view of the unclean hands doctrine. RénstoneCourt described thunclean hands
doctrine as follows:

[Clourts of equity do not make the quality of suitors the test. They apply the

maxim requiring clean hands only where some unconscionable act of one coming

for relief has immediate and necessatgtren to the equitghat he seeks in
respect of the matter in litigation. [Cdsirdo not close their doors because of

2 Blue Buffalo’s proposed use of the unclean handisnde also appears to lack a temporal nexus to the
claims against Blue Buffalo. “The plaintiff's positioust be judged by the facts as they were when the
suit was begun, not by the facts of a different condition and an earlier toed-Cola v. Koke Cp254
U.S. 143, 147 (1920). Blue Buffalo’'s proposed adment to its unclean hands defense alleges in
conclusory terms that Purina’s false advertising and other inequitable conduct was still ongoing.
However, courts will not presume conclusory allegationise true in considering a motion to dismiss.
Ashcroft v. Igbal556 U.S. 662, 679 (2009). Because | have already concluded that Blue Buffalo’s
unclean hands defense lacks a substantive nexusit@Biclaims against it, however, | need not and
will not decide whether the apparent lack of a teraboexus is also grounds for finding that leave to
amend should be denied as frivolous.



plaintiff's misconduct, whatever its claater, that has no relation to anything

involved in the suit, but only for such vitilans of conscience as in some measure

affect the equitable relatns between the partiesmespect of something brought

before the court for adjudication. @happly the maxim, not by way of

punishment for extraneous transgressibns upon considerations that make for

the advancement of right and justiceeytare not bound by formula or restrained

by any limitation that tends to trammel tinee and just exercise of discretion.
Keystone Driller Cq.290 U.S. 240, 245-46 (1933) (internaghtions omitted). Blue Buffalo
focuses on the Court’s statement that unclean hegylges “for such violations of conscience as
in some measure affect the eghlarelations between the partiagespect of something
brought before the court for adjudicatidfor support. Id. at 245. A careful read of the
Keystone Drillercase, however, reveals that theu@'s holding does not require the broad
reading of the doctrine that Blue Buffalo advocates.

First, the first sentence of therpgraph quoted above shows thatKlegstone Driller
Court made that statementdistinguish between badtorsand badacts holding that the
doctrine of unclean hands applies only to hatio commit bad acts related to the cause of
action at issue — not just those who have Mbed records. Seconather language the Court
uses underscores that the inequity that the tGeas concerned with is that which would give
one party an unfair advantage otee other — which supports tegghth Circuit’s interpretation
limiting the doctrine to bad acts related to the stiamgsaction at issue in the plaintiff's case.
See idat 245 (“The equitable powers of this court cawer be exerted in behalf of one who has
acted fraudulently, or who by deceit or anyainfneans has gained an advantage.”).

Additionally, the Court’s discussion of tldectrine cannot be divorced from the context
of the case. liKeystone Driller the Court upheld the applicati of the unclean hands defense

to a plaintiff patentee who had engaged in frawa previous proceeding regarding the patent

that was the very basis of the instant lawsilihis application is entirely consistent with the



Eighth Circuit’s interpretation dhe doctrine, which limits it tanclean conduct relating to the
very transactioror occurrence that is the subject mattethe plaintiff's claims.

Moreover, even if the Keystone Driller opam could be read tolalv a broad application
of the unclean hands doctrinetire appropriate case, it dasst require it. As the Court
emphasizes, the application of the doctrine is #ienaf equity and it isvithin a court’s broad
discretion to apply it “for the aghincement of right and justiceKeystone Driller Cq.290 U.S.
at 245. Here, in addition to finding that BlBaffalo’s proposed application of the unclean
hands defense lacks the requisite substantive neywasild also concludéhat application of the
doctrine as proposed would not dstjae. Even in circuits thailow a broader application of
the doctrine, courts will notpply it where doing so would “leatwo wrongs at large” that
could ultimately harm the publi® MCCARTHY ON TRADEMARKS & UNFAIR
COMPETITION 8§ 31:53 (2015) (collecting cases).fdat, in such scenarsg courts often hold
that the unclean hands defense does not applgrteelief, and will instead direct the defendant
to bring its proposed unclean hands claims as counterclaimglairas in a separate suitee
id.

That is exactly what will h@pen here. As discussed aboB&ie Buffalo may amend its
counterclaim to allege that Purifesely advertised some of ibsvn products as byproduct-free.
That is the same argument BlBaffalo wishes to advance in its unclean hands defense.
Presenting this argument as a counterclaineratian an affirmative defense that could
otherwise bar relief will make sure we do redve “two wrongs at large” while still enabling
Blue Buffalo to present its theoof its case as it sees fit.

For all of these reasons, | will deny BlBeaffalo leave to amend its unclean hands

defense because doing so would be futileviitaconcluded that Blue Buffalo’s proposed



defense of unclean hands is barred as a mattewpf {aill also order Blue Buffalo to strike the
defense from its pleading§eeFed. R. Civ. P. 12(f)(a).

B. Purina’s Motion to Dismiss Defendantsffidkmative Defenses of Unclean Hands and

Laches

As noted above, Purina filed its motion temiss Blue Buffalo’s affirmative defenses
after Blue Buffalo sought leave to amend its agrsand counterclaim. As a result, Purina’s
motion to dismiss challenges Blue Buffalo’s opiepleading at the time the motion was filed
— its answer and counterclaim torfPa’s third amended complainSeeg[#783]. Having decided
that | will grant in part Blue Buffalo leave tomend its answer and counterclaim, Purina’s
motion to dismiss the current operative pleadswgnoot. As a result, | will deny Purina’s
motion to dismiss without prejudice.

Accordingly,

IT ISHEREBY ORDERED that Blue Buffalo’s Motion for Leave to Further Amend its
Answer and Counterclaim #[784]&RANTED in part andDENIED in part. Itis granted to
the extent Blue Buffalo seeks leave to amend its counterclaim and its affirmative defense of
laches, and it is denied to thetent Blue Buffalo seeks leave to amend its affirmative defense of
unclean hands.

IT ISFURTHER ORDERED that Blue Buffalo shall strike its unclean hands defense

from its pleadings. Fed. R. Civ. P. 12(f).
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IT ISFURTHER ORDERED that Purina’s Motion to Dismiss Defendants’ Affirmative

Defenses of Unclean Hands and Laches #[82BEMNI ED without prejudice as moot.

&3 "\g;m**-
RODNEY W. SIPPEL
WUNITED STATES DISTRICT JUDGE

Dated this 11th day of August, 2016.
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