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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MISSOURI
EASTERN DIVISION

NEAL TECHNOLOGIES, INC., )
Plaintiff, ))
V. )) Case No. 4:15-cv-800-AGF
CRAVEN PERFORMANCE & ))
OFF-ROAD, LLC, )
Defendant. : )

MEMORANDUM AND ORDER

The matter is before the Court on thwtion (Doc. No. 9) of Plaintiff Neal
Technologies, Inc. (“NTI”), for default judgemt. NTI, a manufacturer and seller of
diesel truck parts based Arizona, brings this actionllaging trademark infringement,
unfair competition, false designation of origand false descriptions violation of the
Lanham Act, 15 U.S.C. 1051, ®8q. (Counts | and Il). NTIsd brings a count of unfair
competition under Missouri common law (Count I11).

NTI alleges that Defendant Craven Penfance & Off-Road, LLC (“Craven”), is
a Missouri limited liability compny with a principal place dbusiness in St. Charles,
Missouri. (Doc. No. 1 at 1.NTI asserts that Craven iimfiged upon NTI's trademarks in
its use of the terms “Bulletproof’ and “Bombifts to market and advertise diesel engine
products. (Doc. No. 1 at5.)

NTI filed suit on May 19, 2015alleging the above-m&aoned violations of the

Lanham Act and state common law. NTI Hira process server and filed an executed
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summons on June 11, 2015, which reflects aigeidate of May 26, 2015. (Doc. No. 5.)
The process server’s affidawstated that Benjamin Craven, the purported owner and
registered agent of Craven, sveerved with NTI's Complairdt his home in St. Charles,
Missouri. Id. Craven has never filed an answer or other responsive pleading. On July 2,
2015, NTI moved for a clerk’s entry of defaudtnd on July 7, 2015 clerk’s entry of
default was entered against Craven. (Docs.Ng 7.) NTI filed the instant motion for
default judgment, with supporting memorandand documentation, on August 19, 2015.
(Doc. No. 9.) On Novembel8, 2015, the Court entered @nder to Show Cause why
default judgment should not be entered. Aycof the Order was sezd on Craven at the
address noted in the file. ¢©. No. 10.) Cravedid not respond tthe Order to Show
Cause. Upon consideration thfe record and the applidablaw, the Court will enter
default judgment against Craven.

Factual Allegations

NTI designs, manufactures, markets, atises, distributes, and sells “aftermarket
diesel truck parts and related services,” udahg oil coolers used in certain engines.
(Doc. No. 1 at 2.) Since asrBaas 2008, and for at leasix years, NTI marketed these
goods using the “BULLEPPROOF DIESEL” nameld. at 1-2. NTI also used the mark
BulletProofDiesel.com, and oled U.S. Registration Nat,235,578 on November 6,
2012. (Doc. No. 1-1.) A corresponding dgsimark was registered December 25, 2012,
and assigned the numb&f62,825. (Doc. No. 1-2.) Nhas utilized these marks on its

website, on social media, and in nationablirmeadvertisements. (Doc. No. 1 at 3-4.)
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NTI alleges that Craven is a compatitmmpany which “customizes, repairs and
modifies cars and trucks,” and in the courdeits business, sells diesel engine part
“packages” labeled “Bulletpof Package Parts” and “Powerstroke Bulletproof
Packages.”Id. at 4. Craven also classifies dgesel engine packag using the titles:
“Level 1 Bulletproof,” “Level 2 Bulletproof,” “Level 3 Bulletproof,” and “Extreme
Performance Bulletproof.”Id. These packages allegedhclude some (but are not
entirely composed of) parts mafactured and sold by NTId. NTI alleges that Craven
advertises its packages, magsiprominent use of NTI'sllagedly trademarked term, on
its website and on social mediad. at 5. Thus, NTI allegethat Craven used marks
owned by NTI in conjunction with the sadnd advertisement of directly competing
goods and services. (Doc. N@.at 2.) NTI further allegethat Craven’s use of the
allegedly trademarked terms is likely to deethe false impressiamat Craven’s goods
or services come from the same sourceéhasgoods and servicesld by NTI, and to
otherwise create consumer confusion. (Doc. Nat 6.) NTI also alleges that Craven’s
actions were and are willful. (Doc. No. 1 at 8.)

NTI's counsel sent multiple cease and dekatters to Craven’s owner, including
on February 17, 2015, and on March2B15, but never received a responge. at 5-6.
Following these letters from N;TCraven changed the text it§ website, which formerly
read “Home of the Bulletproof Powerske,” to read “Home of the Bombproof
Powerstroke.” (Doc. No. 9 at 4.) However, NTI alleges that this change “did not cure

the infringement,” and that Craven’s termiogy continues to violate its trademarks by
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causing customer confusiorid. NTI further explains that Craven continues to use the
term “bulletproof” on social mediald. NTI seeks an injuion prohibiting Craven’s
future use of the term or confusingly similariations thereof, as well as attorneys’ fees.

Standard for Default Judgment

Where default has been entered, the allegations of the complaint are taken as true,
except as to the amount of dages, and “the defendant has no further standing to contest
the merits of the plairfis right to recover.” Brown v. Kenron Aluminum & Glass Corp
477 F.2d 526, 531 (8th Cir. 1973It then “remains for theourt to consider whether the
unchallenged facts constitutelegitimate cause of action,nsie a party in default does
not admit mere conclusions of lawMurray v. Lene595 F.3d 868, 871 (8th Cir. 2010).

Discussion

NTI's federal trademark infringement atai(Count 1) requires NTI to demonstrate
that (1) it owns a valid and legally protdai&a mark, and (2) there is a likelihood of
confusion between its mark and Defendant’s maBee B&B Hardware, Inc. v. Hargis
Indus., Inc, 569 F.3d 383, 389 (8th Cir. 200@mty. of Christ Copyright Corp. v. Devon
Park Restoration Branchf Jesus Christ’'s Chur¢l634 F.3d 1005, 100@8th Cir. 2011).

An unregistered trademark is valid and prabts if it is inheretly distinctive or has
acquired a secondary meaning through “long exausive use in the sale of the user’s
goods [such that] the mark... serves to identify thsource of the goods and to
distinguish them fronthose of others.”"B&B Hardware, Inc, 569 F.3d at 389 (internal

citation omitted);Aromatique, Inc. v. Gold Seal, In@8 F.3d 863, 869 (8th Cir. 1994).
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Registration of a trademark is “prima faciegd®nce of a registrant’s exclusive right to
use the registered mark in commercedvely Skin, Inc. v. Ishtar Skin Care Prods., .LC
745 F.3d 877, 883 (8th Cir. 20) (quoting 15 U.S.C. 8§ 11(&). Under the Lanham Act,
“[a] ‘counterfeit’ is a spurious mark widh is identical with or substantially
indistinguishable from, a registered mark.” U5.C. § 1127. “It may be presumed that
counterfeiting another’'s mark cresata likelihood of confusion."George & Co., LLC v.
Xavier Enters., In¢g No. 09-2973 (DWF/RLE 2009 U.S. Dist. LEXIS 112902, at *12
(D. Minn. Dec. 4, 2009)see also Phillip Morris USA Inc. v. Shalal352 F. Supp. 2d
1067, 1073 (C.D. Cal. 2004).

NTI alleges that it owns the rres “BULLET PROGQ- DIESEL” and
“BulletProofDiesel.com” with rgard to the advertisement asdle of diesel truck parts,
and that Craven’'s use of similar termsnarket its own products is likely to cause
customer confusion. The Court egs that “BULLET PROOF DIESEL” and
“BulletProofDiesel.com” are valid and legalprotectable marks, and that Craven’s use
of the nearly identical terrfBulletproof” in its own advelising creates a likelihood of
confusion. Accordingly, the Cauwill enter judgmat on Count .

In Count II, NTI alleges additional vidians under § 43(a) of the Lanham Act:
False Designation of Origin and False Dgstons. 15 U.S.C. §125(a). The Eighth
Circuit has explained that “[@aJowner of a mark is entitled tojunctive relief if the use
of that mark violates either prohibition [falslesignations or other false representations]

and causes a likelihood of oision among consumersCo-Rect Prods., Inc. v. Marvy!
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Advert. Photography, Inc780 F.2d 1324, 13280 (8th Cir. 1985).“The key to finding

a violation under section 43(a) is a deterrtiorathat the materials used by the defendant
created a likelihood of confusion, deceptior mistake on the part of the consuming
public.” Metric & Multistandard Compones Corp. v. Metric’s, InG.635 F.2d 710, 714
(8th Cir. 1980). Elsewherdghe Eighth Circuit has elabmied that a false statement
constituting a Lanham Act vidi@an requires the following:

a false statement of fact by the defant in a commercial advertisement
about its own or another's product; (Be statement actually deceived or
has the tendency to deceive a sulisithsegment of its audience; (3) the
deception is material, in that it iBkely to influence the purchasing
decision; (4) the defendant caused fatse statement to enter interstate
commerce; and (5) the plaiih has been or is likelyo be injured as a result
of the false statement, either by edit diversion of sales from itself to
defendant or by a loss of goodvalisociated with its products.

United Indus. Corp. v. Clorox Cadl40 F.3d 1175, 118@th Cir. 1998).

As noted above, NTI allegdbat Craven’s use of theerm “Bulletproof” in its
marketing deceptively suggestbat all merchandise irCraven’s “packages” was
manufactured by NTI, when in fact, gnlcertain components may have been
manufactured by NTI, and NTI did not endomemanufacture the packages as sold by
Craven. NTI alleges thatbause the relevant public aewice associates the terms and
marks at issue with NT Craven’s behavior is a materidéception. NTI further alleges
that Craven used sudteceptive practices in interstatemmerce, and caused damage to
NTI in the form of loss of income, impanent of NTI's goodwill in its marks, and

confusion in the marketplace. Again, Gegavhas failed to appear in this case and
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therefore concedes NTI's allegations. Basedh&se uncontested allegations of fact, the
Court finds that Craven has stated a legtenviolation under 15 U.S.C. § 1115(a), and
will enter judgment on Count II.

Count Il of NTI's Complaint alleges UnfaCompetition in volation of Missouri
common law. The “same facts which supposuit for trademark fnngement support a
suit for unfair competition and commomanfringement” under Missouri lawCmty. of
Christ Copyright Corp 634 F.3d at 1010 (citationand internal quotation marks
omitted). Thus, the Court will alsmter judgment on this count.

Permanent Injunction

The Lanham Act permits courts to enfgermanent injunctive relief to prevent
future trademark infringementl5 U.S.C. 8§ 1116. “To obtaa permanent injunction,
[Plaintiff is] required to show(1) its actual success onethmerits; (2) that it faces
irreparable harm; (3) that the harm to it outweighs any possible harm to others; and (4)
that an injunction servebe public interest.”"Cmty. of Christ Copyright Corp634 F.3d
at 1012. The public interest is served in preserving intellectual property rigltst
Coast Prods. v. GarretiNo. 4:12CV01551 AGF, 2014 U.®ist. LEXIS 23236, at *11
(E.D. Mo. Feb. 25, 2014).

“[lln trademark law, injuryis presumed once a likebod of confusion has been
established.” Cmty. of Christ Copyright Corp634 F.3d at 1012. Craven’s use of the
term “Bulletproof,” is likely to cause coa$ion given that it is essentially a direct

imitation of NTI's mark; therefore, th&€ourt will enter aninjunction prohibiting
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Craven’s use of that term or any confusingly similar variants. However, NTI has also
asked the Court to enjoin &@ren from use of #term “Bombproof.” The Court must
analyze this term to determimdnether it is likely to causeonfusion as used by Craven.

The Court conducts an analysis set fortfsquirtCo v. Seven—-Up C&28 F.2d
1086 (8th Cir. 198)) to determine whetheré¢huse of a particular mais likely to cause
confusion. The factors are (1) similarity tie marks; (2) thelegree to which the
products compete with each oth@) classes of, and degreecafre likely to be exercised
by, prospective purchasers; (4) evidence d@i@cconfusion; (5) dendant’s intent in
adopting the mark; and (6) th&trength of plaintiffs mark.d. at 1091; see also
Gilbert/Robinson, Inc. \Carrie Beverage-Mo., Inc758 F. Supp. 51522-23 (E.D. Mo.
1991)aff'd, 989 F.2d 985 (8th Cir. 1993).

Numerous factors may be weighed in deti@ing whether there is a likelihood of
confusion and no one fawtis dispositive in reaching that conclusid@alvin Klein
Cosmetics Corp. v. Lenox Labs., Ir&15 F.2d 500 (8th Cir. 1987Here, the Court finds
that Craven’s use of “Bombproof” is sufficiinlikely to cause confsion to warrant an
injunction against the use bbth “Bulletproof” and “Bobmbproof.” “Bombproof”’ sounds
similar to the trademarked “BULLET PR®Q and their sharedsuffix suggests a
relationship between the products. Thalyare very similar meanings. Moreover,
accepting the facts as pled by NTI, NTI a@daven are competitors and sell similar
products (and in fact, Craven includes somd Rdmponents in itgesale packages).

Therefore, use of the “Bombproof” markitiv very similar andcompeting products as
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those bearing NTI's “BULLETPROOF” mark enhances the likelihood of customer
confusion. While NTI has not offered eerte of actual confusion, the Court will
nonetheless conclude that confusion amowrgstomers is likely. Therefore, the Court
will grant an injunction prohiting Craven’s use of the i@ “Bombproof’ as well as
“Bulletproof.”

The Court concludes, particularly inghit of Craven’s failure to answer or
otherwise respond, that Craven’s infringeindas irreparably harmed NTI and will
continue to irreparably harm NTI; the hattmNTI from the infrngement outweighs any
potential harm to Craven fromnjoining Craven’s infringig activities; and the public
interest in preserving intectual property rights will beserved by an injunction.
Therefore, NTI has establishediiight to a permanent injunction.

Damages and Attorneys’ Fees

Although NTI requested actual damages it initial Complaint, it has not
renewed that request in its Motion for DéfaJudgment or thaccompanying Proposed
Order (Doc. No. 9-1)NTI also has not submitted anyi@gence specifying alleged profits
from Craven’s infringement fra which the Court might endeor to calculate actual
damages. Therefore, the Court will assume NTI no longer seeks actual damages.
However, NTI does ask for attays’ fees in addition to iapctive relief. (Doc. No. 9 at
6-7.) NTI has alleged that Craven’s infrimgents are willful, and has offered in support
its allegation that Craven modified its usagf NTI's marks (yet nonetheless continued

infringement) even after NTI sent cease ansisldetters. The Lanham Act allows for
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reasonable attorneys’ fees in exiiepal cases. 15 U.S.C. 81117(agesalso Metric &
Multistandard Comonents Corp.635 F.2d at 716 (“In view of the trial court's finding
that the unlawful conduct... was willful and deliberatehe court may well determine
that this is the type of ‘exceptional’ caser which an award ofattorney's fees is
appropriate.”) Because NTI has alleged, and the Court will accept as true, that Craven’s
infringement was willful, the Court will alsaward reasonable attorney’s fees in an
amount to be established bybsequent proof submitted by NTI.

Conclusion

Upon review of the record, includingatiff's proposednjunctionand order,

IT IS HEREBY ORDERED that Plaintiff's motion for entry of default judgment
is GRANTED. (Doc. No. 9.)

IT IS FURTHER ORDERED that, for purposes of thi®rder, the term “NTI
Marks” shall mean and reféo (1) the BULLET PROOF DIESEL trademark and service
mark; (2) the BulletProofDiesel.com mailk).S. Registration No. 4,235,578, dated
November 6, 2012); and )3the BulletProofDiesel.comand Design mark (U.S.
Registration No. 4,262,828ated December 25, 2012).

IT IS FURTHER ORDERED that a Permanent Injunctios entered in this case
as follows:

Defendant and its officerggents, servants, employeastorneys, and all other
persons acting in active concert or partitipa with any of them, are immediately and

permanenthENJOINED from:
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(1) using the NTI Marks, or any sidation, reproduction, copy, colorable
imitation, or confusingly simar variation of any of theNTI marks, including but not
limited to “Bulletproof” or “Bombproof” (whetkr by themselves @s a component part
of a mark), on or in connectiowith any goods or servicaw in connection with the
promotion, advertisement, marketing, saléering for sale, maufacture, production,
dissemination, or distributio of any automotive products or automotive services,
including but not limited t@ftermarket diesel truck parts and related services;

(2) processing, packaging, or trandpw any product that is not a genuine
product of NTI bearing any of the NTI Makor any simulationteproduction, copy,
colorable imitation, or confusingly similaariation of any of the NTI Marks;

(3) using any false designation of origin false descriptiorfincluding, without
limitation, any letters or symbols), or perfang any act which can, or is likely to, lead
members of the consuming public or traddétieve that Craven igssociated with NTI
or that any product or service manufacturédtributed, or sold by Craven is in any
manner associated or connecteth NTI, or is authoded, licensed, sponsored, or
otherwise approved by NTI;

(4) assisting, aiding, or abetting any atperson or business entity in engaging in
or performing any of the activisereferred to in subparagias (1) through (3) above or
taking any action that contrites to any of the activities referred to in subparagraphs (1)

through (3) above, or any other activity tlwamnsists of or contributes to the sale of
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counterfeit or infringing produstor services bearing orgmoted under any of the NTI
Marks.

IT IS FURTHER ORDERED that no later than 21 dgs from the date of this
Order, Craven shall remove all designationd ararks that violate this Order from all of
its marketing materials, including but nomlted to any signage, stationary, brochures,
invoices, advertising and prational materials, clothing, packaging, labels, domain
names, website pages, Facebook pages, Tvatisounts and other social media pages,
owned or operated by Craven.

IT IS FURTHER ORDERED that this case is an exceptional case within the
meaning of 15 U.S.C. 81117(a), in that Defant has effectivelgonceded its conduct
was willful. Accordingy, Plaintiff is entitled to an aard of attorney’s fees and shall
submit an affidavit or declaration to the Caoastto the amount of sh fees, supported by
appropriate documents, by January 29, 2015.

IT IS FURTHER ORDERED that Plaintiff is entitledo and is hereby awarded
its costs of suit.

IT IS FURTHER ORDERED that the Clerk of Court slfi serve a copy of this
Order on Defendant at the address reflected in the file.

A separate judgment of default sheticompany this Memorandum and Order.

Dated this 31st day of December, 2015.

AUDREY G. FLEISSIG\}
UNITED STATES DISTRICT JUDGE
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