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UNITED STATESDISTRICT COURT
EASTERN DISTRICT OF MISSOURI
EASTERN DIVISION

FLOWSHARE, LLC, )
Plaintiff, g
V. : ) No. ££1600300JAR
TNS, US, LLC, ))
Defendant. g

MEMORANDUM AND ORDER

This matter isbefore the Court on Defendant TNS, US, LLC’'s (“TN®ption to
Dismiss (Doc. 20). The motion is fully briefed and ready for dispositibar the reasons set
forth below, TNS's motion will be granted in part and denied in part.

l. Background

Plaintiff Flowshare, LLC, doing business as ShareTracker (“Shadadrfgcbrought the
instant actionfor claims arising out of its business relationship WitNS. In its Amended
Complaint, ShareTrackeaalleges that it is the largest United States research company dedicated
to telecom market share and flowshare measurepreducts, analystics, and solutions for the
communications industry(Amended Complaint (“*Compl.”), Doc. 16, § 7ppecifically,
ShareTracker createkmtabase products and solutions, which consist of numerous data fields, to
its customers in the telecommunications industry that, among other things, alloustheners
to determine telecom market share, link cell phone users to their providersfyideletom
competitors for those users, and track customer movement between telecom ommnpetit
(“ShareTracker products”)ld. at 18). ShareTracker claims that ShareTracker Products and the

underlying intellectual property they embocdynstitute“Confidental Information.” (d. at { 8).
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Generally,ShareTracker’'s business model involves providingbl@ged, limited, noexclusive
licenses to its database prodyctirectly or indirectly throughauthorized independent
distributors,and charging a fee fahoselicenses. (Id. at §9). If ShareTracker grants a license
to its database products directly, the licenseoistransferable.(ld.). If ShareTracker grants a
license to its database products indirectly through an authorized distributadistinéttor can
grant nontransferable sublicenses authorized by ShareTrad#er. (

One ofShareTracker'slistributors is TNS. I(. at {1 10). ShareTracker alleges it entered
into an oral license agreement with TNS that allowed TNS to sell or grant limaeéxclusive,
nontransferable sublicenses for a fee to use the ShareTracker Products to thoezeaut
customers or sublicenseesld.. In exchange, ShareTracker provided updated or refreshed
databases and data fields to TNS to supportitkasedShareTracker Products. ShareTracker
claims that the pricing or fee structure ShareTracker charged to TNS feT&wker Products
was unique and individually negotiated based on the needs of each of the authorizedrsustom
(1d.).

ShareTracker allegebat in November 2015, it acquired the assets of GeoResults, Inc.
(“GeoResults”), a telecom marketing databa@senpany engaged in a similar business as
ShareTracker. Id. at 11 11-12). ShareTrackeclaimsone of the principal drivers behind the
acquisiton was GeoResultsproprietary information, as well as iteng-standing customer
(“Customer”) relationship with one of the largest telecom operating companies in the United
States Market. Id. at 1 20).

Shortly after ShareTracker acquired GeoResults, the Customer ended its-ldegad
business relationship with GeoResulttd. &t § 25). ShareTracker alleges TNS encouraged the

Customer to end its relationship with GeoResults andeal directly or indirectly with TNS.



(Id. at 1 27). ShareTrackeclaims that TNS then, acting in concert with others, misappropriated
and converted some or all of ShareTracker’'s Confidential Informatitrout ShareTracker’s
authorization to do sold. at § 29). In short, ShareTracker claims TNS improperly used its
license to ShareTracker's Database Products by distributing, dioedtiglirectly, those products

to the Customer without ShareTracker’s authorizaéind obtaining payment directly from the
Customer.

In the instant action, IfareTrackerasserts six cous against TNS (1) breach of oral
contractunder Missouri law; (2Jnisappropriation of trade secrets under the Missouri Uniform
Trade Secrets AcMo. Rev. Stat. 88 417.456t seq (“MUTSA”); (3) misappropriabn of trade
secrets under thederal Defed Trade Secrets Act of 20168 U.S.C. 1836et. seq(“DTSA”);

(4) tortious interference with a business expectancy or relationship; (@twerichmentand
(6) declaratory judgment. TNS now moves to dismiss all six counts.
. Legal Standard

The purpose of a motion to dismiss under Rule 12(b)(6) is to test the legal sufficiency of
the complaint. Fed. R. Civ. P. 12(b)(6\ complaint must contain “a short and plain statement
of the claim showing that the pleader is entitled to relief.” RedCiv. P. 8(a)(2). “[P]leadings
under the Federal Rules of Civil Procedure are designed to give the opposing padtidaiof
the claim asserted 3helter Mut. Ins. Co. v. Pub. Water Supply Dist. No. 7 of Jefferson Cnty.
Mo., 747 F.2d 1195, 1197 (8th Cit984) “To survive a motion to dismiss, a complaint must
contain sufficient factual matter, accepted as true, to ‘state a claim to matié$ plausible on its
face.” Ashcroft v. Igbal556 U.S. 662, 678 (2009) (quotiBgll Atl. Corp. v. Twombl|y650 U.S.

544, 570 (2007)). “A claim has facial plausibility when the plaintiff pleads factuaéebtitat



allows the court to draw the reasonable inference that the defendanteiddrathe misconduct
alleged.”ld.
1. Discussion
a. Breach of Contract

TNS argues that Count | should be dismissed be¢asspled, the alleged oral contract
between ShareTracker and TNS is barred by the statute of frauds. (Doc. 25pedifically,
TNS argues that ShareTracker's breach of contract claim falls withintahaes of frauds
because it is not clear from the face of the Complaint that the cowmwatd havebeen
performed within one year(ld. at 45). It furtherargues thaShareTracker's Complaint fails to
sufficiently plead the existence of any writingst would remove the oral contract from the
reach of the statute of frauddd. at 6). In responseShareTracker argues that the statute of
frauds is not triggeretdy the mere failure to pleadhat the contract could not be performed
within one year. (Doc. 30 at 67). ShareTrackefurther argues that in the event the statute of
frauds is triggered, ShareTracker pled the existence of writings that rakmeothe agreement
and supply the essential ternfil. at 78). Finally, ShareTracker argues that the performance
exceptionto the statute of fraudapplies because it fully performed its obligation under the
contract. (Id. at 89).

The statute of frauds may properly be raised in a motion to dismiss for faildetd a
claim if it appears the contract in question is unwritten and the plaintiff fails to fale&dwhich
would take the contract out of the operation of the statB&derfield v. Missouri Dental Ass,

642 S.W.2d 110, 112 (Mo. Ct. App. 198Zhe statute ofrhuds requires certain contracts to be
in writing, including any agreement that is not to be performed within one yetr rogking.

Mo. Rev. Stat§ 432.010.To be enforceablepntracts that fall within the statute of frauds must



contain tke essential terms of the contract, including the identity of the parties, thetsubjeer,
the price,and consideratiorSeeBayless Bldg. Materials Co. v. Peerless Land, 569 S.W.2d
206, 210 (Mo. Ct. App. 1974). Several documents in combination supply the essential
terms of the contract, “as long as one document refers to the other, or their coatehitsiobw
they are related.Smith v. Int'| Paper C9.87 F.3d 245, 247 (8th Cir. 1996) (internal citation
omitted). The contract itself needhbe in writing; a memorandum of the contract is sufficient.
Vess Beverages, Inc. v. Paddington Co9gl F.2d 651, 654 (8th Cir. 1991).

In the event an oral contragalls within statute of fraudsMissouri common law
recognizes equitable exceptionsthe statute including perfomance of theagreemenby the
party seeking enforcement theredilea Fin. Enterprises, LLC v. Fiserv Sols., In§o. 13
05041CV-SW-BP, 2013 WL 12155467, at *2 (W.D. Mo. Oct. 16, 20{d&}ing Mika v. Cent.
Bank of Kansa€ity, 112 S.W.3d 82, 89 (Mo. Ct. App. 2003However, any exception to the
statute of frauds i&igidly scrutinizedand sparingly invoked so thedlief will be denied if there
is doubt as to whether there has been a meeting of minds or full understanding of the terms
sought to be enforced Mika, 112 S.W.3dt 89 (internal citationand quotatioromitted).

On its face, ShareTracker's Complaint contains no allegations regardidgréteon of
the oral contract providing TNS with a license to ShareTragke database products.
ShareTracker in its Complaint alleges that it “redularovided and continues to provide, under
certain terms and conditions of its Contract with TNS, updated or refreshbadskgaand data
fields to TNS to support the licensed ShareTracker products.” (CaibfpllO). It alleges that
ShareTracker charged TNS for those products, and the pricing was unique and irgividual
negotiated.(Id.). However, although ShareTracker argues that its agreements weadi\tyipic

one yearwith quarterly or biannual deliverables or updat@oc. 30 at 7)no such allegations



are contained in the Complaint itselfherefore, the Coudoncludeghat ShareTracker has not
pled sufficient facts to remove the oral contract from the statuteods; i.e. that the contract
may be completed within one year, thereby satisfying the statute of fr&ekSaterfield, 642
S.W.2d at 112.

The Court next examines whether any writings memorialize the terms of thes’partie
agreement sufficiertb satisfy the statute of frauds. ShareTracker alleges in its Complaint that
the oral contract was “confirmed via various writings exchanged by thegartte subsequent
Letter Agreements{Compl.at I 34), whichShareTracker arguesatisfies the statute dfauds.

(Doc. 30 at 8). ShareTracker plddht there was a “meeting of the minds between ShareTracker
and TNS as to the essential terms of the Contrédt'at { 35); however, it does not go through
or name theessential terms ShareTracker instead kssthe Courtto considertwo documents
attached to its opposition to TNS’s motitm dismissas evidence of the existence wfitten
agreemerst or memorandéhat containthe essential terms of the oral contract (Doc. 30-&t 7
Exs. A and B.

“Though matters outside the pleading may not be considered in deciding a Rule 12
motion to dismiss, documents necessarily embraced by the complaint are teocd matside the
pleading.” Gorog v. Best Buy Co760 F.3d 787, 791 (8th Cir. 2014) (quotighanti v. Qiy of
Golden Valley 666 F.3d 1148, 1151 (8th Cir. 2012)). The “contracts upon which a claim rests
are evidently embraced by the pleadindd.’(citation omitted). “In a case involving a contract,
the court may examine the contract documents in decalimgption to dismiss.Stahl v. U.S.
Dep't of Agric, 372 F.3d 697, 700 (8th Cir. 2003).

ShareTracker argues that the Naisclosure Agreemer(tNDA”) and emailattached to

its opposition to TNS’s motion to dismiss establishes that the oral agreement is riieedana



several writings that togeth supply the essential terr{i3oc. 30at 7). TNS argues in response
that the NDAand emailare documentsutside the pleadings that should not be considered on a
motion todismiss and, even if the Court were to consider tliay donot contain the essential
terms of the oral agreement. (Doc. 34 &)3 The Courtfinds that neither document is
necessarily embraced by the Complaint, and, thereforestitutemattersoutside the pleading.
ShareTracker fails to reference either document i€asiplaint or plead what essential terms
are contained inhe purported written agreemetierein. A plaintiff need not attach the actual
contract to the complaint or plead its terms verbatim to state a claim; instead, a plaintiff may
plead its legal effectNelson v. WallenNo. 4:13CV1715 CDP, 2014 WL 2739456, at *1 (E.D.
Mo. June 17, 2014) However,ShareTrackenot only failed to attach writings supporting the
existence of aantract, but alsonadequately pled the essential terms of the oral contract and
failed to identify in what writings they are contained@herefore, the Court finds that the oral
contract between ShareTracker and TNS does fall within the statute of saddShareTracker
inadequately pled the elements necessary to satisfy the statute.

Missouri law has provided for a numberedfceptionghat remove an oral contract from
the statute of frauds, and ShareTracker argues that its performance undentthetshould
remove the contract from the statuteor purposes of a motion to dismiss, a petition that alleges
full performance of an oral contrably the plaintiffremoves the contract from théatite of
frauds. LaFont v. Taylor 902 S.W.2d 375, 377 (Mo. Ct. App. 199fiting Irwin v.
Bertelsmeyer730 S.W.2d 302, 303 (Mo.App.1987see also Don King Equip. Co. v. Double D
Tractor Parts, Inc. 115 S.W.3d 363, 374 (Mo. Ct. App. 2003Yhe statute of frauds has no
application where there has been a full zomplete performance of the contract by one of the

contracting partie¥. However, suctperformance must be plebiwin, 730 S.W.2d at 30@or



purposesof a motion to dismissplaintiff sufficiently removed the contractoiin the statute of
frauds whe healleged full performance of the oral contract, in that he “performed all tims te
and conditions of said agreement”).

In the ComplaintShareTrackepleads that it “provided and continues to provigedger
certain terms and conditions of its Contraath TNS, updated or refreshed databases and data
fields to TNS to support the licensed ShareTracker Products.” (Catrfpll0). ShareTracker
argues thathis language demonstrates complete performance. The Court disagrees. Instead,
that languageindicates thatpresent andfuture obligationsremain Future performance
obligations necessarily imply that ShareTracker has not fully pertbuméer the contract. As a
result, ShareTracker's performance under the contract does not remove thetdoomn the
statute of frauds. For the reasons stated above,sTi8tion to dismiss as tooGnt | will be
granted without prejudice.

b. Count Il1-Misappropriation of Trade Secrets-Missouri Uniform Trade
Secrets Act (MUTSA)

To establish a MUTSA violation, Plaintiffsnust denonstrate (1) the existence of
protectable trade secset(2) misappropriation of those trade secrets by Defendant, and (3)
damages. MoRev. Stat. § 417.453(2). In support of its motion to dismidsS argues that
ShareTracker failed to plead facts to support the existence of a trade mettrat it took
reasonable steps to maintain the secrecy of its alleged trade Sgwoet. 710). In response,
ShareTracker argues that it pled a colorable trade secrets otaioded facts sufficient to
support the existence of a trade seaat took reasonable measures to protect the secrecy of the
trade secret. (Doc. 30 at 10-13).

MUTSA defines a “trade secret” asformation, including but not limited to, technical

or nontechnical data, a formula, pattern, compilation, program, device, method, technique, or



process, that{(a) Derives independent economic value, actual or potential, from not being
generally known to, and not being readily ascertainable by proper means byevgwerspvho

can obtain economic value from its disclosure or use;(bnds the subject of efforts that are
reasonable under the circumstances to maintain its sec&dl7.453(4). The existence of a
trade secret is a conclusion of law based on the applicable factd:lex W., Inc. v. Dieckhauys

24 S.W.3d 693, 698 (Mo. Ct. App. 199Mlissouri courtausethe following factors to determine
whether information constitutes a trade secret undeMtheSA: “(1) the extent to which the
information is known outside of [the] business; (2) the extent to which it is known by eraploy
and others involved in [the] business; (3) the extent of measures taken by [thedhusigaard

the secrecy of the information; (4) the value of the information to [the businessp sl t
competiors; (5) the amount of effort or money expended by [the business] in developing the
information; (6) the ease or difficulty with which the information could be proedyired or
duplicated by others."Cerner Corp. v. Visicu, Inc§67 F. Supp. 2d 1062,076-1077(W.D.

Mo. 2009)(citing Am. Family Mut. Ins. Co. v. Mo. Depf Ins.,169 S.W.3d 905, 9690 (Mo.

Ct. App. 2005)).

“If an individual discloses his trade secret to others who are under no ablidati
protect the confidentiality of the information, or otherwise publicly disclobessecret, his
property right is extinguishedRuckelshaus v. Monsanto C467 U.S. 986,1002 (1984).
However, abusinessneed only show that it took reasonable step$rotect its trade secret
information.See Bancorp Servs., L.L.C. v. Hartford Life Ins., Gl@. 4:00€V-70CEJ, 2002 WL
32727076, at *4 (E.D. Mo. Feb. 25, 2002) (internal citations omitted).

Although broad and general, ShareTracker stated a viable claim under MUTSA.

ShareTracker pled that ihaintainsproprietary, networlbased technologthat uses the largest



sample sizes in the industry and is highly accurate and grandular. (CGadrfig8). It further
claims that at its core, ShareTracker provides database products and solutiomsyevhibe
result of a significant expenditure of time, effort and expense and included thefwwzens of
engineers, mathematicians, market researchers, and other highly stofiessipnals. (Id.). It
further pled that such information derived economic value from not being genarailyn to,
and not being readily ascertainablg other persons(ld. at § 44). As such, ShareTracker has
pled sufficient facts to establish the existence of a trade sewdhat it took steps to protect it

A determinabn of whether those steps wesasonable to protect its trade secret information is
an inquiry more appropriate at the summary judgment stagethis junction ShareTracker
plead facts sufficient to survive a motion to dismiss.

c. Count Il11-Misappropriation of Trade Secrets-Federal Defend Trade Secrets
Act of 2016 (DTSA)

In Count Ill, ShareTracker advances a claim undeDh8A. Theargumentgpresented
by the partiesregarding the allegations under DTS#e similar if not identicako their
argumentsunder MUTSA. Therefore, for the reasons provided in the previous seeatioh
finding no law to the contrary, TNS’s motion to dismiss as to Count Ill is denied.

d. Count IV-TortiousInterferencewith a Business Expectancy or Relationship

MUT SA “displacgs] conflicting tort, restitutionary, and other laws of this state providing
civil remedies for misappropriation of a trade setrdtlo. Rev. Stat8 417.463.1. However,
MUTSA does not prevent a party from bringing ‘tfodr civil remedies thiaare not based upon
misappropriation of a trade sectemMo. Rev. Stat8 417.463.2(2). TNS argues that MUTSA
expressly preempts common law claims that are derivative of a MUTSA c(@iot. 21 at 11
12). It argues that ShareTrackertartious interferace claim is a restatement of its claim for

trade secret misappropriation andhgereforebarred. (1d. at 1314). In supportof its position
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thatthe Court should dismiss the common law claim at the motion to dismiss stage, TNS cites
EnviroPAK Corp. vZenfinity Capital, LLC No. 4:14CV00754 ERW, 2015 WL 331807, at *6
(E.D. Mo. Jan. 23, 2015). HowevéinviroPAKis distinguishable. There, the court found that

at least part of plaintiff's tortious interference claim was factually derivaifvthe MUTSA

claim because plaintiff specificallysedthe term “trade secret” throughotite common law

claim. Id. The ourt expressed concern, howewbat, “[a]s a practical matter, until tHisjourt

is able to make a determination as to whether the informettiaunich Plaintiff alludes qualifies

as a trade secret, theurt cannot rule on the precise extent to which Count Il is preempled.”

The ourt concludedthat “at the very least, Plaintiff may not use the term ‘trade secret[s] in
reference to or isupport of [the common law courit]ld.

Here, it does appear that the core facts forming the basis of both the MUT S#tandt
interference claims are similar. Howev8hareTrackeonly uses the termtfade secretin its
MUTSA andDTSA claims, andt properlysets out the factual basasid requisite elementer
the tortious interference clainfurthermore, the Court will permit the simultaneous pleading of
common law and statutory claims on the grounds that, under Federal Rule of Civil Rrocedur
8(d), a party is permitted to plead in the alternative or state as many separateiclaas,
regardless of consistency. If ShareTracker can demonstrate that thde@oalfilnformation
gualifies as a trade secret, it may proceed with its MUTSA and DI&&s not itscommon
law claims If, on the other hand, ShareTracker cannot demonstrate thahftimmation
gualifies as a trade secret that waisappropriatedf may proceed with its common law claims
Until a determinatiorof the existence of a trade sedsetnade]ikely at the summary judgment

stagethe Courtwill not at this junctureoncludethatCount 1Vis preempted

11



e. Count V-Unjust Enrichment

To state an unjust enrichment claimder Missouri lawShareTrackemustallege (1)
that TNS wasenriched by the receipt of a bene() that the enrichment was @hareTracker’s
expense; an@) that it would be unjust to alloWNS to retain the benefitSeeS & J, Inc. v.
McLoud & Co., L.L.C.108 S.W.3d 765, 768 (M&pp. Ct. 2003). For simlar reasons set forth
in its motion to dismiss Count IV, TNS argutbst ShareTracker’'s unjust enrichment claim is
merely a restatement of its claim for trade secret misappropriation and igekuagpped. (Doc.
21 at 12). However, for the reasons stated in the previous section, until a determirratde is
with regard to whether the Confidential Information alleged by Shack®r is a trade secret,
the Court cannot conclude whether Count V is preempted.

f. Count VI-Declaratory Judgment

TNS argues that ShareTracker’'s declaratory judgnectiim should be dismissed as
duplicative of ShareTracker’'s breachaatract claim. “Where a party’s declaratory judgment
claim is purely duplicative of its breach of contract claim, the declaratdgyrjant claim maype
properly dismissed."Cystic Fibrosis Pharmacy, Inc. v. Express Scripts,, INo. 4:16CV-1169
(CEJ), 2016 WL 7324968, at *5 (E.D. Mo. Dec. 16, 2016) (internal citations omitted).
“However, the mere fact that claims for declaratory judgment and boéadmtract are closely
related—even where the declacay judgment claim éncompassesthe breach of contract
claim—does not require dismissing the declaratory judgment clalch. (citing Marty H.
Segelbaum, Inc. v. MW Capital, LLE73 F. Supp. 2d 875, 882 (D. Minn. 2009)).

Here, ShareTrackerdaims for declaratory judgment and breach of contract are closely
related, but the declaratory judgment claim seeks the additional relief ahdetey the parties’

rights and responsibilities under tbentact, as well as the rights, obligations, and liabilities of
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the parties with regard to future condu@eeMidCountry Bank v. Rajchenbacho. 15CV-

3683 (SRN/TNL), 2016 WL 3064066, at *4 (D. Minn. May 31, 2016) (“In short, the declaratory
judgment claimwill establish what the Defendants' obligations are while the breacbntrfact
claim will resolve whether Defendants breached those obligations in a particsti@mce.”).
TNS’s motion to dismiss Count VI will be denied.

Accordingly,

IT IS HEREBY ORDERED that Defendant's Motion to Dismiss SRANTED IN
PART and DENIED IN PART. The motion iSGRANTED as to Count | of Plaintiff's
Amended Complaint (Doc. 16), which BISMISSED without prejudice. The motion is
DENIED as to Counts IWMI.

IT IS FURTHER ORDERED that Defendant will fle an answer to the Complaint

within fifteen (15) days of this Order.

Dated this26th day of July, 2017.

Gt -

?F(N A. ROSS
NITED STATES DISTRICT JUDGE
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