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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MISSOURI
EASTERN DIVISION

ROESLEIN & ASSOCIATES, INC. and )
ROESLEIN ALTERNATIVE ENERGY, LLC, )

Raintiffs,

V. No.4:17CV 1351JMB

~ — N N

THOMAS ELGIN, ELGIN MEYER

BIOENERGY CO., J.S. MEYER )
ENGINEERING, P.C., and M&K CHEMICAL )
ENGINEERING CONSULTANTS, INC., )
)
Defendants. )

MEMORANDUM AND ORDER

This matter is before the Court on DefemidaElgin Meyer Bioenergy Co. (‘EMB”) and
J.S. Meyer Engineering, P.C.’s (“*JSME") (lectively “Meyer Defendants”) Motion to Dismiss
the First Amended Complaint (ECF No. 85) and Kl&hemical Engineering Consultants, Inc.’s
(“M&K”) (all Defendants collecively “Defendants”) Motion tdismiss the First Amended
Complaint (ECF No. 105). Plaintiffs Roeslein & Associates, Inc. (“Roeslein”) and Roeslein
Alternative Energy, L.L.C. (“RAE”) (collectivgl“Plaintiffs”) filed opposition thereto. The
Court heard oral argument on October 3, 2018 th@dnotions are fully briefed and ready for
disposition. For the reasons set forth beltive, Court grants in paand denies in part
Defendants’ motions to dismiss.

l. Background
On March 19, 2018, Plaintiffs filed their First Amended Complaint (“FAC”) naming

1 M&K joined in Meyer Defendants’ motion to disss as directed todlints |, Il, and 1l (ECF
No. 105) but also asserted additional argumestpport of dismissal of those counts and Count
VI.
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Thomas Elgin (“Elgin”)? Meyer Defendants, and M&K, laging misappropriation of trade
secrets under the Federal Defend Trade SecretSIATSA”) (Count 1), declaratory judgment

of ownership of U.S. Patent Applicati No. 2016/0096761, entitled Systems and Methods for

Processing Organic Compounds (“420 patent agidin”) (Count 1), beach of the Missouri

Uniform Trade Secrets Act (“MUTSA”) (Count Ilipreach of contract by Elgin (Count IV),
breach of fiduciary duty by Elgin (Count V),&breach of contract by M&K (Count VI) (ECF
No. 76). On March 28, 2018, Elgin filed an Answ@rll counts, denying all the allegations
contained in the FAC.

The factual bases for Plaintiffs’ claims stéwm confidential tade secret information
Plaintiffs’ shared with Elgin during his engyiment with Roeslein and RAE and thereafter
JSME. Plaintiffs allege that following Elgjs termination from RAE, he passed RAE'’s
confidential and trade secret informatior&IB, JISME, and M&K, resulting in significant
negative financial impact.

Also, on October 15, 2014, RAEM entered iatMaster ServiceAgreement (“MSA”)
with M&K to perform engineering services. &MSA included a confidentiality provision, a
non-use provision, and an intellectual property miovi. Plaintiffs allegéhat they provided
M&K with confidential information and trade eeets and that M&K impperly disclosed that
information.

On June 5, 2015, JSME filed a patentligagion entitled, Systems and Methods for

Processing Organic CompounddZ0 patent application”), deribing a process allegedly

containing Plaintiffs’ intellectual property atghde secret information, and setting forth a

system and method for processing manure amer @trganic compounds in anaerobic vessels

2 Elgin did not file a motion to dismiss or jaiimthe other Defendantsiotions to dismiss but
instead filed an Answer (ECF No. 79)al counts set forth in the FAC.
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with improved odor control. The 420 patapplication superseded a provisional patent
application® The United States Patent & Tradem@rkice (“USPTO”) published the 420 patent
application on April 7, 2016. Plaintiffs lesrd that their confidential and proprietary
information and inventions were disclosed andlammed in the 420 patent application after it
was published. Plaintiffs alledbat Defendants filed a Patebboperation Treaty Application

on April 7, 2016, claiming priority to agarlier provisional pate application.

After Plaintiffs filed their motion to amend the complaint, Meyer Defendants filed an
Information Disclosure Statement with the USPTO and submitted a patent disclosure document
from Stanley Meyer dated October 2, 1997 (“189%#&ntion Disclosure”), listing Stanley Meyer
as the sole inventor of the matter disclosediniffs allege that ta USPTO did not make a
determination that the 1997 Invention Distioe supports the claims of the 420 patent
application or that the Meyers were the invesitirany inventions disclosed or claimed in the
420 patent application based on thidbmission. Plaintiffs allegbat because the 420 patent
application does not claim priority to the 19&0visional application, Meyers Defendants did
not claim to the USPTO that the 1997 priwnal applicationgports the 420 patent
application. Plaintiffs furtheallege that the subject mattertbe 420 patent application is
different than the 1997 provisional applicatidPlaintiffs also alleg¢hat because the 1997
provisional patent applicatidists only Stanley Meyer asdtinventor and the 420 patent
application lists both Stanleyd Jason Meyers as inventors #ubject matter of the 420 patent
application goes beyond ti€97 provisional gplication.

Meyer Defendants and M&K seek dismissatho$ action pursuant to Rule 12(b)(1),

% As noted by Meyer Defendants, the FAC doesimdude any allegatiothat the provisional
patent application, filed on Qaber 3, 2014, contained Plaintiffsatie secrets. The provisional
patent application purportedtiescribes the same two stage anaerobic digestion process as the
1997 Invention Disclosure. (ECF 86-3 at 1-3)
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alleging that the Court laclstibject matter jurisdiction, ariRule 12(b)(6), alleging that

Plaintiffs have failed to statany claims for relief.

Il. First Amended Complaint (ECF No. 76)

For purposes of the motions now before tloeid the record set forth in the First
Amended Complaint (ECF No. 76}tablishes the following facts:

A. Elgin’'s Employment with Plaintiffs

Plaintiffs develop and degn energy production facilitigbat use agricultural and
industrial wastes to create green renewaliBrnate energy solutions to help landowners
promote ecological and economic sustainabditygl restore native prairie lands. (ECF No. 76,
FAC at 1 1-2) RAE is in the businesg@fiewable energy through a process using anaerobic
digestion to convert livestock wasinto natural gas._(ld. at Y 38/oeslein is an engineering
company that designs and builds modular and uniggstems. (Id. at 1 28) Roeslein and RAE
are affiliated entities with common ownershipd. @t ¥ 29) Plaintiffs, with their partner,
Murphy-Brown of Missouri, a wholly owned subsidy of Smithfield, Inc. invested significant
financial resources to refine apdrfect these processes, inchglithe construction of a facility
located in northern Missouri referred to in tmatter as “the Ruckmandgity.” (Id. at §{ 35-
36)

On June 7, 2010, Roeslein hired Elgin asRivector of the Process & Energy Business
Unit. Elgin’s job duties included assistingthe development of renewable energy facilities,
new technology methods, and energy solutions, including heading Plaintiffs’ efforts to develop a

process for converting animal waste to energg. gt 1 4, 29-30) During his employment with

* For purposes of ruling on the motions, the Caudepts as true the ajktions in the FAC and
construes the FAC in Plaintiffs’ favor.e8, e.g., Warth v. Seldin, 422 U.S. 490, 501 (1975);
Cole v. Homier Dist. ColInc., 599 F.3d 856, 8§8th Cir. 2010).




Roeslein, Elgin became RAE’s Director @dsiness Unit Leader, and his job duties and
responsibilities remained the same.2014, Elgin became Vice President of Roeslein
Alternative Energy of Missouri, LLC (“RAEM”), agffiliated entity of RAE. RAE is the sole
member of RAEM. (Id. at 11 5, 32-33)

During his employment, Elgin had confideh@i@cess to proprietary scientific and
technical information regarding Plaintiffs’ @my solutions, restation methodologies, and
finances. (Id. at {1 42) During the comstion of the Ruckman facility, Elgin received
confidential, proprietary and trade secret inforomatielating to the operatiowns that facility. In
addition to the design of the fatyl, Elgin also had confidentiacaess to the scientific means to
manage anaerobic digestion teate biogas, the profit analysibe equipment analysis, the
vendor proposals, and the resuf testing, including analysef biogas output under various
conditions. (Id. at 1 43Plaintiffs assert that their tradecset information was protected from
improper disclosure or unauthorized usa ireasonable manner by limited distribution and
access, confidentiality agreementslgolicies, and password protectiorfkl. at | 44)

Elgin entered into an Employment Agreement with Roeslein dated June 7, 2010, that
included Confidential Informationna Ownership of Inventions praions. (Id. at 1 37, 39)
The Confidential Information provision provides as follows:

Employee will not, except as authorized by [Roeslein], during and for a
period of five (5) years after the temation of [Elgin’s] employment with
[Roeslein], directly or indirectly, @sfor himself or others, or disclose,
communicate, divulge, furnish to, or convey to any other person, firm, or
corporation, any secret or confidehfrformation, knowledge or data of
[Roeslein] or that of third parties @ed by [Elgin] during the period of his
employment with [Roeslein] (hereifter, “Confidential Information”).
Confidential information includesyithout limitation, the following:

* Secret or confidential ngers of a technical nature such as, but not limited
to, methods, know-how, formulae, cpositions, processes, discoveries,

machines, inventions, computer pragsa and similar items or research
projects involving such items,



* Secret or confidential niters of a business nature such as, but not limited
to, information about costs, purchasing profits, market, sales or lists of
customers,

* Secret or confidential matters pertaig to future developments such as,
but not limited to, research and development or future marketing or
merchandising, and

* Secret or confidential nters pertaining to the urding or pre-assembly of
systems.

[Roeslein] may notify any person, firm, or corporation employing [Elgin] or
evidencing an intention to employ [Elgia$ to the existexe and provision of
this Agreement.

[Elgin] understands and acknowleddkat the Inventions and the
Confidential Information are unique andathhe disclosurer use of such
Inventions and Confidential Informat other than in furtherance of the
business of [Roeslein] would reasonaliyexpected to result in irreparable
harm to [Roeslein]; and that iddition to whatever other remedies
[Roeslein] and/or its successors ogigas may have at law or in equity,
[Elgin] specifically covenants and agrdbat, in the eventf default under or
breach of this Agreement, [Roeslear]d/or its successors and assigns shall
be entitled to apply to any court @dmpetent jurisdiction to enjoin any
breach, threatened or actual, of foregoing covenants and promises by
[Elgin], and/or to sue to obtain dages for default under or any breach of
this Agreement, [Elgin] hereby agreespay all costs of enforcement and
collection of any and all remediasd damages under this Agreement,
including reasonable attorneys’ fees.

(Id. at 1 38, ECF No. 48-1, Fpltoyment Agreement: Confidential Information at 6)
The Ownership of Inventionsovision provides as follows:
Any Invention disclosed by [Elgin] to a third person or described in a
patent application filed by [Elgin], @n [Elgin’s] behalf, within six (6)
months after the date of termination of [Elgin’s] employment with
[Roeslein] shall be presumed to have been conceived or made by [Elgin]
during the period of [Elginlsemployment with [RAE].
(Id. at 1 39; Employment Agreement: Osvship of Inventions at 6)
Plaintiffs allege that they shared the faliog trade secrets, @rotectable proprietary

information, with Elgin dung his employment:



e process technology, such as details and irdétion regarding how Plaintiffs’ facilities
combine biological and mechanical energywersion to createatural biogas in a
significantly more efficient mocess than conventional pessing plants and different
from the parasitic methods usedconventional anaebic digesters;

o facilities overview information, such as stesliof the proprietary modeling process for
future plants and competitively sensitive information relating to hog feeding and
operations, environmental impact, revenusk,rprofitability and other information
used to determine plant viability; and

¢ financial information, such as financialpact of the variouproprietary processes
used by Plaintiffs in produeg natural gas and fertilizer.

(collectively referred to aBlaintiffs’ “trade secreinformation”) (Id. at  40).

B. Elgin’s Employment with JISME

On January 12, 2015, Elgin leftshemployment at Roeslein and began working for JISME
as Vice-President, Chief FinaatOfficer, Secretary, and Treasu. (Id. at 1 6, 18, 47, 49)
Elgin, along with Jason and Stanley Meyer, forraB&B using Plaintiffs’ confidential and trade
secret information and also shared thisiinfation with JSME, EMB, M&K, Kolb Grading,
Elgin-Kolb Bioenergy of New Meco, Stern Brothers & Co., ar&mithfield, Inc. (Id. at 11 17,
50, 53) Plaintiffs allege that Kolb GradingdaElgin-Kolb Bioenergy used Plaintiffs’ trade
secret information to construct a facility n&aswell, New Mexico, and to obtain financing for
that project, and that the Roslvfacility uses technology developed by Plaintiffs. (Id. at 1 54-
56)

In May 2016, Elgin and JSME shared Plaintiffade secret information with Smithfield,
Inc., in an effort to secure a supply of livestockste for use in other proposed projects. (Id. at
57)

C. Hiring of M&K

M&K is an engineering comparyith expertise in chemical pcess development. (Id. at

1 64) Stanley Meyer is the pcipal owner of M&K. Jason Meyes the President of M&K and



also the director, employee and/or officer diESand EMB. (Id. at Y 65-66) M&K, JSME,
and EMB share common ownership, employeesl/or principals. _(Id. at 122)
On October 15, 2014, RAE hired M&K to penfiorengineering services and processes
for RAEM and to assist in the design and thestruction of the Ruckmdacility. (Id. at 1 67,
72) M&K and RAEM entered into a Mast8ervices Agreement and Confidentiality and
Nondisclosure Agreement (“MSA”) on that dat@d. at 11 69, 71, Exhs C and D) The MSA
included a Creation of IntellectuBloperty provision. _(Id. at § 69)he Creation of Intellectual
Property provision provides as follows:
Creation of Intellectual Property. [M&K’s] original credion of, and all worldwide
rights, titles and interests all copyrights and other intelttual properties in and to,
materials, documents and other written kyaontracts, presentations, prints, designs,
drawings and other work created, deyped and/or modified by [M&K] in
connection with this Agreeme(collectively, the “Work Reduct”), shall be governed
by this Agreement and the applicable T@skler. Unless otherwise set forth in a
Task Order or agreed in writing between ffarties hereto, all Work Product is and
shall be a “work for hire” and slll be the property of RAE.
(Id. at 169, Exh C at 1 11)
The MSA also included Confidentiality ainbn-Use and Preservation of Confidentiality
provisions. (Id. at 1 701) The Confidentiality andMondisclosure Agreement’'s
Confidentiality and Non-Use provision provides as follows:
Except as otherwise permitted by this Agreement, all Confidential Information shall
be (a) maintained by Recipient in confidence, (b) will not be disclosed, transferred or
otherwise made available by Recipienatty person, firm or organization, and (c)
will be used by Recipient only in conjunction with the Purpose.
(Id. at § 71, Exh D at § 2) The Confidetitinand Nondisclosure Agreement’s Non-Use
provision also provides that: “Ripent agrees to use the sadegree of care, bumot less than

reasonable care, to safeguard the confidentialitiie Confidential Information as it uses to

safeguard the confidentiality of its owonfidential and proprietary information.”



(Id. at § 71, Exh D at { 4)

Plaintiffs allege that while constructing the Ruckman facility, M&K received confidential
access to their trade secret information, includ@gable scientific and technical information
regarding Plaintiffs’ energy solutions, and eregring and restorationethodologies, such as
design of the Ruckman facility, the scientific means to maaagerobic digegin to create
biogas and profit analysis, equipment analysis used in the production of biogas, a comparison of
vendor proposals, and thacflity testing results. _(Id. at § 78)laintiffs contend that all of their
trade secret information shared with M&hroughout the duration of the MSA and
Confidentiality and Nondisclosure Agreemégit within the scopef the agreed upon
confidentiality obligations, anil M&K had not agreed to thesconfidentiality obligations,
Plaintiffs would not have sined their trade secret imfoation. (Id. at [ 75-76)

D. Patent Application and Ownership

On June 5, 2015, JSME filed a patent agian with the United States Patent &
Trademark Office, assigned Pub. No. PEL6/0096761 Al and application number 14/731,320.
The application is entitledSystems and Methods for &ressing Organic Compounds.”

Plaintiffs contend the 420 patieapplication contains Plaiffs’ trade secret information.(ld. at
11 56, 78, Exh A) The 420 patent applicatiots $erth a system and method for processing
manure and other organic compounds in anaerolsgel®with improved odor control. (Id. at
77) The 420 patent applicatistates it supersedes a provisibpatent application filed on
October 3, 2014, and lists Stanley Meyer and J8sott Meyer as the inventors of the process
claimed in the application._(ldt 1 59-60, Exh A) Defendardkso filed a Patent Cooperation

Treaty Application on April 7, 2016, claimingiprity to an earlier provisional patent

> The patent application istathed as Exhibit A to the First Amended Complaint. (Id.)



application, demonstrating their intéon to expand the scope of thpatent rights, if granted, to
countries around the wakl (Id. at § 79)

Plaintiffs assert that a reviegf the published patent applicat shows that their research
and development, products, processes, confieartid proprietary infonation, and inventions
were disclosed and/or claimed in the patglication by JSME(Id. at 1 82-83)

Plaintiffs allege that Elgin shared th&iade secret information with JSME for the
purpose of using this information in the @420 patent applicatis, and request that
Defendants be enjoined from revealing, prowgidisclosing, and/or ug their trade secret
information in the development of such procesthnology. (Id. at 11 61-62plaintiffs allege
that Rudolph Roeslein, co-founder and CEO of Raesnd RAE, is the true inventor of the
inventions disclosed and claimed in the 420 paeptication. Accordingly, Plaintiffs assert
that they are the true owners of tit04atent application(ld. at § 90)

Plaintiffs further allege that Defendantsghi have filed other patent applications,
continuation applications, opatinuation-in-part applications, using Plaintiffs’ intellectual
property. (Id. at §91) Plaintiffs allege thatfendants have contied to prosecute the 420
patent application, and that thssigned USPTO examiner rejec@dims 1-35 in a Final Office
Action on June 29, 2017, resultingadditional irreparable harm.d(lat 7 92-94) Plaintiffs
assert that their ability to monetize the pategitts has been permanently decreased, in that they
may be unable to license the patenbthers in the industry, or femce the patent in litigation, as
a result of Defendants’ impropactions in filing and prosecuatj the 420 patent application, and
the improper claims of patent ownership. (Id. 8] Plaintiffs assert that if Defendants are not
enjoined from their continued improper actions] ¢he 420 patent application is not assigned to

Plaintiffs, the value of the patent wile permanently decreased. (Id. at § 99)
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I1. Stanley Meyer’s 1997 Invention Disclosuf®(ECF No. 86-2)

The 1997 Invention Disclosure was signed3tgnley Meyer and filed with the USPTO
on October 20, 1997. In the 1997 Invention DisadlesGtanley Meyer describes his “process to
control odors from manure by digesting the mranato [m]ethane ... a two stage anaerobic
digestion process to digest the waste and rerttevautrients form the wastewater” at “medium
to large animal husbandry operations.” (ECF No. 86-2 at 3) “The initial anaerobic digestion is
carried out in a closed vessel to capture anyegagdeased, and otherwise proceeds as current
practices are.”_Id. Stanléyleyer describes one current practice for the first stage vessel
includes an anaerobic lagoon. Id. The 1997 ItigarDisclosure also describes methods for
removing sulfides from the produced naturad gad purifying the methane and “recycling of
treated water to clean waste from the anicagifinement area, minimizing discharge of waste
water.” Id. at 3-5. The 199nvention Disclosure includesspecific example of how Stanley
Meyer’s invention could be practiced in the dieb reduce the overall odor of the operation. Id.

at 4.

V. Legal Standards

A Rule 12 (b)(1) motion to dismiss for lack sibject matter jurisdtion requires a court

to determine if a plaintiff has sufficiently afjed a basis for subject matter jurisdiction. Osborn

®In the FAC, Plaintiffs refer to the 1997 Inviamt Disclosure when alleging ownership of the
420 patent application. Meyer feadants argue that althougleth997 Invention Disclosure is
not attached to the FAC, the Court can comsttle 1997 Invention Disclosure in deciding the
Rule 12 motions. “While courts primarilpuasider the allegations in the complaint in
determining whether to grant a Rule 12(b))tion, courts additionaliconsider ‘matters
incorporated by reference or intagto the claim, items subject to judicial notice, matters of
public record, orders, items appearing in the me¢ad the case, and exhibits attached to the
complaint whose authenticity is unquestioned; without converting the motion into one for
summary judgment.’” Miller v. Redwoodokicology Lab, Inc., 688 F.3d 928, 931 & n.3 (8th
Cir. 2012) (quoting 5B Charles &h Wright& Arthur R. Miller,Federal Practice and Procedure,
81357 (3d ed. 2004)).
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v. United States, 918 F.2d 724, 729 n.6 (8th TA0). Generally, motions under Rule 12(b)(1)

take one of two forms: (1) as a facial attackthe sufficiency of thellagation of subject matter
jurisdiction; or (2) a factuattack on the underlying facts upahich subject matter jurisdiction
is allegedly based. A facialtatk requires a court to deterraiif a plaintiff has sufficiently
alleged a basis for subject matter jurisdictiés with a Rule 12(b)(6) motion to dismiss for
failure to state a claim, a court evaluatingeidl challenge under 12(h) must accept all facts
in the complaint as true and view the comglairthe light most favorable to the non-moving

party, and “the motion is successful is the pl#ifails to allege an element necessary for

subject matter jurisdiction.”_Titus v. Sullivan, 4 F.3d 590, 593 (8th Cir. 1993).

A Rule 12(b)(6) motion to dismiss for failure $tate a claim tests the sufficiency of a
complaint and eliminates those actions “whioh fatally flawed in their legal premises and
designed to fail, thereby sparitiigants the burden ainnecessary pretrial and trial activity.”

Young v. City of St. Charles, 244 F.3d 623, 627 (8th Cir. 2001). To survive a motion to dismiss

for failure to state a claim, “’a complaint musintain sufficient factual matter, accepted as true,

to state a claim to relief that is plausible anféce.” Braden v. Wal-Mart Stores, Inc. 588 F.3d

585, 594 (8th Cir. 2009) (quoting Ashcroft vbhj, 556 U.S. 662, 678 (2009)). “A claim has

facial plausibility when the plaintiff [has pleaded] factual content that allows the court to draw
the reasonable inference thag tefendant is liable for the saionduct alleged. Igbal, 556 U.S.
at 678. Although a complaint neadt contain detailed factuall@dations, it must raise a right

to relief above the speculative level. lIB&l. Corp. v. Twombly, 550 U.S. 544, 555 (2007).

“[L]abels and conclusions or arfaulaic recitation of the element$ a cause of action” are not
sufficient to state a claim._Igbal, 556 U.S6@8B (citation and internal quotation marks omitted)

(“Threadbare recitals of the elements afaise of action, supported by mere conclusory

12



statements,” will not pass muster.).

This standard “calls for enough facts to raseasonable expeciati that discovery will
reveal evidence of [the claim].”_Twombly, 580S. at 556. “[W]here the well pleaded facts do
not permit the court to infer more than therenpossibility of misonduct, the complaint has
alleged — but it has not ‘show[n] — ‘that the pleadeantitled to relief,” the complaint must be
dismissed._Igbal, 556 U.S. at 679 (quoting FedirP. 8(a)(2)), see Twombly, 550 U.S. at 557-
58 (“something beyond the mere possibility afd@ausation must be alleged.”). The Court
must “accept the allegations contained in the complaint as true and draw all reasonable
inferences in favor of the nonmoving party.”. IHowever, the Court is not required to accept

the legal conclusions the plaintiff draws frone facts alleged.” Igbal, 556 U.S. at 678.

V. Plaintiffs’ Law of the Case Argument(ECF Nos. 90 and 109)

In their oppositions, Plaintiffs argue that {ending motions to dismiss must be denied
because the Court’'s March 2, 2018, Order gyngrtheir motion for leave to amend the
complaint over Defendant’s futility objections is ntaw of the case. In support, Plaintiffs rely

on Hamlen v. Gateway Energy Servsr@p2018 WL 1568761 (S.D.N.Y. Mar. 29, 2018),

arguing that in identical circumstances, a cdertied motions to dismiss that repeated the
arguments made in a prior, unsuccessful oppwsit a motion to amend the complaint. In
denying defendant’s motion to dismiss, the could kigat, in the absee of any compelling new
reason, such as a change in the controllimgdaassertion that the earlier decision was
erroneous, the law of the case doctrine foreclosdendant’s motion to dismiss. See also Teoba

v. TruGreen Landcare, LLC, 2013 WL 1560208t{W.D.N.Y. 2014) (magistrate judge’s

ruling allowing motion for leave to amend waw laf the case and supported district court’s
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denial of a subsequent motion to dissthe amended complaint). In ReplMeyer Defendants
argue that in the March 2, 2018 Order, the Cdigttnot rule on the merits of the motions to
dismiss but the Court denied the prior motiondismiss on procedural grounds as moot in view
of granting Plaintiffs leave tble the proposed amended cdaipt. Meyer Defendants argue
that the 1997 Invention Disclosuand Plaintiffs’ recent awission that the ‘236 provisional
patent application doesot include their trade seets constitute substizally different evidence
and requires evaluation anew of the inferertheas may be properly drawn from the pleaded
facts. Because this evidence was available for consideration e time of tle earlier ruling,
Meyer Defendants contend they did not ha¥eallaand fair opportunity to litigate whether
Plaintiffs adequately pleaded their claims for patent application ownership and trade secret
misappropriation.

The law of the case doctrine is “a means to @néthe relitigation of a settled issue in a

case.” _Gander Mountain Co. v. Cabela’s, In@ 543d 827, 830 (8th Cir. 2008). Plaintiffs have

offered no authority suggestingathEighth Circuit precedent does not apply. Therefore, this

Court must follow the standing precedent a&f Bighth Circuit._SeMarez v. Saint-Gobain

Containers., Inc., 2011 WL 1930706, at * 15 (ENIb. May 18, 2011). The doctrine “requires

courts to adhere to decisions made in eapifeceedings in order to ensure uniformity of
decisions, protect the expectatiafgparties, and promote judal economy.”_Id. But the
Eighth Circuit has recognized tHalhe doctrine of the law of the cags applicable only to final

judgments, not to interlocutory orders.” Mitumbing Inc. v. Scherer Fin. Servs. Co., 48 F.3d

1066, 1070 (8th Cir. 1995) (an order denying a amto dismiss does not constitute a “final

decision” (of “final order”) witn the meaning of 28 U.S.C. §129®is an interlocutory order);

" M&K in its Reply (ECF No. 114) adopted MayBefendants’ briefs and arguments on this
issue. M&K noted that Plaintiffs raised timew argument in oppositido grounds for dismissal
that were not asserted by Meyer Defendantgl&K in their motions to dismiss.
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see also Lovett v. General Motors Corp., 975 B8l 522 (8th Cir. 1992) (stating “The district

court’s rulings on [the defend#s] motion to dismiss and motion for summary judgment were
not final judgments” so if “a dtrict court is convinced thétincorrectlydecided a legal
guestion in an interlocutory ling, the district court may caect the decision to avoid later
reversal.”); cf. Fed.R.Civ.P. 54(A]ny order ... thatadjudicates fewer than all the claims ...
may be revised at any time before the entry of a judgment adjudicating all the claims and all the
parties’ rights andiabilities.”).

The Court finds that the law of the casetdoe does not precludmnsideration of the
pending motions. In the earlier @&r, the Court denied as mdbe motions to dismiss after
granting Plaintiffs’ leave to file the FAC, findy the proposed amendments were not futile. See

Caterpillar Inc. v. Lewis, 519 U.S. 61, 74 (199&)terlocutory orders “can always be

reconsidered and modified by a dist court prior to tle entry of a final judgment.”_First Union

Nat’'s Bank v. Pictet Overseas Trust Cotyd., 477 F.3d 616, 620 (8th Cir, 2007). See also

Bullock v. Baptist Mem. Hosp., 817 F. 2d 58, 59 (8th Cir. 1987) (order dismissing complaint

against some but not all defendanbt final order); Lovett, 975 F.2d at 522 (same for denial of
motion to dismiss, which is not subject to lafvthe-case doctrine). This Court “has the
inherent power to reconsider and modify anriotitory order any time prior to the entry of
judgment,” including an “order denying a motimndismiss a complaint.”_Murr, 48 F.3d at
1070. Accordingly, the Courtill consider the substantive arguntemith regard to dismissal of

the FAC pending._See Smith v. Central Platsdural Resources Dist., 735 Fed.Appx. 227, 228,

2018 WL 4055810 (8th Cir. Aug. 27, 2018) (finding lmasis for reversal & district court
considering a successive Rule 12(b) motion $mnilis raising the same defenses and objections

asserted in an earlier motion to dismiss;ept for an abstention argument).
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VI. Discussion

A. Misappropriation of Trade Secrets uncer Defend Trade Secrets Act (‘DTSA”)

Plaintiffs allege a misapproptian of trade secrets under the A in Count I. Plaintiffs
pleaded that their trade secrgfiormation includes theiranfidential processes, business
information, and facilities relatinp the products and/or the sersc and that their trade secret
information has been released or disclosed emants without their corst or authorization.
(ECF No. 76, FAC at 11 103-04) Plaintiffsther claim that Elgin and M&K knew or had
reason to know that their knowledge of Pldfatitrade secret information was acquired under
circumstances giving rise to a dutymaintain their secrecy. (ldt Y 105-06) Rintiffs further
pleaded that Plaintiffs derivesiignificant economic value from thidrade secret information not
being generally known to other individuals or companig¢blenndustry who could derive
significant economic value from the disclosuraise of Plaintiffs’ information. _(Id. at § 102)
Plaintiffs allege that JSME and EMB knewlad reason to knowadhtheir knowledge of
Plaintiffs’ trade secret infmation was derived through Etlgand M&K, and both owed a
separate duty to Plaintiffs to méain their trade secret infortian. (Id. at § 107) Plaintiffs
pleaded that Defendants’ misappriation of their trade secretformation is continuing and
ongoing by the continued prosecution of the pldgplication and #construction of the
Roswell facility, and as a result of their misapmiation, Plaintiffs will suffer actual losses and
irreparable harm if Defendants’ miscondischot enjoined. _¢. at 1 54-60, 92-93,110-11, 115,
117, 119)

Meyer Defendants contend that Plaintiffs failallege any acts ehisappropriation after
May 11, 2016, the date the DTSA was enactedupport of the DTSA cause of action other

than conclusory allegations of continuing asel disclosure. (ECF Nos. 85-86) Meyer
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Defendants point out th&tlaintiffs allege only two actsf misappropriation that allegedly
occurred after the May 11, 2016: (1) the inclaseb their trade secret information in JSME’s
patent application; and (2) thentmued use of their trade seciefflormation in the construction

of the Roswell, New Mexico facility. Meyer Bendants note that th20 patent application
published on April 7, 2016, before the DTSArainto effect, and the continued use of
Plaintiffs’ trade secret information at the Roswadility fails because the FAC fails to describe
whether the information utded at the Roswell facilitgfter May 11, 2016, was new or
somehow different from the prionisappropriation at that fdity. Meyer Defendants further
contend that the FAC fails to adequately dibscthe trade secret information allegedly
misappropriated at the Roswell facility. Meyerf@®wlants also argue that, even if Plaintiffs
have properly alleged an act of misappropriataliing within the scope of the DTSA, the FAC
fails to plead enough facts showing their claimes@ausible, especially now that the record
includes Stanley Meyer’s 1997 Inv&n Disclosure, which describes JSME’s renewable energy
technology developed before Mey2efendants were alleged to have access to Plaintiffs’ trade
secrets.

M&K argues that Count | should be dissed as indefinite because none of the
Defendants are related entities but the FAC tailgarse out which of the acts were performed
by M&K, as opposed to the other Defendantgifiz|lJSME, and EMB or to specify the trade
secret information that were saippropriated at the New Mexipooject, shared with Smithfield,
or disclosed in thpatent application.

In opposition (ECF No. 90), PHaiffs contend that they pperly assert a continued
misappropriation claim starting asrlgaas October 3, 2014, and continuing to this day. Plaintiffs

assert that the FAC contaialliegations of Defendants’ ongxg misappropriatin through their
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continued use of the protectedarmation to this day througheir patent application and the
operation of their various businesses. Nextéfés argue that the FAC contains sufficient
allegations at this stage and that any pasiatyl in pleading Defendasitseek regarding their
trade secret claims may be addressed througthisbevery process and ultimately challenged at
the summary judgment stage. Plaintiffs arguettieyt have set forth gerad categories of their
trade secret informati@rand this is all that is required $arvive a motion to dismiss. Plaintiffs
also argue that more detail would result inlpudisclosure and loss of their trade secret
information. Plaintiffs note that courts in thistlict have held that is more prudent to wait

until the summary judgment stage to evaluate tffecency of the particularity of their claimed
trade secrets. Plaintiffs argue that just becaosee information relating to their trade secrets
such as a general description of biological mmethanical energy conversion process is publicly
available does not destroy the trade secretsatiffaialso contend that they alleged sufficient
facts to show that they took reasonable efftrfsrotect the secref their trade secret
information, and a determination of whethez gteps were reasonable is an inquiry more
appropriate at the sunary judgment stage.

In their reply (ECF No. 100), Meyer Defendantsitend that the FAC fails to sufficiently
allege an act of misappropriation occurringoorafter May 11, 2016. Meyer Defendants argue
that the trade secret claims should be dismibseduse the conclusory allegations of continued
misappropriation are insufficietd sustain a claim under the BA. Meyer Defendants argue

that Plaintiffs’ conclusory allegation that theyntioued to use Plaintiffs’ trade secrets to help

8 Plaintiffs assert that the FAidentifies their trade secrets: (1) the methodology employed by
Plaintiffs to maintain the necessary temperatiies lagoons to ensutbe natural prduction of
biogas; (2) the means by whictofas is scrubbed, i.e., made sportable and usable as energy;
(3) mechanisms to remove Hydrogen Sulfidegeassary step in generating safe, usable biogas;
(4) methodologies and formula for the balancarmmal solids to liquid in the lagoons in which
biogas is generated; and (5) estimate of orgaaiding and emissions rate to properly plan and
size the Ruckman facility and future facilities.
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construct the Roswell facility fails undeetibTSA because the DTSA does not permit a
misappropriation claim to be based on the continued use of information that was disclosed prior
to the effective date of the statute. MeRefendants argue dismissal of the DTSA claim for
failure to state a claim is appropriate becabuse=AC does not allege “facts about when post-
enactment use occurred and whether the irdtion disclosed was nesr somehow different
form the prior misappropriation.” Meyer Defemds contend that because Counts | and Il are
subject to dismissal, the Cawhould decline to exercisepplemental jurisdiction over
Plaintiffs’ state law MUT@ claim in Count I11.

On May 11, 2016, Congress enacted the DTSA of 2016, Pub. L. No. 114-153, 130 Stat.
376, creating a new privatevdicause of action in faor of the “owner of drade secret that is
misappropriated ... if the trade secret is reldted product or service &g in, or intended for
use in, interstate or foreign commerce.” 18&\C. § 1836(b)(1) (2016). “Itis clear that
Congress borrowed heavily from the [Uniform Ted8lecrets Act] and tretates’ trade secrets
law in drafting many (if not most) provisionstbie DTSA. The enactment of the DTSA was not
a response to an inherent inadequacy irstates’ trade secrets laws. Rather, ... Congress
intended the DTSA to apply in substantially #ane way as the statéside secrets laws, but

with a much broader geographiedgjurisdictional reach.”_BranBnergy & Infrastructure Servs,

Inc. v. Irex Contracting Grp, 2017 WL 1105648 *7 (E.D. Pa. Mar. 24, 2017) (internal
guotations and citations omittedinlike the UTSA'’s provisions stating that it “does not apply

to a misappropriation occurring prior to the effective date” and does not apply to a “continuing
misappropriation that occurs aftihe effective date,” Uniforrirade Secrets Act (“UTSA”) §

11, the DTSA does not contain such pramis. See Brand Engy, 2017 WL 1105648, at *8

(finding “Congress clearlyxpressed its intent to agplhe DTSA to continuing
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misappropriations that began prior to — bontnued after — the DTSA'’s enactment.”).
The DTSA defines a trade secret as

all forms and types of financial, busgs scientific, teenical, economic, or
engineering information, including farns, plans, compilations, program
devices, formulas, designs, prototypesiethods, techniques, processes,
procedures, programs, or codes, whethegible or intangible, and whether or
how stored, compiled, or memorializgxhysically, electromally, graphically,
photographically, or in writing if — (Ajhe owner thereof has taken reasonable
measures to keep such informatioacret; and (B) the information derives
independent economic value, actuapotential, from not being generally known
to, and not being readily ascertainatheough proper means by, another person
who can obtain economic value from the disclosure or use of the information[.]

18 U.S.C. § 1839(3)

A misappropriation occurs when: (1) a peracguires the trade setwhile knowing or
having reason to know that he or she is doing so by improper means; (2) a person who has
acquired or derived knowledge thie trade secret discloses ithout the owner’s consent; or (3)
when a person who has acquired or derived knibydeof the trade secret uses it without the

owner’s consent, See Mission Measurent@mip. v. Blackbaud, Inc., 2016 WL 6277496, at *4

(N.D. lll. Oct. 27, 2016) (citing 18 U.S.C.1839(5));_Cent. Trust & Inv. Co. v. Signalpoint

Asset Mgmt., LLC, 422 S.W.3d 312, 322 (Mo. 201Zjhe DTSA by its own terms applies only

to an act of trade-secret misappropriation that “occurs on aftdatheof the enactment of this
Act.” Pub. L. No. 114-153, § 2(e), 18 U.S.C. 81836. The DTSA became effective on May 11,
2016. Whether a trade secret has been misappexpigaa question oatt. _See Insituform

Techs., Inc. v. Reynolds, Inc., 398 &@p.2d 1058, 1063-64 (E.D. Mo. 2005); Reliant Care

Mgmt., Co. v. Health Sys, Inc2011 WL 432619, at *8 (E.D. Mo. 2011) (“The issue of whether
a defendant has misappropriated adrselcret is a question of fact.”). See also 86 C.J.S. Torts 8
117 (2009) (“In an action for misappropriation @de secrets ... whethetrade secret has been

misappropriated ... [is a] gggon of fact.”).
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Generally known information cannot be af@ctable trade secret. See Mgmt. and

Engineering Techs. Intern., Inc. v. Info. S8sipport, Inc., 490 Fed. Appx. 30, 34 (9th Cir. 2012)

(information that anyone can googgenot a trade secret); Penaltick Mgmt, Ltd. v. Coca Cola

Co., 318 F.3d 1284, 1291 (11th Cir. 2003) (Whethfrmation constitutea trade secret is a
guestion of fact). The extentwehich the information is known asitle of a business is relevant

in determining whether something is a trade secret._ See Northwest Airlines v. American

Airlines, 853 F. Supp. 1110, 1113 (D. Minn. 1994h employee has reason to know that
information of its employer is @ade secret, as opposed to gatg known information, if the
employee knows that the employer owner intendsxpects that the information will remain

confidential.). _But see O2 Micro Int’l Ltd/. Monolithic Power Sys., Inc., 420 F. Supp. 2d

1070, 1089 (N.D. Cal. 2006), aff'd, 221 Fed.App26 (Fed. Cir. 2007) (combinations of
generally known information when combinida novel way can be a trade secréihe

existence ... of a trade secretiahy is treated as a questionfatt.” Chevron U.S.A., Inc. v.

Roxen Serv., Inc., 813 F.2d 26, 29 (2d Cir. 198f)eida Group, Inc. v. Steelite Int'l U.S.A.,

Inc., 2017 WL 6459464, at *6 (E.D.N.Y. Dec. 15, 20LTYhether the information was a secret
is generally a question of fact.”).

To prevail on its trade secrets claim, Pldistmust show that (1) they took reasonable
measures to keep the information secret, @)rformation derivesidependent economic value
from not being generally known or read#dgcertainable, and (3) the information was
misappropriated by Defendants.

The only post-DTSA enactment allegations sethfin the FAC are: “The facility near
Roswell, New Mexico uses technology developedlayntiffs and shared with Elgin, JS Meyer,

EM Bioenergy, and M&K. Elgin and the othgefendants used thischnology to not only
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construct the New Mexico facility, but also¢donvince individualsrad companies to provide
financing for the New Mexico project[;]” and therttinued pursuit of the 438atent application.
(ECF No. 76, FAC, 11 55, 107) In Count I Plaintiffs further allénge “Defendants’
misappropriation of Plaintiff§rade Secret Information ntinuing and ongoing. And upon
information and belief, Elgin continues to givegentations in the industry in which he pitches
his knowledge of biogas productiahtained from the misapprogtion of Plaintiffs’ Trade
Secret Information, including a recent pitchomabout August, 2017.(1d. at § 109)

A plaintiff states a plausible claim for relief only if it “sufficientileges a prohibited

‘act’ occurring after May 11, 2016.” Adamsms, LLC v. United Weapon Sys., Inc., 2016 WL

5391394, at *6 (M.D. Fla. Sept. 27, 2016) (distingungtbetween a disclosure theory and an
acquisition theory of recovery, and finding that flaintiff had stated a claim for disclosure
occurring after May 11, 2016, but not for allegeduasition that occurred prior to the effective
date of the DTSA). “Congress omitted frone thTSA the following language form Section 11
of the [Uniform Trade Secrets Act]: ‘Withgpect to a continuing misappropriation that began
prior to the effective date, the [Act] also doed apply to the continag misappropriation that
occurs after the effective i’ 1d. (quoting UTSA 8§11).

Given the enactment date of the DTSA, ¢hisrno precedent on this issue by any Court
of Appeals. Only one Judge in the Easternmisbf Missouri has addressed the merits of a

DTSA claim. _See Flowshare, LLC v. TNSS, LLC, 4:16 CV 300 JAR, 2017 WL 3174321, at

*5 (E.D. Mo. July 26, 2017) (denying motion to dissas directed to DTSA). The other cases
from this District address the DTSA in thentext of a motion for preliminary injunction or
temporary restraining order buttrexddressing any merits of the BA claim itself. _See Siteone

Landscape Supply, LLC v. Beckham, 4:17 cv39R, 2018 WL 324238, at *1 (E.D. Mo. Jan.
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4, 2018; Aerote, Inc. v. Joel T. Murphy, et., 4:17 cv 2469 HEA, 2017WL4617109 (E.D. Mo.

Oct 16, 2017); Express Scripts, Inc. v. igw:17 cv 1423 HEA, 2017 WL 290325, at *6 (E.D.

Mo. July 7, 2017); Schlafly Revocable TrusQGori, 4:16 cv 1631 JAR2016 WL 11133, at *1-2

(Nov. 9, 2016); 1d., 2017 WL 1374743, at *6-7 (ENDo. April 17, 2017) (granting motion for
leave to file an amended complaint and denynagion for second TRO). The courts in this
District have not weighed in on the issue ofet¥ter allegations of céinuing use are sufficient
to state a DTSA claim and so this issue remains open and unresolved.

Although no case law on this issue exists inEfghth Circuit or this District, each side
has found precedent elsewhere supporting its positiosupport of Plaintiffs’ position that the
DTSA can be applied to a trade secret misayppation occurring prior to the DTSA’s enactment
if the misappropriation continués occur after the enactmentdte of May 11, 2016, Plaintiffs
rely on Brand Energy, 2017 WL 1105648, at *4 (eoypl sued former employees for pre- and
post-enactment violations of the DTSA, includaltggations that the former employees were
actively using the trade secrets to complete with the employer after enactment of DTSA) and

Syntel Sterling Best Shordauritus, Ltd. V. TrizettdGroup, Inc., 2016 WL 5338550, at *6

(S.D.N.Y. Sept. 23, 2016) (findingable a continuing misapproptian claim that occurred pre-
enactment because the DTSA defines misapprigmias the “disclosure or use of a trade

secret” and the complaint alleged that the defendants “continue[d] to use” the trade secrets after
the DTSA was enacted) (quoting 18 U.S.C. 84@8)(B)). In support of Defendants’ position

that the DTSA does not permit “a misapprofo@a claim based on the continued use of

information that was disclosed prior to theeetive date of the statute[,]” Defendants rely on

Avago Techs. U.S. Inc. v. Nanoprecision Préac,, 2017 WL 412524, at *9 (N.D. Cal. Jan. 31,

2017) (finding no “authority suggtisg that the DTSA allows misappropriation claim to be
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asserted based on the continued use of inform#tairwas disclosed prior to the effective date
of the statute” and holding allegations thabftdential information was disclosed when the
Avago Applications were published, prior t@tBTSA enactment, not sufficient because the
DTSA does not allow a misappropriation clainb®asserted based on the continued use of

information that was disclosed prior to theeetive date of the statute) and Cave Consulting

Grp., Inc. v. Truven Health Analytics, Inc2017 WL 1436044, at *5 (N.D. Cal. Apr. 24, 2017)

(finding that “without facts about when gemnactment use ocaed and whether the
information disclosed was new or somehow different from the prior misappropriation, plaintiff
has failed to state a chas under the DTSA”).

After careful consideration of the partiesguments, the emerging DTSA case law, and
the statutory language of the DTSA, the undeesigfinds that the DTSA applies to a trade
secret misappropriation that continuesratte DTSA’s enactment date, even if the
misappropriation began before the enactment datst, as noted aboythere is significant
difference if the statutory language of the®N'when compared to the UTSA. The UTSA
expressly states that it “domet apply to a misappropriation@gatring prior to the effective
date” and does not apply to a ftmuing misappropriatiothat occurs after the effective date.”
UTSA § 11. The omission of that languagéha DTSA is significahand must be given
meaning in resolving the pending dispute. Thdersigned finds that the best view of the
emerging case law supports a conclusion @watgress intended théite DTSA apply to
continuing acts of misappropriation, even i tlmisappropriation began prior to the effective

date of the DTSA. Brand, 2017 WL 1105648, at S&e also Teva Pharm. USA, Inc. v. Sandhu,

291 F. Supp. 3d 659, 674-75 (E.D. Pa. 2018) (opiniag“tne who acquired and used a trade

secret before enactment of the DTSA and ot to use it after enawent is liable”);_Telsa
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Wall Sys., LLC v. Related CompaniesPL,. 2017 WL 6507110, at *10 (S.D.N.Y. Dec. 18,
2017) (finding a plausible DTSA claim arisingt of defendants’ pre-enactment conduct by

alleging defendants’ misappropriati of trade secrets was ongoing); Quintiles IMS Inc. v. Veeva

Sys. Inc., 2017 WL 4842377, at *4 (D.N.J. 268, 2017) (holding “allegatns of pre-enactment
acquisition of a trade secret coeplwith post-enactment continuese are sufficient to sustain a

claim under the [DTSA] at the motion to dismgase.” (citation omitted); VIA Techs, Inc. v.

ASUA Computer Int’l,2017 WL 491172, at *2 (N.D. Cal. Be7, 2017) (holding that DTSA is

“applicable to wrongful conductcourring prior to its enactmeiitthe conduct ontinues after

May 11, 2016.”); Adams Arms, 2016 WL 5391394¢%{7 (finding viable a continuing

misappropriation claim that began pre-enactmentbse the DTSA); Allstate Ins. Co. v. Rote,

2016 WL 8902597 (D. Or. Nov. 14, 2016) (granting ipnetary injunction in DTSA case where
the defendant left her job beéothe DTSA was enacted but remained in possession of alleged

trade secrets after the DTSA’s enactmed@nry Schein, Inc. v. Cook, 191 F. Supp. 3d 1072,

1076-78 (N.D. Cal. 2016) (same with TRO). “Nothing suggests that the DTSA forecloses a use-
based theory simply because the trade secheq lbsed was misappropriated before the DTSA’

enactment.”_Cave Consulting, 2017 WL 1436044, at *4-5 (dismissing a DTSA claim where the

plaintiff alleged that the defendibacquired, used, and shared thade secrets at issue in 2014
and 2015 without any “specific alletians that defendant used thikeged tradeexrets after the
DTSA’s May 11, 2016 enactment,” but the court granted leave to amend if the plaintiff could
allege improper use after that date).

In the FAC, Plaintiffs alleged multiple uses of their trade secrets in the operation of the
Roswell facility that continued toccur after the DTSA enactmeatdte. Plaintiffs have properly

asserted a continued and ongamigappropriation claim by pleadj that Defendants used their
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trade secret information to facilitate in thenstruction of the New Mexico Project and then
continued by using technology aetfacility developed by Plairits. Accordingly, Plaintiffs
have sufficiently stated a claim for caniing misappropriation by alleging some act of
misappropriation occurringn or after May 11, 2016.

Likewise, Plaintiffs’ FAC adequately satisfid®e pleading standard. Plaintiffs pleaded
their trade secrets with sufficient particulafdity putting forth general categories of their trade
secrets, including their procegxhnology (the conversion of animal waste to biogas), facilities
overview information, and finances. Plaintiftsther pleaded such information derived
economic value from not being generally knownand not being readily ascertainable by, other
persons. None of the cases frauthin the Eighth Circuit ex@ssly delineate a particularity

requirement for the pleading stagf a trade secrets cada.Young Dental Mfg. Co. v. Q3

Special Prods., Inc., 891 F. Supp. 1345, 1349-32.(Ho. 1995), our Court suggested it would

be more prudent to wait until the summary juégrnstage to evaluate the sufficiency of the

particularity of Plaintiff's claimed trade secretSee also EnviroPAK Cp. v. Zeninity Capital,

LLC, 2015 WL 331807, at *4 (E.D. Mo. Jan. 23, 2013)s such, Plaintiffs have pleaded
sufficient facts to establish theistence of trade secrets and tR&tintiffs took reasonable steps
to protect their trade secrefanmation. A determination of whether those steps were actually
reasonable to protect Plaintiffs’ trade seanéirmation is premature at this point. See
Flowshare, 2017 WL 3174321, at *kinally, any particularityn pleading Defendants seek
regarding Plaintiffs’ trade secrigtformation may be addresstidough the discovery process in

this litigation and ultimately challenged the summary judgmestage of this case.

B. Declaratory Judgment of Ownership of 420 Patent Application

In Count Il of the FAC, Plaintiffs ask theoGrt to allow them to control the remaining
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prosecution of the patent appliicen as the true and rightful owrsg or alternatively, declare and
order that Defendants assign alktleéir rights or ownership intereist the patent application to
them. (ECF No. 76, Exh A, FAC at 11 90, 118)e FAC cites the Declaratory Judgment Act,
28 U.S.C. § 2201, as the basis for @isurt’s subject matter jurisdictionIn support, Plaintiffs
allege that Elgin and M&K disclosed Plaiidi intellectual property to Stanley and Jayson
Meyer who used such information in the 42@epa application. Plaintiffs’ FAC seeks a
declaratory judgment that Phiffs are the lawful ownersf all patentable embodiments
encompassed in the 420 patent application.

Meyer Defendants argue that Plaintiffs’ deeltory judgment claim for patent ownership
should be dismissed as premature and, in any evetnsupported by sufficient facts. (ECF Nos.
85-86) Meyer Defendants contend that the FAGioles only two theories of ownership of the
420 patent application: (1) Rudolploeslein is the true inventof the inventions disclosed or
claimed in the application, and (2) the 420 patpplication was conceived or invented by
Elgin. Meyer Defendants asseratiPlaintiffs are asking the Cduo transfer ownership of the
420 patent application from JSME Raaintiffs, but the Court lasksubject matter jurisdiction to
correct ownership, and a privatght of action only matures when the application issues as a
patent. Further, Meyer Defendamontend that even if the Colias subject mter jurisdiction,
the FAC fails to plead sufficient facts to “nuddiee ownership] clans across the line from
conceivable to plausible.” Twombly, 550 U.S5&0. In support, Meyer Defendants note that
the FAC is void of any non-conclusory allegations showing that Roesid Elgin made a

significant contribution to deast one claim of thé20 patent application.

® The Declaratory Judgment Act, cited by Pldfstidoes not provide @ndependent basis for
subject matter jurisdiction, rather, it is rema@dinly. See First Fed. Sav. & Loan Ass’n of
Harrison, Ark. v. Anderson, 681 F.2d 528, 533 (8th €982) (citing Shell Oil Co. v. Phillips
Petroleum Co., 339 U.S. 667, 671-72 (1950)).
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In opposition (ECF No. 90), &intiffs argue that the F& alleges that Elgin passed
Plaintiffs’ trade secret information to JSME the purpose of filing the 236 provisional patent
application and the 420 patent apation. Plaintiffs contend thahis clarification in the FAC
does not change the substance of the allegmtaad that they have adequately pleaded
ownership of the 420 patent application. Next,Rifis argue that that Court has subject matter
jurisdiction to make a determiti@an of ownership of the 420 patempplication. Rdintiffs argue
that they have pleaded suffictdacts to establish that they have standing to bring the
declaratory judgment clai. Next, Plaintiffs argue that théyave properly pleaded all necessary
facts to support their claim for a declaratarggment of patent ownership by alleging in the
FAC that their trade secret infoation appears in the pendinggrat application, as well as the
prior provisional application, thereby showitinge link how their trade secret information
appeared in JSME’s patent agpaliions. Plaintiffs assert thidte 420 patent application contains,
in the originally file specification and claim set, Plaintiffs’ misappropriated trade secret
information, and that the amendment of thierent specificatioto correspond to the 1997
Invention Disclosure is irrelevant because theHitory still containglaintiffs’ trade secret
information in the current claims. Plaintifferdtend that JSME could later amend the 420 patent
application to reintroduce their trade secrets.

In their Reply (ECF No. 100), Meyer Defendaargue that Plaintiffs cannot show that
they invented the subject matter of the 420 papptication, not Stanley Meyer, based on the
presence of their trade sea@t the 420 paterpplication. Meyer Defendants argue that
ownership of a patent applicationitially vests in the inventowho may transfer that right to
another. Meyer Defendants argue that the Qaaks subject matterijisdiction to adjudicate

Plaintiffs’ ownership claim because this requisedetermination ohiventorship which cannot
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be determined by this Court untile 420 application issues as a patent. Even if the Court has
subject matter jurisdiction, Meyer Defendants eontthat Plaintiffs’ owership claim is not
plausible because the 1997 Invention Disclostievs the pending claims and disclosure of the
420 patent application were invented by Stamieyer in 1997, and Plaintiffs failed to allege
facts showing that their tradecsets appears in the origirdisclosure of the 420 patent
application.

As to M&K, Plaintiffs concede that M&kshould be dismissed without prejudice from
Count Il inasmuch as M&K has affirmativelysdiaimed any ownership interest in the 420
patent application(ECF No. 109 at V)

Appellate case law holds that claims for int@ship are not riptor judicial review

unless and until the patent has issued. E.IPDut de Nemours & Co. v. Okuley, 344. F.3d 578,

582 (6th Cir. 2003) (citing Beech Aircraftorp. v. EDO Corp., 990 F.2d 1237, 1248 (Fed.Cir.

1993)); 35 U.S.C. § 116 (no privaight of action to challengeventorship of a pending patent

application)._See also Stevens v. Broahéh, Cos., L.L.C., 2006 WL 1556313, at *3-4 (W.D.

Mo. May 31, 2006) (citing Okuley and gramgi motion to dismiss action based on pending

patent application); Sagoma Plasticg. m Gelardi, 366 F.Supp.2d 185, 188 (D. Me. 2005)

(granting motion to dismiss claim based on ineestip of unissued patent because “a court
might grant relief to a plaintiff inventor ontp have the [Patent and Trademark Office] ... deny
the patent application in its entirety. It seseamlikely that Congress intended to authorize a
scheme in which such a waste of scarce judiesdurces was possible.rederal courts do not
have authority to adjudicate claims with respto pending patents because such authority is
vested exclusively in the Patent and Traden@#fice until a patent haactually issued. See,

e.q., Camsoft Data Sys., Inc. v. SoutherecEbnics Supply, Inc., 756 F.3d 327, 334 (5th Cir.
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2014), HIE Bio, Inc. v. Yung Shin Phartmdus. Co., 600 F.3d 1347, 1354 (Fed. Cir. 2010);

Okuley, 344 F.3d at 583-84.

Here, JSME has filed a pateaplication but a patent has nesued so any inventorship
claims in the FAC are non-justiciable, and t@isurt lacks subject matter jurisdiction over this
claim. Fed.R.Civ.P. 12(h)(3) (“the court determines at any time that it lacks subject-matter
jurisdiction, the court must dismiss the action.Accordingly, Count Il of the FAC will be
dismissed for lack of subject matter jurisdictiohlthough Elgin did notife a motion to dismiss
or join Defendants’ motions to dismiss, sirtice Court found it lacks &ject-matter jurisdiction

over this claim, it may dismiss this claim against Elgin as well.

C. Misappropriation of Trade Secrets - Missouri Uniform Trade Secrets Act
(“MUTSA”")

In Count I, Plaintiffs advance a claionder the MUTSA. The arguments presented by
Plaintiffs and Defendants regarding the allegations under the MUTSA are similar if not
identical to their arguments under the DT¥AAccordingly, for at least the reasons discussed
in the earlier section, the Codirids Plaintiffs have statedwaable claim under the MUTSA at
this pleading stage, and thailegations are at leastinimally sound under 12(b)(6).

D. Breach of Contract - Elgin

In Count IV of the FAC, Plaintiffs allegetaeach of contract clai against Elgin only.

On March 28, 2018, Elgin filed an Answer to Count IV.
E. Breach of Fiduciary Duty - Elgin
In Count V of the FAC, Plaintiffs allegedhElgin, in his capacity as a director for

Plaintiffs and a vice president of RAEM, owedaintiffs a fiduciary duty That duty included a

10 A difference is the DTSA enactment date of May 11, 2016. 18 U.S.C. § 1836.
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duty to act and give advice for Plaintiffs’ benefiit,act in good faithrad in Plaintiffs’ best
interests, to exercise independprifessional judgment, to repesd no adverse interests, and to
make full disclosure to Plaintiffsf all known information that was material to Plaintiffs’ affairs.
(ECF No. 76, FAC at 1 149) Praiffs further allege that thetrade secret information was
acquired by Elgin under the auspicddrust, a promise of non-dissure, in the context of the
parties’ confidential relationsghj and that Elgin allegedly disclosed the trade secret information
causing significant negative financial impact taififfs’ businesses._dl at 11 150, 152-53)

On March 28, 2018, Elgin filed an Answerthos count. Count V is directed only to
Elgin.

F. Breach of Contract — M&K

In Count VI of the FAC, Plaintiffs seeklref for M&K'’s alleged breach of the MSA and
the M&K Confidentiality Agreement. O@ctober 15, 2014, RAE hired M&K to perform
engineering services and processes for RAEMtadsist in the desigand the construction of
the Ruckman facility. On that date, RAEMitered into the MSA with M&K to perform
engineering services and the MSA includembafidentiality provision, a non-use provision, and
an intellectual property provision. RAE aki&K entered into theConfidentiality and
Nondisclosure Agreement on that same day. RARe signatory to the MSA, and RAE is the
sole member of RAEM.

M&K argues that Plaintiffs lack standing émforce the MSA because neither one is a
signatory to the MSA, only non-party RAEM is gsatory, so Plaintiffeever had any rights or
interest in the MSA and did nstffer injury due to its algeed breach. (ECF No. 105) M&K
also asserts that in the abse of a necessary party, RAEM, this count should be dismissed

because this count subjects M&K to the rigkan additional suit by RAEM for the same
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wrongdoing and impede RAEM'’s ability to protect its interests.” (ECF No.105 at avigK
argues that this count should dismissed as indefinite becauhe allegations only vaguely
define Plaintiffs’ trade secratformation and do not separatich alleged trade secrets are
owned by Roeslein and which teadecrets are owned by RAE.

In opposition (ECF No. 109), Plaintiffs argtireat RAEM is not a necessary party
because RAE is the sole member of RAERY a party bound by a judgment may not avoid its
preclusive force by relitigating through a proxyM&K is not at risk of second litigation.

In Reply (ECF No. 114), M&K argues thataitiffs’ failure to address how RAEM not
being joined as a party may impair or imp&U&E’s ability to protecits rights under the MSA
is a concession that RAEM’s absence from tlaise will impede RAEM'ability to protect its
rights under the MSA. Next, M&K asserts thaRAEM were to file asecond lawsuit, it would
not be considered a proxy for RAE. M&K argukat RAEM, as a party to the MSA, is a real
party in interest in its own righseparate from any rights RAE ynaave and could therefore file
a second lawsuit without being precluded by the outcome of this case.

Under Missouri law, to state a claim for breatltontract, a platiff ““must establish
the existence of a valid contratite rights of plaintiff and oblations of defendant under the

contract, a breach by defendant and damages resulting from the breach.” Gillis v. Principia

Corp., 834 F.3d 865, 871 (8th Cir. 2016) (quoting Lucero v. Curators of Univ. of Mo., 400

S.W.3d 1, 5 (Mo. Ct. App. 2013)); Keveney v.ddouri Military Acad., 304 S.W.3d 98, 104

(Mo. banc 2010) (essential elements of a breadowotract action are’(1) the existence and

terms of a contract; (2) that plaintiff performadtendered performance pursuant to the contract;

" Even if the Court found RAEM to be a necegszarty, the Eighth Circuit has cautioned that
“the proper procedure under RUl8(a) is to give the parties an opportunity to bring in such a
party, not dismiss the action.” Ranger T8pn Inc. v. Wal-Mart Stores, 903 F.2d 1185, 1187
(8th Cir. 1990); Northern Assur. Co. Afmerica v. Kendell, 2009 WL 1096301, at *2 (April 22,
2009).

32



(3) breach of the contract by the defendant;@)dlamages suffered by the plaintiff.”). Only a

party to a contract may enforce (&rgic v. Cochran, 689 S.W.2dd 687, 690 (Mo. Ct. App.

1985); see also 13 Richard A. Lord, Willison oon@acts § 37:1 (notingeneral rule that
“strangers to a contract hawme rights under the contract.”).

In the FAC, Plaintiffs allege that RAE tlse sole member of RAEM thereby making
RAE in privity with a party tahe agreement. Plaintiffs camd that although neither Plaintiff
was a signatory of the MSA, Plaintiffs havéegkd in the FAC how they are in privity with
RAEM, a party to the MSA, and therefore theyéatanding to challenge any purported breach
of rights and obligations of that agreement.

The Supreme Court decision_in Taylor v. Sturgell, 533 U.S. 880 (2008), clarified the

rules of preclusion under federal common lawe general rule is thdtone is not bound by a
judgmentin personam in a litigation in which he is not degiated as a party or to which he has
not been made a party by service of pro¢egzaylor, 533 U.S. aB84 (quoting Hansberry v.
Lee, 311 U.S. 32, 40 (1940)). However, the Sugr€@uourt held that there are six exceptions to
this general rule and parties and their pevaee bound by a judgment @i (1) the nonparty
agreed to be bound by the litigatiohothers; (2) a sultentive legakelationship existed between
the person to be bound and a party to the judgni@nthe nonparty was aduately represented
by someone who was a party to the suit; (4)nibr@party assumed control over the litigation in
which the judgment was issued; (5) a party attethfuierelitigate issuethrough a proxy; or (6) a
statutory scheme foreclosedcsassive litigation by nditigants. Id. at 893-94. Plaintiffs
contend that one exception applies in theainstase, privity cabe found for preclusion
purposes because RAE is the sole member of RAEM, and a party bound by a judgment may not

attempt to relitigate issuesrttugh a proxy._ld. at 895. Heaintiffs and RAEM share the

33



sane interest to prove that MM&reached the MSA. After cardfreview, the Court concludes
that this exception applies in the instant case.

The Court finds M&K'’s argument that RAEM @&snecessary party isitout merit. Rule
19(a) provides that an absenttgas necessary to a suit wheititlhout that party “complete relief
cannot be accorded among those already partlesd’R.Civ.P. 19(a). The Supreme Court has
directed courts to evaluate the potentialgeejudice under Rule 19 while considering the

practical context in which a case aris&ee Provident Trademens Bank & Trust Co. v.

Patterson, 390 U.S. 102 (1968); see also F&ivEP. 19 advisory committee’s note (1966)
(“[T]he case should be examined pragmaticaftlgl a choice made betwethe alternatives of
proceeding with the action in the absence ofigaar interested persons, and dismissing the
action”).

Plaintiffs’ FAC adequately pleads a breacltoftract claim. Whether Plaintiffs will
prevail, based on the contract provisions of the MSA, is not suitable for the Court to decide the
motion to dismiss stage. Accordingly, the motiomismiss the breach of contract claim will be
denied.

VI. Conclusion

IT IS HEREBY ORDERED that Meyer Defendants’ Motion to Dismiss the First
Amended Complaint (ECF No. 85) and M&K’s Ritan to Dismiss the First Amended Complaint
(ECF No. 105) are GRANTED IN PAR3nd DENIED IN PART as follows:

1. The motions to dismiss are GRANTED a<Xount Il, and the motions to dismiss are

DENIED as to Counts I, Ill, and VI.
2. Plaintiffs’ claim for declaratory judgment ofvnership of 420 gant application in

Count Il is DISMISSED.
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IT IS FURTHER ORDERED that this Court will issue an appropriate order of Partial
Dismissal in accordance with this Memorandum and Order.

The case will be set for a Rule 1&eduling conference by separate Order.

/s/ John M. Bodenhausen
UNITEDSTATESMAGISTRATE JUDGE

Dated this 15th day of January, 2019.
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