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Inc. v. Kabo Tool Company

UNITED STATES DISTRICT COURT
DISTRICT OF NEVADA

JS PRODUCTS, INC,,
Plaintiff, 2:11-cv-01856-RCJ-GWF

VS.
ORDER
KABO TOOL COMPANY et al,

Defendant.

N N N N N N N N N N

Pending before the Court is Plaintiff J®&ucts, Inc.’s (“*JSP”) Motion for Attorney’s
Fees (ECF No. 377) related to its action fazldeatory judgment ofion-infringement against
Defendant Kabo Tool Company (“Kabo”). Kabobmitted its Response (ECF No. 392) and
filed a Reply (ECF No. 400). Theourt also considers the parties’ individual motions to se
(ECF Nos. 381, 391, 402). For the reasons coatbiherein, the motion is GRANTED in part
and DENIED in part.
l. PROCEDURAL HISTORY AND FACTS

JSP is a Nevada corporation in the bussnef importing and sétig tools. (Compl. 1-2,
ECF No. 1). Kabo is a Taiwanese comparat hwns U.S. Patent No. 7,066,057 (“the ‘057
patent”), which relates to a wremwith jaws that have diffen¢ tilt angles. (The ‘057 Patent,
Ex. A, ECF No. 1). In relevant pathe ‘057 patent claims the following:

A wrench comprising a handle and a headnected to an end of the handle and a
first jaw and a second jaw extending frtme head, the first jaw having a first
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inclined surface defined in a first sitteereof and the second jaw having a second
inclined surface defined in a first sidesthof, the first inclined surface and the
second inclined surface respectively tapeosdard two respective distal ends of
the first and second jaws defining redpextilt anglesrelative to a horizontal
plane, the tilt angle relative to the horizalnplane of the first inclined surface is
different from the tilt angle relative the horizontal plane of the second inclined
surface, so that a thickness of the distal end of the first jamadler than a
thickness of the distand of the second jaw.

(Id.) (emphasis added). On August 29, 2011, Kaboissel sent JSP a letter stating that Kg

\bo

owned the ‘057 patent and that Kabo believethoe wrenches imported into the United States

and sold by JSP (the “Accused Productsfjimged on the ‘057 patent. (Compl. 2). Kabo
further demanded that JSP cease andgsdigsiallegedly infringing activity Id. at 2-3). A
similar letter was sent to J3P¢ustomer, Lowe’s. In a respsive letter, JSP acknowledged
Kabo’s demand but disagreed with allegations and detailed seakalleged defects in Kabo’
infringement theory.I¢l. at 3). On November 17, 2011, J8Riated the presnt action against
Kabo, seeking (1) declaratory judgment of non-imgament and invalidity of the ‘057 patent
(“Claim 17); (2) relief for intentional interference with conictual relations or prospective
economic advantage (“Claim 27); and (3) relief commercial disparagement or corporate
defamation (“Claim 3”).Id. at 3-5).

On December 7, 2011, Kabo filed a motiordiemiss Claim 2 and Claim 3, which the
Court granted with leave to @md. (February 24, 2012 Order, ENB. 33). The Court reasorn
that both state-law tort claims were preeadpby federal patent law and that JSP had not
provided evidence of “bad faith” on Kalsopart to overcome that preemptioa.. JSP
subsequently filed its First Amended CompldirAC”), in which it realleged Claim 3 and
omitted Claim 2. (FAC 6, ECF No. 34). JSP evaiiystipulated to withdraw Claim 3 as wel

(Stipulation, ECF No. 126)ehving only the claim of non-infringement and invalidity.
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The parties spent the next two years endagdéengthy, and often contentious, discoy
that included the filing of numeus motions to compel. On April 15, 2014, the Court condl
aMarkmanhearing in which the parties debated alibatproper construction of the disputed
claim terms. After the hearing, the Court accep®B’s argument that the term “different” a
appeared in the patent should be consttaedean “not identical.” (April 17, 2014 Order 16—

ECF No. 262). JSP also proposedefinition for the term “snli@r,” but the Court determined

that “smaller” did not need special constras and would be given its plain meaninigl. @t 14).

At issue was whether the term incorporated some limitation on what thickness of the dist
of the first jaw would be too small to count adifference. JSP assertdtht Kabo should not |
allowed to argue at trial that the term “smélilencompassed only those differences in thicks,
that were greater than the mdiacturing tolerance. (Trangor 45:18-46:14, ECF No. 265). T
Court refused to construe the term in anyhmea because it believed the jury would underst;
the plain import of the word “smaller.” Howavyeéhe Court explained that even though it wa
not construing the term, if Kabo argued at trialtttine “difference” relevant to its patent only
existed when the difference in thickness exeéetie manufacturing tolerance, then the Col
would sustain an objection of improper constructidoh. gt 48:21-49:1).

On May 14, 2014, JSP filed a motion for summary judgment on its non-infringeme
invalidity claim. (ECF No. 277). The Cowgtanted the motion, finding that the prior art
anticipated Kabo’s design. (July 28, 2014 OrtérECF No. 373). JSP now seeks attorney
fees and costs that it incurredtire prosecution and defense of ttese. Specifically, JSP se
$1,176,361.50 in attorney’s fees and $98,936.31 in costs and other expenses.
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I. DISCUSSION

A. Attorney’s Fees and Expenses

JSP offers three separate thesrio support its right to recoveny expenses in this cage.
First, JSP argues that 35 U.S.@285 allows the Court to awardattorney’s fees and expenses.
Second, JSP argues that Kabo’s conduct during the litigation of this case entitles JSP to
attorney’s fees and expenses under 28 U.S102§. Third, JSP argues thiae Court’s inherent
power allows it to grant an ard of attorney’s fees based the conduct ahe parties.

1. 35U.S.C. 8285

In patent litigation, “the cotiin exceptional cases may awaeasonable attorney feeg
the prevailing party.” 35 U.S.C. § 285. Thepase of a fee award under 35 U.S.C. § 285 is
compensate the prevailing party for costs inauag a result of the logy party’s unreasonable
conduct.See Kilopass Tech., Inc. v. Sidense Gat8 F.3d 1302, 1313 (Fed. Cir. 2013An
award of fees is reserved fimose “rare case[s] in which arpas unreasonable conduct—while
not necessarily independently sanctionable—isetireless so ‘exceptidhas to justify an
award of fees.Octane Fitness, LLC v. ICON Health & Fitness, Jrid4 S. Ct. 1749, 1757
(2014). The Supreme Court recently explained dindtexceptional” case “is simply one that
stands out from others with respect to the &utitve strength of a pg’s litigating position
(considering both the governing law and thedaxdtthe case) or the unreasonable manner in
which the case was litigatedd. at 1756. However, a case “presenting either subjective bad
faith or exceptionally meritlesdaims may sufficiently set itdehpart from mine-run cases to

warrant a fee awardld. at 1757.

! An award of attorney’s fees under 35 U.S.C. § 285 is governed by Federal Circ@iB lavG.C. § 1295(a)(1);
Pharmacia & Upjohn Cov. Mylan Pharm., In¢.182 F.3d 1356, 1358-59 (Fed. Cir. 1999).

4
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Whether a court ultimately finds that “a caséxceptional’ under § 285 is a matter of

discretion.”"Highmark Inc. v. Allcare Health Mgmt. Sys., Int34 S. Ct. 1744, 1748 (2014).

Indeed, district courts amot limited to any specific formula when determining whether a c
“exceptional,” but instead should consider thedlity of the circumstances” on a case-by-cq
basis.Octane Fitnessl34 S. Ct. at 1756. Factors relevt this determination include

“frivolousness, motivation, objecvunreasonableness (both in thetual and legal compone

ase is

se

nts

of the case) and the need in particular circamsgs to advance considerations of compensation

and deterrenceld. at 1756 n.6 (quotingogerty v. Fantasy, Inc510 U.S. 517, 534 n.19

(1994)). The applicable evidentiary stiard is a preponderance of the evideiteat 1758.

There can be no dispute that JSP is the prevailing partySednland Steel Co. v. LT

Steel Cq.364 F.3d 1318, 1320 (Fed. Cir. 2004) (statireg th“prevailing party” is one that
receives “at least some relief on the meritsthef case). The question of attorney’s fees,
therefore, turns on whether this case is exceptgunai that it “stands oubecause of either itg
substantive strength or Ka's manner of litigationOctane-Fitnessl34 S. Ct. at 1756.
a. Substantive strength of the claims

This case is not the “prototypical excepidl case” in which a nopracticing entity, or
“patent troll,” threatens or files a lawsuit migréo extract a settlement from the alleged
infringer. See LumeNiew Tech., LLC v. Findthebest.com, Jri¢o. 13 CIV. 3599 (DLC), 2014
WL 2440867, at *1 (S.D.N.Y. May 30, 2014). Rath€apo is an active player in its industry
that invests time and moneytarresearching and designing ®alAnswer 5-6, ECF No. 9). A

patentee, however, has the responsibility to enfiateaccusations of infringement are not m

lightly. See Antonious v. Spalding & Evenflo C@35 F.3d 1066, 1074 (Fed. Cir. 2002). For

instance, if Kabo knew that its @awas meritless, then thabuld support a finding that this

\
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case is exceptionabee Yufa v. TSI IndNo. 09-cv-01315-KAW, 2014 WL 4071902, at *3 (N.

Cal. Aug. 14, 2014). JSP argues that Kabo kneweahtteption of this litigtion that its paten
was likely invalid and that its cowrclaim for infringement was méess. Kabo contends tha
was entitled to presume the ‘057 patent’bdily and, even though JSP’s motion for summat
judgment was granted, Kabo had the right to enfasgeatent against potential infringers. K

is correct that the “[d]efeat @f litigation position, even on sunary judgment, does not warrg

an automatic finding that the [claim] was . . . basele&sgex Eyewear Inc. v. Clariti Eyewear,

Inc., 650 F.3d 1305, 1315 (Fed. Cir. 2010). InsteadCitngrt must evaluate the totality of the
circumstances surrounding the ca3etane-Fitnessl34 S. Ct. at 1756.

It is understood that “a patentee, actingaod faith on its belief as to the nature and
scope of its rights, is fully permitted to préksse rights even though he may misconceive \

those rights are Mikohn Gaming Corp. v. Acres Gaming, lnt65 F.3d 891, 897 (Fed. Cir.

2007). However, a patentee does not act in goodifaitraises an infringement claim in whi¢

“no reasonable litigant could realisdily expect success on the meritSP Indus. Inc. v. Eran
Indus., Inc, 500 F.3d 1369, 1374 (Fed. Cir. 2007) (ctatomitted). For this reason, proper
investigation is an important pre-requisite tonfijian infringement claingr as in this case,
sending cease-ands4ist lettersSee Antonioy75 F.3d at 1074. An adequate investigatiof
requires the patentee to “integpthe asserted patent claiarsd compare the accused device
with those claims before filing claim alleging infringementQ-Pharma, Inc. v. Andrew
Jergens Cq.360 F.3d 1295, 1300 (Fed. Cir. 2004). Kalsserts that it acted in good faith
because it obtained the opinion of an expert pa@ending the cease-and-desist letters to J

and Lowe’s, as well as the opinion of coun¢Bkfs.” Opp’n 1, 6—7, ECF No. 392). Kabo do
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not cite to evidence in the record to suppogsthcontentions, howeverhe Court thus moves
on to examine the merits of Kabo’s case.

Kabo argues that a person “skilled ie #rt” could read the claim language and
understand “different” and “smaller” as refag to a difference beyond the manufacturing
tolerance. Kabo points out thiis position was supported B$P’s own expert, Gene Olson
(SeeRebuttal Expert Report I 31, ECF No. 396-Blhe Court agrees that this is the only
argument that could have possibly saved Kapatent from invalidity prior to summary
judgment. Nonetheless, the words “manufaotyitolerance” do not appear on the face of th
patent, and Kabo did not proposetsiclaim construction brief that either the term “different
“smaller” be construed to exclude diffeoes within the manufacturing toleranceéKabo’s
Initial Claim Construction Brief 1, ECF No. 40Rather, Kabo argued that “different” “is a
straightforward word and so commonly understood in the English language” that it needs
construction. (Kabo’s Opp’n to JSP’s Proposi#dim Construction 10-11, ECF No. 46). Ka
made the same argument for the term “smalléd.”gt 11). Nevertheless, Kabo attempted tqg
infuse these terms with a definition during Markmanhearing that would have incorporateg
manufacturing tolerances, which the Court reflis@SP contends that Kabo did not propose
construction of the terms in itdaim construction brief becausach a limitation on “different”
and “smaller” would have necessarily defeated its infringement claim since the Accused
Products were allegedly withthe manufacturing tolerance. dther words, JSP believes Ka
was unreasonable to allow the litigatiorctitinue because Kabo had to choose between
asserting either the validity tiie ‘057 patent at the expenselod infringement claim or the

infringement of the ‘057 pateat the expense of its validity.
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However, the Court cannot say that it was necessarily unreasonable for Kabo to

ursue its

infringement claim despite JSP’s perceived “catch-22.” Patentees, after all, are entitled {o the

“presumption of patent validity Microsoft Corp. v. i4i Ltd. P’shipl31 S. Ct. 2238, 2245

(2011). And at least one expert in this caseewstdod “different” to exclude differences within

the manufacturing tolerance.€Buttal Expert Report 11 31-32). The Patent and Tradema
Office arguably made this same inference sin@siued the ‘057 patent ew after an evaluatig
of the prior art, notwithstanding that the langeiad the claim does not allude to manufacturi

tolerances. It was not until tiarkmanhearing that the Court effectively foreclosed any

further argument that the terms “different” onialler” were limited by tolerances. In fact, J$

sought to construe the term “smaller” specificao that Kabo couldot present evidence of
manufacturing tolerances to they. (Transcript at 45:8—-21). €hefore, the Court finds that i
was not until after the April 15, 20Markmanhearing that the true weakness of Kabo'’s
position was solidified. Moreover,was just one month after that thkarkmanhearing that J
filed its motion for summary judgment, which t@eurt granted. Prior to the conclusion of
claim construction, the Court does not find tih@as so unreasonable for Kabo to pursue itg
infringement claim, and defend against JSPsliidity claim, that this case stands out as
exceptional based on the merits.

JSP also argues that this case was brdugHKiabo in an effort to harass JSP and dist
its business relationships. Theutt, however, notes that it wWaSP and not Kabo that filed th
present lawsuit. Nevertheless, JSP allegaisthis dispute arose because JSP sourced the
Accused Products from one of Kabo’s Taiwanese competitors. JSP believes that Kabo
cease-and-desist letters to retaliagainst JSP for purchasing tools from a different source

Similar arguments were raised in JSP’s oagjicomplaint and were dismissed by the Court
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because JSP did not provide the Court witldlence of Kabo’s bad faith. (February 24, 2013
Order (finding the claims preempted by federdéptlaw absent a showing of bad faith)).
Although JSP was provided leave to amend itsrdanf tortious interference and corporate

defamation, only the defamation claim appearetlSR’s amended complaint, and it too was

eventually withdrawn. (Stipulain 1-2). While the timing of this case makes JSP’s suspicions

plausible, JSP again fails to provide the Geuith evidence that Kabo’s motivation in sendin
the cease-and-desist letters, or raising amigéiment counterclaim in this case, was to harg
JSP. Without evidence in the record, JSP&pmions, even if well-founded, are not enough
cause this case to sthout as exceptional.
b. Manner of litigation
JSP accuses Kabo of multiplying the procegsliin this case by filing frivolous motior

and engaging in tactics to delay a resolutidhis case currently has more than 400 docket

entries, including a variety ohotions filed by Kabo plus accompying responses and replies

However, intensive motion practice does not seadly mean that a litigant proceeded in a
frivolous or wasteful manne&ee LendingTree, LLC v. Zwillow, Inblo. 3:10-cv-00439-FDW,
2014 WL 5147551, at *13 (W.D.N.C. Oct. 9, 201dbating that a “hard-fought” case is not

necessarily an “exceptionabhe). The Court recognizes tlatieast some of the motions hag

merit. Kabo, for example, successfully moved to compel certain discovery and to limit thie effect

of JSP’s “Supplemental Invalidity ContentiongMarch 19, 2014 Order, ECF No. 245). And
although success on a motion does not imply that the filing of the motion was prudent or
worthwhile, repeated lack of scess would be more indicativefafolous motion practice. JS
identifies Kabo’s motion to realign (ECF Nor2) and its subpoena to secure discovery fron

third-party Sears Holding Company (“SHC”) m®of that Kabo was simply delaying the

g
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resolution of this case. The Court cannot agtedoth instances, Kabo provided a justification

for its actions. It filed the motion to realign basa it believed the trugature of the suit would

be reflected if it was named as plaintiff.f3.” Opp’'n 19-20). And it sought discovery from
SHC to assist in determining damagéd. &t 19). Even if the Cotifound these explanations
be weak, a couple of ill-advisditigation tactics do nojustify the award ohttorney’s feesSee
LendingTree, LLC2014 WL 5147551, at *12 (finding that pi&iff's litigation tactics were no
more “than a decision to pursue a weak @gkthe ensuing zealous representation by

[plaintiff’'s] counsel based on the hand of cards thagt been dealt”). There is nothing else i

the three year history of this case that coogs the Court that Kabo’s manner of litigation

causes it to stand out. Indké¢here is nothing facially abusive or egregious in the way Kalo

conducted itself during the proséiom and defense of this cag&ee Gametex, LLC v. Zynddo
CV 13-2546 RS, 2014 WL 4351414, at *4-5 (N.DI.Gept. 2, 2014) (stating that pd3ttane
Fitnessdecisions to award attorney’s feesve “concerned egregious behavidrThe Court,
therefore, finds in its discretion that this case is not “exceptional” given the totality of the
circumstances. Accordingly, an award of atéy’'s fees and other expenses are not warran
under Section 285.

While the Court finds that Kabo’s aggséve litigation techniquefall short of being
facially abusive or egggous, the Court is wary of situatiomswhich companies accuse othel
of infringement in bad faith, either by sendirepse-and-desist letters or by initiating formal
proceedings. Nonetheless, the Court recognizdgtrties must be gried a certain amount ¢

leeway in determining whether to bring a lavtsnd then in adoptig a litigation strategysee

2 JSP argues that Kabo'’s settlement offer of $10 million, vivias made back in August of 2012, is also indica
of Kabo's unreasonable behavior in this case because Kabo's peri exentually founthat reasonable royaltig
for a non-exclusive patent license in this case would be worth “between $109,341 a83%2{Bxpert Report o
Thomas R. Varner 34, ECF No. 316-4). After discovery and expert opinion, it is easy to say that the $10 n
offer was ridiculous. However, JSP does not provide thmuata of Kabo's subsequent settlement offers so th
Court might determine whether Kabo maintained such an extreme position in light of additional discovery.
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Smith v. Our Lady of the Lake Hosp., |r860 F.2d 439, 446 (5th Cir. 1992) (noting that a p
should be given some leeway in litigation befsamctions are warranted). Kabo has walked
fine line in this case, but without “smoking-gutype evidence that Kabo acted with the sole

intent to disrupt JSP’s businefise Court feels that this casenist exceptional. However, if th

Court is willing to allow Kabo some leeway ingltase, it would be inequitable to not provide

the same courtesy to JSP. The magisjtatge sanctioned JSP $10,667.00 for failing to cor
with certain discovery order§Oct. 15, 2014 Order 5-6, ECF N827). Given the aggressive
manner of Kabo’s motion practice gtiCourt does not find that JSP should be sanctioned fq
one instance of failing to prade Kabo with exactly what gought during discovery. Althoug
the magistrate judge granted sanctions, he determined that the prejudice to Kabo for JSI
was minimal. [d. at 2). Moreover, the initial amouot fees that Kabo demanded in its moti
for sanctions was $130,000, far above what the matgsudge felt was an appropriate sanc
when evidence of prejudice was so minimhl. &t 3). Further, the sation did not arise from
JSP’s complete failure to comply with the nsate judge’s ordehut rather JSP had not
produced everything that Kabo requested in theando compel that ¢ magistrate judge hag
granted. Id. at 3-5). There is no evidence that JSRmetely ignored the magistrate judge’s
order or that JSP did not makars® effort to comply with thenagistrate judge’s directivesS€e
May 2, 2014 Order 11, ECR No. 274) (finding th&@PJad only failed texercise reasonable
care in complying with the order). On thesegathe Court finds that the sanctions against
are not warranted. Therefore, the Court strikes the magistrate judge’s orders (ECF Nos.
397) granting Kabo’s motion faanctions and its motion for attorney’s fees and costs.
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2. 28U.S.C. §1927

Likewise, the Court finds thattorney’s feeand expenses are not appropriate undet 28

U.S.C. § 1927. Under Section 1927, an attofmdo so multiplies the proceedings in any case

unreasonably and vexatiously may be required byctiurt to satisfy personally the excess ¢

DStS,

expenses, and attorney’s fees reasonablyiedibecause of such conduct.” 28 U.S.C. § 1927.

The purpose of section 1927 is to both detiraey misconduct and to compensate the victjms

of attorney’s malfeasancEaynes v. City & Cnty. of S,F/688 F.3d 984, 987-88 (9th Cir.

2012)% A court may impose sanctions under Section iB27inds that an attorney “acted with

the purpose” to multiply proceedings, “or that counsel acted recklessly or in badSaktier v,

City of Bainbridge Island606 F.3d 636, 640 (9th Cir. 2010).

Here, JSP argues that Kabo unreasonably and vexatiously multiplied the proceedjngs in

this case by filing multiple motions to compescivery that Kabo knew was not available, filing

the motion to realign that was dismissed, Bypgbursuing discovery from SHC. The various

motions to compel were not completely unavailingabo. In fact, it succeeded at least in

part

on a number of those motions, including one motion in which the Court ordered JSP to make its

expert available for further deposition &RJs own expense. (June 26, 2014 Order, ECF Na.

369). In response to another Kabo motion, the stiage judge found it necessary to go so far as

to sanction JSP for its failure to comply wdtprior order, (Oct. 15, 2014 Order), though the
Court now strikes those sanctions. So the Geurard pressed to find that the motions to

compel were filed recklessl$ee B.K.B. v. Maui Police Dep276 F.3d 1091, 1107 (9th Cir.

2002) (stating that a filing is submitted recklegtiyraises frivolous arguments). Similarly, the

motion to realign, while unsuccessful, was dismiddsg the magistrate judge without prejudicge.

% Regional circuit law applies to determining whether sanstare warranted in a patent case when the issue is not

unique to the Federal Circuit's exclusive jurisdicti8ee Q-Pharma, Inc. v. Andrew Jergens, @60 F.3d 1295,
1299 (Fed. Cir. 2004).

12
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The magistrate judge, therefore, must have fatrildast some merit to Kabo’s arguments or

he would have likely denieithie motion with prejudice.

Finally, JSP alleges that Kabo’s failuregarsue discovery frol8HC once JSP withdre

its objection thereof is evidence that Kabo’s aminwas simply multiplying proceedings in a
effort to harass JSP. (Pl.’s Mem. In SuppdiMot. Att'y’s Fees 13-14, ECF No. 378). Kabg

responds that the discovery it sought from Sk relevant to its damages and that it is

appealing this Court’s order tuash its subpoena. (Def.’s Re%p; Notice of Appeal, ECF Na.

388). The Court does not find JSPeasoning to be persuasivihe fact that the motion to
guash the subpoena was granted does not necessarily mean that Kabo was unreasonal
pursuing the discovery. If the informatioratiKabo sought to obtain would have better
informed it of damages, then it certainly wat sought recklessly. Without additional evide
that Kabo was only attempting to multiply the proceedings by seeking discovery from SH
Court cannot find that Kabo acted unreasonablyeaatiously in doing so. Therefore, the Cq
concludes that sanctionsder Section 1927 are notmented in this case.
3. Court’s Inherent Authority

The Court also finds that its inherentlaarity does not allow granting of attorney’s
fees or expenses in this case. Courts agstéd, by their very creation, with power to impos
silence, respect, and decorum, in their presgand submission toedh lawful mandates.”
Chambers v. NASCO, In&01 U.S. 32, 43 (1991). The court’s power extends to “both col
before the court and that beyot@ court’s confines” and &@llows the court to “assess
attorney’s fees when a party has acted ohfiaith, vexatiously, wantonly, or for oppressive
reasons.ld. at 44, 45-46. A court may exercise itherent authority tompose sanctions “if

the court specifically finds bad faithr conduct tantamount to bad faitR'K.B, 276 F.3d at

13
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1108 (quotindgFink v. Gomez239 F.3d 989, 994 (9th Cir. 2001)). Bad faith arises when “a
litigant is substantially motivatl by vindictiveness, obduracy, or mala fides” regardless of
whether the litigant’s assertion is colorabte.(quotingFink v. Gomez239 F.3d at 992).

In this case, the Court cannot make a sjpeftnding of bad faith. The filing of the
lawsuit was done by JSP, not Kabo, so there cooide bad faith in commencing litigation.
there was evidence that Kabo st initial cease-and-desist letters solely to harm JSP’s

business, then that might qualify as bad falfawever, as stated above, the Court is not

f

presented with any evidence in the record tkabo acted vindictively when it notified JSP and

Lowe’s regarding the ‘057 patent. By raigiits counterclaim of infringement and then
vigorously pursuing that claim while also defemglagainst JSP’s allegations of invalidity, K
did what any other “sophisticatedmpany” would have doned‘protect [its] current business
system][].”LendingTree, LLC2014 WL 5147551, at *13. This®t to say that the Court
condones or agrees with each of Kabo’s individnations or the litigaon tactics its counsel
employed in this case. The Court simply doesfinotthat there is sufficient evidence of bad
faith on Kabo’s part to warrant sanctions.

B. Costs

JSP also seeks to recover the costs it iedutluring the prosecution and defense of t
case. Rule 54 of the Federal Rules of Cividd&dure provides that “ciss—other than attorney
fees—should be allowed to the prevailing pared. R. Civ. P. 54(d)(1). Costs under Rule
however, are not synonymous with expenSes Taniguchi v. Kan Pac. Saipan, Li82 S. Ct
1997, 2006 (2012). Where “expenses” include athefexpenditures made during the cours
the litigation, “costs” are limited to thesexpenditures listed in 28 U.S.C. § 1920. “Taxable

costs are a fraction of the nontaxable expehsese by litigants for attorneys, experts,
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consultants, and investigatorsd: The costs recoverable undule 54 include “clerk fees,

court reporter fees, expenses for printing andegites, expenses for exemplification and cgpies,

docket fees, and compensatiorcofirt-appointed expertsid. Moreover, calculating costs is
“most often merely a clerical matter that can be done by the court derkguotingHairline
Creations, Inc. v. Kefala$64 F.2d 652, 656 (7th Cir. 1981).

In this case, JSP has submitted a “Bill of Coststhe Court with an itemized list of its

incurred costs. Kabo challenges an award efscon its face because it argues that JSP engaged

in misconduct during the coursetbt litigation that pecludes such an award. During the th
years of litigation in this case, JSP was oseectioned for failing to comply with an order
regarding a discovery mattéMay 2, 2014 Order). The mstrate judge awarded Kabo

attorney’s fees for that sanction in the amaafr$10,667.00 that he ongsl should be offset

against any amount JSP was awarded fraptiesent motion, (Oct. 15, 2014 Order 5-6), buit

which the Court now strikes as explained aboxéhough Kabo takes issuwith JSP’s general

approach to this case, the Cadoes not find that JSP’s conductsasufficiently offensive that|it

[ee

should be denied costs despite its status ggréwailing party. Thus, the Court considers edch

of Kabo’s individual objections to JSP’s Bill of Costs.

First, Kabo argues that JSP cannot recover costs fmmoitsac viceapplications filed on
behalf of John Sganga and JosBtawell. Kabo contends thialitta Air L.L.C. v. Central
Texas Airborne System, In¢41 F.3d 955 (9th Cir. 2013), speciily prohibits recovery of
costs expended @ro hac viceapplications. The Court agrees. Kalitta, the Ninth Circuit

held “that Section 1920(1) doast allow for an award gfro hac vicefees as taxable costdd.

at 958. Accordingly, JSP cannot receive reimbmesd for the $400.00 it spent in this regard.

Kabo also argues that JSP should not be entitled to recover video deposition costs. Kaljo argues
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that recent Supreme Court and Ninth Circuit authalisapprove of allowing such costs. Kabo
is correct that irKalitta the Ninth Circuit reversed an awasficosts for the editing of a video

deposition. However, the court distinguishee costs for deposition editing, which a party i

U7

not allowed to recover, from the costsnediking copies of the deposition videotajok at 959
(“The cost of editing deposition videotapes into £lip be played at triah lieu of live withess
testimony is not taxable becausesit service in excess of thests of making copies of the
videotape . . .."”). The Court, therefodésagrees that awardimydeo deposition costs is
contrary to Section 1920. The touchstonerémovery of costs for “making copies of any
materials” is whether they wefeecessarily obtainefbr use in the case.” 28 U.S.C. § 1920(4).
Kabo has not explained why the video depositwase unnecessary to JSP’s case and so the
Court does not see a reagondeducting the costs.

Kabo further argues that JSP should notvecaosts for both an original deposition

transcript and a certified copy purstémlLocal Rule 54-4. The Rufgates that “[t]he cost of i

=7

deposition transcript (either the dngl or a copy, but not both) faxable. . . .” LR 54-4. If JSP

174

were seeking costs toegifically obtain both awriginal and a copy, thehere would be cause
for a deduction. However, the invoices that $8Pmitted as to deposition services does not
indicate that JSP paid sepatat®r a certified copy of the depitisn or whethe the certified
copy was included as a routine measure bytmepany providing the deposition servicesed,
e.g, Advanced Depositions Invoice, ECF No. 38@ncluding a single charge to JSP for the
original and one certified copy ofdldeposition)). The Court, thedore, sees no reason to make
a deduction here.

Kabo next argues that JSP cannot recover émstie special interptation services it

used to translate certain depmsis and Chinese documents. Twurt agrees only in part. JSP
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cites 28 U.S.C. § 1828 as the statutory authoritydoovering translationosts. This provisior
applies to “special interpretation services” tha ased “in criminal actizs and in civil actions
initiated by the United States.” 28 U.S.C. § 1828e Court does not find this statute applicg
to the present case because it is clearly not criminal and the United States is not a party
However, Section 1920(6) does allow for the “g@msation of interpreters.” The Supreme

Court recently clarified that taxable costs for ipteters are limited to oral translations and t
Section 1920(6) “does not include costs for document translafianigyuchj 132 S. Ct. at 200
From JSP’s Bill of Costs, it appears that intet@iien services were required “for [a] Mandar,
interpreter for Melody Hsieh, [and] Chih-Chingafdes” Hsieh.” (Itemization of Bill of Costs
ECF No. 386-1). This costiecoverable under Section 1920(@)he remaining costs for the
translation of the Chinese documents are notveedle, however. Accordingly, JSP’s costg
interpretation services must be redubgdhb1,641.25. Finally, Kabo argues that JSP is not
entitled to recover costs assoeidtwvith the court-ordered deposition of Olson. JSP conced
this point and recognizes its oldiipn. JSP consents to a retlon of $4,456.61 of any awarg
cover the cost of the Olsonpissition. (Pl.’s Reply 17, ECF Nd00). The Court accepts this
reduction as satisfying JSP’s obligation in this matter.

Therefore, the Court finds that JSP’s costs should be reduced by $6,497.86. The
also finds that JSP is entitled to recover all rieing taxable costs. Therefore, the Court aw.
JSP its taxable costs of $31,707.79.

I
I
I

I
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and DENIED in part.

that it may recover $31,707.79 in costs.

GRANTED.

d:December 22,2014

CONCLUSION

IT IS HEREBY ORDERED that JSP’s Motionrfdttorney’s Fees is GRANTED in palrt

IT IS FURTHER ORDERED that JSP may nataeer attorney’s feeand expenses, but

IT IS FURTHER ORDERED that the Motns to Seal (ECF Nos. 381, 391, 402) are

IT 1S SO ORDERED.

ROBERJ C. JONES
United St&fes District Judge
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