Konami Gaming In

© o0 N oo o b~ w NP

N N N N N N N NN P P P P P P P PR
0o ~N o O~ W N P O © 0 N oo o0~ W N P O

C. v. High 5 Games, LLC Doc. 1

UNITED STATES DISTRICT COURT
DISTRICT OF NEVADA

* % %
KONAMI GAMING, INC., Case No02:14cv-01483RFB-NJK
Plaintiff, ORDER

V.

HIGH 5 GAMES, LLC

Defendant

l. INTRODUCTION

Before the Court are Defendant’s Motion to Limit the Number of Patent €|&@F No.

55

60, Defendant’s Motion for Summary Judgment, ECF No. 92, and claim construction, a$ briefe

in ECF Nos. 86 and 91. For the reasons stated below, the Gants gummary judgment for

Defendants.

Il. PROCEDURAL HISTORY

Plaintiff Konami filed the first Complaint oiseptember 12, 2014. ECF No. 1. Th
operative Amended Complaint was filed on February 29, 2803 No. 53. The Amended
Complaint alleges four counts of infringement for four patents: Couninfringement of US

Patent No. 8,096,869; Count H Infringement of US Patent No. 8,366,540; Count H

Infringement of US Patent No. 8,662,810; Countdihfringement of US Patent No. 8,616,955

High 5 Games filed ahnswer andCounterclaimson March 14, 2016. ECF No. 54. Plaintif]
Konami filed an Answer to the counterclaims on March 28, 2016. ECF No. 55. PlaintififriKor
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filed its opening claim construction brief on October 7, 2016. ECF No. 86. Defendant Hegh 5

a Responsen October 21, 2016, and Plainfifed a Replyon November 11, 2016. ECF Nos. 92

98.The Court approved the partietipulated discovery plan and scheduling orgesviding that
discovery would not commence until after the claim construction hearing. ECF No.fégdaa
filed a Motion for Summary Judgment on October 21, 2016. ECF No. 92. Defendant argug
the claims at issue are all invalid as indefinite under 35 U.S.C. § 112, and absiexc35 U.S.C.
8 101. Plaintiff filed a Response on December 2, 2016, and Defendant filed a Reply on Deg
23, 2016. ECF Nos. 99, 101.

On May 31, 2017, June 1, 2017, June 2, 2017, and August 1, 2017, the Court h{
omnibus hearing addressing claim construction and the Motion for Summary Judgme

addition to the arguments of counsel, the Court heard testimonyfedemdant’sexpert witress

b

d th

emb

Mark C. NicelyandPlaintiff's expert withessohn Acres. As laid out below, the witnesses testified

as to the knowledge of one of ordinary skill in the art at the time the paergissued, including
industry standards and standard technology as relevant to the knowledge of one of ording
in the artIn a minute order on July 10, 2017, the Court requested that the parties submit co
copies of the prosecution histories of the patents, as well as summaryptaescrof the

prosecutions. ECF No. 138. The parties did so on July 24, 2017. ECF Nos. 143-148.

1. BACKGROUND -- EXTRINSIC & INTRINSIC EVIDENCE
The parent patent, No. 8,096,889entitled “Gaming Machines with Runs of Consecuti
Identical Symbols,” patented on January 17, 201# patent No8,366,540was patented on

ry sl

mple

e

February 5, 2013. The patent No. 8,616,955 was patented on December 31, 2013. The patent

8,622,81Qvas patented on January 7, 20l4e patentslisclosevariations on &lotgaming device
in which thesimulated digitalreels” depictaconsecutive run of identical symbatsonereelto
heighten the player’s anticipation of a winning outcowi¢h theidenticalsymbol changing for
each “game.”

A. The Claims of the Four Patents

The Courts analysis in this case focuses ondlssertedlaims of the four patents at issue.

h
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The independent claims are representative of the asserted claims for the passois iat this

case.The following are the independent claims of the four patents:
Claim 1 of the ‘869 Patent A gaming machine comprising processor configured to

execute a game displaying a matrix of symbol containing elements . . . saldtstmu
rotatable reel including at least one section in whicbreecutive run of three or moref
said symbol containing elements populatedby an identical symbol . . . wherein said

identical symbol is selected bwrtually spinning a notional, nonvisible, inner reel
comprising a plurality of said symbols.

Claim 19 of the ‘869 Patent A method for increasing probability of a winning outcome
on a gaming machine; wherein said winning outcome is determined by aryaunuknig
pre-defined arrangements of a plurality of symbols displayed in a matrix of symbol
containing elements comprising portion$ simulated rotatable reelssaid method
comprising a processor of a gaming machine configured. to. arrange at least one of
said simulated rotatable reels with at least one consecutive run of threeeosymndrol
containing elements displaying an identical symbol . . . wherein said subsetmtsality
of symbols is arranged on a notional nasible inner reel, such that said identical symbpl
is randomly selected anew for each play of the gaynértual rotation of said notional
non-visible innerreel. (emphasis added).

Claim 1 of the ‘540 Patent A gaming machine comprising: a display device; and
processor configured texecute a game displaying a matrix of symbol containing elements
. .. wherein said simulated rotatable reel including &t Isaction in which a consecutive
run of two or more of said symbol containing elements is populated by a firscaent
symbol; wherein said first identical symbol is used for a first play of said ganeegwla
second identical symbol imndomly seleted and wherein the first identical symbol is
replaced by the second identical symbol in said consecutive run of two or more of
symbol containing elements, said second identical symbol being used for a segafd pla
said game.(emphasis added).
Claim 21 of the ‘540 Patent A method for increasing probability of a winning outcornle
on a gaming machine; wherein said winning outcome is determined by a rgyaunukng
pre-defined arrangements of a plurality of symbols displayed, on a displayed&vsaid
gaming machine, in a matrix of symbol containing elements comprising portions of
simulated rotatable reelsaid method comprising a processor configured &range at
least one of said simulated rotatable reels including at least one section in which
consecutive run of two or more of said symbol containing eleménpopulated by a first
identical symbol; said first identical symbol being used for a first play of sarok;g3
randomly selecta second identical symbol; and replace the first identicabsitoy a
second identical symbol[.] (emphasis added).

Claim 1 of the ‘810 Patent A gaming machine comprising:memory device configured
to store data representing a reel . . . the reel having a woneécutive symbol positions
the run . . . beingitially populated with a first identical symbol from the set of symbol
.. a game controller configured t@) initiate the first instance of a game using the re
(i) randomly select second identical symbol from the set of symbols, (iii) reptacs
of the first identical symbols in the run of consecutive symbol positions of the raed wjit
second identical symbol, and (iv) initiate a second instance of the game usinglthe re
having the run of consecutive symbol positions populated with a setemtecal symbol.
Claim 8 of the ‘810 Patent A method comprisingstoring data, in a memory device

[72)
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representing a reel . . . initiatinga a game controller the first instance of the game usin
the reelrandomly selectingvia the game controllera second identical symbol from thg
set of symbols; replacing each of the first identical symbols irrtheof consecutive
symbol positions of the reakith a second identical symbol; and initiating a seco
instance of the game using the reel having rilve of consecutive symbol position;
populated with a second identical symbol. (emphasis added).

Claim 15 of the ‘810 Patent A non-transitory computer readable medium recording 4

9

1%

\°Z4

r=—4

program for controlling a computer to function as a memory device configured to stgre

data representing a reel. . the reel having a run of consecutive symbol positions
initially populated with a first identical symbol . . game controller configuredo (i)
initiate the first instance of a game using the reelygmdomly select a second identica
symbolfrom the set of symbols; (iii) replace each of the first identical symbols iruthe

of consecutive symbol positions of the reel with the second identical symbol, and (iv)

initiate a second instance of the game gisire reel having the run of consecutive symbol

positions populated with the second identical symbol. (emphasis added).
Claim 1 of the ‘955 Patent A gaming machinefor providing a game to a player
comprising: amemory device configured tstore data representing a reel having

predetermined number of symbol positions, wherein each symbol position hds al

associated symbol from a set of symbols, the reel having a run of consecutive s
positions. . .adisplay device configured tdisplaya matrix having a plurality of display
elements arranged in a column, a number of the display elements in the columedsei
than the predetermined number of symbol positions in the. reeh game controller

configured toinitiate the instance of the game usihg teel during which the reel is spu

at a game speed, and the game controller being further configured to replace bach of t
symbols associated with the run of consecutive symbol positions with an identical

replacement symbol during spinning of the reel .(emphasis added)
Claim 10 of the ‘955 Patent A method of comprisingstoring data, in amemory device

representing a reeglthe reel having a predetermined number of symbol positions, wherein

each symbol position has an associated symbol from a set of symbols, the reel havin

g a

of consecutive symbol positions, wherein each of the symbol positions of the rin of

consecutivesymbol positions is initially populated, prior to initiation of an instance o

f a

game . . ; display, via a display device, a matrix having a plurality of display elements

arranged in a columnthe number of display elements in the column being lesstllear]

predetermined number of symbol positions in the reel, and displaying a portion of th

such that the symbols associated with some of the symbol positions of the reglayediq

in the matrix when the reel is in a stop position: initiating,avgame controlley play of
the instance othe game using the reel durindpieh the reel is spun at a game speed
(emphasis added)

Claim 19 of the ‘955 Patent A non-transitorycomputer readable mediumecording a
program for controlling a computer to functias a: anemory device configured tstore
data representing a reel having a predetermined number of symbol posrhensin each
element has an associated symbol from a set of symbols, the reel having a
consecutive symbol positions..adisplay device configured tdisplay a matrix having a
plurality of display elements arranged in a column, a number of the disptagrés in the
column being less than the predetermined number of symbol positions in the reel

2 ree

fun

game controller configured tinitiate the instance of the game using the reel during whjiich
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the reel is spun at a game speed, andyétmee controller being further configured to
replace each of the symbols associated with the run of consecutive pgsibiains with
an identical replacement symbol during spinning of the reel . . . . (emphasis added).

The claims share common terms or significant phrases whicpaatef this Court’s

analysis. These terms includa) “processor configured to(b) “game controlr configured to”,

(c) “display device configured to(d) “consecutive run of three or more said symbol containing

elements,” ande) “notional non-visible inner reel.”
B. The Specificationfor the ‘869 Patent
In analyzing invalidity, the Court has considered the patariheir entirety, as well as
other cognizable evidence, including the prosecution history. The specificationsafrtpatents

are substantiallgimilar, and Plaintiffs have nasserted the existence of substantial structy

ral

differences between the patenfthe ‘869 patent is the parent patent for the other three patents in

this caseThe Court therefore focuses its analysis in this Opinion on the specificationaand ¢
in the parent ‘86%atentwith reference toheother pagntsas necessary arhere they may slightly
differ. Seegenerally Elkay Mfg. Co. v. Ebco Mfq. Co., 192 F.3d 973, 980 (Fed. Cir. 194

(“When multiple patents derive from the same initial application, the prosecutiory hegarding
a claim limitationin any patent that has issued applies with equal force to subsequently i
patents that contain the same claim limitatipn.

The Court here identifies the most salient portions of the specifiaaitibre ‘869 patent

that ould plausiblyrelate to the disclosure tdtructure” that may support the claimed inventio

() “[Nn a first broad form of the invention, there is provided a gaming machinegaulaio
display a matrix of symbol containing elements: each column of said matrix cogaris|
portion of a simulated rotatable reel of said symbol containing elements; arelndesrh
of said symbol containing elements of at least one consecutive run of saloblsy
containing elements of at least one said reel is caused toydeplalentical symbol.
Preferably, said identical symbol is selected by a game controller from a cldnsaitable
symbols.”869, 2:9-14.

(2) “In a further broad form of the invention there is provided a method for increa

)9)

sSue

in

s5ing

probability of a winning outcome on a gaming machine . . . [p]referably, said identica

symbol is selected from a loalp table of said subset of identical symbol869, 2:66
67, 3:16-17.

L While the parties have asserted different constructions to dmgsetheterms,even assuming Konarsi
construction of the terms analyzed in this order, the Court wouldestdhrthe same conclusions and holdings.

-5-
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(3) “In yet a further broad form of the invention there is provided a method of implement

(4) Figure 3, described by the patent as “a schematic representation of ameégiher look

(5) [First PreferrecEmbodiment “A game controller (not shown) pielects at randoat

‘869 patent, to support their arguments regarding the construction of central tertng |

independent claims.
in this case SeegenerallyLemelson v. General Mills, Inc., 968 F.2d 1202, 1206, (Fed. (
1992)"“The prosecution history gives insight into what the applicant originadiyneld as the

invention,and often what the applicant gave up in order to meet the Examiner's obj&ctic

terminal disclaimers, the prosecution history of the '869 patespecially as it relaseto

ng a

gameor gaming machine; said method including the steps of: (c) providing a gaming
machine with a control module; said module including a microprocessor, a wotking

memory and a data storage device connections means, (d) writing program sadk

[

data storag device, (e) connecting said data storage device to said control module. In

still further broad form of the invention there is provided media for storing ewgadilital
code retaining devices including, read only memory (ROM) and erasable mmghbde
read only memory (EPROM), compact flash cards and PCMCIA cards; saial fonekder
including dischbased storage devices369, 3:33-48.

up table.”869, 3:58-59.

the initiation of a game sequence, a potential win element for each reel gosattbf
elements. That is, the game controller predetermines which element, and ¢hetatir
symbol, will be displayed at the end of the game, and may therefore contributentoragyw
outcome . . . In this preferred embodiment, the number of elements in a run an
location of the consecutive run or runs within the strip are predeted and remain
constant for each game played on the machine. The identical symbol which populate
consecutive run or runs of elements may be considered as one of a set of ‘iring
symbols. The game controll@rot shownyletermines the identicaymbol to be displayed
in each consecutive element of the run or runs of consecutive elements in wisiain o
is to be shownThe selection of the identical symbol is through a notional rotation of
‘inner reel’ 34 shown as a strip of elements and symbols in BIGhis ‘inner reel’ is in
effect a lookup table and is not displayed, but its simulated rotation and ‘coming to re
determines which symbol will populate the run or runs of consecutive elemef the

left-most reel.The symbols of theénner reel’ or lookup table from which the selection i$

made, are a sufet of the set of symbols displayed in the remaining‘immer reel’
elements of the leftnost reel.”869, 4:26-61. (emphasis added).

C. The Prosecution History

The partiedrave invoked the prosecution history of the patents in this case, especial

The Courtrecognizes the legal significance of this historgonstruing thelaimsat issue

Because the remaining patents are descendant or fapailéits of the ‘869 patent, obtained with

0 the

5 the
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an
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Cir.
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disavowals or limitations of the claimis, controlling as to thelaims of the other three familial

patents in this caseSeeOmega Eng'g, Inc. v. Raytek Corp., 334 F.3d 1314, 1333 (Fed.

2003)noting that prosecution disclaimer may arise fraiisavowals made during the prosecutid

of ancestor patent applicatidhsseealsoMicrosoft Corp. v. Mult-Tech Sys., In¢.357 F.3d 1340,

1349 (Fed. Cir. 2004) (“[T]he prosecution history of one patent is relevant to an understand
the scope of aommon term in a second patent stemming ftloensame patent application.”)
The Court finds the final stages of the prosecution history of the ‘869 patent instinct

this caseAfter an initial nonfinal rejection, and responsive amendments and arguments

prosecutioroffice issued a final rejection on January 26, 204Qejecting claims 1 and 21 as

unpatentable over U.S. Paté&pplicationPublicationNo. 2004/0058727 (“Marks3; the examiner

stated

“The Examiner submits that Marks’s approach of using a random number generat
where the gaming device stores random number generators for use in generating 1
symbols, identical symbols, outcomes and the like[] is substantially equivai¢ing Eame

purpose as the arrangement of spinning of a-vigible inner reel. Both function
substantially the same as to randomly determining identical symbols or t@pdiganbols

to be used in the game of chance. It appears that skilled artisan [sic]hvaweldiot only

found it equivalent but obvious to describe the effect of a random number generator
sense of spinning an inner nrwoisible reel as it appears to be only descriptargguage

describing the functions of a common random number genenatblookup table or the
like . . . It would appear to be clear to a skilled artisan that bothupdkbles and random
number generators are widely well known in the art and utilized in a mapbigigmes of
chance to generate random outcomdsCF No148, 10-11.

After requesting a continued examination, Plaintiff submitted a Response tin#teAEtion.
Plaintiff emphasized that its pateritimed a device in which the consecutivesrahidentical
symbols are displayed and visible during “rotatiohthe outeor simulatedeelsand the symbols
are selected by means of a unique process of spinning-aisible inner reel Following an
interview, thePatent Office issued a Notice of AllowabilitiRegarding the Markgrior art

reference, the examiner stated

“Marks discloses that a string of identical symbols may be displayed oplaydikevice
(figure 3A), however, in Marks the string of identical symbols appears to be ona g

symbol containing element (i.e. symbol position) of the column or reel. On thargontr

the claimed invention requires a consecutive string of three or more symbol contad

-7-
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elements (i.e. symbol positions) to be populated with the identical symbol. This dlkw
perception of the same symbol to remain on the display device during rotation @a®¢hd
identical symbol is viewed multiple times. Moreover, Marks and the totality of the ¢
art searched and cited of record appears to fail in disclosing a simwtdéable reel
including sectionsghat are fixed for each play of the game and at least one section g
consecutive string of symbol containing elements that is populated with said ide
symbol anew for each play of the garkerther, such population of the identical symb
occursby a process in which a notional, neisible inner reel is virtually rotated to selec
one of a subset of symbols to populate the section of the consecutiveXinagquently,
as the totality of the claimed invention is not taught by the prior ampl&5, 7-13, 15
22,24, 26, & 27 are allowed.” ECF No. 148, 13-14 (emphasis added).

This particular sequena# rejection and subsequent allowameestructive ago the process or
steps that can be claimed regarding the “notionatvisible inner rek referenced in the ‘869
patent. This isd say that the “notional nevisible inner reel” cannot simply represéné use of
a random number generatwith a lookup tableto randomlyselect symbols-some of which
would be identical-to appear on a displajevice withsimulated digitareels The January 26,
2010 rejection with its reference to known prior art in Marks makes this Qe the examiner
did note the difference in the ‘869 patent versus Marks with regard to the appeardnee
“consecutive string of three or more symbol containing elements,” the examipbasized the

“process”, i.e., the structure for the selection and placement of these symbdis, haube

invention was the virtual rotation of a “nwisible inner reel."Indeed, the examiner could not

have allowed the patent based simply upon the manner or configuration of the slot symbgls

appearedo the player othe digital simulated reels as this would have reflected unallovi@inle

functionalclaiming” Blackboard, Inc. v. Desire2Learn, Inc., 578d 1371, 1385 (Fed Cir. 2009)|.

Rather, he patent was allowed based upon the “totality of the claimed invention,” which incl
the claimed virtual rotation procesghich is the process by which the matrix yhbols is created
and selected for display on the simulated rotating r@élss, one of the centrajuestionghat

remains for this order is whether the “process” of a “notionahwnisible inner reel” “virtually”
rotating is actually disclosed in the claims or specification of the ‘869 pdteistquestion and

the inquiry into whether all of the claimed funct®have associated structure is explored belo
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D. Factual Findingsand Expert Testimony
Both parties’ experts testified as to the knowledge of one of ordinary skik iartat the
time the‘869 patentand other patentaereissued, including industry standards and stands
technology. Based on this testimony and the record of the hearing, the Court makes the foll

findings of fact.

First, there were a limited numbergdme development “kitlised by game developers.

The kits included random number generators or other random selection mechanisms using
mathematial formulas Importantly, these random number generators provide different opt
for a developer in terms of the range of numbers that can be provided and the extaat
randomness of the numbers generatedyame developer would need to know the speci
requirements of the game(s) to determine which random number generators wouly pevpe
the needs of the game(shMoreover, random number generators still requmdividual
programming or customization based upon the needs of the devdspihie Plaintiff's expert
conceded and the Court finds, different game designers could implement random nureltatogg
methodologies in different wayJhis is to say that random number generatare not all
equivalentand they do not all perform equally. While state law regulations, such as tho
Nevada, set requirements for randeessthis does nogstablish the programming required for th
random number generator. That programming is predominantly a function of the reqisreme
algorithm of the game for which the random number generator is being used.

Additionally, and perhaps more importantly,slot machine game such as the inventi
disclosedin the ‘869 patentand related patentequires separate programming or a Speci
algorithm to translate the “seed” number generated by a random number geinoagither a
symbol element, a stop position on a reel strip layout, or some other randomly chosenfag

the final simulatd reel display seen by the playeAs Plaintiff's own expert testified, and the

ard
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Court finds, there must be, after the generation of a large number from the randomr numb

generator, aprocesdo turn [this large number] into a random selection that would compress
number into a random selection within the range of positions on each reel.” The afaragtn

“process” is not a standard partafandom number generat®iprogrammingor a standard part

that

t
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of game developerits for slot machinesThis process is not a standard algorithm or set|of
programming associated with a generic “processor” or “game contralleéhie industry that is
known to one of ordinary skill in the arAs Plaintiff's expert acknowledgedifferent

mathematical operations could “be employed to transform the randomly selected mtmiae

reel stop position."The Court finds that, to one of ordinary skill in the art of slot machine game

design, this process entails specific programming or a gpalgbrithm that cannot be determinegd
simply by knowing the final display of game symbols on a simulated digital redhyglis

The Court also finds based upon the expert testiraodyrecordhat lookup tables may
be used and relied upon in differentygsdo determine the final display of symbols on a simulated
digital reel. For example, in this case, the two parties have implemented a similaneoita
simulated reel-the repeated depiction of an identical symbgét they have achieved that
outcome by a different ordering and use of logktablesor templatesin conjunction with
probability tables/formulae.

The Court further finds that to one of ordinary skill in the art the term “game deritro
would be a generic description of the combinatiba processor, memory and input/output devigce
but would not connote or identifgpecific algorithms or programming except teath games
must have some dynamic process of random selection of syribelggame controller simply

allows the interaction ahputs/outputs with the processor aethted memory. A game controllef

D

would not have standard algorithms or programming fyarae itself. The Court finds that ther
is no commercialhavailable or generic processor or game controller that comes taittiasd
programming toperform—without additional programming and codir@ll of the various

functions associated with a generic slot game.

V. M EANS-PLUS-FUNCTION

High 5 argues that thesserteatlaims of all of the patents are invalid as indefinite under

35U.S.C. §112.

-10 -
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A. Legal Standard
1. General

Sections (a), (b), and (f) of 35 U.S.C. § 112 provide:

“(a) In generak-The specification shall contain a written description of the invention,
of the manner and process of making and using it, in such full, clear, conciseaand
terms as to enable any person skilled in the art to which it pertains, or withitnkiotost
nearly connected, to make and use the same, and shaitis¢hébest mode contemplate
by the inventor or joint inventor of carrying out the invention.” 35 USC § 112(a).

“(b) The specification shall conclude with one or more claims particularhtipgiout and
distinctly claiming the subject matter which timeeéntor or a joint inventor regards as th
invention.” 36 USC § 112(b).
“(f) Element in claim for &aombinatior-An element in a claim for a combination may 4
expressed as a means or step for performing a specified function without tHeofec
structue, material, or acts in support thereof, and such claim shall be constremceto
the corresponding structure, material, or acts described in the spenifemadl equivalents
thereof.” 36 USC § 112(f)

Subsection (f), often referred to as “meg@hssfunction” claiming, applies to claims tha
describe a function or outcome of an invention, rather than the “structure” or means ohgbt

that outcomeWilliamson v. Citrix Online, LLC 792 F.3d 1339, 1349 (Fed. Cir. 2015

exchange for the ability to use a generic meansesson for a claim limitatiorthe applicant
must indicate in the specification what structure constitutes the nfeacis.structure must be
clearly linked or associated with the claimed functioRailure to specify the correspiing
structure in the specification amounts to impermissible pure functional claiAithgugh [§ 112
1 6] statutorily provides that one may use maalns{function language in a claim, one is sti
subject to the requirement that a claim ‘particularlinpout and distinctly claim’ the invention.
If an applicant does not disclose structure for a mearmsfunction term, thelaim is indefinite.
Ergo Licensing, LLC v. CareFusion 303, In673 F.3d 1361, 1363 (Fed. Cir. 20EMphasis
added).

“T he dispositive question in an indefeness inquiry is whether the claims, not particular

claim termsyead in light of the specification delineating the patent, and the prosecution hig

2 Courts have sometimes referredthis as subsection (6) or 6. As it appears in this Opinion, 6 ance(f)sad
interchangeably.

-11 -
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fail to inform, with reasonable certainty, those skilled in the art about the scdpeinténtion.

Cox Communication, Inc. v. Sprint Communication Company LP, 838 F.3d 1224, 1231 (Feg

2016) (internatitationsand quotation marks omitted).
2. Applicability of Means-Plus-Function Analysis

“Use of the word ‘means’ creates a presumption that 8 112 Y 6 appligsaimson, 792
F.3d at 1348. “When a claim term lacks the word ‘means’ the opposite presumptios.afipdie
presumption can be overcome where a claim fails to recite sufficient definittustr or else
recites function without reciting sufficient structure for performing thattfanc I1d.

“By contrast, if the claim merely recites a generic nonce word and the regalaim
language, specification, prosecution history, and relevant external evidence providieher
structural description to a person of ordinary skill in the art, then the presumptinst ageans
plusfunction claiming $ rebutted . . if a claim recites a generic term that, properly construeg
light of the specification, lacks sufficiently definite structure to a persardhary skill in the
art, the presumption is overcome and the patentee has invokedphesfusmction claiming’ Id.

3. Adequacy of Structure if MeansPlus-Function Applies

“Construing a mearnglusfunction claim term is a twstep process. The court must firg
identify the claimed function. Then, the court must determine what structure, if acpsedd in
the specification corresponds to the claimed function. Wihere ae multiple claimed functions
. . . the patentee must disclose adequate corresponding structure to perforrthalictzimed
functions. If the patentee fails to disclose adequate correspostliogure, the claim is
indefinite.” Williamson, 792 F.3dat 1351-52 (internal citations and quotation marks omitted).

“Structure disclosed in the specification qualifiesesrresponding structurdf the
intrinsic evidence clearly links or associates that structure to the funetibed in the claim. Even
if the specification discloses corresponding structure, the disclosure must faelesfuate
corresponding structure to achieve the claimed function. Under 35 U.S.C. § 112, paras. 2
thereforejf a person of ordinary skill in the art would be unable to recognize the structure in
specification and associate it with the corresponding function in the claim, a +pkeaiinction

clause is indefinité.ld. at 1352 (internal citationsmittedemphasis added)
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“The party alleging that the specification fails to disclose sufficient quoreting structure
must make that showing by clear and convincing evidence.” TecSec, Inc. v. Int'l 8us

Machines Corp., 731 F.3d 1336, 1349 (Fed. Cir. 2013).

The Federal Cirdtihas provided more specific guidance as to determining structurs
computerrelated or computer softwatmsed inventions. The Federal Circuit has noted that
one of skill in the art, the structuodé computer software is understood through, for example,
outline of an algorithm, a flowchart, or a specific set of instructions orlea” Apple Inc. v.
Motorola Inc, 757 F.3d 12861298-99(Fed. Cir. 2014)internal citations and quotation mark
omitted)(emphasis added).

“Structure may also be provided bgscribing the claim limitation's operation, such as
input, output, or connections. The limitation's operation is more than just its functiomw the
function is achieved in the context of the inventidd. at 1299.

In Aristocrat Technlmgies Australia Pty Ltd. v. Int'l| Game Technology, 521 F.3d 13

(Fed. Cir. 2008)a case relied on heavily by Defendant, the Federal Circuit reviewed a-m¢
plusfunction analysis for a claim pertaining to a novel form of slot machire §ame disclosed
in the. . .patent purportedly increaspkayer interest in slot machines by providing the player w
greater control over the definition of winning opportunities. It allows the playerfioedidne
winning opportunities based on symbols displayed on the top and side of adimeulicreen
representing slot machine reels. Using the invention on a 3x5 screen, for exampleye¢hean
define numerous different arrangements that will allow the player tdovisome subset of the)
243 possible winning combinatiaidd. at 1330. The patentee argued that the disclosure in {
specification of a “general purpog@pgrammable microprocessor,” or “standard microproces
base gaming machine with appropriate programming,” was sufficient to supportahepius-
function claim. The Federal Circuit disagreed. The court ultimately corttltiolt simple
references to eoputer processors in the specification provided insufficient structure to suy

the claim reasoning

“In cases involving a computenplemented invention in which the inventor hg
invoked meanplus{function claiming, this court has consistently reqdi that the

structure disclosed in the specification be more than simply a general purposestanput
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microprocessor. The point of the requirement that the patentee disclose pasticclare
in the specification and that the scope of the patent slaarlimited to that structure ang
its equivalents is to avoid pure functional claignin .For a patentee to claim a means f(
performing a particular function and then to disclose only a general purpose epasgy
the structure designed to perform that function amounts to pure functional clair
Because general purpose computers can be programmed to perform very défisemnt
very different ways, simply disclosing a computer as the structure desigogberform a
particular function does nointit the scope of the claim tah'e corresponding structure
material, or actsthat perform the function, as required by section 112 paragragtAg. . .
general purpose computer programmed to carry out a particular algorithes cieaew
machine becausegeneral purpose computer in effect becomes a special purpose con
once it is programmed to perform particular functions pursuant to instructioms
program software. The instructions of the software program in effectecaeapecial
purpose machine for carrying out the particular algorithm. Thus, in a mearsHpition
claim in which the disclosed structure is a computer, or microprocessor, pnogdain
carry out an algorithm, the disclosed structure is not the general purpose computg
rather the special purpose computer programmed to perform the disclosed algddthn
at 1333(internal citations and quotation marks omitted).

Importantly, n Aristocratthe Federal Circuit ultimately concluded that it was immater
if one skilled in the art could create the program or algorithm from serdt@hrelevant inquiry
is whetherone skilled in the art, having reviewtutedisclosed specification of the pategfwould
have understood that disclosure to encompass software to perform the function, andebten

implement such a programid. at 1337.

Other cases have addressed the algorithm requirement and the circumstarrcehiohde

a “general purpose comiau” provides sufficient structure for a megsiasfunction claim. In

]
DI
t
ning.

pute
r

br, b

—

ial

abl

Ergo Licensingthe Federal Circuit found that the claim for “programmable control means” fgr an

infusion system used to meter and deliver multiple fluid sources into a fsbedi/, could not
be supported by the “recitation of ‘control device’ throughout the specifica6@B.F.3dat 1363

The Ergo Licensingcourt reasoned that such a “control device” was the equivalent of a ge

purpose computer that precedent had found insufficient to support a claim without kbsudisa
of an algorithmld. at 1364. The court noted that a general purposeputermay be sufficient
where the function can be carried out by a compuittroutany special programming, butath
occurs only in “rare circumstancegd: at 1365. The court reiterated that while algorithms may
described “in prose,” it must still constituta Stepby-step procedure for accomplishing a give

result’ 1d. (emphasis added).
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Importantlyfor thiscase in Williamson the Court rejected the argument that depictions
“a representative display from the presenter computer system” casypporting structure,
reiterating the necessity of the underlying method in the form of an algoltiliamson 792

F.3d at 1354.

B. DiscussiON
1. The Parties’ Arguments
High 5 does not make particularized arguments as to each claim it essedbd. Rather,
High 5 argues that the assertddims and limitations are expressed in functional terms, 3
generally speak to outcome$iow the symbols are displayed or arranged, or respond to inf
without providing in the claims or the specification sufficient technologicaalgorithmic

structue to support those functiortdigh 5 relies extensively ofiristocrat Technologies Australial

Pty Ltd.and its progeny to support the claim that the complex electronic display fundtissisea
here require technical supporting structure, specificallgralgns or sufficient explanatigrto
construct supporting algorithms.

High 5 argues that the word “processor” in and of itself is not sufficient struotsogport
the claimed functions. High 5 asserts that it is undisputed that the claimed rigetmot be
performed without software, and therefore merely claiming a “processonsusficient. The
specification does not provide any description or discussion of the type of processoy, (
software, algorithm, or code. The named inventor admitiat the “processor” at issue is a
“ordinary” processor in his deposition.

High 5alsoargues thathe term‘game controller” similarly is not sufficient to perform thg
claimed functiongs no algorithm or software code is disclosed in any of the patkgits5 asserts
that in the ‘810 and ‘955 patents, the asserted claims use “game controlEatliostprocessor.”
The specification does not describe the game controller, but does state thadtislgown.”
Yoshimi, the inventorgharacterized the “game controller” as being a “CPU” that “may also h
ROM or RAM.” High 5 asserts that this indicates that the game controller is also a gg

processing device or processor with no underlying structure disclosed.
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Konami argues principally that thferistocratline of cases does not apply, as terms such

as “processor” and “game controller” are watlown names for definite structures, and that th
adequately support the claims such that the presumption against-phesfusiction is not
overcome.Konami cites toApple Inc: “Hence, where a claim is not drafted in mephss-
function format, the reasoning in tAeistocratline of cases does not automatically apply, and
algorithm is therefore not necessarily required. The correct inquiry, \miegins is absent from
a limitation, is whether the limitation, read in light of the remairmilagm language, specification
prosecution history, and relevant extrinsic evidence, has sufficiently definitgure to a person
of ordinary skill in the art. Here, the answer is yes.” 757 F.3d at 1298.

Konamifurther cites toTyphoon Touch Technologias Dell, Inc, 659 F.3d 1376 (Fed.

Cir. 2011)for the assertion that structure for software functions can consist of “an outlame
algorithm, a flowchart, or a specific set of instructions or rules,” andd“orly disclose sufficient
structure for a person of skill in the field to provide anrapee software program for the specifie
function.” Id. at 1385 (analyzing means-plus-function claim).

Konami argues that even if the terms “processor” and “controller” appear genatiayto
person, they convey sufficient structure to one with skithéart. Konami argues that these term
in conjunction with, for example, “display device,” “memory device,” and “mgndevice used
to store data,” provide sufficient structure to one of ordinary skill. “In commdargz in the
gaming arts, “processor,” and “game controHes¥hich includes a processor, a memory, a
inputs/outputs—do not invoke meanglusfunction and should be held to be definite for all tk
reasons discussed below.”

Konami argues that “method claims that parallel apparatus claimstdovoke means
plus-function.” Konami argues that its process claims must be distinguished from apps

claims.SeeO.l. Corp. v. Tekmar Co., Inc., 115 F.3d 1576, 1583 (Fed. Cir. 198} ¢laiming

a step by itself, or even a series of steps, doesmplicate section 112, 1 6. Merely claiming
step without recital of a function is not analogous to a means plus a functiéihwe were to
construe every process claim containing steps described by an “ing” verb, sudirag paating,

reacting transferring, etc. into a stgghusfunction limitation, we would be limiting process claim
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in a manner never intended by Congress.”).

Konami argues that claim 19 of the ‘869 patent and claim 21 of the ‘540 patent, recite

processor of the gaming machine configured to . . .” while claim 10 of the ‘955 patentiand

8 of the ‘810 recite the step of “initiating, via the game controlkofiamiargues that these are

steps to an end, rather than “functions” and as such 112(f) should not apply. Kwgaes that
both “processor” and “game controller” provide sufficient structure to sugpodaims of which
they are a part.

Konami notes that only claim 1 of ‘869 (the first independent claim of the parent pal

a

cla

N

ent)

recites a “processor configured trid argues that the language “to execute” in that claim provides

sufficient structure. Konami argues that the specificatiogference to a “control module” tha

includes “microprocessor and working random access memory” provides additionalrsttha

supports these claims, and that one of ordinary skill would understand that “control naodule

“game controller” are synonymous. Providing as an example dlafihe ‘810 patent, Konami

argues that “a commercially available-tfe-shelf processor isapable of imitating an instance

of the game” and “random selectiorKbnami argues that the functions recited in the clain

including “to initiate,” “to randomly select” and “to replace,” would be understoodr®y of

ordinary skill in the art, as functions that an ordinary “game controller” would be caplab
producing.

Finally, Konami asserts that even if 112(f) applies, the specification sulftigidescribes,
“in prose” the underlying algorithms, to support the claifocusing on the specificatiom the

‘955 patent, Konami argues the following algorithm in prose exists:

“The first step is to ‘preselect at random, at the initiation of a game sequence, a potg
win element for each reel from the set of elements.’ ‘955 Patent34:28econdly‘at
least one reel, the first lefihost reel, is arranged to have at least one run of an iden
symbol in each of a number of consecutive elements,’” where the game cont
‘determines the identical symbol to be displayed in each consecutive etsfrttetun or
runs of consecutive elements in which the symbol is to be shown.’ ‘955 Pater894:3
5255. The specification further discloses the procedure for the random selection

identical symbol as being ‘selected from a lagk table of [the] subset of available

symbols;’ and in terms of a “notional rotation of an ‘inner reel’ 34 shown aspao$t
elements and symbols in FIG. 3 [and where] this inner reel is in effect a lookup
table...”” ‘955 Patent, 3:16-17; 4:52-60.”
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Konami asserts th#his disclosure offers sufficient structure to one of ordinary skill in the art|
2. Discussion
a. MeansPlus-Function Applies

The Court finds that the presumption against meglusfunction claiming has been
rebuttedas tothespecifications andssertedalaims in the four patents at issue in this cdsere
is no dispute that the relevaspecificationsand respective terms do not use the word “mean
The Courtnonethelesfinds that thespecificationsn this casalisclosevarious functionsvithout
disclosng or teaching a corresponding structtoe these functions. This finding ariseéem a
review of all the patents, beginnifigst with an analysis of thepecificationof the ‘869parent
patent The assertedlaims focus almost exclusively on the outputmanner of display of the
symbols on the simulated rotated reels visible to the player without disclosing théyingde

programming or algorithms which create the structure for the “process’rafély spinning” the

s.”

“notional nonvisible inner reel’or the “process” for random selection from a subset of sympol

elementsSpecifically,for example the assertedlaims andspecificationof the ‘869disclose a
number of functions for which there must a concomitant adequate disclosure of strGtaim

1 discloses “gaming machine comprising:paocessor configured to execute a gatisplaying
a matrix of symbol containing elements” on a simulated reel with at least “one seatibitina
consecutive run of three or more of said symbol containing elements is populatedibgtecal
symbol.”Claim 1thendescribes a function or process by which “said identical symbahdomly

selectedanew for each play of the game, wherein said identical symbol is selectedulajty

spinninga notional, norvisible inner reelcomprising a subset of said plurality of symbols|

(emphasis added) Claim 190f this patentfurther discloseghat the selection process of th
processor including the run of consecutive symbols must represent a tnfethiacreasing
probability of a winning outcome” while still maintaining the consecutive run of symbols
ensuring that “all other remaining symbols containing elements of said simubsaéablereel
[sic] are populated with fixed symbols from the plurality of symbols for eaghgflthe game”
where the “subset of said plurality of symbols is arranged on a notionaisible inner reel, such

that said identical symbol is randomly selected anew for each play ofrtieelyavirtual rotation
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of said notional non-visible inner reel.” (emphasis added).

The asserted claim®r the ‘869 patent anthe descendant paterdscloseother terms
possibly related tcaccomplising the aboveioted and other functiorisr theslotgameinvention
for the four patnts For example, the specification for the ‘869 patent discloses thgara€'
controller (not shown) preselects at random, at the initiation of a game sequence, a potentig
element for each reel.” ‘869, 4:32. The ‘869patentalso disclosea “gamng machine with a
control module said module including a microprocessor, a working memory and a data st¢
device.” ‘869, 3:3348. Claim 1 of the ‘540 patent disclose$processorconfigured to execute |
game” with similar functional output. Claih of the ‘810 patent disclos@s“gaming machine
comprising: anemory deviceonfigured to store data representing a reel” arghan€ controller
configured to.” Claim 19 of the ‘955 patetisclosesa “memory deviceonfigured to store datal
representin@ reel” a “display device configured to display a matrix [of symbblahd a “game
controller configured to initiate the instance of a game.”

Importantly, regardless of the terms disclosed in the respective spémiicatasserted
claims, the Courfinds that thefour patentsall disclose thathe gaming machinéproceser”
(and/or ‘game controllér and/or ‘memory devicé and/or ‘display devicé and/or “control
module”) musiperform at leastthe following functions:

(a) display a “matrix” of*simulatedrotatable reel[s]’and determine the manner of th

display in terms of the number of rows or columns or other manneswalarrangement

(b) maintain an identifiablésubset”of “a plurality of symbolsto be placed in symbol

positions on the digital displayf “simulated reel$

(c) “pre-select’which symbols will appear in whatever choseatricesof display exist

for theduration of each play of trgame,

(d) determine based upoan *“assigned” “hierchy of probability” the “winning

arrangement of symbolsiver multiple iterations of the game and then determine

display and selection of the set of symbolsdachplay of thegame,

(e) maintainand followa flowchartor algorithmidentifying the “fixed” or predetermined

“symbol element’positions of the displad symbds on the “simulate reel[s]” including
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a “preselect[ed]” “win element,” a “consecutive run” of “identical symbbland a
“random” selection of symbols from the subset of symbols-$etect[ed]” for the entire
iteration of a gaméor the nonidentical symbol positions

(H randomlydetermine when th&onsecutiverun” of “identical symbols'will be a part

of the winning selection of the gamand

(9) “increasef] probability ofa winning outcomeih direct relation to the consecutive ru

of identical symbols or the matrix of symbols appearing with the consecutivefr

symbols.
And these functions only represent the essential functions disclosedonr paents.This list is
not intended to be a complete list of all of the functions associated with the fentspat issue
in this case.

The specificatios and asserted claims for the four patehtsveverdo not disclose
sufficient structure to accompligiil of thefunctions noted This is especially true of tiselection
of symbols functions notedFirst, it is undisputed that no algorithm or flowchart or customiz
stepby-steprandom seleotn process is disclosed in any of the patéMisile the varous patents
contain figures or drawings, they do not individually or collectivedpresent flowcharts or
algorithms that coulddequatelyserve as a basis f@rogrammingsoftware for the computer
related devices in the inventioimdeed, the specificatioof the ‘869 patent explicitly concede
that the process for selectionsyimbols by means diie “game controller” isffot showiin the
specification (or the claims)(emphasis added)The specification further acknowledges in th
first preferred embodiment that thelatedprocess for “populat[ing]” the symbols in the symbq
positions by means d$pinning” the “inner reel” which s in effect a lookup tablé is also ‘hot
displayed’ These processes are not disclosed in any further detail in the descendantatent
the very processes or structures that are essential gelixetion and display functions of thy
invention are nothy explicit acknowledgmendisclosed in the patents.

Second, the Court rejects Konami's argument tpheocessor’and“game controller” are
terms connoting@dequatestructurefor the associated functions individuals with ordinary skill

in the art of slot machine design and that such structure may be observed-time&tiélf”
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processors known to individuals in the industry. Konami did not present compepensoasive
evidence of the existence of such commercial processors that could perform thigedde
functions associated with invention. The Court finds that the expert testmmoingecordn this
case did not establistine existene of suchoff-theshelf commercial pocessors which could
readily andadequately perform the functionsted above andisclosed in thesserted claims
Quite the catrary, the expert testimony confirmed thhe multiple functions and outcome
associated with the inventiowould require unique and specific programmibgsed on a
customized algorith(s) or specific flowchart(sho accomplish the range of functions diseldsn
the slot machine inventiasf the four patentat issue in this cas&Vhile slotmachineggame design
kits might perform some of the noted functiptiere was no evidence presented that such Kkits
other “off-the-shelf’” processors coulde readilyand adequately programmed to perform th
functions disclosed in the fopatents.

Konami’s argument represents a conflation of the capabilities of a g@necessor with
the standard structure associated with antlugishelf” commercially available process. The fa
that a commercially available processor, like a general compler,the capacity to beg
programmed to perform the functions disclosed in the patent does not mean that the s
programming or software necessaryperform the specific factions of the invention are 3
standard component or aspect of these generic processors. As noted, in fact, to dimergf ¢
skill in the art, it is and would be understabdt such standard processors or game controller
game kits would require partilar additionalprogramming or coding to perform the functions
the patents in this case.

For the reasons noted (and for the additional reasons follotyitig) Court finds that
meansplusfunction analysis applies to the specificatiamsl claimsof the four patentat issue
in this case.

b. MeansPlus-Function Analysis

3The Court notes that there is some tension and overlap between the initigl agjto whether means
plusfunction applies to the construction of the claims and the subsequeinyiaguo whether the claims and/o
specification disclose sufficient gtture to avoid a finding of indefinitenesBor this reason, the Court's
determinations and reasoning on both inquiries should be considered twajyrand not discreetly.
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As noted, meanplus{function analysis involves a twstep process. “The court must firs

identify the claimed function. Then, the court must determine what structure, if adpséd in

the specification corresponds to the claimed function. Wihere are multiple claimed functions

. . . the patentee must disclose adequate corresponding structure to perforrthallclaimed
functions” Williamson, 792 F.3d at 13552. (internal citations and quotation marks omittdd).
cases like this one “involving a special purpose compuatplemented meanglus-function

limitation” federal law requires that “the structure disclosed in the specification be more

simply a general purpose computer or microprocesptmdh Sys. Inc. v. Intuit Inc675 F.3d
1302, 1313 (Fed. Cir. 2012)(internal citations and quotations omitted).

The Courthas already identified functions disclosed in the invention which serve ag
bass for the analysis in this opinioseesupraSection IV.B.2.a. These functionsenumerated
previously,can be divided into tbwo basic categoriega) game display functions afio) game
symbol selectiofplacementunctions. The Court further elaborates here on why the patents d{
disclose sufficient associated structure in relation to the specific foaddaght in the patents.

The Court finds that the “processor” in Claims 1 and 19 of thep@&ht, the “processor”
in Claims 1 and 21 of th®40 patent, the “game controller” in Claims 1, 8 and 15 of the ‘8
patent and the “game controller” and “memory device” in Claims 1, 10 and 19 of thpa&85%
are not meaningfully distinguishable from the “general purpose computédwistructure noted

in Aristocrat 521 F.3d at 1333. As the specification notes, the structure or outline of the pr

of the “game controller” isrfot showi in the patentsAnd the specifications certainly do not

disclose an algorithm or flowchart or other structure for the programmiaggeheral purpose

b

thar

5 the

D NOt

0Ces

computer.For example, Claim 1 of the ‘869 Patent teaches a “gaming machine comprising:

processor configured to exeewt game displaying a matrix of symbol containing elements.” T
language does not suggest anything beyond a general purpose processor or computenn Tt
goes on to describe whagppearson the “display”: “a simulated rotatable reel comprising sesti
of symbol containing elements” with “at least one section in which a consecutive hreebt
more of said symbol containing elements is populated by an identical symbol ,sastliaé

simulated rotatable reel rotates, a consecutive string of said same identicall isyselgquentially
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displayed.” This language does not provide ciaatruction or direction as to an algorithm @
programming to create or generate what is on “displaly€’ description of what is displayed if
terms of a consecutive raf symbols on oneeselof a set of simulated rotating reels doesitse|f

suggest or indicate sufficieanderlying structure or programming for the processor, since th

may be, as noted by experts here, multiple ways to achieve these displays. Ndah. S§%5

F.3d at 1317 (noting thahe fact that‘various methods might exist to perform a function
precisely whythe disclosure of pecific programming is required”)(internal citations an

guotations omitted).

=

ere

is

d

Similarly, Claim 19 of the869 patent discloses a “method for increasing probability of a

winning outcome on a gaming machine” with said method comprising a processogafrtimeg
machine configured to “arrange” a display of symbols “as the simulatedbigtaeel rotates” as
the player is watchingBeyond merely stating that the symbols would be “randomly” seled
while still maintaining a consecutive run of symbols in oee, this claim also does not disclos
a specific algorithm, code or programming to program thecgssor” to increase the probdlyil
of winning while still performing the various functions disclosed in the inventiarely
describing a sequence of visual outcomes does not provide structure as toehsoitware
displays, selects and tracks the seten and placement of symbols in the symbol positidsghe
Federal Circuit noted iwilliamson, simply offering a “representative display” of the outcome
programming or software coding does not itskticlosesufficient structure to avoid a finding of
impermissiblefunctional claiming. 792 F.3d at 1354.
Indeed, the Court finds based upon the expert testimony of the withesses in thistca
specific forns of look-up table, such as the inner reel layouepented by Konami at the hearin
or the staggered interactive tables presented by Highc®njunction with an enumeration of th
timing of the selection of symbols, are the typé flowcharts with a set of probabilities and
programmed random numbeergrator(s) that would need to be disclosed to identify
associated underlying structui@ased upon the record here, including the testimony of b
experts, the Court does not find that a person of ordinary skill in the art would understal

specifcations to disclose sufficient or adequate structure in terms of an algorithowohdrt(s)

-23 -

ted

W

of

se tt

0

11%

the
oth
nd tr




© 00 N oo o b~ w NP

N NN DN DN DN N NDN R P RB B B B B R R
0w ~N o 00~ W N RFP O © 0 N O 01~ W N R O

to support the identified functions in the four patents at issue in this case.
The few intimations of structure in the patents are insufficient to completdilgssdall of

the disclosed functions in the patents. For example, thereefer@ncen Claim 19to a process

by which “said identical symbol isandomlyselected anew for each play of said game.” The

reference to “random” selection would suggest the use of a random numbertayeimethe
process of choosing the symbols that appear on the display of simulated rotatalieeeethis
assumption of the use of a RNG does not sufficiedifglosethe associated structurersij this

claim goes on tondicatethat the process for random selection isvhtually spinning a notional,

non-visible, inner reekcomprising a plurality of said symbolgé&mphasis added). The asserted

claims of the ‘869 patent, however, never disclose what this “virtuagss consists ef not
evena single step let alone the “stbg-step procedure for accomplishing a given result” that

required for identifying structur&rgo Licensing673 F.3d at 1365.

Perhapsnost importantly the ‘869patentwas allowed based upon the examiner finding

LT

that the process of a “notional nwisible inner reel
process apart from simply the use of a random number generator withugpltatde. That isthe

inventor overcame the examiner’s final rejection based upon obviousness in relatiopriorth

11°)

art of theMarks patentapplicationby convincing the examiner that this process ofttal

spinning”of a “notional norvisible inner reel'was notsimply use of a lookup table and random
number generator as disclosed/iarksbut something more and/or differelmtdeed, the examiner
explicitly referenced thegrocess in which a notional, newsible inner reel is virtually rotated toj
select one of a subset ofrslyols to populate the section of the consecutive spingess” as a
basis for allowing the patent in reference to Mak@nami cannot now claim that this “notionall
non~visible inner reel” isactuallynothing more than the use of a random number gemevdtoa

look-up tablewhen the inventor specifically disavowed this to obtain the pa@eneral Mills,

virtually” spinning represented a unigye

is

Inc., 968 F.2d at 1206, (noting that “[the prosecution history gives insight into what the applican

originally claimed as the inventiomnd often what the applicant gave up in order to meet the

Examiner's objections.”). Importantly, this disavowal and this Court’s fintfiagthe inventor of

the ‘869 patent disclosed a unigue process beyond a simple random number generator and lo
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up tableappliesto the subsequent patents as well. Raytek Corp., 334 F.3d at 1333 (noting th:

“prosecution disclaimer may arise from disavowals made during the proseafidaincestor patent
application¥).
Konami also argues that general “processgpe terms have den held to constitute

sufficient structure to support a claim. @ox Communicationthe Federal Circuit reviewed §

claim for invalidity where the parties had stipulated that me@&msfunction analysis did not
apply. The Court found that “processing system” did not render the claim indefinitevetowe
so doing the court emphasized that the novelty protected by the patent consistednetiog™

and “steps of these methods, not with the machine that performs them.” Cox Coatroon&38

F.3d at 1229. Moreover, “the specification provides certain algorithmic dethlsat 1233.
Konami’s reliance oi€oxis misguided, particularly where the Federal Circuit has made clear
invalidity applies to a claim in its entirety, and a vague term will not necessasulydate a claim
where that term is not relevant to the novelty that is the protected invemtidmhere the term is
clarified by the specificatiorSeeid. at 1233. Herehowever,the inventor claimed a specifig
process for virtually spinning a notional neisible inner reel, yet he never actually disclosed t
process or algorithm for this selection proeessprocess which is central to the alleged nove
of the invention.

Even if the virtual spinning of a notional narsible inner reel was construed nothing
more than use of a random number generator and aujpdéble, this wouldstill not provide
sufficient guidancéo one of ordinary skill in the art to understand the associated strtmttine
patented slot game. As noted previously, the pateotld need to further disclose some form ¢
flowchart or algorithm beyond simply describing the outcome disglagehe visible digital reels.
TheCourt finds, based upon the evidence adduced in thistbasthe mere disclosure of the us
of a random number generator does not itself disclose a particular strasttive randomumber
generator must itself be programmed or chosen based upabwibvibe used by the algorithm
or flowcharts for the slot game.

Konami’s illustrative reference to the ‘955 patent’s “steps” in terms of wjrabas are

selected is unpersuasive astaucture. Tie paterg do not disclose sufficiestructure describing
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how thesymbolselected by th&inner re€l is populated into th&outer reel It says nothing about
how the technology usddr the “outer reels~—possiblytemplates defining the reelalong with
random number generation and look-up tables to determine stopping positions, though this
undefined—would interact with or incorporate the “inner reel,” such that the consecutsvare
filled with the repeated symboklected by the inner reel. The patentsndt¢ disclosehow the
standard technology for the outer remlay or may not be modified in some way in order
incorporate the symbol selected by theerreel. The asserted claims and specifications prov
scantinformation at alebout how the inner and outer reels relate, and how they must be mog
in order for one to be used to “populate” the other. Merely using the word “populate” is
sufficient, particularly where the patent does not disclose any details & ttedhnology
supporting the remainder of the machine, including any detail as to the tepmalatksn number
generators, and loekp tables that may support the “spinning” of the “outer,” or visible reels. E
if one of ordinary skill could figure out how to perform this function, the proper inquiry ithehe
one of ordinary skill “would have understood tHesclosurgof the patent] to encompass softwar]
to perform the function and been able to implement such a proghaisidcrat 521 F.3cat 1337.
“[Nt is not proper to look to the knowledge of one skilled in the art apart from and unconnec
the disclosure of the patentd. (internal quotation marks omitted).

Furthermore, the Court finds that the figures and drawings in the patdrdaaly provide

FIG. 3C
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insufficient illustrative structure but they actually render the assertieascad specification more
confusing and difficult to discern for one of ordinary skill in the art. For examplikeuthle

depictions of theepeated symbalisclosed in the prior am theMarks, figure 1in the ‘869 patent

(and other patentsdoes not actuallgepict a consecutive run of an identical symbol on gne

simulatel reel.

[Fig. 3C -Marks— U.S. Patent Application PublicationdS2004/0058727]

[Fig. 1 —U.S. Patent No. US8,096,869 B2]

The ‘869 patent allegedly discloses in Figure 2sahematic representation of the elements g

symbols of portions of the first or leftost rotatable reel d¥lG. 17, but the reel appears to b

displayed horizontally and does not correspond to the numbering or stop positions in Figur

the symbols actually displayed in FigureAs Konami acknowledged at the hearing in this ca
these two figures present a confusing and inchoate disclosure of underlyingrstassociated

with the patents in this case.
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[Fig. 2 — U.S. Patent No. US 8,096,869 B2]

Figure 3 of the ‘869 patewlisicoseso further guidance as to a flowchart or algorithm
one of ordinary skill in the art. While it purports to discléaeschematic representation of a
‘inner reel’ or lookup table”, the disclosure is inadequate and incomplete to estdidisletails
of flowchart or algorithnto program the slahachine game Unlike thereelstrip layout Konami
presented at the hearing in this c&sgure 3 does not disclose sufficient detail about the full rar

of symbol positions including the consecutive run of symbols and the process of their rg

selection along with that of the remaining syitstdor the reel positions.
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[Fig. 3 — U.S. Patent No. — US 8,096,869 B2]
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The Court finds based upon the expert testimamy evidenc@resented at the hearing that th
figures disclosed in the ‘869 patent (which are similarly disclosed in theggidrggatents) would
not indicate to one of ordinary skill in the art sufficient structure for the fumgtlisclosed in the

patents.

ABSTRACT | DEA
High 5 argues that the claims are invalid as abstract under 35 U.S.C. § 101.
C. Legal Standard
A defendant must prove invalidity by clear and convincing evidedeeMicrosoft Corp.

v. 141 Ltd. Partnership, 564 U.S. 91, 95 (2011).

“In Mayo Collaborative Services v. Prometheus Laboratories,l82.5.Ct. 1289 (2012),

[the Supreme Cour§et forth a framework for distinguishing patents that claim laws of nat
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natural phenomena, and abstract ideas from those that claim-@aidnié applications offtose
concepts. First, we determine whether the claims at issue are directed to oosegbdtent
ineligible concepts. If so, we then ask, what else is there in the claims b&Pof® amnswer that
guestion, we consider the elements of each claim both individually and as an ordesgthttom
to determine whether the additional elements transform the nature of the claim irtemta [
eligible application. We have described step two of this analysis as a search reeative
concept—i.e., an element arombination of elements that is sufficient to ensure that the pate
practice amounts to significantly more than a patent tip@meligible conceptself.” Alice Corp

Pty. Ltd. v. CLS Bank Inter., 134 S. Ct. 2347, 2355 (20mvAlice Corp Pty. Ltd. the Supreme

Courtreviewed patents held ineligible as abstract. These includetbarithm for converting

binary-coded decimahumerals into pure binary forrgottschalk vBenson 409 U.S. 63, 71-72

(1972); a mathematical formula for computing “alarm limits” in atalytic conversion process

Parker v. Flook, 438 U.S. 584, 594 (1978);amethod for hedging against fimeial risk of price

fluctuation,Bilski v. Kappos, 561 U.S. 593 (2010);kdackjack variation,” with standard playing

cards, laying oudiscrete rules and a stby-step process for the dealer to folldwre Smith 815
F.3d 816, 81718 (Fed. Cir. 2016); anddlaims “adding conventional computer components
well-known business practices.” Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1338 (Fed
2016).

In Enfish the Court reviewegatents falling into the final category: “[T]he claims at iss}|

a

Nt in

in Alice and Versatacan readily be understood as simply adding conventional computer

components to weknown businesgractices. Sedlice, 134 S.Ct. at 235860; Versata Dev.
Grp., 793 F.3d at 13334 (computer performed “purely conventional” steps to carry out cla
directed to the “abstract idea of determining a price using organization and prooupgt

hierarchies); seealso Mortgage Grader, Inc. v. First Choice Loan Servs. Inc., 811 F.3d 1

1324-25 (FedCir. 2016) (claims attaching generic computer components to perform “anonyr

loan shopping” not patent eligibldnhtellectual Ventures | LLC v. Capital Oigank (USA), 792

F.3d 1363, 136469 (Fed.Cir. 2015) (claims adding generic computer components to finan
budgeting);Ultramercid, Inc. v. Hulu, LLC, 772 F.3d 709, 7447 (Fed.Cir. 2014) (claims
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applying an exchange of advertising for copyrighted content to the It)t{elongSAFE, Inc. v.

Google, Inc. 765 F.3d 1350, 135585 (Fed.Cir. 2014) (claims adding generic computg
functionality to the formation of guaras®d contractual relationship€hfish, LLC v. Microsfot

Corp., 822 F.3d 1327, 1338 (Fed. Cir. 2016).

In In re TLI Communications LLC Patent Litigation, the Federal Cirexplainedthat

“generalized steps to heerformed on a computer using conventional computer activity” are
“directed to an improvement in the functioning of a computer” and as such are ‘ditecia
abstract idea.823 F.3d 607, 612 (Fed Cir. 201&heTLI Court determined that “the clairhgere
are not directed to a specific improvement to computer functionality. Rathgrrénéirected to
the use of conventional or generic technology in a nascent bukneeiin environment, without
any clam that the invention reflects an inventive solution to any problem presented by comi
the two” Id. In rejecting the subject patent in step two of the analysis, the Court notéfl] that
well-settled that mere recitation of concrete, tangible components is insuffizieobhfer patent
eligibility to an otherwise abstract ideRather, the components must involve maohan
performance ofwell-understood, routine, conventan activities previously known to the

industry.” 1d. at 613internal citations and quotation marks omitted)

D. Discussion
The Court finds that Konami’s (i.e. the original inventor’s) patents’ claims uhakaiy
and collectively are invalid for abstractness.
High 5 argues that the claims at issue here are directed towards what arallysgante
rules, albeit in the context of a computerized “game,” and that pursubntgd&mith andin re

TLI Communications LLC Patent Litigatiorihe abstract concept of the manner in which t

“‘game” is played or depicted, or the arrangement of the symbols in the course arihthaspot
patentable, even if it is executed through the use of various technological comspgeaerically
recited.

Konami, emphasizing the burden of proof, argues tfthhe' Konami claims cover a

gaming machine that displays virtual reels having sections of identical, repsstimgpls
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separated by sections of nmientical and thus nerepeating symbols, so that the displayg
sections of repeating symbols heighten player anticipation of a potential win. ot lere

should determine that the claimed dmn overcomes a problem recognized in the industry
which ‘machines and games therefore that offer novel and stimulating variatione .eagarly

sought”’

Konami further argues thaeven if the claims are deemed to recite generic compl
system components that are not in themselves inventive, the Court should find the “o
combination” of the limitations, comprising a game in which “as the simulatetabde reel
rotates, consecutive string of the identical symbol . . . is sequentiallyydidgldo be sufficient.
Konami notes that in_re Smith the Court posited in dicta that a novel game employing
original deck of cards might be patentable. Konami asserts that theitspate equivalent to g
new deck of cards; they cover a new and origiitélial reel for a slot mache.“In gaming systems
prior to this invention, reels did not exhibit identical symbols in consecutive positionshaoe v
symbols on the reel randomlglsected to change from game to gam®&/hile some of the
individual computer hardware components may be conventional, the limitations defining
inventive concept all depend on the unconventional configuration recited in the claims.”

Pursuant tcAlice Corp, the Court first asks whether the patents are directed towa
patentineligible concept, such as an abstract idéee Court finds that the patents at issue in tf
case are directed toward a paterigible concept regarding “rules of a gatriee. slot machine
game rulesHigh 5’s analogy to game rules is compelling. As laid out above, the patengs |
essentially generic computing components, within theegigting framework of the “game” of g
slot machineThese components perform the functions of what may be described as an ag
variation on a play of the gamehe game is played such that the reels display consecutive
of the same symboAs explained here previously in significant detail, the primary fafube
patents, as ackmdedged evely Konami, is displaying a consecutive run of a randomly seleg
identical symbol in oneecelof the simulated digital reeis each iteration of a ganas a means of
increasing interest in the game and “increasing probability of angroutcomée’ As the Federal

Circuit found inln re Smith claims directed to new game rules oriaaons of a gamare directed
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to an abstract patemeligible concept. 815 F.3d at 818. The Court thus finds that the four pa
at issue in this case are directed to altering the rules of the game regardyagrestand are thug
directed to a pateniheligible concept.

This Court’s inquiry does not end with a finding that the patents are directed tow.
patentineligible conceptAs Konami pointout, the Court inIn re Smithprovided the explicit
caveat that the invention of a “game using a new or original deck of cards” couldagbigter]

survive the secondtep inquiry undeAlice. In re Smith 815F.3dat 81718. These patents mayj

overcome a fiding of invalidity for abstractness if they nonetheless disclose an “inveaineept
sufficient to transform the claimed abstract idea into a palegible” invention. Id. at 819.

The Court does not find that the claims hardividually, collectively, or in ordered
combinationdisclose an “inventive concept” as explainedrime Smith The reasoning in that
case is equally applicabte the factsof this caseThe Court rejects Konami’'s argument that th
ordered combination of claims results in an inventive concept by virtue of the uniqusy disp
configuration of symbols on the simuldteeels.While the claimsat issue here may disclose
different configuration of the displayed symbols in a slot machine gamedthagt disclose a
new game or aew technology directed to the slot game. The claims both individually and i
ordered combination disclose “purely conventional steps to an abstract IdleGelecting an
identical symbol for a consecutive run of symbols in one sintitaggtal reel, at least as disclose
in the asserted claims hempes not represent a new form of selection or derive from a 1
technology associated with slot games. This selection process, as conckdedry, relies upon
the use of random number generators and look-up tables. While these technological camp
require programming, as the examiner noted in his initial rejection of the papdicaapn, the
patens’ use of these components does not represent a nonobvious ordered combination.

Moreover the Caurt does notigree that thenere configuration of aonsecutiveun of
symbols in one simulated reel represents something more than changingslodéthdegame. A
generic slot game, as noted by experts in this case, has ever changing symiteld aehndom.

Realigningand altering the display of symbols on simulated spinning reels is the vengesde

ents

ard

—+

e

D

new

bnen

the generic slot game. Changing hoftena symbol appears and where it appears in a slot game
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without more is simply altering the manner of disppayandom symbols i.e. chaging the rules
of the game. Changes to game rules of a generic slot machine using conventional teehmaol
not patentable.

Ironically, the claims fail thissecond stenquiry in part for the same reasons ttiegy
failed the meanglus{function analysis. Specifically, the parent ‘869 patent was allemtedalia
because it disclosed anegleéd unique method of random selectionrtual spinning of a notional
non~visible inner reelHowever, a review of the specification aassertectlaims indicates that
the inventor never actually provided the structure or programming for thisgsro€onsequently,
Konami cannot establish that this selection process sapse an inventive concemr new

technology (or selgion process) directed to a generic slot game.

V. CONCLUSION
IT IS ORDEREDthat High 5 GamesMotion for Summary Judgment, ECF No. 92,
GRANTED. The Clerk of Court is directed to enter judgment in favor of Defendadt

Counterclaimaniigh 5 Games, LL®n all asserted claim&All other motions are denied without

prejudice as moot. The Clerk of Court is instructed to close this case.

DATED this 2lstday of February, 2018.

=2

RICHARD E. BOULWARE, I
UNITED STATES DISTRICT JUDGE
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