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5 International v. Unknown Registrant of www.imgmcasino.com Do

UNITED STATESDISTRICT COURT
DISTRICT OF NEVADA

* k%

MGM RESORTS INTERNATIONAL
Plaintiff, Case No. 2:14ev-1613-GMN-VCF
VS. ORDER
UNKNOWN REGISTRANT OF MOTION FORDEFAULT JUDGMENT AND
WWW.IMGMCASINO.COM, PERMANENT INJUNCTION (#18)
Defendant.

This matter involves MGM Resorts International’s trademiaftngement action against th
unknown registrant affww.imgmcasino.conSegCompl. ¢1) at 11 2429%). Before the court iIMGM’s
Motion for Default Judgment and Permanent Injunction (#18). It is unoppbeedhe easons state
below, the court orders supplemental briefing on jurisdiction.

. BACKGROUND

It features 6,852 guestrooms, 171,500 square feet of gaming space, five outdoor poolshping,
a spa and salon, the Cirque du Soliel's Ka show, werdwned restaurants, loungasyedding chape
expansive convention and meeting room space, nightclubs, andoteeities and attractiondd.)
Since 1973, MGMResortdhascontinuously offerea wide variety of premium goods and servjg
including casino servicesinder the “MGM” trademark(ld. at I 8). Someone else, however, set u
English and Chinese language website, www.imgmcasino.com, and used the MGM markdasuoifg

services online.See id at 1 1523). The website offers specific online casgames like baccarat

1 Parenthetical citations refer to the court’'s docket.

The MGM Grand is a resort hotel and casino located on the Las Vegag@&inypl. (#1) at  7)|
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roulette,and variais forms of card and dice games, and purports to allow visitgrartcipate in live
casino games being playatla casinan Cambodial@. at I 19).

MGM alleges that this conduct violates the Lanham Act, 15 U.S.C. § 1125(d), which {srali
person fromjnter alia, using another’s registered trademark for profit. MGM commenced thasamt
October 1, 2014. Téregistrant of the allegedly infringing websitas served, “is believed to be a fore
[national]” residing in Panamand has failed tpleador otherwise defendsee(Mot. of Alt. Service
(#13) at 1:267); (Sunmons #15); (Mot. Default J. (#18) at EX). On March 18, 2015, the clerk of col
entered default against the registrant. (Doc. #17). Now, MGM moves for default judgmlengiquests
permanent injunction.

[1.LEGAL STANDARD

Federal Rule of Civil Procedure 55 governs default judgment. Isdtae“[w]hen a party again
whom a judgment for affirmative relief is sought has failed to plead or oeedefend, and that failu
is shown by affidavit or otherwise, the clerk must enter the party’s defeatt.’R. Civ. P.55(a). After
the Clerkof Court enters a default, the plaintiff must petition the court to obtain a defayh¢ud.FED.
R.Civ. P.55(b)(2).

Before considering whether default judgment should be entered, the coudrhaffifmative
duty” to ensure that it has personal jurisdiction over the defaulted defendant antmabjecjurisdiction
over the plaintiff's actionln re Tuli, 172 F.3d 707, 712 (9th Cit999) (citingWilliams v. Life Sav. an
Loan 802 F.2d 1200, 1203 (10th Cit986)).A judgment without jurisdictions void. Id. (citations
omitted).Generally, jurisdictional allegations must be plausib&te v. Crane Co 749 F.3d 1117, 112
(9th Cir. 2014)cert. denied 14119, 2014 WL 3817554 (U.S. Oct. 14, 201@n a motion for defaul

judgment, the court acpts the plaintiff's allegations as trudeidentha) 826 F.2d at 917-18.
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[11. DISCUSSION

MGM predicates the court’s subjemiatter jurisdiction or28 U.S.C. 81331 which grants distric
courts ‘original jurisdiction of all civil actions arising under t@enstitution, laws, or treaties of the Unit
States. MGM'’s complaint seeks relief undéne Lanham Act, 15 U.S.C. § 1125(d), which is a law of]
United StatesS. California Darts Ass’n v. Zaffin@62 F.3d 921, 926 (9th Cir. 2014). Additionally, {
Lanham Act itself “grants the federal district courts original jurisdiction oectons arising under it.
Id. (citing 15 U.S.C. § 1121(&)see alsdteele v. Bulova Watch C&44 U.S. 280, 286 (195%tating
thatthe Lanham Actreatesa “broad juisdictional grant). The pertinent part ofMGM’s complaintis
based on the provision of the Lanham Act codified at 15 U.S.C. § 1125, Vdrofects agains
infringement of unregistered marks and trade dress as well as registeksd’'m

In a typicaltrademarkinfringement action, the court’s subjenttter inquiry would end her&his
case however, thamay? involve the extraterritorleapplication of the Lanham Agt.e., “application of
the Act to activity (such as sales) of a defendant outsidethi®rial baindaries of the United States
McBee v. Delica C9417 F.3d 107, 116 (1st Cir. 2005¢e alsdReebok Int'l, Ltd. v. Marnatech Enter
970 F.2d 552, 5547 (9th Cir.1992);Wells Fargo & Co. v. Wells Fargo Exp. C&56 F.2d 406, 43
(9th Cir. 1977). An additional inquiry is necessdvicBee 417 F.3cat 116.

“It is a general principle that orstate cannot require a perdordo an act in another state tha]
prohibited by the law of that state or by the law of tfag¢esof which he is nationalpor can the perso
be required to refrain from an act that is requirékebok Int’l Ltd. v. McLaughlj9 F.3d 1387, 139
(9th Cir. 1995)(internal quotation marks omitted) (quUOtiIRESTATEMENT (THIRD) OF THE FOREIGN

RELATIONS LAW OF THE UNITED STATES 8§ 441(1)(a) (1987) And, it is a longstanding principle ¢

2SegDoc. #13 at 1:267) (“Defendant is believed to be a foremity”); see alsqDoc.(#18) at Ex. C) (identifying
the registrant as a resident of Panama).
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American law that Congressional enactments “apply only within the territorisdliction of the Uniteg
States,” unless “a contrary intent appeaEjual Emp’t Opportunity Comm’n v. Arabian Am. Oil.G
499 U.S. 244, 248 (1991).

The Supreme Court has determined that the Lanham Act may reach extrakcoinduct, but if
has not established a test governing the Act’s extraterritorial applicltiat.252-53; Steele v. Bulov{
Watch Co, 344 U.S. 280 (1952). The circuit courts have established a variety of tests for dete
when extraterritorial application of the Lanham Act is appropriggeMcBee 417 F.3d at 117 (collectin
cases). In the Ninth Circuit, courts applirule of reason” test that requires the plaintiff to sHayvsome
effect on United States commerce, (2) an effect that is sufficiently grds & cognizable injury t
plaintiff under the Lanham Act, and (3) the interests and links to American ecramust be sufficiently
strong in relation to those of other nations to justify, in terms of comity, an extoatal application of
the Act. StarKist Foods, Inc. v. P.J. Rhodes & C@69 F.2d 1393, 1395 (9th Cir. 1985) (citi
Timberlane Lumber Co. v. Bank of Am49 F.2d 597 (9th Cir. 1977)

The first tworequirementsre met here. The factual allegations of MGMbmplaint araccepted
as trueHeidentha) 826 F.2d at 91718, andstatethat (1) MGM ‘has spent millions of dollars advertisir
marketing, and promotinigs goods and services under the MGM mark since at least December 1,
(2) Defendant’s infringing domain naméufe[s] prospective gamblers to overseas online casinoy
owned, operated by, approved of, affiliatedh, or sponsored by MGM Resorts or the MGM Grar
and (3)Defendant’s conduct caused MGIb‘suffer, monetary loss and irreparable injury to its busirn
reputation, and goodwitl.(Compl. (#1) at {1 8, 16, 29).

Courts routinely find that the sale of an infringing product in a foreign country, gedllere

has a sufficient effect on commerce to invoke Lanham Act jurisdictReebok Intern., Ltd.

v. Marnatech Enter., Inc970 F.2d 552, 5585 (9th Cir. 1992)Ocean Garden, Inc. v. Marktrade C¢
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953 F.2d 500, 503 (9th Cir. 1991) (finding subjetitter jurisdiction where the plaintiff lo&tillions of
dollars in revenues through trademark infringerf)ent

The third requirement(viz., “the interests and links to American commerce must be suffici
strong in relation to those of other nations to justify, in terms of comity, an esxtcatal application of]
the Act”)—involves the balancing of seven factors:

[T]he degree of conflict wih foreign law or policy, the nationality or allegiance of the

parties and the locations or principal places of business of corporations, theaewieich

enforcement by either state can be expected to achieve compliance, the relaticarsognif

of effects on the United States as compared with those elsewhere, the exteohtthesrts

is explicit purpose to harm or affect American commerce, the foreseeabdiiglo effect,

and the relative importance to the violations charged of conduct withinrited 5tates

as compared with conduct abroad.

Reebok970 F.2d at 555 (quotingmberlang 549 F.2d at 614).

An analysis of these factonsay supporthecourt’'s exercise of subjechatter jurisdictionThese
factorswere not briefed by MGM and the coustnot in a position to determine on its own whether tf
factors are satisfied herBupplemental briefing is required.

ACCORDINGLY, and for good cause shown,

IT IS ORDEREDthatMGM submit supplemental briefing on subjecatter jurisdiction and th
application of the Lanham Act to Panama and@hgr person or entity against whom relief is sourgh
this matter by June 29, 2015.

IT IS SO ORDERED.

DATED this 15th day of June, 2015.

CAM FERENBACH
UNITED STATES MAGISTRATE JUDGE
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