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UNITED STATESDISTRICT COURT

DISTRICT OF NEVADA

GILBERT P. HYATT et al.
Plaintiffs,

2:16cv-01490RCJPAL

VS.

U.S. PATENT & TRADEMARK OFFICE et ORDER

al.,

N N N N e e e e e e e

Defendang.

This case arises out thife reopening of prosecution cértainpatentapplicationsefore
the U.S. Patent and Trademark Office (“USPT.CPerding before the Court are cross motion
for summary judgment.

l. FACTS AND PROCEDURAL HISTORY

Plaintiffs Gilbert Hyatt andhe American Association for Equitable Treatmenave
sued the USPTO and Director Michelle lieghis Court. The Complaitists five causes of
actionarising out of the alleged unlawfulness of section 1207.04 of the Manual of Patent
Examining Procedur€ MPEP”), under which an examiner m&agopen prosecution to enter a
new ground of rejection in responsqdo appeal to the Patent Trial and Appeall@paMPEP

8 1207.04.Plaintiffs allege thag 1207.04 enables the USPTO to repeatedly reopen prosec

1 Hyattfounded this entity in 2016.
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of finally rejected claimsiponappeal, thereby frustrating appellate review by the Patent Trig
and Appeals Boar(fPTAB”) andultimatelythefederal courts Plaintiffs claimin five related
causes of actiothat8 1207.04 is unlawful under the ARAdor the Patent Acorthatat a
minimum Defendants’ actions this caseviolate the APA The parties have filed cross motior
for summary judgment.
. DISCUSSION

Defendants note thatyatt currently has approximate$00 patent applications pending
with a total of over 115,000 claims, all filed in or before 1995,thatHyatt has filed so many
amendments to hiaterrelatecclaims that th&JSPTOhas 14 patent exaners dedicated full
time to examinindnis applications.Defendants argue that tB813 decision to reopen
prosecution of 80 of his approximately 400 applicatwas maden order to ensure consistent
treatment between theanyinterrelated applications, not to frustrate appellate review
Defendants ask the Court to grant summary judgraléernativelybased on: (1) lack of subject
matter jurisdiction (2) claim preclusion; (3)he statute ofimitations and(4) the merits.

Hyatt previouslysued Defendants this Districtin 2014, complaining of the delay in
appellate review as thhe same80 applicationst issue her€‘the Previous Action”). $ee

Compl., ECF No. 1 in Case No. 2:t4-311). Judge George transferred the Previous Action

the Eastern District of Virginjavhich shared exclusive jurisdiction with the Court of Appeals.

(SeeOrder, ECF No. 29 in Case No. 2:¢4311). That court graat summary judgment to
Defendant®n the meritsSeeHyatt v. USPTQ146 F. Supp. 3d 771, 78#.D. Va. 2015).
Plaintiff did not appeal. Although the Complaintive Previous Action did nagpecificallyrefer

to the reopeningf Hyatt’'s applications unddviPEP§ 1207.04, but only to the delay in
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prosecution and appegénerally when granting summary judgment against the claitie,cout
discussedhereopening oprosecution generallgndcited§ 1207.04 in particular:

Plaintiff has no right to an examination free from suspensions, new grounds for

rejection,or reopened prosecutigmlaintiff’s right is merely to an examination of

his patent applications.Simply put, the remedyor unreasonable delay under

§ 706(1) is action, not preferential treatment.

Because the statutorily requireattion—examination of [aintiff’'s 80

patent applications in issuds already actively underway, there is nothing for a

court to compelThe absence of a remedy eliminates the need to determine whether

past delays, if any, were unreasonable.
Id. at 785-86 & n.33 (citing 37 C.F.R. 8§ 1.103(e), 41.39(a)(2); MPEP § 1207.04) (footnot
omitted emphasis addg¢dAccordingly, the present claims apgecluded

Moreover as noted by Judge George in the Previous Action, the courts dDigstisct
simply haveno subject mat jurisdiction todeterminePlaintiffs’ claims See Pub. Util. Comm'n
of Or. v. Bonneville Power Admin/67 F.2d 622, 626 (9th Cir. 1398 Kennedy, J.Jciting
TelecommsResearch & Action Ct. FCC 750 F.2d 70 (D.C. Cir. 1984()W]here a statute
commits review ofinal agency action to the court of appeals, any suit seekiied) tteht might
affect the cours future jurisdiction is subject to its exclusive revigwBecause an order
invalidatingthereopening of prosecution under § 1207.04 waiftdctthejurisdictionof the
PTAB to review the applicatiorst issueandultimately the jurisdiction ofheU.S. District Cout
for theEastern District of Virginiar theU.S. Court of Appeals for theeBeral Circuito further
reviewthe applicationssee35 U.S.C. 88 14445, ¢ltattercourts have exclusive jurisdiction
ove the present claimsThe Courtmusttherefore either dismiss the case for lack of subject
matier jurisdiction ortransferit to one of those courts. The Court will not burden either of th

courts with this likelyprecluded matterlf Plaintiffs wish to refile in one of thosmurts, they

may do so on their own initiative.
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CONCLUSION
IT IS HEREBY ORDERED thathe Motion for Summary JudgmedECF Na 22)is
GRANTED.
IT IS FURTHER ORDERED that the Motion for Summary Judgment (ECF Noi21)
DENIED.
IT IS FURTHER ORDERED that the Clerk shall enter judgment dismissing this acti
for lack of subject matter jurisdicticandclose the case.

IT IS SOORDERED.
DATED: This 17% day of February, 2017.

ROBER . JONES
United Stat¢g District Judge
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