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gs, LLC v. Absolute Marketing et al

UNITED STATES DISTRICT COURT

DISTRICT OF NEVADA

LOKAI HOLDINGS, LLC,

Plaintiff
aintr, 3:16cv-00283RCIVPC

VS.

ORDER
ABSOLUTE MARKETING et al,

Defendang.

N N N N e e e e e e e

This case arisesut of the alleged infringement of various intellectual property rights

related to beaded bracelet8ending before the Cousta Motion for Summary Judgment (ECR

No. 34).
l. FACTS AND PROCEDURAL HISTORY

Plaintiff Lokai Holdings, LLC manufactures and sells variously colored beadeg|ets
(“the Lokai Braceléet). (Compl. § 10, ECF No. 1)Lokai Bracelets embody.S. Patent No.
D748,000. [d. 1 11). Plaintiff has beetthe ownerof the ‘000 PaterdinceDecember 2, 28
(SeePatent Assignment Abstract of Titletp://portal.uspto.gov/pair/PublicPrairLokai
Bracelets are sold under or bear standard LOKAI s)dReg. Nos. 4,429,129 and 4,637,357;
stylized LOKAI marksReg. Nos. 4,640,686 and 4,742,254, a water droplet logo mark, Reg

4,636,915 and 4,698,788nd the FIND YOUR BALANCEHNark, Reg. No. 4,870,494d(
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1 10). Clearcolored Lokai Bracelets ooe withan dtached tag (“the Hangtagrg¢gistered with
the U.S. Copyright Office under VA 1-968-047.

Defendants\bsolute Marketing and Craig Hueffnérave used Plaintiff's pant,
trademarks, and copyright at trade shows throughout the United States, inaiudagda, and
have falselyheld themselves out to be sponsored by, authorized by, or otherwise affiliated
Plaintiff. (Id. 1 16). At these trade shows, Defendants have marketed, offered for sale, ang
counterfeit versions of the Lokai Bracelet (“the Counterfeit Goodst)vibéate Plaintiff's
patent, trademarks, and copyrighdl. (f 17).

Plaintiff's representativesoatacted Hueffner by tgidaone on or about April 4, 2016,
notifying him of his infringing activities and demanding that he and Absolute Miagketase
and desist.I€. 11 23-24). Plaintiff's representativealso exchanged email correspondence w
Hueffner on or about April 4-5, 2016, but Hueffner refused to cease and desist and told
Plaintiff's representativesot to contact him againld{ I 25). Defendants have continued thei
infringing activities. (d. T 26).

Plaintiff sued Defendants in this Court for trademark infringement, trattemar
counterfeiting, false advertising and unfair competition utitet.anham Act, patent
infringement, and copyright infringemerBased on the execut&limmonses, (ECF Nos. 9—
10), Plaintiff appears to have served Huefffard thereby also Absolute Marketing) at the
Rene-Sparks Convention Center on June 1, 2016. Hueffner has answered, but Absolute
Marketing has not appeared. Hueffner has admitted loeimigictedoy telephone on April 4,
2016 and being notified ¢tlaintiff's rights in the marks at that time but has otherwise denieq
allegations in the ComplainiSéeAnswer, ECF No. 27 Plaintiff has moved for offensive

summary judgment on trademark infringement, copyright infringement, statdorgiges, and
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attorneys fees In response, Hueffner has untimely submitted an “affidavit” that is not redari

and contains no perjury clause as required by 28 U.S.C. 8 1746 to substitute for an affida
therefore neither a proper affidavit nor a proper declaration and is not admasséelence,
even if the untimeliness were excused.

. SUMMARY JUDGMENT STANDARD S

A court must grant summary judgment when “the movant shows that there is no ge
dispute as to any material fact and the movant is entitled to judgment as a matter Betvir.
Civ. P. 56(a).Material facts are those which may affect the outcome of the $as&nderson
v. Liberty Lobby|nc., 477 U.S. 242, 248 (1986A dispute as to a material fact is genuine if
there is sufficient evidence for a reasonable jury to return a verdiciefoothmoving partySee
id. A principal purpose of summary judgmentto isolate and disposé factually unsupported
claims.” Celotex Corp. v. Catretd77 U.S. 317, 323—-24 (1986).

In determining summary judgment, a court uses a bustgting scheme The moving
party must first satisfy its initial burderiwhen the party moving for summary judgment wou
bear the burden of proof at trial, it must come forwaitth evidence which would entitle it to a
directed verdict if the evidence went uncontroverted at ti@K.R. Transp. Brokerage Co. v.
Darden Rests., Inc213 F.3d 474, 480 (9th Cir. 2000) (citation and internal quotation marks
omitted). In contrast, when the nonmoving party bears the burden of proving the claim or
defense, the moving party can meet its burden in two ways: (1) by presentingceini@egate
an essentiatlement of tk nonmoving party’s case; or (2) by demonstrating that the nonmo
party failed to make a showing sufficient to establish an element essentia patty’s case on

which that party will bear the burden of proof at tridlee Celotex Corp477 U.S. at 323-24.
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If the moving party fails to meet its initial burden, summary judgment must be denig
the court need not consider the nonmoving partyidenceSeeAdickes v. S.H. Kress & Go.
398 U.S. 144 (1970)If the moving party meets its initiabibden, the burden then shifts to the
opposing party to establish a genuine issue of materialSaetMatsushita Elec. Indus. Co. v.
Zenith Radio Corp.475 U.S. 574, 586 (1986).0 establish the existence of a factual dispute
the opposing party need tnestablish a material issue of fact conclusivelysrfavor. It is
sufficient that the claimed factual dispute be shown to require a qurjadge to resolve the
parties’differing versions of the truth at trialT.W. Elec. Serv., Inw. Pac. ElecContractors
Assh, 809 F.2d 626, 631 (9th Cir. 1987). In other words, the nonmoving party cannot avo
summary judgment by relying solely on conclusory allegations unsupported$fyske Taylor
v. List 880 F.2d 1040, 1045 (9th Cir. 1989). Instead, the opposition must go beyond the
assertions and allegations of the pleadings and set forth specific factedbgipg competent
evidence that shows a genuine issue for tBakFed. R. Civ. P. 56(ef;elotex Corp.477 U.S.
at 324.

At the summary judgmeirstage, a cours’ function is not to weigh the evidence and
determine the truth, but to determine whether there is a genuine issue fGewfaiderson477
U.S. at 249.The evidence of the nonmovant i® ‘be believed, and all justifiable inferences a
to be drawn in his favorfd. at 255. But if the evidence of the nonmoving party is merely
colorable or is not significantly probative, summary judgment may be gr&deddat 249-50.
Notably, facts are only viewed in the light most favorable to the nonmoving party thieeeds
a genuine dispute about those faBisott v. Harris 550 U.S. 372, 380 (2007). That is, even

where the underlying claim contains a reasonableness test, where a palgreevs so clearly
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contradicted by the record as a whole that no reasonable jury could believe it, “shoolotnot
adopt that version of the facts for purposes of ruling on a motion for summary judgitent.”
. ANALYSIS
A. Trademark Infringement
It is trademarknfringement to:
use in commerce any reproduction, counterfeit, copy, or colorable imitation
of a registered mark in connection with the sale, offering for sale, distribution, or
advertising of any goods or services on or in connection with which suaB use
likely to cause confusion, or to cause mistake, or to deceive; or . . .
reproduce, counterfeit, copy, or colorably imitate a registered mark and
apply such reproduction, counterfeit, copy, or colorable imitation to labels, signs,
prints, packages, wrappers, receptacles or advertisements intended to be used i
commerce upon or in connection with the sale, offering for sale, distribution, or
advertising of goods or services on or in connection with which such use is likely
to cause confusion, ¢o causemistake, or to deceive
15 U.S.C. 8§ 1114(1)(afb). “Neither actual confusion nor intent is necessary to a finding of
likelihood of confusion’ Century 21 Real Estate Corp. v. Sand8d6 F.2d 1175, 178 (9th Cir.
1988) (citingJ.B. Williams Co. v. Le Confeosmetics523 F.2d 187, 191 nn.5-6 (9th Cir.
1975)). The cornerstone aatlemark infringemens likelihood of confusion, and there is no
legal distinction between unauthorized o$and counterfeitingf a trademarkSee
Westinghouse Elec. Corp. v. Gen. Circuit Breaker & Elec. Supplyl@6.F.3d 894, 900 (9th
Cir. 1997)(citing GE v. Speicher877 F.2d 531534(7th Cir.1989)). The trademark
infringement and trademark counterfeiting claims therefore constitute a siaghunder
§1114.
Plaintiff has adduced photographs of authentic LokacBlets(SeeMot. Summ. JEX.
3, ECF No. 343). The evidence adduced difages of Defendant Displaying Counterfeit

Bracelets and Infringingdvertising Materidl include no photographs obunterfeitLokai
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Bracelets(See idEx. 11). Rather,Exhibit 11 depictdHueffner'sdisplay of the standaldOKAI
mark (handwritten on a sign) in conjunction with the sale of braceleée {d. The allcaptals
word “LOKAI" corresponds tb).S. Trademark Reg. No. 4,637,353eeECF No. 34-1, at 3).
Another photographppearso depict a stylized LOKAmark and perhaps theater droplet logo
mark, butbecause thmarkscannot be seen clearly, the evidedoes not support a directed
verdict everif unrebutted. $ee id.. The logo is partially concealeds istheinitial “I” of the
potential stylized LOKAI mark(See id. Photographs gbackagedCounterfeit Goodbearing
the stylized Lokai and water droparks and the FIND YOUR BALANCHEarkare also
adduced, but they do nalone eliminate any question of fact as to whether they are counter
it is possible based on this evidence that Huefner was, as he maintained posiisote
reselling authentic Lokai BraceletSgeECF No. 34-12).However theaffidavit of Plaintiff's
Chief Financial Officer provides a detailedplanatior—supported by the photographic
evidence—of why theCounterfeit Goods depicted Exhibit 12 are not authenticokai
Bracelets, as compared to the characterisfitse authentic Lokai Brelets depicted in Exhibit
3. (Seelopez Aff., ECF No. 34-17).TheCounterfeit Goods depicted in Exhibit 12 were
obtained from a person who obtained them fidneffnerat the Reno, Nevada trade show.
(LaFrieda Aff.{4—7, ECF No. 34-16

At his deposition, Hueffner admitted previouplyssessingn unspecifieshumber of
bracelets with a “Lokai tag,” but he did not admit they were counter@seHuffner Dep. 8:25—
9:2, ECF No. 344). He also admitted having previouslgd certain advertising materials
bearing one or more Lokaiarks. Gee id9:24-10:1, 12:4-6 He admittedhavingresold Lokai
Bracelets in Boston, but not having sold counterfeit ones, aadrhdtedhaving used adnner

with the stylized LOKAImarkand water droplet logmarkonit and also displaying a Lokai
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banner at the Reno, Nevada trade shatvout Plaintiff’'s permission(ld. 16:23-17:19, 18:10—-
19:13, 56:22-57:1, 60:12-1L5He denied having sold counterfeit produdis. 43:23-25).He
admitted selling Lokai Bracelets after April 5, 20drd admitted giving two away at tReno,
Nevada tradehow (Id. 54:13-16, 64:18-20

Plaintiff has provided evidence that if uncontroverdédrial would entitle it ta directed
verdict on the question of whether Defendants used the marks in connection with the agvs
of goodsin a waylikely to cause confusion, mistake, or deceptiDefendants have not satisfig
their shifted burden to create a gamaiissue of material faciThe Court therefre grants
summary judgment to Plaintiéin the claim of trademark infringement.

B. Copyright I nfringement

To establish copyright infringement, a plaintiff must prt{dg ownership of a valid
copyright, and (2) copying of constituent elements of the work that are orighesdt Pubins,
Inc. v. Rural Tel. Serv. Co499 U.S. 340, 361 (1991Plaintiff allegesDefendants infringed
their copyrightin the Hangtagregistered with th€opyright Office under Reg. N¥A 1-968-
047. TheCertificate of Registration is adducabbng with photographs of the front arach
sides of theHangtag (SeeECF No. 34-2). The Copyright Office noted on @extificate of
Registratiorthatthe“text’ sought to be copyrighted constituted a “name and slogbyi’ o
which are not copyrigtable. Gee id(citing 37 C.F.R. § 202)L The“2-D artworK on thefront
side of theHangtags what is copyrightabléto the extent it represents the original expressior
Plaintiff). The artwork consists oflight blue protrusionfrom theLokai Bracelet, connected to
larger circle consisting of a beige externiorg surroundinga white field, with three of thenarks
positioned vithin the white fieldon an axis perpendicular to the light blue protrusiba

stylized LOKAI mark, the IND YOUR BALANCE mark, and the water dplet logo mark.$ee
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id. 2). A depiction of the back side of the Hangtag is also addwsmseljd.3), but that does not
appear to be pat of the registration, as th@ertificate of Registration notes that the text is
“nameand slogan only,” which is inconsistent with the back side of the Hangtag (whicinso

considerable text that is neither name nor slogaring been considered as part of the

hta

registration. There is still a copyright iany original expression on the back side of the Hangtag,

of course, but there is no presumptadrvalidity of a copyright as to that expression, becadhbse
Certificate of Registratiodoes not appear tocludethat expressiarSeel7 U.S.C. 841().

The images of the Counterfeit Goods adduced show the counterfeit haaifjiaaghs
theretoto bevirtually identical togenuine Hangtagsn both the front and back sideSofnpare
ECF No. 34-2with ECF No. 34-12).Plaintiff would be entitledo a directedrerdict on
copyright infringement if the evidence went uncontroverted at trial, and thiesefore satisfied
its initial burden orsummaryjudgment. Defendants have not satisfied their shifted burden tg
create a genuine issue of material fathe Court therefore grants summary judgment to
Plaintiff on the claim of copyright infringement.

C. Statutory Damages

The Qurt agrees that Plaintiff is entitled to statutory damages for the trademdrk
copyrightinfringement clairs. Plaintiff need not convince the @othatstatutorydamages are
appropriate due to Hueffner having lostdestroyecevidence of his use of the markvidence
of which is ample in Hueffnes’'deposition testimonyPlaintiff has a statutory right tedect
statutory damages without convincing the Court of their propriety on abgasase basisSee
15 U.S.C. § 111(¢) ($1,000 to $200,000 pepunterfeitmark, as the court considers just); 17
U.S.C. 8 504c)(1) ($750 to $30,000 for all infringements involved in the action, as the courf

considers just).
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The Court findghat at leasseven unauthoized uses of the marks halveen provedohe
use of the standatdOKAI mark (via the sign athte Reno, Nevada trade shaavid two each of
the stylized LOKA] FIND YOUR BALANCE, and water dypletlogo marks (via the two
Counterfeit Goods offered for sale amlatained therg)and awards $1,000 per unauthorized u
for a total of ,000. The Court finds thatsamilar amoun{$7,000)is a justpenaltyfor the
instances ofopyright infringement that haveeen shown (via the two Counterfeit Goanftered
for saleat the Reno, Nevada trade showhe copyrighinfringementwas done in conjunction
with the trademark infringement, and each violation contributed to the other. That ishaspu
might overlook minoimperfedions in the bracelethemselves the counterfeitechangtag like
the marks|eads him tdelievethe product is authentic.

D. Attorney’s Fees

Reasonablettorneys fees are availabfer the copyright infringement claingeel?7
U.S.C. 8 505. “In awarding fees, the district court may consider the followinggatiyr
frivolousness; (2) motivation; (3) objective unreasonableness both in the factual and lega
components of the case; (4) and the need in particular circumstances to advandegtred slaf
compensation and deterrencéWwentieth Century Fox Film Corp. v. EntriDistrib., 429 F.3d
869, 883 (9th Cir. 2005)The Courthas widdatitudeto grant attorneyg feesunder § 50%ased
on the circumstances of the caSee Kirtsaeng v. John Wiley & Sohs;., 136 S. Ct. 1979,
1985 (2016). The Court should determine whetlueh an awardould furtherthe purposes of
the Copyright Act to enrich the general public through access to creatiks. V@ofciting
Fogerty v. Fantasy, Inc510 U.S. 517, 526 (1994)). The etijive reasonableness of ttlaim

or defensef the losing partys an important facter-because such a rule discourabeth
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meritless lawsuits anghnecessarilgxpensive onesespectively—but not a controlling oned.
at 1988.

Here,Faintiff is the prevailing party. Bfendantsdefense has bedth frivolous and
objectively unreasonabl Hueffner has admitted on the record destroying all relevant evide
he possessedfter receiving notification of the lawsuiHis answers at hidepositionvere
evasive, and he refused to answer many questions without any claim of privikebas tdiled
to respond tahe present summajydgmentmotion with anything butrainadmissible, oneage
unnotarized affidavit” including no perjury clause and accompanietby any argumentation
He has unreasonably multiplied the expenses of this litigation for PlaiHigfmotivationfor
selling counterfeit copies of the work (thamgitags) wssimply to profit off of anothes
intellectual efforts He did not purport to add any originekpressiorio the work. An award of
fees willalsohelp to make Plaintiff whole and to det#hers frominfringement. The Gourt will
consider a reasonable fee after Plaintiff submits supplemental briefisggassted.

CONCLUSION

IT IS HEREBY ORDEREDthatthe Motion for Summary Judgment (ECF No.)34
GRANTED. Plaintiff is entitled to$14,000in statutorydamagesnd an amount iattorney’s
fees to be determineyjainst Defendants, jointly and severalBlaintiff' s affidavit of attorneys
fees and supportindocumens are due in fourteen (14) days. Objections will be due fourtee)
(14) days thereatfter.

IT IS SO ORDERED.

DATED: This 13% day of April, 2017.

ya

* ROBERT
United State

JONES
istrict Judge
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