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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW JERSEY
CAMDEN VICINAGE

TD BANK, N.A.,
Plaintif, . Civil No. 12-7188 (RBK/JS)
V. . OPINION
VERNON W. HILL, I,
Defendant.

KUGLER, United States Birict Judge:

This matter arises from the alleged cogftiinfringement by Defedant Vernon W. Hill,
Il (“Defendant” or “Mr. Hill") as to a manuscript owned byakitiff TD Bank, N.A. (*“TD
Bank” or “Plaintiff”). Presently before thedrt is Plaintiff's Moton for Summary Judgment
(Doc. No. 65) and Defendant’s Cross-Motion Rartial Summary Judgment (Doc. No. 73),
pursuant to Fed. R. Civ. P. 56. Also before @ourt is Plaintiff's Motion to Seal certain
documents that it relies upon in its Motion fummary Judgmepas well as portions of the
brief and statement of materiatfa filed in support of that Main that discuss the documents at
issue (Doc. No. 66), and Defendanistion to Seal certain documisrthat he relies upon in his
Cross-Motion for Partial Summadudgment (Doc. No. 82), pursuda L. Civ. R. 5.3. For the
reasons expressed herein, Plairgif¥lotion for Summar Judgment i$SRANTED.
Defendant’s Cross-Motion fiSummary Judgment GRANTED IN PART andDENIED IN

PART. Both parties’ Motions to Seal abENIED .
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BACKGROUND AND PROCEDURAL HISTORY 1

This is a copyright infringement casevitnich Defendant admits to using verbatim
language from Plaintiff's work in a book thaefendant authored aqdiblished. The dispute
centers on whether Defendant owned the rightsdse words along with Plaintiff, and if not,
whether a valid defense exists under copyrigitfor Defendant’s undeniable copying of the
material. The generally agreed-umpacts are set out below.

Mr. Hill was a founder and former Chairmdresident, and Chief Executive Officer of
Commerce Bancorp, LLC, an affiteof Commerce Bank (collectively “Commerce Bank”), to
which Plaintiff TD Bank is the successor by merg@?l.’s Statement of Undisputed Material
Facts, Doc. No. 65 (“Pl.’s SUMF”) 11 1)2From 2006-2007, during his time as CEO of
Commerce Bank, Mr. Hill worked on a manuscript entitled “Fans, Not Customers: Creating
Super Growth in a No-Growth Industry,” alknown as “The Power of Wow” (the “2007
Manuscript”). (Id. at 11 3, 18.Lommerce Bank also engageobiert Andelman, a professional
business book writer, tarite the 2007 Manuscript.(Id. at 7 9.)

Mr. Hill separated from Commerce BankdaA07, at which time the 2007 Manuscript
remained unpublished. (Id. at 1 40.) Atwaving Commerce Bank, Mr. Hill founded Metro
Bank in the United Kingdom. (Defhdant’s Statement of UndispdtMaterial Facts, Doc. No.

75 (“Def.’s SUMF”) 1 86.) MrHill thereafter engaged Mr.mdelman to serve as co-author,

1 When considering a motion for summary judgment, the Gaenwvs the facts underlyintpe claims in the light

most favorable to the non-moving party. $etruzzi's IGA Supermarkets, Inc. v. Darling-Delaware Co., 998 F.2d
1224, 1230 (3d Cir. 1993). Since the Court is ruling on cross-motions for summary judgment, the facts in this
Opinion will be viewed in the light most favorablethe party against whom the motion under consideration is
being made. See Clevenger v. First Option Health Plan of New Jersey, 208 F. Supp. 2d 463, 46D(R)Ntde2
court must “view the evidence on each motion in the light most favorable to the party opposing the motion”).

2Mr. Andelman’s contributions to the 2007 Manustdpnstituted a work made for hire owned by Commerce

Bank, pursuant to an agreement executed on January 4, 2006. (Pl.’s SUMF {1 9-10.) Mr. Andelman released all
his rights in the 2007 Manuscript to Commerce Bankyamsto a release agreerhbptween Mr. Andelman and
Commerce Bank dated October 16, 2007. (Id.  11.)
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alongside Mr. Hill, of a book enlked “Fans! Not Customers: Koto Create Growth Companies
in a No Growth World” (the “2012 Book”)._(ldt 1 92.) In the falbf 2012, the 2012 Book was
published by Profile Books Ltd., listing as cofauts Mr. Hill and Mr. Andelman. (Pl.’'s SUMF
19 48-49.) The 2012 Book was available for ssledmazon.com, Barnesandnoble.com, as well
as in brick-and-mortar stes. (Id. at 1 50.)

A. Facts Relating to Copyright Ownership

On September 19, 2006, Commerce Bank enteteda contract with Portfolio, a
division of Penguin Group (USA) Inc. (the “Patib Contract”), for potential publication of the
2007 Manuscript. (Id. at 1 5.) The Portfolio Coaotrstates that “The Abor is the sole and
exclusive owner of all rights granted to théblsher in this Agreement and has not assigned,
pledged, or otherwise encumbered the samel”afl | 6; Pl.’s Ex. 5, Portfolio Contract | 2,
TDO00515.) The Portfolio Contract identifies i@merce Bank as the “Author” and Portfolio as
the “Publisher.” (Portfolio Condict at TD00514.) However, algothe Portfolio Contract, Mr.
Hill is identified as the “sole authbof the work. (Id. at § 2, TD00515.)

Mr. Hill signed an undated letter that refesshe Portfolio Contract (the “Guaranty”)
and states as follows:

| have an interest in the Author andhiaving the Work published by the Publisher, and

as an inducement to the Publisher to emtierthe Agreement, | hereby unconditionally

guarantee, promise and agree with the Plblists successors and assigns that the

Author will, in all respects, faithfully perform and fulfill all obligations of the Agreement

on its part to be performeada fulfilled at the time and ithe manner thereiprovided. |

also unconditionally guanéee that the work is a work i@ for hire within the meaning

of the United States Copyright Law and that #uthor is the owner of copyright in the

Work...
(Pl.’s Ex. 6, the Guaranty.) The Guaranty explaiva in the Portfolio Contract “and herein,”

“Commerce Bank., N.A. [is] described . . . as theati#or’ and Portfolio . . . [is] described as ‘the

3 Mr. Hill admits that he signed the Guarantgaine point in 2006(Def.’'s SUMF { 58.)
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Publisher.” (1d.) Mr. Hill contends that he undood the phrase “work made for hire” to refer
to the contributions of Mr. Andelman. (Hiecl. § 37.) The parties dispute whether the
Guaranty and the Portfolio Contract are an irdegt agreement. (PI's SUMF { 8; Def.’s Resp.
to Pl.’'s SUMF § 8.) Commerce Bank did narsthe Guaranty; only Mr. Hill's signature
appears on that document. Still, Mr. Hill and ¢usinsel both refer to the Guaranty and Portfolio
Contract as “integrated” during Mr. Hilldeposition. (See, e.g., Pl.’s Ex. 4, Deposition of
Vernon W. Hill, Il (“Hill Dep.”) 154:8-15 (“A: | signed this [refring to the Guaranty] with a
2006 Agreement attached. Q: Did you believe thattwas an integrated part of this document?
A:Yes.”).)

TD Bank admits that Commerce Bank intendedMo. Hill to be an author of the 2007
Manuscript. (Def.’s SUMF { 30.) The partiesplite whether Mr. Hill'status as an author
granted him an ownership interest under cighgrlaw. There are no written documents
identifying Mr. Hill as a co-owner in the copyrigbt the 2007 Manuscript. (Pl.'s SUMF  12.)

However, Mr. Hill points to documents that identify him as co-author of the 2007 Manuscript,

such as a draft collaborationragment between Commerce Bankl r. Andelman that refers
to Commerce Bank and Mr. Hill collectively #ee “Author,” and a template release for
individuals appearing in the 2007 Manuscript tledérs to Mr. Hill as the “Author.” (Def.’s
Resp. to Pl.’'s SUMF | 12; Def.’s Ex. E, Dr@follaboration Agreement; Def.’s Ex. F, Release
Template.) Minutes from an August 15, 20067@aerce Bank Board of Bactors meeting also
refer to the 2007 Manuscript eauthored by the Chairman.” (Def.’s Ex. G, August 2006 Board
Meeting Minutes.)
Mr. Hill contends that he informed Commerce Bank board members that he authored the

2007 Manuscript and understood himself taheowner of the copight “[o]n multiple



occasions.” (Hill Decl. 1 30.) However, whasked whether he had conversations with
Commerce Bank about his co-ownepsbf the 2007 Manuscript, MHill stated that he “didn’t
have any conversations. | knew | was the coevand the co-author.” (Hill Dep. 173:16-17.)
It is TD Bank’s position that the first time Miill communicated to ihis belief that he co-
owned the copyright was when he filed his Ansawed Counterclaims in this lawsuit on January
22,2013. (Pl’'s SUMF 1 15.) There is no wntgocument transferring ownership interest in
the copyright of the 2007 Manergpt from TD Bank to Mr. HI. (Id. at 1 13.) TD Bank
registered the copyright in the 2007 Manusanjih the United States Copyright Office on
November 16, 2012. (Pl.’s Ex. 11, Copyright Reg. No. TXu 1-830-5¥5. Hill submitted his
own adverse registration claim on Janu&r013. (Pl.’s Ex. 9, Copyright Reg. No.
TXu001842597.)

Commerce Bank contributed personnehds, and resources to create the 2007
manuscript, although the extent of those contrdngiis disputed. (Pl.’'s SUMF 11 33-34; Def.’s
Resp. to Pl.’'s SUMF { 33.) Several CommercekBamployees admitted that their contributions
or other roles in creating tf#07 Manuscript were made within the scope of their employment.
(Pl’'s SUMF 1 35.) The parsealso agree that Commerce Baaksonnel contributed marketing
and promotional ideas for the 2007 Manuscript. (Id. at § 28). However, Mr. Hill contends that
any Commerce Bank employee’s involvementhi@ 2007 Manuscript was limited to answering
Mr. Andelman’s questions and chang facts. (Def.’s Resp. to Pl.’s Supp. SUMF 1 9.) Mr. Hill
claims that the 2007 Manuscript was written asadwn initiative. (Hl Decl. § 12.)

After leaving Commerce Bank, Mr. Hill took &mts to publish the 2007 Manuscript. In
doing so, his agent asked him for “a copy of thetehat reverts rights in the manuscript to

you,” to which Mr. Hill replied that he “need[ed]draft letter for TD t@ign assigning all rights



to me,” which Mr. Hill's agent then providedPl.’s Ex. 53, Emails between Michael Bourret
and Mr. Hill dated June 23 addne 24, 2008.) TD Bank never made the assignment. (Pl.’s
SUMF 1 43))

B. Facts Relating to the Contents of the Works

It is undisputed that th2007 Manuscript was intended to promote and benefit Commerce
Bank and create favorable publicity for CommercealBa(Pl.'s SUMF { 24.)Nonetheless, the
parties do not agree as to whether the 2007 Btami is in essencabout Commerce Bank or
about Mr. Hill’s life and business experience arebil (Id. at § 26; Def.’s Resp. to Pl.’'s SUMF
1 26.) The 2007 Manuscript describes the business model used by Commerce Bank that Mr. Hill
had advocated throughout his career. (Def.’s SUMF.) Mr. Hill had previously discussed in
public speeches and interviewsny of the ideas, business concepts, and Commerce Bank
anecdotes contained in the 2007rMdscript. (Id. at § 50.) laddition, some of the content
contained in the 2007 Manuscriptsvalso provided to Harvard Bumess School for use in a case
study on Commerce Bank. (Id.) On the othardhdhe cover of the 2007 Manuscript depicts a
giant red Commerce Bank mascGbmmerce Bank logos, a Corarne Bank branch, and happy
customers. (Pl.'s SUMF { 27). Plans to neatke 2007 Manuscript included plans to insert a
$25 coupon for new Commerce Bank accounts, wiigé intended to “sell books and to get
people to bank with the bank.” (B SUMF | 29; Hill Dep. 123:7-14.)

The 2012 Book discusses Metro Bank, alanin Commerce Bank, focusing on the
business philosophies underlying the creatibthe two banks. (See Pl.’s Ex. 54, the 2012
Book.) The 2012 Book applies these business philosepbithe British bankg industry. (1d.)
The 2012 Book also discusses another of Mr. Hillisiness ventures—Petplan USA. (Id.) TD

Bank contends that 16 percent of the materi&h@n2012 Book infringes on its copyright in the



2007 Manuscript. (Pl.’s Resp. to Def.’'s SUMF { 99; @iéication of MichaelJoshi § 8 and Ex.
A.) The content of the alleged infringing text includes business aehphilosophies, terms
that Mr. Hill used at Metro Bank, biographicatfa from Mr. Hill's life, facts regarding other
successful companies, descriptions of appteei@zustomers, feedbaelhout the banks, and
factual stories involving Commerce Bank. (DeSUMF 11105-109.) Mr. Hill admitted that
there are a “few ways” to exgss the ideas in the 2007 Manugtri(Pl.’'s SUMF { 56.) The
parties agree that Mr. Hill didot attempt to paraphrase thkegedly infringing language, and in
fact copied it verbatim (Id. at 11 54, 57.)

C. Facts Relating to Plaintiff's Takedown Notices

TD Bank claims that when it learned oétpublication of the 201Book, it consulted its
copyright counsel who reviewed the Guayatte Portfolio Contict, the 2012 Book, and the
2007 Manuscript, and advised TDridathat it was the sole owner of the copyright and that Mr.
Hill had no valid defense._(ld. at 1 59-6@gfendant claims that it is unknown whether
Plaintiff's counsel analyzed TD Bank’s ownlkeifs of the copyright in the 2007 Manuscript.
(Def.’s Resp. to Pl.’'s SUMF { 60; PI.’s Ex. T&position of John FishétFisher Dep.”) 308:1-
15.) TD Bank sent “takedown notices” to reteslenforming them that the 2012 Book infringed
upon TD Bank’s copyright in the 2007 Manuptiand requesting that the 2012 Book be
removed from sale, which it was. (Def.’s SUMIB7; Pl.’s Resp. to Def.’s SUMF  97.) At
least two online booksellers resuirgelling the 2012 Book in Jamya2013. (Pl.’s SUMF | 63;

Def.’s Resp. to Pl.’'s SUMF { 63.) As of thest of discovery, Mr. Hilhad received royalties

4 TD Bank originally claimed that 22 percent of the material in the 2012 Book infringed on its copyright in the 2007
Manuscript. (Def.’'s SUMF { 99.) kaver, TD Bank corrected this numhterl6 percent after Mr. Hill pointed

out that TD Bank’s analysis includdird party content that it does not claisrprotected. (Pl.'s Resp. to Def.’s

SUMF 1 99; Certification of Michael Joshi § 8 and Ex. A.)
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from the sale of the 2012 Book of less than 880, and had incurred over $100,000 in expenses
related to the productiomd sale of the 2012 Book. (Def.’s SUMF { 110-111.)

D. Procedural History

Plaintiff filed its Complaint on Novembdr9, 2012, alleging Copyright Infringement
under the U.S. Copyright Act, 17 U.S.C. 8§ 10%e. (the “Copyright Act”). (Doc. No. 1.)
Defendant asserted seven counterclaims agéih@&ank: (1) declaratory judgment of copyright
co-ownership; (2) declaratory judgment of nofrimgement; (3) tortiousnterference with
contractual relations and/or prospectiveremmic damage; (4) improper takedown notice under
17 U.S.C. 8 512(f); (5) waste; (6) misappropaatof ideas; and (7) uair competition. (Doc.
No. 18.) This Court granted in part TD Baslpartial Motion to Dismiss the counterclaims,
leaving only his claims for declaratory judgment of coglytico-ownership, declaratory
judgement of non-infringement, and improper tik@n notice. (Doc. No. 41.) Plaintiff filed
the instant Motions on December 16, 2014, Betendant filed his Motions on January 30,
2015.
I. MOTIONS TO SEAL

A. Legal Standard

Local Civil Rule 5.3 governs regsts to seal documents fllevith the Court. Under
Rule 5.3(c)(2), a party seeking to seal documemist show: (1) the nature of the materials at
issue; (2) the legitimate private public interests which warrattie relief sought{3) the injury
that would result if the reliefogight is not granted; and (4) whyless restrictive alternative to
relief sought is not available. In turn, aorder or opinion on a motion to seal must make

findings as to those factors. L. Civ. R. 5.3(c)(5).



Additionally, “there is a presumptive rigbt public access to ptrial motions of a
nondiscovery nature, whether preliminary or dspve, and the material filed in connection

therewith.” Leucadia v. Applied Extrusioredhs., Inc., 998 F.2d 157, 164 (3d Cir. 1993). To

overcome that presumption, a party must dematesthat “good cause” exssfor the protection

of the material at issue. Securimetrieg. v. Iridian Techs., Inc., No. 03-4394, 2006 WL

827889, at *2 (D.N.J. Mar. 30, 2006). Good causstexvhen a party makes a particularized
showing that disclosure will cause a “clearlyided and serious injury to the party seeking

closure.” Pansy v. Borough of Stroudsburg, 23 F.3d 772, 786 (3d Cir. (i9@hal quotations

and citations omitted); see Glenmede Tfistv. Thompson, 56 F.3d 476, 483 (3d Cir. 1995).
A party does not establish good cause by mgreldyiding “broad degations of harm,
unsubstantiated by specific examples or articulated reasoning.” Pansy, 23 F. 3d at 786 (quoting

Cipollone v. Liggett Grp. Inc., 785 F.2d 1108, 1121 (3d 1986)). To prevail, the party must

make this good cause showing with respect tth dacument sought to be sealed. Id. at 786-87.
B. Plaintiff’'s Motion to Seal
Plaintiff seeks to seal the following docunt&n(1) a brief in support of a Motion to
Enforce Settlement (“Motion to Enforce Settlemefiif§d by Defendant in a prior lawsuit, Hill
v. Diflorio, Civ. No. 09-3685; and (2) the 2012 BodRefendant joins in Platiff’'s Motion as to
the Motion to Enforce Settlement. (Doc. No, 21). Because thesehalits were filed in
connection with Plaintiff’'s Motion for Summary Judgment, the presumption in favor of public
access applies. Thus, in addition to the FRuBefactors, Plaintiff mst also demonstrate good
cause for sealing the documents.

1. Motion to Enforce Settlement



The Motion to Enforce Settlement was origipdiled under seal bypefendant in a prior
lawsuit and has not been subsequently unsdgleékde Court. (See Civ. No. 09-3685, Doc. No.
354.F This presents a unique situation to the §oumhere in essence the parties are asking the
Court to vindicate its prior decision to keedaument under seal. Although Plaintiff mentions
in its brief all of the Rule 5.3 factors, theadysis is cursory. Nmatter the factor being
addressed, Plaintiff continuously rests on tlggiarent that, because the original Motion to
Enforce Settlement was filed under seal, this doctisteould be sealed in the current litigation.

The Motion to Enforce Settlement containfbrmation relating to the unconsummated
settlement negotiations that took place in argdiiigation, involving the partiesn the current
matter. Generally, settlement documents are sutgebe right of access doctrine “(1) when a
settlement is filed with a distti court; and (2) when the padiseek interpretative assistance

from the court or otherwise move to enforce a settlement provision.” LEAP Sys., Inc. v.

MoneyTrax, Inc., 638 F. 3d 216, 220 (3d Cir. 20@ddernal quotations omitted). A generalized

interest in encouraging settlements does no¢sgarily outweigh theublic’s common law right

of access. See Bank of Am. Nat'l Trust &al. Ass’n v. Hotel Rittenhouse Assocs., 800 F.2d

339, 346 (3d Cir. 1986). However, the presumpti@y be overcome when justice so requires.
LEAP Sys., 638 F.3d at 222-23 (affirming distrcturt’s decision to keep portions of a
transcript containing the terno$ a settlement agreement under seal where the district court
specifically found that the pargeeking to seal would not hagatered into the settlement

agreement “but for the Court'ssurance of confehtiality”).

5 The parties in the prior litigation did not file a formal mottorseal pursuant to Rule 5.3. Instead, Defendant filed

a notice of motion, followed by a letter advising the Court that the brief in support of his motion was a confidential
submission to the Court only. (Doc. Nos. 353, 354.) This Court never made a fdimgabnua motion to seal the
document at issue, but neither did it ortteat the document be “unsealed.”
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Though the fact that the docunevas sealed in the original litigation does give the
Court pause, ultimately Plaintiff has not denmosied, based on the Rule 5.3 factors, that the
Motion to Enforce Settlement should be sealed. Plaintiff does not dibegxample, that the
information contained in the document is confidnor that the publibas no interest in the
information. More importantly, Plaintiff hasot made a good cause showing to overcome the
presumption in favor of public access. Plaintifhtends that “the ali@tions of harm are not
generalized, but specific,” butdlsingle sentence he providestmport this contention states
only that “[d]isclosure of the Motion to Enfoe Settlement Agreement would undermine actions
taken in the prior Hill litigation.”(PIl.’s Br. 5.) Plaintiff fails tallege what the specific harm is
in not sealing documents that were sealed ina ptigation. This Courhas denied motions to
seal for failing to make a particularized showafgpecific harm in situsgons where parties have

alleged more particularized harm than what was alleged here. See, e.g., Shine v. TD Bank Fin.

Grp., No. 09-4377, 2011 WL 3328490, at *8-9 (Aug2@11) (denying motion to seal where
party argued that disclosure of the settlenagmeement would cause embarrassment because it
made concessions during privategotiations that wern@consistent withts publicly espoused
opinions, and that the disclosure of statembeta/een parties durirtheir negotiations would
hurt the party’s ability to negotiate with futurédants). For these reass, Plaintiff's Motion to
Seal as to the Motion to Enfie Settlement is denied.
2. The 2012 Book

Plaintiff argues that, while the 2012 Book is notfidential, this submission must be
sealed because it is a copyrighted work that Plaintiff has not been authorized to reproduce. As to
the public or private interests sthke, it argues that both theblic and Defendant have an

important interest in preventing the reproductidicopyrighted works whout authorization.
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Section 106 of the Copyright Act provides tktta owner of a copyrig has the exclusive
rights “(1) to reproduce the copyhted work in copies or phorerords,” and “(3) to distribute
copies or phonorecords of the copyrighted worthe public by sale asther transfer of
ownership, or by rental, leas®, lending.” 17 U.S.C. § 106. “Unless a copy of the work
changes hands in one of the designated waysstaibdition’ under § 106(3)as not taken place.
Merely making an unauthorized copy of a coglited work available to the public does not

violate a copyright holder’s exclusive right of distribution.” Atlantic Recording Corp. v. Howell,

554 F. Supp. 2d 976, 983 (D. Ariz. 2008). Infringorgthe distribution right thus requires an

actual dissemination of copieblat’| Car Rental Sys., Inc. v. @auter Assocs. Int’l, Inc., 991
F.2d 426, 434 (8th Cir. 1993). Filing a copytle¢ 2012 Book in connection with the instant
proceedings does not constitute actual dissemination of copies, but merely makes the work
available to the public.

Moreover, under the doctrine of fair usedtdied in 8 107 of the Copyright Act, works
are customarily reproduced in judicial procegdinncluding copyright infringement actions

such as this ont.See Religious Tech. Ctr. v. Wollersheim, 971 F.2d 364, 367 (9th Cir. 1992);

Jartech, Inc. v. Clancy, 666 F.2d 403, 406-07 (9th1882). Courts must consider the “purpose

and character of the use” in determining whetheretinas been fair use. 17 U.S.C. § 107(1).

Where the purpose is not commercial, fair o/ be found. _See Video Pipeline, Inc. v. Buena

Vista Home Entm't., Inc., 275 F. Supp. 2d 543, 561 (D.N.J. 2003) (citing Campbell v. Acuff-

Rose Music, Inc., 510 U.S. 569, 585 (1994))llatader v. Steinberg, 419 Fed. App’x 44, 47 (2d

Cir. 2011) (relying in part on a congressional notthéostatute that indicatehat fair use would

include “reproduction of a work ilegislative or judicial proceedgs or reports”). On the other

6 See also infra, Section 111(C)(2)(b) fardiscussion of the fair use doctrine.
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hand, in instances where the use made is fosdh® purpose that the copyright holder intended
his audience to use or enjoy the work, tee would not be found. See Jartech, 666 F.2d at 406-

07; Images Audio Visual Prods. Inc. v. PeBldg. Co., 91 F. Supp. 2d 1075, 1086 (E.D. Mich.

2000) (differentiating between “copyrighted wotkat happen to capture information that
proves relevant to subsequent litigation, and wdhlat are intended to capture such information,
specifically for the purpose of litigation”). bddition, where judicial wsdoes not detract from
the normal market use of the work, fair use may also be found. § 107(4). Because the 2012 Book
may thus be properly used in the context &f pidicial proceedinghe public and private
interests at stake do not mant the relief sought.

Finally, Plaintiff fails to meet the good caustandard to overcome the presumption of
public access. Plaintiff merely argues ttdasclosure of the 2012 Book would undermine Hill's
rights to the same.” (Pl.’s Br. 5.) This is @&d allegation of harm that is not substantiated by
specific examples of harm orti@ulated reasoning that wouldgport a motion to seal. For the
foregoing reasons, Plaintiff's Matih to Seal as to the 2012 Book shalso be denied.

C. Defendant’s Motion to Seal

Defendant seeks to seal Exhibits O, Paf] R to his Declaratn, which consist of Mr.
Hill's partial losses resulting from the 2012 Boakpng with other documents containing similar
financial information relating to the 2012 Booked&use these exhibits were filed in connection
with Defendant’s Cross-Motion for Summaryddgmment, the presumption in favor of public
access applies. Thus, in addition to the FuBefactors, Defendant must also demonstrate good
cause for sealing the documents.

Defendant describes the nature of the docusn@nissue as confidential because they

include financial information garding Mr. Hill's profits and losses. The exhibits include

13



royalty statements, profit and loss statemergpgred by Defendant’s accountant, invoices from
the 2012 Book’s co-author, and invoices for ottgpenses related to the 2012 Book. Defendant
contends that he has an interest in maimgithe confidentiality ohis personal financial
information contained in the documents at issiibis allegation weighs in favor of sealing the
documents.

However, Defendant falls short in establishihg specific injury that would result if his
motion is not granted. Defendant argues thedldsure would undermineshprivacy interests in
his personal and intimate affaiemd that such disclosure wouddrm his standing in the British
banking marketplace because his public profitelissely entwined with that of Metro Bank, the
British banking company Mr. Hill founded and in which he has a significant financial stake.”
(Def.’s Br. 4.) He also argues that becausetbét and loss statemeonbntains expenditures by
an account owned by Metro Bank, disclosure of details surrounding that account could put the
bank at a competitive disadvantage. (Id.) The Court finds that such statements are not specific
enough to support a “good cause” showing akécharm that would be suffered if the
documents are not sealed. Although protectipgrty from a competitive disadvantage may

constitute good cause, see Zenith RadigpCerMatsushita Elec. Indus. Co., 529 F. Supp. 866,

890 (E.D. Pa. 1981), the general allegation of a &titiye disadvantage, especially to an entity

not a party to the lawsuit, will not suffice. See Warren Distrib. Co. v. InBev USA, LLC, No. 07-

1053, 2010 WL 1491564, at *2 (D.N.J. Apr. 13, 2010). In addition, Defendant has not
demonstrated that there are no less restriefieznatives to sealing the documents. For
example, any personal information relatinghiod parties can be redacted from these
documents. For these reasons, Deferigl&hdtion to Seal is denied.

[I. MOTIONS FOR SUMMARY JUDGMENT
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A. Legal Standard
Summary judgment is appropriatdere the Court is satisfigdat “there is no genuine
dispute as to any material fact and that the movant is entitled to judgment as a matter of law.”

Fed. R. Civ. P. 56(a); s&=zlotex Corp. v. Catrett, 477 U517, 330 (1986). A genuine dispute

of material fact existenly if the evidence isuch that a reasonahley could find for the non-

moving party._Anderson v. Liberty Lobby, Inc., 4U07S. 242, 248 (1986). “The substantive law

governing the dispute will deteme which facts are materialn@ only disputes over those facts

‘that might affect the outcome of the suit untlee governing law will properly preclude the

entry of summary judgment.”_Oquendo v.tBder Indus., Inc., 939 F. Supp. 357, 361 (D.N.J.
1996) (quoting Anderson, 477 U.S. at 248). WtienCourt weighs the evidence presented by
the parties, “[tjhe evidence ofgmon-movant is to be believeahd all justifiable inferences are
to be drawn in his favor.”_Anderson, 477 U.S. at 255.

The burden of establishing the nonexistesica “genuine issue’s on the party moving

for summary judgment. Aman v. Cort Fiieme Rental Corp., 85 F.3d 1074, 1080 (3d Cir.

1996). The moving party may satisfy its bur@géther by “produc[ing] evidence showing the
absence of a genuine issue of material fact” dfdhowing’ — that is, pointing out to the district
court — that there is an absence of evidensipport the nonmoving fg's case.” _Celotex,
477 U.S. at 325.

If the party seeking summary judgment makes this showing, it is left to the nonmoving
party to “do more than simply show that thés some metaphysical doubt as to the material

facts.” Matsushita Elec. Indus. Co. v. ZeriRhdio Corp., 475 U.S. 574, 586 (1986). Rather, to

survive summary judgment, the nonmoving partystrimake a showing sufficient to establish

the existence of [every] element essential to that party’s case, and on which that party will bear
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the burden of proof at trial.”_Celote477 U.S. at 322. Furthermore, “[w]hen opposing
summary judgment, the nonmovanay not rest upon mere allegatiphst rather must ‘identify
those facts of record which walitontradict the facts iden#fd by the movant.”_Corliss v.

Varner, 247 Fed. App’x 353, 354 (3d Cir. 200qygting_Port Auth. of N.Y. and N.J. v.

Affiliated FM Ins. Co., 311 F.3d 226, 233 (3d Cir. 2002)).

In deciding the merits of a party’s motiorr summary judgment, the Court’s role is not
to evaluate the evidence and decide the truthefmatter, but to determine whether there is a
genuine issue for trial. Anderson, 477 U.248. Credibility determiations are the province

of the fact finder, not the distt court. Big Apple BMW, Inc. v. BMW of N. Am., Inc., 974

F.2d 1358, 1363 (3d Cir. 1992).

The standard for resolving a motion for summary judgment does not change when the
parties file cross-motions. See Cleven@®8 F. Supp. 2d at 468. Although a court may
consider cross-motions for summary judgmesricurrently, it must resolve the motions

independently._Williams v. Phila. Hous. Auth., 834 F. Supp. 794, 797 (E.D. Pa. 1993). The

Court will view the evidence on each motion in light most favorable to the party opposing the
motion. Clevenger, 208 F. Supp. 2d. at 469. A clayjneach side that it alone is entitled to
summary judgment “does not constitute an agrent that if one is rejected the other is
necessarily justified or that the losing pastgives judicial considation and determination

whether genuine issues of material fact exiransportes Ferreate Venezuela Il CA v. NKK

Corp., 239 F.3d 555, 560 (3d Cir. 2001) (citatioritted). If the record reveals no genuine
issues of material fact, then judgment will be eaden favor of the deserving party in light of

the law and undisputed facts. Iberia FoGdsp. v. Romeo, 150 F.3d 298, 302 (3d Cir. 1998).

B. The Parties’ Arguments
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Plaintiff argues that the Court should granmmary judgment in its favor on its
copyright infringement claim and Defendantsclaratory judgmergdounterclaim of co-
ownership. TD Bank maintainsatit is the exclusive own@f the copyright in the 2007
Manuscript by virtue of the Guaranty signedhthe Portfolio Contract or, alternatively,
because the 2007 Manuscript is a “work madénii@@” under copyright law. TD Bank also
contends that it is undisputedattDefendant copied protecteantent from the 2007 Manuscript.
Thus, it urges the Court to find that Defendemthmitted copyright infringement as a matter of
law. TD Bank also asserts that Mr. HilEg&im to ownership is now time-barred. Finally,
Plaintiff argues that Defendant’s counterclainder 8§ 512(f) fails because no evidence suggests
that TD Bank intentionally lied in order to have the 2012 Book removed from various online
retailers that were selling the work.

Defendant argues that he owns the copyriglihe 2007 Manuscript because he was an
author, and it was not a work made for hile also argues that summary judgment should be
granted in his favor on the copyright infringemelaim because even if he does not own the
copyright, the 2012 Book does not infringe on2007 Manuscript as it is not substantially
similar to that work. Third, Mr. Hill claimghat TD Bank misused itsopyright to restrict
expression, so its copyright claim cannot be ex@dr Finally, Defendant argues that even if TD
Bank were to succeed, it is not entitled to anthefrelief it seeks because, among other reasons,
it has not alleged any harm caused by the patiin and sale of the 2012 Book.

C. Copyright Infringement

To prove copyright infringment, a plaintiff must show (1) ownership of a valid

copyright in the work allegedly infringed; and (Bat the defendant copied protected elements.
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Ford Motor Co. v. Summit Motor Prods., Inc., 930 F.2d 277, 294 (3d Cir. 1991). The Court will

address these elements in turn.
1. Ownership
A copyright “vests initially inthe author or authors of teork. The authors of a joint
work are coowners of copyright in the workl7 U.S.C. 8 201(a). Theopyright Act defines a
“joint work” as “a work prepared by two onore authors with the intention that their
contributions be merged into inseparable orrdgpendent parts of a unitary whole.” 8 101. “As

a general rule, the author istparty who actually creates tverk.” Cmty. for Creative Non-

Violence v. Reid, 490 U.S. 730, 737 (1989).c&owner to a copyright cannot commit

copyright infringement._Cortner v. Israel, 7B2d 267, 271 (2d Cir. 1984) (“It is elementary

that the lawful owner of a copyright is incapabfenfringing a copyrighinterest that is owned
by him; nor can a joint owner of a copyrigiute his co-owner for infringement.”).

An author may be divested bis ownership rights if the wotk a “work made for hire.”
A “work made for hire” is “a work prepared by an employee within the scope of his or her
employment.” 17 U.S.C. § 101. Under the Copyrifbt, where a work isnade for hire, “the
employer . . . is considered the author for thgpses of this title, and, unless the parties have
expressly agreed otherwise in a written instmisggned by them, owns all the rights comprised
in the copyright.” § 201(b).

The parties agree that Mr. Hill was a litgrauthor of the 2007 Manuscript, but disagree
as to whether his status as a co-author oivibx makes him an owner according to copyright
law under the facts of this case.

a. Statute of Limitations for Defendant’s Counterclaim of Co-Ownership
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The Court first addresses whether Mr. Hill's counterclaim for declaratory judgment of
co-ownership is barred by the statute of limitations.

The Copyright Act containstaree-year statute of limiians. 17 U.S.C. 8§ 507(b).
Plaintiff argues that Defendant®unterclaim for declaratory judgment as to co-ownership is
time-barred because the statute of limitatioegan to run in November 2006 when Mr. Hill
signed the Guaranty.The Third Circuit has stated that a party has inquiry notice of his
authorship claim, and thus the statute of limitatioegins to run, “1) when a cause of action first
arose and 2) when [a party] should have knowndletuse of action hadisen.” Brownstein v.
Lindsay, 742 F.3d 55, 69-70 (3d Cir. 2014).c#use of action first arises upon “express
repudiation” of co-ownership._Id. at 70. Whetheoarty should have known that a cause of
action had arisen is governed by the discovele. rid. Since no facts suggest that Mr. Hill
should have “discovered . . . tHas rights had been violated” except by virtue of signing the
Guaranty if the Guaranty in fact expressly repteti his co-ownership,dtcentral inquiry here
is whether the Guaranty did just that. Id.

Express repudiation requirdgat the party disavowing coamership “do something that
communicated not merely that [it] is the author, that [it] is the sole author or that [the other
party] is not a co-author.”_lét 71. The court must ask whether any statements in the Guaranty
were “hostile or adverse” to Mr. Hill's ownerghiights, because “if an &on is not hostile to an

author’s rights, it may not be plaihat his authorship rights havedn repudiated. See id. at 72.

7 Mr. Hill argues that the statute of limitations does notzbdefense to a copyright infringement claim, citing Estate
of Burne Hogarth v. Edgar Rice Burroughs, Inc., 342 F.3d 149, 163-64 (2d Cir. 2088%ver, Hogarth is
distinguishable because, unlike here, in that case the defendants had not asserted a countetulgithenedtas

no “claim” that the statute of limitaths could bar. Id. at 163 (“A defendant who is not seeking any affirmative
relief and who asserts a defense only to defeat a pfairdéim is not barred by a statute of limitations.”).
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Here, the Court cannot determine as a mafti&aw that the language of the Guaranty
and the Portfolio Contract constitute an esgreepudiation of co-ownership by TD Bank such
that the statute of limitationsould now bar Mr. Hill's counteraim of co-ownership. In the
Guaranty, Mr. Hill stated that he “guarantee[s] tiat \Work is a work made for hire within the
meaning of the United States Copyright Law and tth@tAuthor is the owneof copyright in the
Work.” The Guaranty does not refer to TD Bank as the “sole” ownertborwr state that Mr.
Hill is not a co-owner; rather it merely idefirgs Commerce Bank as “the owner.” The Third
Circuit explicitly stated that this is noheugh for an express repudiat. Brownstein, 742 F.3d

at 71. The Brownstein court relied on Zuill v.a8®ahan, where the express repudiation occurred

only after one party told thelwr that he was the “sole owner” repeatedly. 80 F.3d 1366, 1368

(9th Cir. 1996); see also Price v. Fox Eitit®rp., Inc., 473 F. Supp. 2d 446, 457-58 (S.D.N.Y.

2007) (finding that a claim to co-authorship wiase-barred where the other party had asserted
sole authorship several times). While the @Guaéar refers to the Portfolio Contract, which
defines Commerce Bank as the Author, the Portfobatract also refers to Mr. Hill as the “sole
author of the Work,” and is thus ambiguoustfog purpose of determining express repudiation.
Finally, the statement in the Guaranty ttiet 2007 Manuscript is a “work made for hire”
does not constitute express repudiation. AlthahghBrownstein court opined that, in that
particular case, express repudiation could oddhe party seeking to avoid the statute of
limitations had “overheard a conversation where {ihr@uthor] said that she commissioned [the
other co-author] to do the work for her as akvor hire,” 742 F.3d at 71, the Court must
reconcile this dicta with that aat’s earlier characterization ekpress repudiation that clearly

indicates such repudiah must be plaif.

8 TD Bank’s argument that certaémails from 2007 and 2008 indicatingitiMr. Hill needed permission from
Commerce Bank to publish the 2007 Manuscript or that he needed TD Bank to assigintin the 2007
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b. The Written Agreements

Even though the Court decidist the Guaranty did not psessly repudiate Mr. Hill's
claim to co-ownership, it does not necessarily follow that Mr. Hill was in fact a co-owner of the
2007 Manuscript when the 2012 Book was publishBae Court therefore must address the
guestion of ownership, beginning with an as& of the written agreements. TD Bank
maintains that the Guaranty and the Portf@antract put ownership of the copyright
exclusively with Commerce Bank, while Mr. Hillgues that the language in both documents is
ambiguous at best and thereforeréiins his status as co-aot and thus an owner of the
copyright in the 2007 Manuscript.

When parties dispute the meaning of tenma contract, the court must determine

whether the words are ambiguous. Seideso&s., Inc. v. ANC Holdings, Inc., 959 F.2d 425,

428 (2d Cir. 1992). Where the words are sulijgchore than one reasable interpretation,
summary judgment is not approgga Id. Under New York laWw;the parol evidence rule bars
the consideration of extrinsic ience of the meaning of a complete written agreement if the
terms of the agreement, considered inasoh, are clear and unambiguous.” Wayland Inv.

Fund, LLC v. Millenium Seacarriers, Inc., 1E1Supp. 2d 450, 454 (2d Cir. 2000). Extrinsic

evidence is “not admissible tweate an ambiguity where none exists.” Id. at 455 (internal
guotations omitted). In addition, “the doctrineiméorporation by referece requires that the
paper to be incorporated into the written instemt by reference must be so described in the

instrument that the paper may be ideeatif'beyond all reasonable doubt.” Ward v.

Manuscript after he separated from TD Bank bar his claim likewise has no merit as these emails do not even
mention ownership or authorship of the work.

9 Both the Portfolio Contract and tiBuaranty dictate that theyre governed by New York law. (See Portfolio
Contract T 33; the Guaranty.)
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Theladders.com, Inc., 3 F. Supp. 3d 151, 163 (&2 2014) (quoting Kener v. Avis Rent A

Car Sys., Inc., 678 N.Y.S. 2d 213, 214 (1998)).

The Guaranty incorporated the Portfolio Coatray reference since it clearly stated that
“I refer to the proposed agreement dated September 19, 2006 (“Agreement”), a copy of which is
attached hereto, between Commerce Bank, N.Aand Portfolio . . . for the publication of a

certain work entitted THE POWER OF WORY Vernon Hill.” See also Mun. Capital

Appreciation Partners, |, L.P. v. Page, BBSupp. 2d 379, 392 (S.D.N.Y. 2002) (finding two

agreements between parties tartegrated where second agresrndirectly referenced prior
agreement). Moreover, Mr. Hill himself referredthe Guaranty as part of an integrated
agreement, and Mr. Hill admitted that he “prblyd read the agreement when he signed the
Guaranty. (See Hill Dep. 158:8-11.)

The meaning of the Guaranty is cleae #8007 Manuscript is a work made for hire
within the meaning ofhe Copyright Act? and the “Author,” Commerce Bank, is the owner of
the copyright in that work. The Portfolio Corttaxplicitly states that Commerce Bank, as the
Author, is the “sole and exclive owner” of the copyright, fferentiating between the “Author”
(Commerce Bank) and Mr. Hill as the literary ‘Got” in the same sentence. The terms of the

documents cannot “suggest more than one meaning when viewed objectively by a reasonably

10 Under the Copyright Act, a “work made for hire” is either (1) “a work prepared by an employ#ethdtiscope

of his or her employment,” or (2) a work that falls into ofiseveral listed categoried the parties expressly agree

in a written instrument signed by them that the work shatldmsidered a work made foire.” 17 U.S.C. § 101.

Since the Guaranty is not signed by both Commerce BahkarHill, and the 2007 Manuscript does not fall into
one of the statute’s enumerated categoMidr. Hill argues that the Guararggnnot divest Mr. Hill of his right to
ownership as a matter of law. Howewease law is clear that the particular part of the definition of a work made for
hire that Mr. Hill relies upon refers to independeniitractors, not employees. See Cmty. for Creative Non-
Violence, 490 U.S. at 742-43 (“The structure of § 101 indicates that a work for hire cahratigg tone of two
mutually exclusive means, one for glmyees and one for independent contractors...”); MaclLean Assocs., Inc. v.
Wm. M. Mercer-Meidinger-Hanseinc., 952 F.2d 769, 776 (3d Cir. 1991). Language in a written instrument such
as the Guaranty that deems the work to be a work made for hire within the meaning of the Copyright Act may thus
vest ownership exclusively with an employer if it is in reference to an employee, such as Mr. Hill, because such
agreement merely indicates that the parties agree that the work was within in the scope of employment of the
employee and thus a work made for hire under copyright law.
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intelligent person who has examingg context of thentire integrated agreement.” Wayland,
111 F. Supp. 2d at 455 (internal quotations omitt&ijce the Guaranty and Portfolio Contract
confer ownership on Commerce Bank, and it is sjpalied that no writing exists to alter the
Guaranty as would be necesstoyPlaintiff to transfer its @pyright under the Copyright Act,
see 17 U.S.C. § 204(a), the Court must danymary judgment to Defendant and grant
summary judgment in favor of Priff on Mr. Hill's co-authorship dearatory judgment claim.
2. Infringement

Having determined that Defendant doesawh the copyright irthe 2007 Manuscript,
the Court must turn to the second elemera obpyright infringementlaim: whether the
defendant copied protected elements of the plaintiff's Wbrk. plaintiff may prove unlawful
copying by showing that the defgant had access to a copyrigghtvork, and that there are

“substantial similarities” between the two work9am Things from Denmark v. Russ Berrie &

Co., Inc., 290 F.3d 548, 561 (3d Cir. 2002); see also Ford Motor Co., 930 F.2d at 291

(“[Clopying is demonstrated when someone who has access to a copyrighted work uses material
substantially similar to the copyrighted workammanner which interferegth a right protected

by 17 U.S.C. 8 106.”). When determining “sulosi@ similarity,” acourt considers “(1)

whether the defendant copied from the pléfistivork and (2) whether the copying, if proven,

went so far as to constitute an improper appatiom.” Kay Berry, Inc. v. Taylor Gifts, Inc., 421

F.3d 199, 208 (3d Cir. 2005) (quotations omittel)rect evidence of copying or an admission

by the infringer satisfies therét part of the test. Id. ifcxg Dam Things from Denmark, 290

1 The owner of copyright has the exclusive rights to do or authorize any of the following:
(1) to reproduce the copyrighted work in copies or phonorecords; (2) to prepare derivativdasad
upon the copyrighted work; (3) to distribute copies or phonorecords of the copyrighted work to the public

by sale or other transfer of ownership, or by ren¢égsé, or lending; . . . (5) in the case of literary . . .
works, . . . to display the copyrighted work publicly.
17 U.S.C. § 106.
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F.3d at 562.) If copying is found, then “the faictdier is to determine véther a ‘lay-observer’
would believe that the copying wagprotectible [sic] aspects of the copyrighted work.” Dam

Things from Denmark, 290 F.3d at 561 (citing WdmeAssocs., Inc. v. Jaslow Dental Lab., Inc.,

797 F.2d 1222, 1232 (3d Cir. 1986)).

In other words, “[n]ot all copying . . . is copght infringement.” _Feist Publ’'ns, Inc. v.

Rural Tel. Serv. Co., 499 U.S. 340, 361 (199&& also Jackson v. Booker, 465 Fed. App’x 163,

166 (3d Cir. 2012) (“Because nait copying is copyright infringaent . . . even if actual
copying is proven, the court must decide, by canmg the allegedly infringing work with the
original work, whether the copying was unlawfu “If the similarity concerns only
noncopyrightable elements of pi&iff work, or no reasonable tri®f fact could find the works

substantially similar, summary judgment ppeopriate.” _Williams v. Crichton, 84 F.3d 581, 587

(2d Cir. 1996) (internal quotations omitted). dddition, a court must find more than a de
minimus copying, in which the copying is ofuth a trivial extent as to fall below the

guantitative threshold of substantial simibarit Ringgold v. Black Entrit Television, Inc., 126

F.3d 70, 74 (2d Cir. 1997).

Here, the parties do not dispute that Mitl copied 16 percent of the 2012 Book from
the 2007 Manuscript. However, Defendant arghasthis 16 percent comprised material not
protected under the Copyright Act. This becomesatter of law for the Court to decide. Where
a work contains both protectable and nonprotextiéments, the proper inquiry is whether the

protectable elements, standingra, are substantially similaCrichton, 84 F.3d at 588.

Dissimilarities in the works do not dictate a finding of noninfringement, because “no plagiarist

can excuse the wrong by showing how much sfwirk he did not pita.” Harper & Row,

Publishers, Inc. v. Nation Enters., 471 U639, 565 (1985) (quoting Sheldon v. Metro-Goldwyn
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Pictures Corp., 81 F.2d 49, 56 (2d Cir. 1936))e Tourt will addressach of Defendant’s
defenses to the copyright infringement claim in turn.
a. The ldea-Expression Dichotomy/Merger/Scéenes a Faire

Copyright law does not proteickeas, but rather the expressiof ideas._Whelan Assocs.,

797 F.2d at 1234. “The doctrine is simple toestatopyright will not protect an idea, only its

expression—but difficult to apphRy.Tetris Holding, LLC v. Xio Interactive, Inc., 863 F. Supp.

2d 394, 400 (D.N.J. 2012). A court must deteenirhether the later work appropriates the

“unique expressions” of the copied work, or niefeontains elements that would be expected

when two works express the same idea or explore the same theme.” Kay Berry, 421 F.3d at 208.
Furthermore, although facts alone are not agbyable, compilations of facts are. Feist

Publ'ns, 499 U.S. at 344. Thus, in faakworks such as those at issue Héffg]thers may

copy the underlying facts from the publication, but thet precise words used to present them.”

Id. at 348. As Defendant poinasit, factual works are subject a higher threshold in an

infringement analysis than fional works; “similarity of epression may have to amount to

verbatim reproduction or very close paraphrgdiefore a factual work will be deemed

infringed.” Worth v. Selchov& Righter Co., 827 F.2d 569, 572 (9th Cir. 1987) (internal

citations omitted}?
Two concepts related to the idea-exgsien dichotomy serve to deny protection to
otherwise protectable expressionrsEithe doctrine of merger dictates that “[w]hen the idea and

the expression of the idea coincide, then theasgion will not be protected in order to prevent

12 Both parties refer to the works as factual worksee(®.g., Def.’s Br. at 36; PI's Reply Br. at 26.)

1 The Worth court found no copyright infringement of factual content despite some verbatim repetition of words
because it found that these words were an “indispensabtession” of certain facts and ideas. Id. at 573. The
Court notes first that this caprecedes the Supreme Coudegision in Feist Publ’'nsMoreover, as becomes clear
below, the case is distinguishable because the Wouttt fomund that the repetitiomas necessary to communicate
the facts, whereas the Court makessuch finding here._Id.
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creation of a monopoly on the underlying [workEduc. Testing Servs. v. Katzman, 793 F.2d

533, 539 (3d Cir. 1986). Merger may be founcereh‘there are no dew other ways of

expressing a particular ideald. (quoting Apple Computer, Ing. Franklin Computer Corp.,

714 F.2d 1240, 1253 (3d Cir. 1983)). “Merger is raa@vever, and is generally found in works
with a utilitarian function.”_Kay Berry, 421 F.2d 209. Just because the number of ways an

idea may be expressed is limited does not meamtbeajer applies. See Educ. Testing Servs.,

793 F.2d at 539 (finding no merger where defendant used copyrighted ETS questions in its
preparation program). “If other methods of exgsiag that idea are not fatesed as a practical

matter, then there is no mergepple Computer, 714 F.2d at 1253.

Second, under the scenes a faire defensguésees of eventsdah‘necessarily result
from the choice of a setting or situation,” do Bajoy copyright protection.”_Crichton, 84 F.3d

at 587 (quoting Walker v. Time Life Films,dn 784 F.2d 44, 48 (2d Cir 1986)). Sceénes a faire

“describe those otherwise expressive elemengsvedrk that are ‘standa, stock, or common to

a particular topic or that nesgarily follow from a common thesor setting.”” Southco, Inc. v.

Kanebridge Corp., 390 F.3d 276, 287 (3d Cir. 2Q@8&xker, J., concurring) (quoting Dun &

Bradstreet Software Servs., Inc. v. Graams§llting, Inc., 307 F.3d 197, 214 (3d Cir. 2002)).

The doctrine includes “incidents, charactersettings which are as a practical matter

indispensable, or at least stardjan the treatment of a giveaptic.” Hoehling v. Universal City

Studios, Inc., 618 F.2d 972, 979 (2d Cir. 19&))ating Alexander v. Haley, 460 F. Supp. 40, 45

(S.D.N.Y. 1978)).
TD Bank maintains that it is not chaiging Mr. Hill's use of any common ideas or
themes relating to his busingsslosophy, “so long as he uses biwn creative text . . . to do

so.” (Pl.’s Br. 22.) It likewis&loes not allege infringement odrtain “buzz words” used in both
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works. Mr. Hill argues that his “life expence, business philosophy, and success at Commerce
Bank” are the ideas behind the 2007 Manuscripd, taus the copied words are not protected.
(Def.’s Br. 31.) The parties agg that the alleged infringing mesial includes these topics.
Furthermore, Defendant argues that because treronly a few ways to express the business
philosophy underlying Commerce Bank, such id@a&snot protected, and that his copying
necessarily resulted from the simitetting of the two works.

The Court does not see how the bussnghilosophies at issue here cannot be
communicated in various ways. Although the polohies may have originated with Mr. Hill,
this does not necessarily mean that Mr. Hill ishledo express his ideas in more than one way.
Indeed, Mr. Hill admitted that there are a fewyw#o express the ideas communicated in the
works. Disallowing Mr. Hill from using near idgcal language to express certain concepts does
not bestow on TD Bank a monopoly of those id&hsre they can be expressed in a variety of
ways.

Mr. Hill did not just copy isolated words aptirases, but rather entire paragraphs, or in
some instances, nearly complete pages. He offglaced “Commerce Bank” with or added to it
“Metro Bank,” or changed a word here and theBdill, at a minimum, the alleged copying is a
“very close paraphrasing.” Worth, 827 F.2d at 5A%er carefully revewing the passages at
issue, it is obvious tthe Court that they constitute more thast a recitation of facts, ideas, or
ordinary phrases, even if they are baseéhots or ideas or philosophies from Mr. Hill's
personal or professional life.

Take this excerpt from tH#007 Manuscript, for example:

There are a lot of banks in the world. Traany, probably, but it's no different than the

explosion of drugstores on every well-traffickaainer, or even the number of books this
one competes with for your attention in a bootestdt’s all about standing out from the
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competition, creating visual appeal in the store and sidewalk appeal from the passenger
car or bus.

(Pl’s Ex. H1, 2007 Manuscript at 43.) Comgdrwith this excerpt from the 2012 Book:

There are a lot of banks in the world. Traany, probably, but it's no different from the

explosion of corner shops at every wellfficked intersection, oeven the number of

books this one competed with for your attentin a real or virtual bookstore. It’'s all

about standing out from the competition, cregtirsual appeal botim the store and for

passersby on foot and in cars or buses.
(Pl’s Ex. H2, 2012 Book at 43-44.) It cannotigesly be argued thahe business idea of
standing out among others can only be expresstisione particular way, by comparing banks
to corner shops or drug stores or books. Thasisxpression of an idélaat is protectable under
copyright law because it can be expressed in many ways.

Or, take this example of adtually based paragraph thapeaprs verbatim in both works:
“Ray Kroc saw the magic of fast food through the milkshake machine. He understood that
Americans wanted quality, speed, and consisten¥ith little compdition, McDonald’s swept
the world, making obsolete existing models that dadt change with the times.” (Pl.’s Ex. N1,
N2.) Mr. Hill claims that passages sucltlas one cannot be exgssed in any other way
because they state historical facts. But¥H.can find other words to communicate that Ray
Kroc’s ideas underlying McDon&klwere novel and changed the landscape of the restaurant
industry by introducing quality fasbod. Surely hundreds if hthousands of others have

compared McDonald’s to other successful amsbvative business ventures without violating

copyright law. “[C]opyright asses authors the right to theiriginal expression, but encourages

others to build freely upon the ideas and infation conveyed by a work.” Feist Publ'ns, 499
U.S. at 349 (emphasis added). The above-quantddike passages are original expression, not

mere recitations of fact; Mr.ilis free to build upon the factbut copyright law does not permit
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him to copy in this manner whereetidea and the expression do not méfgEurthermore, this
is not a rare utilitarian circumste@ in which merger should apply.

Defendant relies on Houlihan v. Kourt, No. 00-3390, 2002 WL 1759822, at *7-9

(N.D. llIl. July 29, 2002), in which the court granted summary judgment in favor of the defendant
because it found that the simitgrin the second work, a mempiwas “derived from the life

stories and experiences of [the authors],” andnooh the first work, a play about the authors’

lives. Itis true that Mr. H’s life experiences and businessilpsophies existed independent of
their recounting in the 2007 Manugatr But in Houlihan, the issue was whether the memoir was
derivative of the play, an issuet expressly addressed hefnd unlike in this case, where
passages expressing ideas have been copiedtakaad-for-word, in Kulihan, the plaintiff

could not show that “original material from the play was lifted and used” in the memoir. Id. at
*8.

Certain elements relating to the tellingt@b similar banks run by the same CEO may
well fit within the scenes a faire defense in sanineumstances. However, the defense is not
suitable here. Scenes a faire is properlpleged where two works take place in the same
historical setting or convey common theme; not where two works use the same language to

recount historical factsSee, e.g., Winstead v. Jackson, 509 Fed. App’x 139, 142 (3d Cir. 2013)

(finding scénes a faire applicable to eletsesf a standard coming of age story).
For example, in Hoehling, a case upon which Defendant relies, the Second Circuit found

the scenes a faire defense applicable where titested works were about a particular historical

14 Moreover, the parties’ disagreement over whether tineist be “few” or “many” alternative expressions of an
idea to foreclose a merger defense was futile. The ThirdiiCiras not formally made this distinction; rather, the
application of merger is a case-sensitive inquiry wheseime instances, limited means of expressing an idea may
implicate the defense, and in other cases it may not.Cohe finds here, however, that the ideas expressed in the
works are not as limited as Defendant suggests, and it is foe#isien that the merger defee®s not apply.
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event in Germany, such that the court found sieahes of revelry in a German beer hall and
common German greetings of the period wouldhlygossible to avoid. Hoehling, 618 F.2d at
979. The court found these to é&eamples of “standard literary devices” set among different
relations of the same story. Id. at 9@ However, the court cautioned that
[b]y factoring out similarities based on noopyrightable elements, a court runs the risk
of overlooking wholesale usurpation opaor author’s expression. A verbatim
reproduction of another work, of course, ewethe realm of nonfiction, is actionable as
copyright infringement . . . Thus, in gramgi or reviewing a grant of summary judgment
for defendants, courts should assure themselves that the works before them are not
virtually identical.
Id. This is one of those occasions where the scénes a faire defense does not apply due to
Defendant’s significant verbatim copyifiy.Contrary to Mr. Hill's asg#ion that if the scénes a
faire defense does not apply here then “no@utiould be able tavrite a book about Commerce
Bank’s unique philosophy and upstart growthheout TD Bank’s permission,” (Def.’s Br. 36),
the Court finds that others may do so, as lasighey do not copy TD Bank’s work verbatitn.

See Narell v. Freeman, 872 F.2d 907, 912 (9th1®89) (finding no substantial similarity where

defendant “has not copied the equivalent ohimue line or stanzéut has duplicated a few
ordinary phrases and paraphrakedely factual statements ineating an entirely different kind
of story”).
b. Fair Use
Defendant also raises the defense of fag usair use of copyrighted materials “for

purposes such as criticism, comment, news tegmprteaching . . ., scholarship, or research,”

15 The copied passages at issue are not simply comprised of commonly used words, phrases and clichés, which are
not protectable under copyright law. Winstead v. Jackson, No. 10-5783, 2011 WL 4407450, at333Eph 20,
2011) (citing_ Douglas v. Osteen, 317 Fed. App’x 97, 99 (3d Cir. 2009)).

6 The other cases Defendant relies upon are similarly distinguishable due to the lack of verbatign S, e.g.,
Johnson v. Foxx, 502 F. Supp. 2d 620, 623-24 (E.D. Mich. 2007) (finding sceénes a faire defense applicable to the
ideas expressed in two songs, but the disputed lyrics mgg identical to those of the plaintiff's).
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does not amount to infringement. 17 U.S.C. 8§ 10d.decide whether a particular use was fair,
the statute directs a court to consider:
(1) the purpose and character of the useuding whether such use is of a commercial
nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the pmrtused in relation to the copyrighted work
as a whole; and
(4) the effect of the use uptime potential market for or tge of the copyrighted work.
Id. Fair use is a mixed question of law and fact, but courts “may resolve issues of fair use at the
summary judgment stage where there are no gemssnes of material fact as to such issues.”

Warren Publ'g Co. v. Spurlock, 645 Fu@. 2d 402, 415-16 (E.D. Pa. 2009) (quoting Bill

Graham Archives v. Dorling Kindersleyd.t 448 F.3d 605, 608 (2d Cir. 2006)).

As a threshold matter, Mr. Hill does nmesent any evidence that the 2012 book was
intended to provide criticism, scholarship,amother permitted purpose under § 107. However,
the statute provides “only geneguidance about the sorts afpying” that are most commonly
found to be fair use, and thus the defense “callsdse-by-case analysis” thfe relevant factors.
Campbell, 510 U.S. at 577.

i. Purpose and Character of the Use

The 2012 Book was sold publicly and publicizsdMr. Hill, who received royalties.
Use of copyrighted materials for commercial pwg®weighs against a finding of fair use.
Video Pipeline, 275 F. Supp. 2d at 561 (citingrpaell, 510 U.S. at 585). A court must also
consider whether the nature of the allegediginging work is transformative, such that the
purpose is different than that of the copyrighiner’s in making the original work. 1d. at 561-
62. Although TD Bank never published or sold #07 Manuscript, its purpose was to promote
Commerce Bank through the tetj of its story and uniquieusiness philosophy. Although Mr.

Hill argues that the purpose of the 2012 Book was to “educate the public about the founding and
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success of Metro Bank,” he presentsenaence to suppbthis assertiof! It is not clear to the
Court, then, that Mr. Hill's copying added mucheodlifferent character to the work. And, “[t]he
fact that a work is unpublished shadt itself bar a finding of faiuse.” 17 U.S.C. § 107. Thus,
the first factor cuts ifavor of Plaintiff.
ii. Nature of the Copyrighted Work
The 2007 Manuscript was a fact-based, infational work. Generally speaking, “the
more informational or functionahe plaintiff's work, the broadeshould be the scope of the fair

use defense.” Leadsinger, Inc. v. BMG MuBigbl'g, 512 F.3d 522, 531 (9th Cir. 2008) (quoting

4 Nimmer on Copyright 8 13.059[A][2][®] Still, courts in this cingit have rejected the fair use

defense in cases of fact-based work. $eag, Educ. Testing Sesy 793 F.2d at 543; FMC

Corp. v. Control Solutions, Inc., 369 Fup. 2d 539, 579 (E.D. Pa. 2005) (“[C]ourts do not

hesitate to deny the fair use defe even when the work is nantion.”) (internalquotations and
citations omitted). In addition, just becaudise 2007 Manuscript described facts does not mean
that Mr. Hill could use those same exact wardthe 2012 Book, especially where such facts are

not protected under copyright law. Seawe v. Kwitny, 706 F. Supp. 1123, 1134 (S.D.N.Y.

1989) (finding fair use defense inappropriata ifact-based work where author extensively
guoted the copyrighted work).

Also a “critical element” to this angis is the unpublished nature of the 2007
Manuscript. _Harper & Row, 471 U.S. at 564. 'ji€]scope of fair use is narrower with respect
to unpublished works . . . [and] the author’s rightontrol the first public appearance of his
expression weighs against such use of the wdikéds release.” Id. Defendant submits that

some of the allegedly copied excerpts haveaaly been effectively published because the “same

7 Mr. Hill's failure to earn profits from the 2012 Boadloes not dictate a finding that it was not created for
commercial purposes.
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content” was provided in the Harvard Busiaé&school study and other speeches; however, Mr.
Hill fails to identify specific portions that were cepli verbatim, or at all, like they were in the
2012 Book._See Love, 706 F. Supp. at 1134. As suchfattir cuts ever sslightly in favor of
Plaintiff.

iii. Amount and Substantiality of the Pation Used in Relation to the
Copyrighted Work as a Whole

Sixteen percent of the 2012 Book is copied material from the 2007 Manuscript. As
Defendant points out, the 2007 Maugtipt is longer than the 20Bbok, so the percentage of
copied text that appears in the copyrightedkas even less. Thus, from a quantitative
perspective, Mr. Hill appears t@ave used a relatively small portion of the 2007 Manuscript in
his book. However, this factorqeires consideration, hqust of quantity of material used, but
also of its “quality and importance.” Vidé€tpeline, 275 F. Supp. 2d at 563 (citing Campbell,
510 U.S. at 587). Though the Court cannot concludktlie copied passages are “the heart” of
the 2007 Manuscript, as Plaintgftiggests, they are certainly tahto the telling of the
Commerce Bank story, as they are filled witlique anecdotes and business practices
fundamental to Commerce Bank’s succésSee Harper & Row, 471 U.S. at 565. Likewise, the
copied text is crucial to telling the MetBank story because it underlies the philosophy that
made the bank successful. Where the reproducéstialas significant to the copied work, a
court may find in favor of a plaintiff even where the quantity of the copied material is small.

See, e.g., Harper & Row, 471 U.S. at 565-66 (findimg factor in favor of the plaintiff where

only 13 percent of infringing material was cepj but excerpts played a key role in the

8 The parties actually argue over whether the copied coist&he heart” of the 2012 Book. But the proper
analysis focuses on the quality of the content as it relates triginal work._See Harper & Row, 471 U.S. at 565
(“As the statutory language indicates, a taking may not be excused merely besansebstantial with respect to
the infringing work.”) (emphasis in original). Nonethelesspurt may consider the amount of text copied verbatim
that makes up the infringing work as evidence of the qualitative nature of the copied materials. Id. at 566.
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infringing work); Video Pipeline, 275 F. Supp. 2d5&4 (finding that this factor weighed against
fair use where two-minute clips from filmsathwere one-to-two hours long were used in
infringing work). Moreover, “it is no defense it@ringement that more of the [work] was not
copied or that the plagiarisf@ork] may have some dissimilaet from the original [work].”

Dun & Bradstreet Software Servs., 307 F.3d at Zlll4us, at best, this ¢tor favors each party

equally.

iv. Effect of the Use Upon Potential Market for or Value of Copyrighted
Work

“If the intended use is for commercialiga[the] likelihood [ofmarket harm] may be

presumed.”_Video Pipeline, 275 F. Supp. 2868 (quoting A & M Records, Inc. v. Napster,

Inc., 239 F.3d 1004, 1016 (9th Cir. 2001)). Thithes case here. Furthermore, it is irrelevant
that TD Bank did not publish the 2007 Manuscript because it has the right to determine whether

or not to exploit its works for financial gath. See Castle Rock Entm't, Inc. v. Carol Publ'g

Grp., Inc., 150 F.3d 132, 145-46 (2d Cir. 1998)ding no fair use even where copied work

actually enhanced market for copyrighted wbecause “copyright law must respect that

creative and economic choice” of whetheptblish a work); see also Salinger v. Random

House, Inc., 811 F.2d 90, 100 (2d Cir. 1987) (“[Ri#firhas a right to potect the expressive

content of his unpublished writings for the termhad copyright, and that right prevails over a
claim of fair use.”). Indeed, the statutory languatgtructs an analysis dfie “potential” market

for the copyrighted work. 17 U.S.C. 8§ 107; aéso Castle Rock Entm’t, 150 F.3d at 145 (“In

considering the fourth factor, oaoncern is not whiaer the secondary use suppresses or even

destroys the market for the original work orpttential derivatives, buthether the secondary

19 Mr. Hill's argument that the fact é TD Bank filed the 2007 Manuscript on the docket in this copyright
infringement lawsuit precludes a fair use defense has no merit. Judicial use does not detract fronaltheanioem
use of the work._See supra, Section 11(B)(2).
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use usurps or substitutes for the market obtiginal work.”). Plus, should TD Bank ever
choose to publish the 2007 Manustripis likely that there wuld be_some impairment caused
by the publishing of the 2012 Book, even if it woualat displace the entire market. The fourth
fair use factor weighs Plaintiff's favor.

The Court finds that, on balance, Mr. Hill's ctaof fair use fails, as at least three of the
four factors favor Plaintiff.

c. Copyright Misuse

Defendant urges the Court to grant summadgment in his favor because of Plaintiff's
purported copyright misuse. Mr.|Hclaims that TD Bank is daoig nothing more than trying to
“suppress the speech of its former CEO."e{[3 Br. 44.) Specifically, TD Bank never
published the 2007 Manuscript, so Mr. Hill argtiest his subsequent work does not harm his
opponent®

Copyright misuse may be found where a cagyrholder asserts itgghts in a way that
is “contrary to the publiinterest,” namely “to stimulate tastic creativity for the general public

good.” Video Pipeline, Inc. v. Buena Vistaide Entm't, Inc., 342 F.3d 191, 204 (3d Cir. 2003)

(internal quotations omitted). “Misuse often exists where the patent or copyright holder has
engaged in some form of anti-competitive behavior.” Id. For instance, the Third Circuit has
opined that copyright misuse might¢cur where an individual obte the copyright to something
written about himself for the sole purposepaéventing others from publishing biographical

material concerning him._Id. at 205 (citinggemont Enters., Inc. v. Random House, Inc., 366

F.2d 303, 311 (2d Cir. 1966)).

20 Defendant has not provided the Court with any support for the suggestion that a court must examine whether the
plaintiff has suffered any harm from the publication of an infringing work in order to escape this defense.

35



Defendant relies on Omega S.A. v. Costco Wholesale Corp., where the court admonished

that “private motivation must ultimately serve ttaise of promoting broguliblic availability of
literature, music, and thehar arts.” 776 F.3d 692, 705 (9th Cir. 2015) (quoting Twentieth

Century Music Corp. v. Aikerd22 U.S. 151, 156 (1975)). There, in order to prevent

unauthorized retailers from selling watches obtained on the “grearket,” the plaintiff began
engraving a newly copyrightetesign inconspicuously on theatches, thus effectively
copyrighting the watch itselfld. at 702-03. The court found copyright misuse because Omega
admitted to securing the copyright in the designlgaheorder to use copyright law to restrict

the sale of the watches, thus expanding tbepeof its otherwise lawful monopoly. Id. at 703
(“Omega misused its copyright when it usedntgllectual propertyprotection to obtain a
copyright-like monopoly over uncopgttable . . . watches.”).

TD Bank did not engage in copyright misime. While it requireso leap in logic to
assume that preventing Mr. Hill from publisbithe 2012 Book, which describes the success of
his newest bank, might have an effect on Metro Bank’s competition with TD Bank, Mr. Hill has
produced no such evidence; nor is there aigeexce presented to the Court that Plaintiff's
purpose in copyrighting its worknd bringing this infringemeriction was to exert otherwise
impermissible control over the banking marketplade.TD Bank maintains, Mr. Hill is free to
publish materials relating to himisiness philosophies, business vesd, or life experiences, so
long as they do not infringe on TD Bank’s cagited material. Indeed, TD Bank does not
contest the 84 percent of the 2012 Book thstusses such topidacluding Metro Bank,
without the unlawful copying. Pldiff's copyright claim is not “lilely to interfere with creative

expression to such a degree that [it] affedgtjsgny significant way the policy interest in
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increasing the public stodd creative activity.” Véeo Pipeline, 342 F.3d at 28%6.The
copyright misuse defense fails where a pléinterely seeks to enforce its copyright, and

nothing more._See Arista Records, IncElea World, Inc., 356 F. Supp. 2d 411, 428-29 (D.N.J.

2005).
d. Conclusion as to Copyright Infringement Claim

Mr. Hill does not own the copyright in¢t2007 Manuscript. Moreover, none of Mr.
Hill's defenses to his infringement of the 2007 Macript have merit. As a lay observer, had
the Court read the two workis would have immediately founda@nnection between them. The
protectable elements of Plaintiff's work ardostantially similar to Defendant’s subsequent
work. This is true regardless of how muchta 2012 Book Mr. Hill declined to copy. As there
are no genuine issues of factispute, this Court finds in favef Plaintiff as a matter of law
and thus grants summary judgment as to thyey@ght Infringement claim. In addition, though
neither party addressed Defentla declaratory judgment cowartlaim of non-infringement, it
necessarily follows that the Court must entelgment against Defendant on this counterclaim.
(See Doc. No. 18, 11 59-63.)

D. Mr. Hill's Counterclaim U nder 17 U.S.C. § 512(f)

Section 512 of the Copyright Act, knowntag Digital Millennium Copyright Act
(“DMCA”) provides an avenue by which a copyit owner can police suspected infringement
by allowing the party to serve*takedown notice” to an onlingervice provider if the owner
possesses a “good faith belief that use of thierna in the manner complained of is not

authorized by the copyright owner.” 17 WCS8 512(c)(3)(A)(v). Receiving such a notice

21 Moreover, Video Pipeline and the cases upon which itsretiginly concern clauseslinensing agreements that
served anti-competitive purposes. See, e.q., Lasercomidrfamv, Reynolds, 911 F.2d 970, 979 (4th Cir. 1990)
(finding misuse in licensing agreement that attemptedntral competition of unprotected expression of ideas).
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essentially requires the provider to remove thegeldly infringing material from the internet.
See §512(c)(3). The DMCA enforces thi®vision by providing that, “Any person who
knowingly materially misrepresents umdbis section . . . that matatior activity is infringing . .

. shall be liable for damages, including costs @toineys’ fees, incurred by the alleged infringer
... §512(f).

TD Bank moves for summary judgment on ttaginterclaim. The parties argue over
whether TD Bank held a “good faith” belief thhe 2012 Book infringed on its copyright at the
time it issued the takedown notices. TD Bank maistéhat it was its subjective belief that is
relevant to the analysis, which requires a kimpwnisrepresentation lilie copyright owner,

whereas Mr. Hill claims that the proper inquis whether a copyright owner should have known

that it was making a material misrepresentatibiareover, Mr. Hill argues that, whatever the
standard, there is a material issue of fadbashether TD Bank subgtively knew it was making
misrepresentations, and so summary juegt on this claim is not approprigfe.

The “good faith belief” requirement of 8 512@)(A)(v) is a subjective standard. RoOsSi

v. Motion Picture Ass’n of Am., Inc., 391 F.3@00, 1004 (9th Cir. 2004). Thus liability will

only be imposed under 8§ 512(f) where thera idemonstration of soe actual knowledge of

misrepresentation on the part of the copyrimgliher.” 1d. at 1005 (emphasis added); see also

Cabell v. Zimmerman, No. 09-10134, 2010 WL 996G 7#5 (S.D.N.Y. March 12, 2010)

(finding negligence insufficient timpose liability unde§ 512(f)).

22 Contrary to Defendant’s reading ofglCourt’s prior Opinion on Plaintiff $1otion to Dismiss (Doc. No. 40), Mr.

Hill needs to do more than show that TD Bank knew that Mr. Hill was a co-author of the 2007 Manuscript. That
Opinion addressed the § 512(f) claim in the context of a motion to dismiss, where the Goligated only to
determine whether the claimant has alleged enough facts to state a claim upon which relief may be granted. The
Court opined only that one way to survive the motion was to allege, as Mr. Hill did, that he was a co-author of the
work at issue, since whether his agtfeorship conferred ownership status at the time the 2012 Book was published
had not yet been determined.
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Despite Mr. Hill's contention, there is no issofanaterial fact here as to TD Bank’s
good faith belief that it could properly issue td&en notices. It is undisputed that TD Bank
consulted its copyright counsel, who reviewedttie works, before filing the notices. Mr. Hill
insists that a material dispute of fact exls#¢sause TD Bank’s representative stated in his
deposition that he did not know specificallyatisteps the bank undertook to determine whether
Mr. Hill was a co-owner of the copyrigh{Fisher Dep. 308:1-15.) But TD Bank produces
evidence that its counsel reviewed the Guarantythe Portfolio Contract as to the ownership
issue. (Certification of Lori E. Lesser, {1 3-84oreover, TD Bank’s q@resentative also stated
that there was “full review byopyright counsel” when asked what steps TD Bank took to ensure
that it owned the copyright(Fisher Dep. 310:1-310:15.) Bwyerely pointing to testimony
showing that one TD Bank representative mayhave had knowledge as to the exact steps
undertaken during the canation with its experienced outld counsel, Defendant has done no

more than merely show “some metaphysical dasglib the material fast’ Matsushita Elec.

Indus. Co., 475 U.S. at 586. Mr. Hill has meted no evidence that TD Bank had actual
knowledge of any material misrepresentatior #us the Court finds in TD Bank’s favor.

E. Relief

Having found that summary judgment in fawdrTD Bank is appropriate, the Court
addresses Plaintiff’'s entitlement to relief. Bank seeks an injunction pursuant to 8§ 502 of the
Copyright Act, as well as profits frothe sale of the 2012 Book pursuant to § 50&{b)Compl.

19 22, 24.) Mr. Hill asks the Coud grant summary judgment in his favor on this issue because

23 The Court also notes that, for the reasons expresseid @gion, supra, TD Bank is the lawful and exclusive
owner of the copyright in the 2007 Manuscript, upon which it has infringed. It is hard to argue that a finding
of summary judgment for Plaintiff is not appropriate underHill's 8 512(f) counterclaimn this situation, where
the plaintiff prevails on thenderlying copyright claim.

24 TD Bank has withdrawn its claims for damages based on actual harm, statutory damages, and attorasys’ fees
well as its impoundment claim under 17 U.S.C. § 503.
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TD Bank is not entitled to any of its requestelief. The Court addresses TD Bank’s requests in
turn.
1. Injunctive Relief
Even upon a finding of infringement, a plaintiff seeking a permanent injunction must
establish the following: (1) that it has suffered meparable injury; (2) that there is no adequate
legal remedy, such as monetary damages; (3}hbkdtalance of hardslufpetween the plaintiff
and defendant warrants an injunati@and (4) that the plib interest favors such relief. _eBay

Inc. v. MercExchange, L.L.C., 547 U.S. 388, 391-93 (2006) (“[T]his Court has consistently

rejected invitations to replace tradnal equitable considerations with a rule that an injunction
automatically follows a determination that gogaght has been infringed.”). There is no

presumption of irreparable harm where copyrighingement is found. See Broadcast Music,

Inc. v. Publick House Partners, LLNp. 13-3326, 2015 WL 3396804, at *4 (D.N.J. 2015)

(discussing eBay and its progeny).

TD Bank claims that the irreparable harm it stffis the violation oits exclusive rights
as the owner of the copyrightéthe substantial likiknood of future infringement by Mr. Hill.
Courts have held that irrepéta harm may be based on pasd duture infringement both pre-

and post- eBay. See, e.q., Brighton Cdilges, Inc. v. Pedre Watch Co., No. 11-00637, 2013

WL 5719071, at *4 (S.D. Cal. Oct. 21, 2013)pBdcast Music, Inc. v. Spring Mount Area

Bavarian Resort, Ltd., 555 F. Supp. 2d 537, 543 (E.D. Pa. 2008); Designer Skin, LLCv. S & L

Vitamins, Inc., No. 05-3699, 2008 WL 4174882F4&t (D. Ariz. Sept. 5, 2008); Superhype

Publ’g, Inc. v. Vasiliou, 838 F. Supp. 1220, 1226 (SJbio 1993). However, a plaintiff must

demonstrate a threat of future infringemtrdyond mere conclusory assertions.” Brighton

Collectibles, 2013 WL 5719071, a4 * TD Bank simply has not pointed the Court toward any
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evidence that Mr. Hill will continue to infringen TD Bank’s material. TD Bank also fails to
address entirely the adequacyaahonetary award of damagesd the balance of hardships
between Plaintiff and Defendant. As TD Bank Isehe burden of estabimg all four elements
and it has failed to do so, th@@t finds that TD Bank is n@ntitled to permanent injunctive
relief.
2. Profits

Section 504(b) of the Copyrighict states that the copyrigbtvner “is entitlel to recover
... any profits of the infringehat are attributable to thefimgement.” 17 U.S.C. § 504(b).
Furthermore, the statute provedthat, “In establishing the infiger’s profits, the copyright
owner is required to present proof only aé ithfringer’s gross revenuand the infringer is
required to prove his or her dedutdilexpenses and the elementpuafit attributable to factors
other than the copyrighted work.”_Id.

The courts have differentiated between two $ypeprofits: direct pofits (generated by
selling an infringing product)ral indirect profits (reenue earned from operations enhanced by

the infringement)._See William A. Grahdabwo. v. Haughey, 568 F.3d 425, 442 (3d Cir. 2009).

Whether direct or indirect, éhplaintiff must show a nexusetween the profits and the
infringement before the burden shifts to the ddfnt to apportion the profits that were not the

result of infringement. _Andreas v. Volkswagof Am., Inc., 336 F.3d 789, 796 (8th Cir. 2003);

see also William A. Graham Co., 568 F.3d at 442.

This is a case of direct infigement, as any profits earnedre generated directly from
selling the 2012 Book. TD Bank must theref@roduce evidence of Mr. Hill's gross revenue
from the sale of the book. Assuming it can meébutsien, it is then up to Mr. Hill to argue

“elements of profit attributable factors other than the camyhted work.” The 2012 Book was
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still for sale at the time th#tis motion was filed, making a detenation as to the amount of
gross revenue earned premature. ThusCthet denies DefenddatMotion for Summary
Judgment as to Plaintiff's claim fprofits under § 504(b).
IV.  CONCLUSION

For the foregoing reasons, PlainsffiMotion for Summary Judgment@RANTED.
Defendant’s Cross-Motion for Raal Summary Judgment SRANTED IN PART and
DENIED IN PART . Both Plaintiff's and Defedant’'s Motions to Seal al2ENIED. All that
remains in this litigation is Bintiff's claim for profits pursuarto 17 U.S.C. § 504(b), which the

Court will address at a hearing to be schedulAn appropriate Order shall issue.

Dated:_7/27/2015 s/RobertB. Kugler
ROBERTB. KUGLER
Lhited States District Judge
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