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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW JERSEY
CAMDEN VICINAGE

BOSSEN ARCHITECTURAL
MILLWORK, INC. & Joseph BOSSEN,
Civil No. 14—-4294(RBK/JS)
Plaintiffs,
OPINION
V.

KOBOLAK & SONS, INC. &
Tibor KOBOLAK,

Defendants. :

KUGLER, United State®istrict Judge:

Bossen Architectural Millwork, Inc. and skeph Bossen (“Plaintiffs”) bring federal
copyright and trademark claims, as well asrakaunder New Jersey state law, against Kobolak
& Sons, Inc. and Tibor Kobola{Defendants”). Defendants move to dismiss Counts 1 through
10, 13, 17, and 18 of Plaintiffs” Amended CompldDoc. No. 63) pursuant to Federal Rule of
Civil Procedure 12(b)(6). Fdhe reasons expressed her@efendants’ Partial Motion to
Dismiss (Doc. No. 64) iISRANTED as to Counts 1 throughand this Court declines
supplemental jurisdiction over the remaining state law claims.

l. STANDARD

Under Federal Rule of Civil Procedure 12(B)@ court may dismiss an action for failure
to state a claim upon which reliedn be granted. When evaluating a motion to dismiss, “courts
accept all factual allegations as true, constraectimplaint in the light most favorable to the

plaintiff, and determine whether, under any reasonable reading ofrtipgagiot, the plaintiff
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may be entitled to relief.Fowler v. UPMC Shadysid®&78 F.3d 203, 210 (3d Cir. 2009)
(quotingPhillips v. Cnty. of Alleghenyp15 F.3d 224, 233 (3d Cir. 2008)). In other words, a
complaint survives a motion to dismiss if it contasufficient factual matter, accepted as true, to
“state a claim to relief that is plausible on its fad&ell Atlantic Corp. v. TwombJ\650 U.S.
544, 570 (2007). It is not for courts to decidehad point whether #1non-moving party will
succeed on the merits, but “whether they shouldffeeded an opportunity to offer evidence in
support of their claims.Ih re Rockefeller Ctr. Prop., Inc311 F.3d 198, 215 (3d Cir. 2002).

In making this determination, arée-part analysis is need&hntiago v. Warminster
Twp, 629 F.3d 121, 130 (3d Cir. 2010). First, toeit must “tak[e] note of the elements a
plaintiff must plead to state a claimd. (quotingAshcroft v. Igbal556 U.S. 662, 675 (2009)).
Second, the court should identify allegatioret thbecause they are no more than conclusions,
are not entitled to thassumption of truthld. (quotinglgbal, 556 U.S. at 679). “Threadbare
recitals of the elements of a cause of actspported by mere conclusory statements, do not
suffice.” Id. (quotinglgbal, 556 U.S. at 678). Finally, “whetbere are well-pleaded factual
allegations, a court should assume their veraaitythen determine whether they plausibly give
rise to an entitled for reliefd. (quotinglgbal, 556 U.S. at 679). This plausibility determination
is a “context-specific task that requires the revigncourt to draw on itpidicial experience and
common senselgbal, 556 U.S. at 679. A complaint cannot survive where a court can only infer
that a claim is merely posde rather than plausibléd.

Furthermore, “[w]hen a plaintiff does not sdelve to amend a deficient complaint after
a defendant moves to dismiss it, the court mdetin the plaintiff that he has leave to amend
within a set period of time, unless arderent would be inequitable or futileGrayson v.

Mayview State Hosp293 F.3d 103, 108 (3d Cir. 2002).



Il. BACKGROUND

Prior to 2006, Plaintiff Joseph BossgBossen”) exclusively owned Bossen
Architectural Millwork, Inc. (“BAM”), “a busiress of manufacturinghd selling high-end wood
moldings, architectural millwérand related products.” Ancompl. 1 8, 35. Defendant Tibor
Kobolak (“*Kobolak”) exclusively owned Kobolak Sons, Inc. (“K&S”), which “constructed
custom cabinetry and architectural millwork itemsl.”{{ 8, 35. Bossen and Kobolak agreed to
the terms of a merger between thespective corporations September 2006d. § 10.

Pursuant to that agreement, the two corpamatwould merge and operate as BAM, Kobolak
would purchase a fifty percent interest in BAM, and BAM would execute a $1 million corporate
promissory note to Bosselal.

After the merger, the pareagreed that, although “thoéntities operated as one
combined corporation with shared assetsexpknses|,]” Bossen would operate the “Bossen
Division” and Kobolak would opate the “Kobolak Division.ld. { 36. Kobolak was appointed
to the Board of Directors of the new entily.  28. After K&S moved into BAM's facilities, it
“sold its business location and eguient[]” and Kobolak “kept the proceeds of such sale(s) for
himself[.]"ld. § 30-32. He also “unilaterally forgave t@@n debts” to K& without Bossen’s
consentld. T 33. Furthermore, during the four years following the merger, Kobolak did not
operate the Kobolak Division to BAM’s standar8ge id{{ 37-40.

In March 2010, Kobolak “unilaterally and without the consent of Bossen opted to
bifurcate the Kobolak Division from BAM.IA. § 41. He then operated as K&S, “an entity
wholly-owned by BAM[,]” withoutBAM or Bossen'’s consenid. In operating K&S since
March 2010, Kobolak “has utilizesissets of BAM, including BW'’s trademark rights in and to

the name Kobolak & Sons, Indd. Kobolak also directed BAM'’s customers to K&S, “collected



proceeds of sales that were contracted farutph BAM,” and used BAM’s tools and equipment
without permissionld. { 42-43.

Kobolak posted photographs of BAM and Bossearaftsmanship to his websites without
permissionld. 11 45, 49-51. Plaintiffs exclusively created the photographs and the underlying
work. Id. § 54. BAM has used those photographs “omovws website and . . . to represent its
work in its showroom or in consultati with clients or prspective clients.Id. I 45. “Plaintiff is
the owner of several pending applicationsdopyright registration” with the United States
Copyright Office (“Copyright Office”), andhibse pending applicatiofisover many of the
Photographs at issue hereitd’ | 46.

lll.  DISCUSSION

Plaintiffs bring federal copyght claims (Counts 1 through,3ederal trademark claims
(Counts 4 through 7), and various New Jersgaye claims (Counts 8 through 18ge generally
Am. Compl. Defendants move to dismiss Counts 1 through 10, 13, 17, and 18 of Plaintiffs’
Amended ComplainSeeDefs.’ Br. at 5.

A. Copyright Claims (Counts 1-3)

Plaintiffs bring the following federal copight claims pursuant to 17 U.S.C. § 11
seq: copyright infringement, contributory copyrigimfringement, and inducement of copyright
infringement. The Copyright Act states thatsait particular exceptins, “no civil action for
infringement of the copyright in any United Stavesrk shall be instituted until preregistration or
registration of the copyright claim has beerdman accordance with this title.” 17 U.S.C. §
411(a);see also Reed Elsevier, Inc. v. Muchn&®9 U.S. 154, 157 (2010)Subject to certain
exceptions, the Copyright Act (Act) requires coghtiholders to register their works before

suing for copyright infringement.”'here is a circuit split regairdy the meaning of copyright



“registration” in Section 411(affosmetic ldeas, Inc. v. IAC/Interactivecqrf06 F.3d 612,
615-16 (9th Cir. 2010) (describing the circsplit and collecting cases). The “application
approach” holds that “a copyrighs] registered at the time tlwdpyright holder’s application is
received by the @pyright Office[.]” Id. at 615. The “registratioapproach” holds that a
copyright is registered “at the time that tBffice acts on the appation and issues a
certification of registration[.]1d.

This Court adopts the registi@n approach because itsore consistent with the
language of Section 411(a) ane thhird Circuit’s decision ilbawes-Lloyd v. Publish Am.,
LLLP. See441 Fed. Appx. 956, 957 (3d Cir. 2011). Furtheren “[t]he trend among district
courts in this Circuit has beenadopt the ‘registration’ approach[.$ee Micro Focus (US), Inc.
v. Ins. Servs. Office, In2015 WL 5121123 at *4 (D. DeAug. 31, 2015) (collecting casesge
alsoPatrick Collins, Inc. v. Does 1-2843 F. Supp. 2d 565, 568-69 (E.D. Pa. 2011) (analyzing
the two approaches and adopting the registratpproach). Plaintiffs do not assert in their
Amended Complaint that they hold registicopyrights in the photographs at issee
generallyAm. Compl. Under the registration approaittis Court must therefore conclude that
Plaintiffs do not state a plausild&aim for copyright infringementCounts 1 through 3 of
Plaintiffs’ Amended Complaint ai@ISMISSED WITHOUT PREJUDICE .

B. Federal Trademark Claims (Counts 4-7)

Plaintiffs bring the following claims undéhe Lanham Act: trademark infringement, 15
U.S.C. § 1114; unfair competition, 15 U.S.CLB5(a)(1)(A); false designation of origin, 15

U.S.C. § 1125(a)(1)(b); and cybersquatting, 15 U.S.C. § 1125@itiffs allege in their

! Plaintiffs’ brief misstates the standara oRule 12(b)(6) motion. The Supreme Courtijibal
held that a claim will survive a Rule 12(b)(6) motiordismiss only if relief is plausible, not just
possible. 556 U.S. at 679.



Amended Complaint that BAM and K&S mergietio BAM in 2006 and that BAM acquired
ownership to the trademark “Kobolak & Sons” in the mer§ee idJ 142 Plaintiffs further
allege that Kobolak has used BAM’s assetthaut permission, “including BAM’s trademark
rights in and to the name Kobolak & Sons, Ind.f 41 Defendants contend that Plaintiffs’
merger allegations preclude their trademark claieeDefs.’ Br. at 11.

If there is an effective merger under New Jelsay, “[tlhe parties tdhe plan of merger .
.. shall be a single corporationhd “[t]he separate existenckall parties to the plan of
merger . . . except the surviving or new cogtion, shall cease.” N.J&.14A:10-6(a), (b). The
surviving corporation own4a]ll real property ad personal property, tangible and intangible, of
every kind and description, belonging to eackhefcorporations so merged[.]” N.J.S.A.
14A:10-6(d). Because “a corporation cannot sue its@lfie Transcolor Corp.296 B.R. 343,
363 (Bankr. D. Md. 2003), BAM cannot sue K&Shere was an effective merger. The
“separate existence” of K&S would have cease#006, and “[a]n unincorporated operating
division of a corporation . . . is not itselfemyal entity with any rights or interests|[l}i re
Federal-Mogul Global Ing.411 B.R. 148, 164 (Bankr. D. Del. 2008). BAM therefore does not
state a cause of action against K&S under the Lanham Act.

The only remaining issue for this Court teaobse is whether BAM hastated a cause of
action under the Lanham Act agaik®bolak in his individual cagrity. Plaintiffs allege that
Kobolak has used BAM’s “Kobolak & Sons” mairk operating K&S, “an entity wholly-owned

by BAM[.]” Am. Compl. § 41. The Third Circuit lsaheld that “a corporatofficer who actually

2 Because Bossen does not allege that he pdigomans the “Kobolak & Sons” mark, he fails

to state a claim for trademark infringement, unfair competition, false designation of origin, or
cybersquattingSee A & H Sportswear, Inc. v. Victoria’s Secret Stores, 237, F.3d 198, 210
(3d Cir. 2000) (a plaintiff musthow that he owns a valid andj#&ly protectable mark to state a
claim under 17 U.S.C. § 1114 or 17 U.S.C. § 1125).
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and substantially participatesthe corporation’s act of trademark infringemespersonally

liable . . . even though he acted as an agenteoddhporation rather than on his own behalf.”
Electronic Laboratory Supply Co. v. Culle®v7 F.3d 798, 807 (3d Cir. 1992) (emphasis added)
(citing Donsco Inc. v. Casper Cor®87 F.2d 602, 606 (3d Cir. 1978)). If K&S merged into
BAM, it is not a separate legal entity and gt&fore cannot infringe on the trademark of the
corporation to which it belong®laintiffs do not allege thatobolak infringed on the “Kobolak

& Sons” mark on his own behalf, but only ‘fiipperating K&S[.]” Am. Compl. § 41. Because
K&S legally could notinfringe on BAM’s mark, thex was no underlying trademark
infringement to which Kobolak could particigabr contribute. BAM therefore does not state a
cause of action against Kobolak under the Lanham Act.

Arguing in the alternative does not res@&&M'’s claims. If the companies never
effectively merged, then BAM never acquingghts in the “Kobolak & Sons” mark. If BAM
does not own the mark, it cannot plausibly statause of action under the Lanham Act against
either K&S or Kobolak. Asuch, Counts 4 through 7 @d#SMISSED WITH PREJUDICE .

C. State Claims (Counts 8-18)

The Third Circuit has held that “where thaioh over which the district court has original
jurisdiction is dismissed befotgal, the district courtnustdecline to decide the pendent state
claims unless considerations of judiciabromy, convenience, and fairness to the parties
provide an affirmative jstification for doing so.Hedges v. Mus¢@04 F.3d 109, 123 (3d Cir.
2000) (quotingBorough of West Mifflin v. Lancastet5 F.3d 780, 788 (3d Cir. 1995)). No
federal law claims remain, and there is no affirmative justification for this Court to retain

supplemental jurisdiction. As such, this Cadetlines to exercise supplemental jurisdiction



pursuant to 28 U.S.C. § 1367(c)(8ounts 8 through 18 are theref@ESMISSED WITHOUT
PREJUDICE.
V. CONCLUSION

For the foregoing reasons, Defendants’ Motion to Dismi&RANTED as to Counts 1
through 7. The federal copyrigtiaims (Counts 1 through 3) adéSMISSED WITHOUT
PREJUDICE. The federal trademark claims (Counts 4 through 7D&MISSED WITH
PREJUDICE. The remaining state lawatins (Counts 8 through 18) dp¢SMISSED

WITHOUT PREJUDICE as this Court declines to excise supplementaurisdiction.

Dated: 11/17/2015 s/ Robert B. Kugler

ROBERTB. KUGLER

Lhited States District Judge



