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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

BED BATH & BEYOND, INC.,
Civil Action No. 08-589 (SDW)(MCA)
Plaintiff,

V. ; OPINION
SEARS BRANDS, LLC

June 4, 2012
Defendant.

WIGENTON, District Judge.
Before the Court is Plaintiff Bed Bath & Beyond, Inc.’s (“Plaintiff’ B8BB”) Motion
for Summary Judgment onaN-Infringementof U.S. Patent No. 5,970,474 (the *'474 patent”)
and Plaintiff's Motion for Partial Summary Judgmemmiting DefendantSears’ (“Defendant”
or “Sears”) Damages Claim for Failure to Comply with the Marking Remqment of 35 U.S.C.
§ 287 pursuant to Fed. R. Civ. P. 56(®lotions”). This Court has jurisdictiopursuant to 28
U.S.C. & 1331 and 1338Venue is propgan this Districtpursuant to 28 U.S.C881391(b)and
1400. These Motions are decided without oral argument pursuant to Fed. R. Civ. P. 78. For the
reasos stated below, this Court denies Plaintiff's Motion for Summary Judgment on Non

Infringement and grantssiMotion for Partial Summary Judgment Limiting Sears’ Damages.

FACTUAL AND PROCEDURAL HISTORY

On October 19, 1999, thd79 patent titled “Registry Information System For Shoppers”
was issued to Michael Lerogt al. As this Court noted in itMarkman Opinion, “the patent
describes a system that provides solutions to problems commonly faced byst@®ilift
registry systems, such as: (1) duplicate gift purchases by custdueets delayed updates to gift
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registry records; and (2) difficulties retrieving gift registry recaosdere the registrant and the
purchaser are not in the proximity to the same store.” (Dd&akiey No. 111 at ) (citing '474
patent col. 1:2P8). The Abstract describes the patent as “[a] product information system for
seleting, monitoring andthe] purchasing of products in a retail establishment [which] includes
a product selection device, a data processor, a registry retrieval devicet-af{sale data input
device, and a host computer.” (Abstracthe’474 patent onsistsof two independent claims
which are substantially similar: claim 1, which is to be implemented in a “retailisktabnt”

and claim 17, which is to be implemented ja]fi inter-site” system. (Id. cls. 1, 17; col. 2:16,
2:44.) Claims 216 are dpendent on claim 1 and claims 18-22 are dependent on claim 17.

BBB, which owns and operates retail and online stores, also offbrela and gift
registryas part of its services(Compl. [ 8-9) On July 18, 2008, Defendant contacted BBB
and informedt that its gift registry system infringeah one or moreclaimsof the '474 patent
(Faegenburg Decl. Ex. B.) Plaintiff responded to the charge of infringementegbebdly, on
November 11, 2008, Defendant once again informed BBB that its gift registry sydtamgead
on the'd74 patent (Compl.f1 1212.) Consequently, on Novemiigs, 2008 Plaintiff initiated
this action seeking a decla@ti of noninfringement. On June 15, 2009, Sears filed an Answer
and Counterclaim alleging that BBB’s bridatd gift registry infringes th@74 patent (Def.’s
Countercl. 1 28-31.)

On August 20, 2010, thi€ourtconducted a claim construction hearin. the Markman
hearingthe parties asked the Court to address three claim terms: (1) “desired itenislaté?
processor”; and (3) “retail establishment,” “retail site,” and “wsige.” (Docket Entry Nol11l
at2). This Court concluded thddesired items” nreant “one or more items desite¢id. at 6);

“data processoris a “device that processes datachjlecting and routing the data, or by adding,



modifying, and associating the datgid. at 10); and‘retail establishment” and “retail site

meant “a store location” and “intsite” meart “a plurality of store locations.”1d. at 16).

SUMMARY JUDGMENT STANDARD

Summaryjudgmentis appropriate “if the movant shows that there is no genuine dispute
as to any material fact and the movant is entitled to judgment as a matter ofFkeav.R. Civ. P.
56(a). The “mere existence gdme alleged factual disfgubetween the parties will not defeat an
otherwise properly supported motion sarmmaryjudgment the requirement is that there be no

genuineissue ofmaterialfact” Anderson v. Liberty Lobby, Inc477 U.S. 242, 24748 (1986).

A fact is only “materii for purposes of aummaryjudgmentmotion if a dispute over that fact
“might affect the outcome of the suit under the governing lald.”at 248. A dispute about a
material fact is “genuine” if “the evidence is such that a reasonable jury couldaeterdict for

the nonmoving party.”ld. The dispute is not genuine if it merely involves “some metaphysical

doubt as to the material factsMatsushita Elec. Indus. Co. v. Zenith Radio Coff@5 U.S. 574,

586 (1986).
The moving party must show that if the evidentiary material of record were reduced t
admissible evidence in court, it would imsufficient to permit the nanoving party to carry its

burden of proof._Celotex Corp. v. Catret7 U.S. 317, 3223 (1986). Once the moving party

meets its initial burden, ¢hburden then shifts to the nonmovant who must set forth specific facts
showing a genuine issue for trial and may not rest upon the mere allegationsatspes;

unsupported assertions or denials of its pleadings. Shields v. Zuc2&dnk.3d 476, 481 (3d

Cir. 2001). “In considering a motion f@ummaryjudgment a district court may not make
credibility determinations or engage in any weighing of the evidence; insteadgrémeoving

party’s evidence ‘is to be believed and all justifiable inferences are to be draws favar.



Marino v. Indus. Crating Cp358 F.3d 241, 247 (3d Cir. 2004) (quotiAgderson477 U.S. at

255).
The nonmoving party “must present more than just ‘bare assertions, conclusory

allegations or suspicions’ to show the existence of a genuine issue.” Podobnik v. UaE. Post

Serv, 409 F.3d 584, 594 (3d Cir. 2005) (quoting Celotex Corp., 477 U.S. at 325). Further, the
nonmoving party is required to “point to concrete evidence in the record which supports each

essential element of its case.” Black Car Assistance Corp. v. New,J&b4ely. Supp. 2d 284,

286 (D.N.J. 2004). If the nonmoving party “fails to make a showing sufficient to estdidish t
existence of an elemepssential to that party’s case, and on which . . . [it has] the burden of
proof,” then the moving party is entitled to judgment as a matter of law. Celotex Corpl,3177

at 322-23.

DISCUSSION

1. BBB’s Motion for Summary Judgment on Namfringement

a. Literal Infringement

i. BBB'’s In-Store System

There are two steps in a patent infringement analydiate Access Floors, Inc. v.

Interface Architectural Reslnc., 279 F.3d 1357, 1365 (Fed. Cir. 2002). The first step is to

define the meanings of the claimthe patent.Markman 52 F.3d at 976. Thereafter, the court
must compare the clasras construed with the alleged infringing produdtate 279 F.3d at
1366. ThisCourt has already undertaken the first step of the infringement analysieforagt

will now determine if BBB'’s bridal and gift registigysteminfringes on one or more claims of
the’474 patent BBB maintainsthat it is entitled to summary judgment becaitseridal and

gift registry does not infringe thd74 patent According toPlaintiff, its systenfdoes not meet



the claim limitation requiring an istore data processor adaptedcbllect and then rout® a
registry databasé (Pl.’s Br. 2.) Plaintiff bases this argumesntirely on its assertiomhat this
“Court’'sMarkmanopinion establishes[] that th[e] data processor must be capablerofgdata
identifying multiple items to be routed, such that the claims do not encompass a router only
capable of on&em-atatime operation, such as BBB's.” Id() (emphas added. In the
Markman opinion, this Court observed that: “while the customer can purchase one or more
desired items, nehere do the specifications or the claim language contemplate-storén
processor incapable of collecting more than one item from a registi(@ucke Entry No.111
at 10). BBB, relying on this observation, contends that this Court constaaiéct” to mean
the ability to hold or store data identifying multiplems*at any onetime” or “at the same time”
from the same registran{Pl.’s Br.13; Pl.’'s ReplyBr. 9.)

“Collect” was not one of the terms presentedhe Court for construction. As a result,
this Court did notlefine“collect” in the Markmanopinion and Plaintiff cannanhake “collect” a
construed claim.Therefore, itfollows logically that Plaintiff's construction of “collect” has no
basis in this Court'$arkmanopinion. As an initial matter, this Court seeks to clarify that the
sentence Plaintiff relies on was merely an observation the @uage. Contrary to BBB's

position, this Court nevdreld found, or concludethat the*data processor” must be “capable of

holding, storing, or ‘collecting’ more than one item from a registrant” at e ti(Rl.’s Reply Br.

1, 4) Tellingly, the words “store,” “hold” or“at a time” areabsent from thetatemenBBB
relies on In fact, these words are not used in the context Plaintiff is proposing anywhkee in t
Markmanopinion. Furthemore, although this Court observibdit “the data sent between the in
store processor and the hosimputer are always depicted as a plurality of desired items,”

(Docket Entry No. 111 at 10dhis Court did not hold that the-store processor stores or holds



multiple desired items at any one tim&his Court would not have construed “collect” because
the parties never presented it for constructidrherefore, BBB’sreliance on that sentence as
support for its contention that this Court constructed “collect” to mean hold or stotiplenul
items at a time is misplaced.

Moreover,“the specification is alays highly relevant to the claim construction analysis.
Usually it is dispositive; it is the single best guide tortteaning of a disputed term.’Phillips

v. AWH Corp., 415 F.3d 1303, 1315 (Fed. Cir. 200&grt. denied 546 U.S. 1170 (2006)

(internalguotation marks and citation omitted)'he only place the word “store” or “storags” i
found in the patentis in connection with the host computer. For instante preferred
embodiment from the specification descrilbles “host computéras having “astorage unit for
maintaining the registry database’474 patent ca. 7:9-11) Additionally, the specification for

the host computer provides that the various “desired items” are “sent to the hosteromput
through the irstore processor to create thegistry database, which is stored in the host
computer.” [d. cols. 8:6-10) Claims 1 and 17of the '474 patentalso describehe host
computer as “having a storage unit for maintaining the registry datab&secls(1, 17.)

On the other handhé words “store,” “storage” or “hold” are not associated with “data
processor’ anywhere ithe specifications or claims othe '474 patent For example,the
specification’s preferred embodiments indicate that the “data processdfddapted to
communicate vth the product selection devices . . . through the local area network . . . to thereby
collect the codes of desired items selected by the registrant. The pro¢essaolts the
desired items to the host computer [] to create a registry database.”cols. 6:3439.)
Furthermore,claims 1 and 17 of the474 patentdescribethe “data processoras being in

“‘communication with said local area network adapted to communicate with the fpsetkation



device via said local area network to thereby colleetdesired items selected by the registrant
and route said desired items to said registry database on said host comgdtesis. {, 17.)
Therefore, neither the claim language nor the specification supports BBB&tont Plaintiff
is adding exta limitations into the claim and neither it nor thisut may do so. SeeAm.

Piledriving Equip., Inc. v. Geoquip, Inc., 637 F.3d 1324, 1331 (Fed. Cir. 2011) (“It is well settled

that the role of a district court in construing claims is not to redefine claimti@cgar to read
limitations into the claims).

Although Sears’ expert, Dr. William Beckmann (“Beckmann”), testified 8edrs’ data
processor has the “additional functionality, namely the ability to stooenation about desired
items,” heclarified that the storage feature“backup functionality, is “not the normal mode of
operation, [and] [i]s not part of the claimed inventidn.(Faegenburg Decl. Ex. E, Beckman
Dep. 37:1719, 38:12, 45:2124.) Sears’ position is supported by tipedfications and claim
language because the data processabgity to store is not claimed in the patent. It is
established law that “what is not claimed is public property. The presumption is, dnd suc
generally the fact, that what is not claimeds not invented by the patentee . . . The patent itself,
as soon as it is issued, is the evidence of this. The public has the undoubted right to use . . . what

is not specifically claimed in the patentJohnson & Johnston Assocs. v. R.E. Serv. Co., 285

F.3d 1046, 1053 (Fed. Cir. 2002) (citation omittese alsdPhillips, 415 F.3d at 1312 (noting

that the “bedrock principle” of patent law is that “claims of a patent define the ionwetot

! Plaintiff, relying onFowle v. C & C Cola 868 F.2d 59, 67 (3d Cir. 1989), urges this Court not consider
Beckmann’s expert report because it is unsworn. (Pl’s Reply 10.B’'B&gument lacks merit because Sears
provided Beckmann's sworn deposition testimony which is sufficient uddeDecember 2010 amendment to
Federal Rule of Civil Procedure 5&GeeDeuter v. Asbestos CorpCiv. A. No. 1078931, 2011 U.S. Dist. LEXIS
150102, at *25 (E.D. Pa. Dec. 2, 2011) (stating that submitting a sworn depasithe expert cures the deficiency
in an unsworn report). In fact, Plaintiff's reliance Bowle v. C & CColais misplaced because that expert report,
unlike Beckmann’s, was not attached to the expert’'s deposition. 868 Fe2dAatines Reporting Corp. v. Belfgn

Civ. 2003/146, 2010 U.S. Dist. LEXIS 97349, at *23 n.4 (D.V.l. Sept. 15, 2010) (congltidat although no
affidavit or deposition was attached to the expert’s report, the repsrh@netheless admissible because a transcript
of the expert’s deposition in which he authenticates his expert repspnovided to the court).
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which the patentee is entitled the right to exclude.”). Cares#ity, the data processor’s ability
to store is not part of the invention. Becatdaim construction analysis must begin and remain

centered on the claim language itself,” Innova/Pure Water, Inc. v. Safaer WHtation Sys.,

Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004 Yeature that is not part of the patent,nzfe used

asa basis to find noinfringement. SeeDillon Pulley Co. v. McEachran, 69 F.2d 144, 147 (6th

Cir. 1934) (“[T]he question of infringement must be determined by a considedédtibat which
is the invention, and for which monopoly was granted.”).

Additionally, BBB’s positionthat thedata processomust be capable of collecting
multiple items at a timeis not supported by thébstract, the specification’s preferred
embodiment,or the parties’ joint construction The Abstract describes that “desired items

consecutivelyselectedby the registrant are added to the registry database to create a registry

list.” (Abstract) (emphasis added). Similariy, the specification’sprefered embodiment
“desired itemsconsecutivelyselectedby the registrarst are added to the registry to create a
registry list’ (‘474 patent cols. 7:1-13.) The parties’ joint construction defines “consecutively

selected” as “chosen one after another.” ogket Entry No. 5@ at 1) (emphasis added)

Therefore, BBB'’s current positiothat the data processor must collect multiple items at any
given timeis a departure from its previous constructasrdinconsistent witlthe specification’s
preferred embodin. In fact, Plaintiff concedes that the parties agreed that “consecutively
selected” will mean “chosen one after another.” (Pl.’s Reply 7.) Nonethelessiténds that
the phrase “says nothing about whether those items can be hiedd$® before bing routed to
the host computer.” Id.) The Markmanopinion also says nothing about whether those items

can be held or stored in the data processor before it is routed.



Plaintiff’'s construction of “collect” isalsonot supported by this Court’s construction of
“data processor” and is inconsistent with the Court’'s construction of “desegers.it “Data
processor” is described in both claims 1 and 17 as “being in communication with saiddacal ar
network adapted to communicate with the product selediweite via said local area network to

therebycollect the desired itemselected by the registrant and route said desired items to said

registry database on said host computeid74 patent cls. 1, )7/(emphasis added). This Court

heldthat “data procgsor” is a “device that processes datacblfecting and routing the datar

by adding, modifying, and associating the data.” (Docket Entry No. 11D)afemphasis
added) This construction does not reference the number of items setgécetimeor whether
those items have to be stored. Moreover, this Court censtdesired items” to mean “one or
more items desired.” Id. at 6). In the claim language, “collect” obviously qualifies “desired
items.” As such, BBB’s construction that “collect” reqd “more than one desired item from a
given registrant aany given tim¢ (Pl.’s Br. 20),is at odds withthe Court’s construction of
“desired items,” which means “one or matems” Because BBB'’s contention that its system
does not infringe th&74 patentis based on an unsupported construction of “cqflé@chas not
established thaif the evidentiary material of record were reduced to admissible evidence in
court, it would beinsufficient to permit the nonoving party to carry its burden of proof
Celotex Corp., 477 U.S. at 322-23.

Alternatively, Sears hagprovided evidence indicating that BBB’s router meets BBB'’s
construction of “collect.” For instanceSears’ expertBeckmann, testified that the router in
Plaintiff's system can collect multiple items from a registradgckmann testified as follows:

Q. Okay. . . in your opiniofi] what would you consider to be

an example of an istore processor that is capable of collecting
more than one item from a registrant?



A. Okay . . . I'm going to assume that when she wrote
“collecting,” she’s used. .the word “collect” as it appears in the
patent.
Is that in agreement with what you asked?

Q. Sure.
A. Okay. A good example is the router such as the Cisco 2811
that the BBB stores employ.

(Faegenburg Decl. Ex. E, Bemam Dep. 18:15-19, 19:2-10.)

Additionally, BBB’s Laura Lane (“Lane”)testified that a registrant “can enter in a
guantity instead of having to scan the same item multiple times” on BBB'’s systteedle
Decl. Ex. 2, Lane Dep. 34B)-14, 344:224; see als®teedle Decl. EX3, DaghlianDep. 60:17-
21.) Furthermore, Vatche Daghlian (“Daghlian”) testified that two differ&ainsers can add
information to the same registry at the same tanePlaintiff's system (Steedle Decl. Ex. 3,
Daghlian Dep. 288:1289:7.) Plaintiff's router can also add a collectioh Stocking Keeping
Units (“SKU")? to a registry at one time. Daghlieexplainedthat the colleton SKU
functionality “allow[d a customer to scan a parent SKU, and it would lesseciated children
with it, they would be able to add it in one shot to the registryd. gt 111:912.) In fact,
Plaintiff's expert, Michael Shamos (“Shamos”) retracted his assertion [tftats“physically
impossible for the code and the quantity to even be resident in the router at thensarhe ti
(Steedle Decl. Ex. 5, Shamos Dep. 19817) Shamos testified that he “recognize[s] that it's not
physically impossible for the code and quantity to be resideritie router at the same time and
“agree[d] that the Bed Bath & Beyond router does sometimes transfer the codee apdhitity
at the same time.”ld. at 194:16-19, 20-24.)

Defendant has also provided evidence that BBB’s router has the ability to hold or store

information. For example, Beclann testified that “[i]f there’s a network interruption and it is

2 A SKU “is a number or string of alpha and numeric characters that uniquelifyideptoduct.”
http://www.techterms.com/definition/sKlast visited May 30, 2012).
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very constrained in time, th[e] storage will be maintained” in Plaintiff's rou{&aegenburg
Decl. Ex. E, Beckmanm Dep. 40:316.) Kevin Wagner, who is responsible for data center
operatons for BBB, also testified that “one of the things that the router dadesst wait for
some period of time to give the scanner a chance to convey inforfrjati(teedle Decl. Ex. 4,
Wagner Dep. 122:2423:3.) Overall this Court concludes thate&s has “set forth specific
facts showing the existence @ §enuingissue for trial.” Shields,254 F.3d at 481citing Fed.

R. Civ. P. 56(e)) Consquently, Plaintiff'smotion for summary judgment on namfringement

is denied.

ii. BBB'’s Internet Reqisy

Although this Court concluded in itslarkman opinion that the claim terms “retalil
establishment,” “retail site,” and “intaite” did not include websites, (Docket Entry No. 111 at
14-15), Defendant “is seeking damages for the use of the infringing 88&m by users who
either select or purchase items in the badkimortar stores, using the infringing system.”

(Def.’s Br. 9.) Sears depicts thdringing transactions asllows:

In-Store Purchase Online Purchase
I n-Stor e Selection Scenario 1 (ifringing) Scenario 3 (infringing)
Online Selection Scenario 2 (infringing) Scenario 4non4infringing)

In Centillion Data Sys. LLC v. Owestommc’ns Int'l, Inc, the court concluded that

“direct infringement by ‘use’ of a system claim ‘requires a party to useeach and every . . .
element of a claimed [system].’631 F.3d 1279, 1284 (Fed Cir. 2011) (alterations in original).
The parties do notispute that Scenario 1 is eligible for infringement or that Scenario d@tis n
eligible for infringement (Def.’s Br. 9, 28; Pl’s Br. 26.) However, BBB contends that
Scenarios 2 and 4 do not infringe on ¥hé4 patentbecause Sears cannot establish that each use

of BBB'’s internet registry “involves the use of each and every elemdaheqiatered system’

11



(Pl’s Br. 25.) For instace, Plaintiff maintains that“handheld production selectidevice is
not used in Scenario 2ld(at 26.) Similarly, it asserts that Defendant cannot demonstrate that a
“point-of-sale input device” is utilizeth Scenamw 3as the claims requireld()

This Court concludes that Sears has provided evidence indicating that thereeis som
fluidity within Scenario 2 For exampleLisa Nemeth (“Nemeth”)and Richard McMahon
(“McMahon”) testified that registrants “can add iteran the Internet to an existitfig-store]
registry” andvice versa. (Steedle [@cl. Ex. 10, Nemeth Dep. 2273l Steedle Decl. Ex. @],
McMahon Dep. 146:2847:7.) Additionally, individuals can purchase items on arstore
registry on the internet. (&dle Decl. Ex. 10, Nemeth Dep. 227:4 Most significantly,
McMahon testifiedhat if a registrant createsregistry online and he/she subsequently goes
store and adds additional itenBBB does not have thability to track those items that were
added online and those that were addestane. (Steedle Decl. Ex. 16, McMahon Dep. 148:20
25.) In fact,Christine Hutra testified that if a registrant starts his/her registry online, that
registrant’s designation as an online registrant willainangeeven if he/she subsequently goes
to the store and adds items to the existing online registry. (Steedle Dedl7,B:utra Dep.
80:2-22.) Therefore, Defendant has set forth specific facts showing a genuinefosstiel

precluding summary judgment &cenario 2 Shields, 254 F.3d at 481.

Sears, however, has failed to establish that Scenario 3 employs all’474hgatents
elements. As BBB pointsut, transactions in Scenario 3 do not use a “pofrdale input

device” as required by thd74 patent (Pl.’s Br. 26.) Defendant’s reliance on NTP, Inc. v.

Research in Motion, Ltd., 418 F.3d 1282 (Fed. Cir. 2005) is misplacedTRnthe issue before
the court was not whether the accused system used all of the elements oénhelpdact, in

Centillion Data Sys. LLC the court explained that the accused systerlNTi® “was ‘using’

12



every element of the systém. 631 F.3d at 1284. Rather, “the issue was whethdthe]

infringement occurred within the United Statesld. at 128 (citing NTP, Inc, 418 F.3d at

1313) Therefore, contrary to Sears’ position, in order to demonstrate direct infringe: meist
establish that Scenario 3 uses every element o#il¥epatent Here, Defendant has failed to
establish that Scenari® uses the “poinbf-sde input device” claimed in théd74 patent.
Consequently, Scenario 3 does not directly infringe on’4ifd patent. See Metrologic

Instruments, Inc. v. PSC, IncCiv. A. No. 994876, 2004 U.S. Dist. LEXIS 24949, at *38

(D.N.J. Dec. 13, 2004) (citinglelemac Cellular Corp. v. Topp Telecom, Inc., 247 F.3d 1316,

1330 (Fed. Cir. 2001)) (“To determine whether the accused devices infringe, it must be
determined whether each and every element of the asserted claim is present in the accused
device. If a singlelaim element is not present, the claim is not infringed.”).

b. Doctrine of Equivalents Infringement

i. BBB'’s In-Store Reqistry

Alternatively, this Court finds thasummaryjudgment is precluded under the doctrine of
equivalents. The doctrine of equivalents based on the principle that “if two devices do the
same work in substantially the same way, and accomplish substantially theesathethey are

the same, even though they differ in name, form, or shape.” Graver Tank & Mfg. Co. v. Linde

Air Prods. Cao 339 U.S. 605, 608 (195@internal quotation marks and citation omittedjo
establish infringement under this doctrine, “the patentee has the burden of @rogaigdentity

of means, operation, and resulZiegler v. Phillips Petroleum Co483 F2d 858, 868 (5th Cir.

1973),cert. denied414 U.S. 1079 (1973).
BBB argues that unlike Sears’-gtore data processor, its router is not capable of

“stor[ing] data regarding multiple selected items from a registrant . . . asabisl@as construed
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the claims.” (Pl’s Br. 23.) Plaintiff, once again, is basing 4mdnngement on this Court’s
alleged construction of “collect.” However, as stated earlier, BBB’stari®on of “collect” is
not supported by this Courtidarkmanopinion or the claim langage. Therefore, that is not a
basis to grant summary judgment.

ii. BBB'’s Internet Registry

Plaintiff contends that its registry does not infringe under the doctrine of equsale
According to BBB, Sears’ position that BBB'’s internet registry infringles '474 patent
“completelyvitiate[s] limitations of the claims.” (Pl.’s Br. 27.) However, Sears is not alleging
that the internet functionality alone infringéise '474 patent Instead, it is asserting that
Plaintiff's internet registrnyand instore egistry are “integrated within orend the same system”
because Plaintiffdoes rot use a separate system foternet registry selectignor purchases.”
(Faegenburg Decl. Ex. CH11.) Beckmanntestified thatPlaintiff's “use of the Internet for its
gift registry functionality still works witlthe infringing system.” Id. 1 142.)

At this juncture, Sears’ “evidence is to be believed and all justifiabdeeinces are to be
drawn in [its] favor.” Marino, 358 F.3d at 247 (internal quotation marks orditteAdditionally,
the Supreme Court has instructed tHat finding of equivalence is a determination of fact” and
“[llike any other issue of fact, final determination requires a balancingcretlibility,

persuasiveness and weight evidefic&sraver Tank& Mfg. Co., 339 U.S. at 6090; see also

Boehringer Ingelheim Animal Health v. ScherdRtpugh Corp., 6 F. Supp. 2d 324, 329 (D.N.J.

1998 (citing Hilton Davis Chem. Cw. WarnefJenkinson Co., 62 F.3d 1512 (Fed. Cir. 1995))

(“According to the Federal Ciuit, infringement under the doctrine of equivalents is an isfue
factto be submitted to the jury.”). However, such determinations are improper trtimeary

judgment stage.Marino, 358 F.3d at 247see alsdPetruzzi’s IGA v. DarlingDelaware 998
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F.2d 1224, 1230 (3d Cir.gert. denied510 U.S. 994 (1993) (“[A]t the sumary judgment stage,

a court isnot toweigh the evidence onake credibility determinations. Instead, these tasks are
left for the factfinder.”) (internal citation omitted) Consegently, this Court concludes that the
determination of whether Scenarios 2 and 3 infringe’47d patentunder the doctrine of
equivalents is a question best left to the factfindéence summary judgment is denied.

2. Plaintiff's Motion for Partial SummarJudgment ohimiting Sears’ Damages

BBB contends that Sears’ damages should be limitdtetdamages it incurred after July
18, 2008 because Sears failed to mark its patent as required by 35 U.S.C. § 287(a). Pursuant to
§ 287(a), a patentee stunotify the public “of a patent’s existence when it covers a product

made by the patentee or a licensee.” MOSAID Teths. v. Samsung Elecs. Co., 362 F. Supp.

2d 526, 555 (D.N.J. 2005%ee alsdunlap v. Schofield, 152 U.S. 244, 248 (1894) (noting

that the purpose of the marking requirement is to give notice of the patent to the public).
Section 287(a) provides in relevant part:

Paentees, and persons making, offering for sale, or selling within
the United States any patented article for or under themmay

give notice to the public that the same is patented, either by fixing
thereon the word “patent” or the abbreviatipat.”, together with

the number of the patent, or by fixing thereon the word “patent” or
the abbreviation “pat.” together with address of a posting on the
Internet. . . that associates the patented article with the number of
the patent, or when, from the character of the article, this can not
[sic] be done, by fixing to it, or to the package wherene or
more of them is contained, a label containing a like notice. In the
event of failureso tomark, no damages shall be recovered by the
patentee in any action for infringement, except on proof that the
infringer was notified of the infringement and continued to infringe
thereafer, in which event damages may be recovewdy for
infringement occurring after such notice. Filing of an action for
infringement shall constitute such notice.

3 Section 287’s marking requirement does “not applgnetthe patent is directed to a process or meth@udwn
Packaging Tech., Inc. v. Rexam Beverage Can%&® F.3d 1308, 1316 (Fed. Cir. 2009). The patent in this case is
directed at a system. (Def.’s Br. 29.) Therefore, the notice requireppelnts
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35 U.S.C. § 287(aemphasis added)
Notice may be actual or constructive. Actual noteguires the patentee to “provide the
accused infringer with specific and actual notice that charges infringefmemidentified patent

by a specific accused productMetrologic Instruments, Inc2004 U.S. Dist. LEXIS 24949, at

*51 (citing Amsted Inds. v. Buckeye Steel Castings Co., 24 F.3d 178, 185 (Fed. Cir. 1993)). A

patentee provides constructive notice by adhering to the strict markingerequis set forth in §

287. Metrologic Instruments, Inc2004 U.S. Dist. LEXIS 24949, at *51The patentee must

also establish that it has “consisterfipd continuouslymarked substantially all of its patented

products, and it was no longer distributing unmarked products.” Am. Med. Sys., Inc. v. Med.
Eng’g Corp., 6 F.3d 1523537,1538 (Fed. Cir. 1993¢ert. denied511 U.S. 1070 (1997)The
burden of proving adherence to 8§ 287’s requirements lies with the pateMimenell v. J.

Baker, Inc, 86 F.3d 1098, 1111 (Fed. Cir. 1996¢e alsdunlap v. Schofield, 152 U.S. 244,

247-48 (1984)“[T]he burdenof proving [notice] is upon the [patentég] Compliance with 8§
287’s notice requirement is a question of fadtaxwell, 86 F.3d at 1111.

Here, Searsloes not contend that it was not required to mark4#ié patent or that it
complied with§ 287. In fact, Sears’ inhouse counseMary Tortorice’s (“Tortorice”) testimony
establishes that Sears was aware that it was required to mark its patent ¢ho fealeaply with
8 287’s requirementsTortorice testified that in the summer of 20@@ars and stsublicensee,
Kmart, marked the patent on their website and in the stqfeaegenburg Decl. Ex. K;
Faegenburg Decl. Ex. J, Tortorice Dep. 138183:4, 141:®24.) However, the markings
subsequently fell off andlthough Tortorice has directed Setrgut the markings up again it

has failed to do so.(ld. at 138:38, 142:23143:3) Therefore, Sears did not mark the patent
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consistently and continuously as required by the statute. Am. Med. Sys., Inc., 6 F.3d at 1537,

1538.

Defendant’'s opposition simp asserts that Plaintiff cannot disputhat Defendant
practices thé474 patent andn the next breath maintaithat Defendant had an obligation to
mark the invention. (Def.’s Opp’'n Br. 1.) Defendant then argues that “[i]f . . . BBB atigsul
that Sess is using its own invention, then Sears will stipulate that it should have markedlland wi
not seek damages for the time period before July 18, 2008, when it gave BBB actual notice of
infringement.” (d.) This Court concludes that this assertadoneis insufficient to withstan@
motion for summary judgmentSeardas not demonstrated a genuine dispute as to any material
facton the issue of whether it provided constructive notise.stated earlier, Defendant has not
argued that it marked the ini@n. The basis of Defendant®unterclaim is that it practices
the’'474 invention. As a result, it was required to mark it under § 287(a). BeSaass has not
provided any evidence indicating that it marked the invention, it can only recovegesior
infringement occurring after it sent BBB actual notice. Therefore, Segosecluded from

collecting damages prior thuly 18, 2008.

CONCLUSION

For the reasons stated above, BBB's Motion for Summary Judgment on Non
Infringement is DENIED and itdMotion for Partial Summary Judgment Limiting Sears’

Damages iSSRANTED.

s/ Susan D. Wigenton, U.S.D.J.

cc: Magistrate Judge Madeline C. Arleo
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