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DEBEVOISE, Senior District Judge

This trademark infringement action arises olutompeting uses of the “Basma” brand
name on frozen food products. The Plaintiff,itdd Food Imports, Inc. (“United Food”), is a
wholesale distributor ofgrkaged food imported from Egypt. United Food alleges that
Defendants, Paradise Halal Meat, LLC (“Rhsa Halal’) and its owner and operator,
Abdelgawad Elsayed (collectiwel“Defendants”), infringed itsights to the Basma trademark
through the unauthorized saleanfunterfeit goods bearing the name and associated graphics.
Defendants contend that a third party, OroA&afoods Processing Co. (“Orouba”), the
producer of the allegedly infringing goodsthe rightful owner of the Basma trademark.
Plaintiff counters that Orouba’s claims over Besma trademark have been twice ruled invalid
by the United States Patent and Traden@ffice’s Trademark Trial and Appeal Board
(“TTAB").

Plaintiff now moves for summaiudgment on liability. For # reasons discussed below,
Plaintiff's motion is GRANTED.

I. BACKGROUND

Plaintiff United Food is a whebale distributor of packagéaod products imported from
Egypt. (Def. SOF  1). United Food markets gnoducts primarily to the Middle Eastern
community in the United States.. lat | 2. Plaintiff distribis goods under the trademark
“Basma,” which means “smile” in Arabic. The Basma trademark and associated packaging and
graphics have been registered with the Wh8ates Patent and Trademark Office (“USPTQO”)
under registration number 3,398,369. (PIl. Ex. 1).

Defendant Paradise Halal is a retailer aimbMsale distributer ggackaged foods. (Def.

SOF 1 4). Paradise Halal is owned and controlled by Defendant Abdelgawad Elsagtefl.ad



In 2004, Paradise Halal began disiting products bearing the Basma trademark with packaging
and graphics that are substanyiatlentical to those @sl by Plaintiff. (Pl. Exs 2A, 2B). Paradise
Halal also displayed the Basma logo on its dejivarcks. (Def. SOF § 23). In addition, in 2009,
Paradise Halal took out an advertisemera mewspaper claiming that it was the exclusive
distributor of Basma brandedqgaiucts in the United States. kat § 22. Plaintiff submits that

these actions constitute trademark infringement and unfair competition as prohibited under the
Lanham Act, 15 U.S.C. § 10%1 seq.

Notably, Defendants do not dispute their use of the Basma trademark to sell goods within
the United States. (Def. SOF {1 20-23). Defendastead contest the validity of United Food’s
ownership of the mark. Defendants claim that Basma trademark was first used by Orouba, an
Egyptian company that registered the markgypt, Turkey, United Arab Emirates, and
Germany’ Defendants contend that they have enteredcontracts with Orouba that give them
the exclusive right to distribute Basma brangeatiucts within the United States. (Def. Br. 6).
Defendants further claim that Orouba repredems told them that Plaintiff’'s good were
“forged” or “counterfeit’goods smuggled into the Wed States through Italy. It 12-13.

Orouba is not a party to this action, bus iaice sought to prevent United Food from
using the Basma trademark in the United States. In 2004, when United Food applied for the
registration of the Basma tradark, Orouba attempted to oppose #pplication. (P Ex. 4). But
despite being served with ander to show cause warningaththe case would be dismissed,
Orouba never provided any evidence to supidpposition. (Pl. Ex. 6). On February 12, 2008,
Orouba’s opposition was dismissed with prejudice by the TTAB. (Pl. Ex. 7). On March 23, 2009,

Orouba filed a Petition of Cancellation, agattempting to terminate United Foods’s Basma

! Indeed, Defendants claim that frdr@98-2005, Orouba supplied United Food with
Basma branded goods for resale in the United States.



trademark. (Pl. Ex. 8). This petition was atBemissed with prejudice in an opinion by the
TTAB dated December 28, 2010. (PI. Ex. 11).

Plaintiff brought this infingement action against Defendants on June 11, 2009. (Doc. No.
1). Defendants filed an answer with countairls asserting Orouba’s rights to the Basma
trademark on January 6, 2010. (Doc. No. 20arropinion dated April 6, 2010, this Court
dismissed Defendant’s counterclaims, but perehiRefendants to assert defenses based on its
relationship with Orouba andetalleged superiority of Orouba’s claims over the Basma
trademark. (Doc. No. 36). Defendants alsadfigeThird Party Complatrfor contribution and
indemnification against Orouba based on its repriadions to the Defendts that it is the
rightful owner of the Basma mark. However Defamdanever effected service of the Third Party
Complaint. (Doc. No. 68). Ndrave Defendants proffered any datentary evidence of either
Orouba’s superior rights ordir ability to assert them.

On the basis of these facts, Rt#f moves for summary judgment.

[I. DISCUSSION

A. Standard of Review

Summary judgment is proper efe “there is no genuine igsas to any material fact
and . . . the moving party is entitled to judgmasia matter of law.” Rule 56(a). For an issue to
be genuine, there must be “a sufficient evidentimsis on which a reasonable jury could find

for the non-moving party.” Kaucher v. County of BuckS5 F.3d 418, 423 (3d Cir. 2006). For a

fact to be material, it must have the abitity*affect the outcomef the suit under governing
law.” 1d. Disputes over irrelevant ainnecessary facts will npteclude a grant of summary

judgment.



In a motion for summary judgment, the mayiparty has the burden of showing that no

genuine issue of matal fact exists. Cletex Corp. v. Catretd77 U.S. 317, 323 (1986). When

the moving party does not bear the burden of pabafial, the moving party may discharge its
burden by showing that there is an absena/mfence to suppbthe non-moving party’s case.
Id. at 325. If the moving party can make such a showing, then the burden shifts to the
non-moving party to present evidence that a genisisue of fact exisend a trial is necessary.
Id. at 324. In meeting its burden, the non-moving panagt offer specific facts that establish a

genuine issue of matatifact and do not merely suggésbme metaphysical doubt as to the

material facts.” Matsushita Eleadus. Co., Ltd. v. Zenith Radio Cor@.75 U.S. 574, 586
(1986).

A party must support its assertiahst a fact cannot be @ genuinely disputed “by (A)
citing to particular parts of nberials in the record...or (B) showing that the materials cited do
not establish the absence oeggnce of a genuine disputetloat an adverse party cannot
produce admissible evidence to support the f&ule 56(c)(1). If a party “fails to properly
support an assertion of fact or fails to propexdidress another partgssertion of fact as
required by Rule 56(c), the cdumay...(2) consider the faahdisputed for purposes of the
motion...” Rule 56(e).

In deciding whether an issue mfterial fact exists, the Court must consider all facts and
their reasonable inferences in the lighdst favorable to #gnnon-moving party. Sdea. Coal

Ass’n v. Babbitf 63 F.3d 231, 236 (3d Cir. 1995). Theutt’s function, however, is not to

weigh the evidence and determine the truth ofaéter, but, rather, to determine whether there

is a genuine issue for trigdhnderson v. Liberty Lobby, Inc477 U.S. 242, 249 (1986). If there

are no issues that require a trial, theshigment as a matter of law is appropriate.



To prevail on a claim of trademark infringent or unfair comggion, a Plaintiff must
prove that “(1) its mark is valid and legaflyotectable; (2) it owns the mark; and (3) the
defendant's use of the mark to identify its goodservices is likgl to create confusion

concerning the origin of those goods or segsi” Commerce Nat. Ins. Services, Inc. v.

Commerce Ins. Agency, In@14 F.3d 432, 437 (3d Cir. 2000Registration with the USPTO is

prima facie evidence of ownerghaind validity. 15 U.S.C. § 1115(a).
Here the use of packaging and materials identical to the Basma mark is admitted by the

Defendants. (Def. SOF { 20-23). This conaurtese of identical packaging for identical

products makes consumer confusion virtually gnsged. Pappan Enterprises, Inc. v. Hardee's

Food Systems, Inc143 F.3d 800, 804 (3d Cir. 1998) (“wkehe identical mark is used

concurrently by unrelated entities, tileelihood of confusion is inevitable® As such, the only
issue before the Court is whether United Fduoals a valid claim on the Basma trademark. As
detailed below, this precise dispute hasady been resolved-wice—by the TTAB and the
holding of that court precludes contragims by the parties to this action.
B. Prior Use

Defendants advance only two arguments @irthrief. First Defadants argue that the
Basma trademark properly belongsOrouba and that Unitdebods procured its trademark

registration through fraud. (Def. Bt0). In the alternative, Defendants claim that they were

2 SeealsoA & H Sportswear, Inc. v. \toria's Secret Stores, In€37 F.3d 198, 211 (3d

Cir. 2000) (“We measure federal trademarkimgement, 15 U.S.C. § 1114, and federal unfair
competition, 15 U.S.C. § 1125(a)(1)(A), by identical standards. To prove either form of Lanham
Act violation, a plaintiff must deonstrate that (1) it has a vahdd legally protectable mark; (2)

it owns the mark; and (3) the defendant's usa®Mmark to identify goalor services causes a
likelihood of confusion.”) (internal citations omitted).

8 In addition, Defendants do not dispute thatsumers are likely to be confused by the
virtually identical Basma products sold by Uxiteood and Paradise Halal. (Def. SOF 1 24-25)
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deceived by Orouba and should not be held resplenfsr their continued infringement of the
Basma trademark. lcit 12.

Defendants present no evidence thatBlasma trademark belongs to Orouba.
Defendant’s sole proof of this claim is a staent made by Nabil Imam, the principal of United
Food, during his October 20, 2010 deposition. Defatsdelaim that Mr. Imam admitted that
Orouba sold products branded under the Basnmreenia the United States. (Def Br. 1-8).
However, this is simply incorrect—the depasititranscript clearly ates that Orouba sold
Basma products in Egypt, not the United Stateef. Ex. B, 87:16-24). The foreign use of a
trademark has no bearing on the validity afttmark within the United States. Sadhu Singh

Hamdard Trust v. Ajit Newspaper Advertig, Marketing and GQmmunications, In¢.394 Fed.

App’x. 735, 736 (2d Cir. 2010) (“forgn use is ineffectual to eate trademark rights in the
United States”); sealso5 J.MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION § 29:2
(“Priority of trademark rights ithe United States depends $plepon priority of use in the
United States, not on priority of use anywhere in the world. Prior use in a foreign nation does not
establish priority of use in America”).
Defendants also claim that the Basma trademark was used by an entity called Faragalla
Food, Inc. (“Faragalla”) prioto Plaintiff’s registration th the USPTO. (Def. Br. 2).
Defendants argue that this prigse invalidates Plaintiff's clain@n the mark. However Plaintiff
has introduced evidence that Faragalla is mehalypredecessor in interest to United Food. (Pl.
Ex. 19, 52-54). Defendants have offered no evidehedenging this contention, nor have they
demonstrated that this infoation was fraudulently withheld from the USPTO when the Basma

registration was granted.



Even if Defendants had presented credibldence that Orouba had a superior claim on
the Basma trademark, they would still be incdpalb asserting thosaghts against United Food.
The very ownership claims that Defendants ra@sert were already the subject of final
judgments entered against Orouba byThA&B on February 12, 2008 and March 23, 2009. (PI.
Exs. 7, 11). Decisions of the TTAB are entitled teghusive effect in fedetdistrict courts. Jean

Alexander Cosmetics, Inc. v. L'Oreal USA, 1458 F.3d 244, 257 (3d Cir. 2006) ("We follow

the rule of the First Restatement of Judgreeamtd give preclusive effect to the TTAB's
alternative holding”).

Defendants cannot avoid res judicata simply because the first decision against Orouba
was the result of a failure to prosecute a cfador may Defendants reargue the TTAB
decisions because they were natipa to the actions. To the coarty, Defendants claim to be in
privity with Orouba and assertnaus rights on that basis. (Dé&t. 4). But privity “is merely a
word used to say that the relationship betwa@amwho is a party on thiecord and another is

close enough to include that other witttie res judicata.” Braewski v. United Stated481 F.2d

419, 423 (3d Cir.), certlenied 340 U.S. 865 (1950). A party astseg the rights of another by

virtue of privity is bound by judial prior determinations conageng the rights othat party.

4 Seelnternational Nutrition Co. v. Horphag Research, | 220 F.3d 1325, 1329 (Fed.

Cir. 2000) (“default judgments cayive rise to regudicata.”); Nasalok Coating Corp. v. Nylok
Corp, 522 F.3d 1320, 1330 (Fed. Cir. 2008) (“It is weddtablished that “[ajefault judgment

can operate as res judicata inpegpriate circumstances.”). Defgants argue that the decisions
were “not on the merits.” But a dismissal “whejudice” is a merits determination. Lawlor v.
National Screen Service Cor349 U.S. 322, 327 (1955) (“It &f course true that the 1943
judgment dismissing the previous suit ‘with preaal bars a later suit on the same cause of
action.”). Moreover, the December 28, 2010 TTABmg@n explicitly held that the prior ruling

of the TTAB was a dismissal on the merits intehttepreclude future claims. (PI. Ex. 11, p. 14).




Indeed, in E.E.O.C. v. United States Steel C@P1 F.2d 489, 493 (3d Cir. 1990), the

Court of Appeals held thatrapresentative who asserts olaibelonging to another party

through privity is bound by previous deciss against that party, writing that:

Litigation involving a representative pamay have claim preclusive effects in

two ways. If the representative party litigates first, subsequent litigation involving
persons on whose behalf the représtve appeared may be precluded.

Id. Conversely, if a person first litigateshis own behalf, that person may be
precluded from claiming any of the benebfsa judgment in a subsequent action
that is brought or defenddxy a party representing him. ...

With respect to thifatter situation, th&®estatement (Second) of Judgments aptly
states: “A person who appears in his dvemalf in litigation has had his day in
court and is bound by the judgment. Just@snay not himself relitigate the claim
thus decided, neither may he do so subsequent action prosecuted or defended
through a representativeRestatement (Second) of Judgments, § 42(2) comment g
(1980). In short, the doatre of claim preclusiongplies symmetrically to

instances in which litigation by a repessative precedes individual litigation and
to those instances in which the opposite sequence occurs.

Id. (internal citations omitted).

The instant case is no different. HeParadise Halal and Mr. Elsayeate acting as proxies for

Orouba in a trademark dispute between it anilddr-ood. Indeed, Defendants sought initially

to advance counterclaims belonging to Oroubeoimection with theianswer. (Doc. No. 20).

Having hitched their wagon to the Orouba star, Defendants are wedded to its fate. Defendants

arguments against the validity and/or ovaingp of Basma trademark by United Food are

precluded as a matter of law.

C.

I ntent/Deception

Defendants also claim that they weseéived by Orouba concerning its rights to the

Basma trademark. (Def. Br. 12-13). Defendawistend that this deception immunizes them

5

In their papers and at oral argument, Defnts have argued thdt. Elsayed should not

be held personally liable for the Basma inflgment. However Defendants have admitted that
Mr. Elsayed “supervised and participated in” the infringing acts. (Def. SOF { 26). As such, they
have conceded his personal liability.



from liability for trademark infringement or unfair competition. Tchis argument is unavailing.

First, intent is not a prerecgiie to liability under the Lanha#ct. Sabinsa Corp. v. Creative

Compounds, LLC609 F.3d 175, 187 (3d Cir. 2010) (“Eviderafea defendant's intent is not a

prerequisite for finding Lanham Act violation”.Plaintiff is not obligited to prove that
Defendants knew that their actions constitutedngément, nor are Defendants entitled to plead
ignorance as a defense. Secondirfiff's registration of the Basaxmark has been on file with
the USPTO since March 18, 2008. Federal registrati@antrademark gives rise to constructive
notice as to its ownership and a rethhle presumption of its validityDefendants could not
reasonably rely upon the self-serving avermehtsforeign corporation when charged with
knowledge of Plaintiff's superiaights under United States lawhird, Defendants were served
with a copy of Plaintiff’'s complaint on June 19, 2009. Defendants cannot reasonably claim
ignorance as to the consequences of tietions once Plaintiff filed suit against them.

Plaintiff has presented unrefuted evidencéobwnership of the Basma trademark and

Defendants’ multiple acts of infringement usenyidentical mark. Defendants contest neither

6 That said, whether Defendants’ infringemeuats willful is a significant factor in
calculating whether monetary damages, treble dasyaor disgorgement of profits are available
to Plaintiff. SeeBanjo Buddies, Inc. v. Renosky99 F.3d 168, 175 (3d Cir. 2005) (factors
relevant to trademark infringement damagesudel“include, but are ndimited to (1) whether
the defendant had the intent wnfuse or deceive, (2) whethetesahave been diverted, (3) the
adequacy of other remedies, (4) any unreasonaldg dg the plaintiff in aserting his rights, (5)
the public interest in making the misconduct unprbféaand (6) whether is a case of palming
off.”).

! 15 U.S.C. § 1072 provides that “[r]egistrationsofark on the principal register provided
by this chapter ... shall be constructive noticéhef registrant's claim of ownership thereof.”
Similarly, 15 U.S.C. 8 1115(a) provides th@]ny registration ...of anark registered on the
principal register provided by this chapter awhed by a party to an action shall be admissible
in evidence and shall be primacfe evidence of the validity tiie registered mark and of the
registration of the mark, of the registrant's ownership ofrthek, and of the registrant's
exclusive right to use the reggseéd mark in commerce on orgéonnection with the goods or
services specified in the registion subject to angonditions or limitations stated therein”.
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the use of the mark, nor thedikhood of consumer confusioDefendants’ only proffered
defenses are either precludedrby judicata or defective asmatter of law. Consequently,
Defendants are liable to Plaintiff for trark infringement and unfair competition.
[11. CONCLUSION
For the foregoing reasons, Plaintiff's iom is GRANTED. TheCourt will enter an

Order implementing this Opinion drenjoining further infringement.

¢ Dickinson R. Debevoise

DICKINSONR. DEBEVOISE,U.S.S.D.J.

Dated: June 8, 2011
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