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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

)
LG ELECTRONICS U.S.A INC. AND )
LG ELECTRONICS INC., )
)
Plaintiffs, )
)
V. ) Civil Action No. 09-5142 (GEBS)
)
WHIRLPOOL CORP. AND ANCHOR )
APPLIANCE, INC, ) MARKMAN OPINION
)
Defendants. )

BROWN, Chief Judge

This matter comes before the Court on a regjffrem the partiefor claim construction in
aMarkmanhearing. The parties submitted a Joint Claim Construction Chart (“JCC”) that se
forth the parties’ proposed constructidasthe fortyseven terms at issaad the intrinsic
evidence supporting those constructidhg parties also submittegpening and responsive
briefs. (Doc. Ents. 72, 86, 87, 89, 90\fter reviewing the partiesubmissions, the Court held
aMarkmanhearing on March 18, 2011 and April 1, 2011. The Court construed the majfority
the claims at the hearing and this opinion addresses onigrtiening terms.

l. BACKGROUND

This is a patent infringement case concerning technologiésdachdoorrefrigerators

with external icedispensers on one of the French dodtkintiffs filed this action on October 7,

2009, asserting that Whirlpool infringed one patent, but later amended their contpéssétt
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infringement of the other three patents in the action. There four patents aressiénited
States Patent Numbers 7,392,655 (“the ‘665 patent”), 7,484,382 (“the ‘382 patent”), 7,428,820
(“the ‘820 patent”), and 7,490,475 (“the ‘475 patenfThe patented inventions purport to solve
problems in the art with the fact that the freezer on these refrigermtmnghe bottom, which
makes it difficult to dispensie icetraditionallyproduced there to the doors abovde general
solution posed by the patents is to produce ice in a segregated compartment in dratoafrig
and dispense the ice to the dispenser on the door.

The ‘655 atent is directed generally to an air duct system with fans and dampers in a
French door refrigerator. The patent asserts that the air duct systemaaldwag generated in
a freezing compartment to be routed to the refrigerating comparamente compartment,
which is mounted in the top portion of the refrigerator.

The remaining patents, the ‘382, ‘820 and ‘475 patents share a common specification that
is generallydirected toward an ice and water dispensing system on the French dgeradri.
The claims of the ‘382 patent claim structures for transporting ice fromdlo®mpartments to
the dispensers on the door. The ‘820 and ‘475 patents claim differing designs that dédéiver wa

to the ice makers and dispensers.



Il. DISCUSSION

A. Standard of Review

The first step in a patent infringement analysis is to define the meaningogredasche
claims of the patentMarkman v. Westview Instruments, Ir&2,F.3d 967, 976 (Fed. Cir. 1995)
(en bang, aff'd, 517 U.S. 370 (1996). Claim construction, which serves this purpose, is a matter
of law exclusively for the courtld. at 979. The focus of a court’s claim construction analysis
must begin and remain on the language of the claims, “for it is that language thatethiee
chose tause to ‘particularly point[] out and distinctly claim[] the subject matter which the
patentee regards as his inventioniriteractive Gift Express, Inc. v. Compuserve, 1866 F.3d
1323, 1331 (Fed. Cir. 2001) (quoting 35 U.S.C. § 112, 1 2).

Generdly, there is a presumption that the words of a claim will receive the full breadth of
their ordinary meaningNTP, Inc. v. Research In Motion, Lt892 F.3d 1336, 1346 (Fed. Cir.
2004). The ordinary meaning may be derived from a variety of sourckalimgintrinsic
evidence, such as the claim language, the written description, drawings, arasdaei{ion
history; as well as extrinsic evidence, such as dictionaries, treatisgpgeot testimony.ld.

When determining the meaning of the terms, the court must primarily consider the
intrinsic evidence, including the specification and prosecution histityonics Corp. v.
Conceptronic, Ing.90 F.3d 1576, 1582-83 (Fed. Cir. 1996)he specification “is the single
best guide to the meaning of a disputed terrd’ at 1587. However, it is improper to import
limitations from the specification into the claimBhillips v. AWH Corp.415 F.3d 1303, 1320,
1323 (Fed. Cir. 2005Resonate Inc. v. Alteon Websystems, B88 F.3d 1360, 1364-65 (Fed.

Cir. 2003). Courts “should also consider the prosecution history of the asserted patenisébe



it “can inform the meaning of the claim language by demonstrating how the invextenstood

the invention and whether the inventor limited the invention in the course of prosecution.”
Telcordia Techs., Inc. v. Cisco Sy&12 F.3d 1365, 1372 (Fed. Cir. 201Bhillips, 415 F.3d at

1317. Courts should, however, grant the communications in the prosecution history less weight
than the specification because they are negotiations and “often lack[] itheafléne

specification.” Phillips, 415 F.3d at 1317.

In addition to the specification and prosecution history, a court may also consider
extrinsic evidence to determine the meaning of a term when an anaflylse intrinsic evidence
alone does not resolve the ambiguities of a disputed claim ditnonics Corp, 90 F.3d at
1582-83. However, such evidence should be accorded less weight than the intrinsianécord
should never be used to contradict the intrinsic evideRbdlips, 415 F.3d at 1324.

B. Analysis

Theterms that remain to be construed are:

(1) proximate to;

(2) a damper configured to regulate air flow, from the ice compartment to the
refrigerating compartment, through an openinthmwall ofthe ice compartment

(3) damper is configured to enable regulation of a temperature associated with the
refrigerating compartment, through the openintheawall of the ice compartment

(4) ice transportation mechanism located within the ice compartment caditur
promote the movement of ice stored within the ice compartment through an outlet
defined in the ice compartment

(5) ice transportation mechanism is configured to, when the first door is in the closed
position and the ice discharge duct is opened, prahgce stored within the ice
compartment to the dispenser through the first and second portions of the ice
discharge dugt

(6) wherein the ice discharge duct is selectively opened and closed such that ice can be
transferred to the dispenser positioned on the first door;



(7) the ice discharge duct is selectively opened and closed independent of the movement
of the first dooy

(8) dispenser tube configured to guide liquid water to the dispenser; and
(9) dispenser tube being different than the ice maker tube.
Theseterms appear in a variety of claims in the four patehte Court provides its
constructions and the reasons for those constructions below.

1. proximateto
‘665 patent, claims 10 and 32; ‘475 patent, claims 1, 2, 6, 7, 11, 12

LG’s Construction Whirlpool's Construction

in or very near very near

(JCC at 3

Both parties agree that the plain meaning of “proximate” means “very near” andotloes n
include being “i’  (LG’s Op. Br. at 17). Further, neither party alleges that people in the art
understand the term to mean anything other than “very neexwever, LG argues that the
patent uses the term in a broader sense so as to redefine the term by implichtadri8§. LG
points to two inferences that can be drawn from the claims that suggégrtixanate” includes
being insidesomething The Court finds that these inferences are insufficient demonstrate a
clear intent to redefine the term as required by the caselaw.

There is a presumption that the claim term be given the full breadth ofiitsuy
meaning.NTP, Inc. v. Research In Motion, Lt892 F.3d 1336, 1346 (Fed. Cir. 200%Yhile a
patentee may redefine the plain meaning of a term, such intent must beM#eek.& Co, Inc.

v. Teva Pharms. USA, In895 F.3d 1364, 1370 (Fed. Cir. 2005)he Federal Circuit has
“repeatedly encouraged claim drafters who choose to act as their own lapitexg to clearly

define terms used in the claims in the specificatiddiriorgchem Co. v. ITG11 F.3d 1132,



1136 (Fed. Cir. 2007). However, where the intent is clear, a redefinition maydmepisbed
by implication.

There is no dispute that the patentee did not act as his own lexicographer in the
specification orby repeated and consistent use, redefine the termsevér,Plaintiffs argue
that several inferences lead to the conclusion that “proximate” includes beihg “in

First, Plaintiffs argue that claim 10 of the ‘665 patent requinesconstruction Claim
10 of the ‘665 patertlaims®“an evaporator positioned in the refrigerator bpdyximateto the
freezing compartment,” (‘665 patent, 14:22-28) (emphasis added), but claim 11, which depends
from claim 10, states that the “evaporator is positiangte freezing compartment[.]” (‘665
patent, 14:27-31)emphasis added). Because claim 10 must be broader than its dependent claim
11, this suggests that “proximate” includes being “in.”

The Court does not find this persuasive. The Court will not allow improper dependency
or poor drafting to inure to the beifit of the drafterwho was required to put the public on notice
of his invention.Haemonetics Corp. v. Baxter Healthcare Coff)7 F.3d 776, 781 (Fed. Cir.
2010) (purpose of claims is to notice the public of the scope of the inventibe)patentee had
every reason to be careful with the wording he used in this ex-parte proceedirfgpuldenst
be able to take advantage of such errors to suggest a “clear” redefinitionrof a ter

Further, while the specification does state in preferred embodinhant$he freezing
chamberblis provided with an evaporatéb’ and speaks of a “first du@ for supplying the
cold air formed around the evaporabérin the freezing chambé&i,” (‘665 patent, 8:41-42,;

931-34) (emphasis added), these are also lessctean Given that the Figures these

descriptions purport to be describing show the evaporator partitioned from the pdr¢ieol las



the freezing chamber, these statements seeaidoonly to the general location of the
evaporator.(‘665 patent, Fig. ).

Second, Plaintiffs argue that excluding “in” from the definition of “proximateti\
read a preferred embodiment out of the clammthe ‘475 patentPlaintiffs argue thaall of the
relevant claims of the ‘475 patent list the “branch pointiich is where the water line splits into
a line supplying the ice-maker and a line supplying the water dispenser, as bexignape to”
a wall of the refrigerator. (‘475 patent, 11:65-12:3; 12:8-13). However,specification lists
tubes for the watr line,54, 55, and58 as “preferablyembeddedhto a rear side of an inner case
or an insulating material of the walls of the refrigerating char8lserthat they are not exposed
to the interior of the refrigeratg chambeB.” (‘475 patent at 8:29-34).This textdescribes

Figure 6

! The Court notes that LG does not argue that such a consiruetids a preferred embodiment out of the claims.
(LG Op. Br. at 1718; LG Resp. Br. at-%). However, even so, the Court finds that this language refers only to the
general position of the evaporator in the bottom of the refrigeratihg un
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(‘475 patent, Fig. 6fred circle added)Labels54, 55 and58 are the tubes describedd54V
and55V are valves (‘475 patent, 8:13-15)ln the circled area, there appears to be a branch
point within the wall of theefrigerator. Plaintiffs argue that this requires “proximate” to include
“in” or this preferred embodiment woulte excluded from the claim analaim construction

that excludes preferred embodiments “is rarely, if ever, correct and waouiider@ighly
persuasive evidentiary suppor¥itronics 90 F.3d at 1583.

However, it is less than clear that the picture depicts a branch point. As argued by
Defendants, the description of Figure 6 does not require that there even be a branohhmint i
preferredembodiment. Earlier in the description of Figure 6, where the filter and the tebes ar
described, the description does not use a branch point, but lists it as opidmeaeferred

The water purified in the filtes2 is transferred to the icemak24 and a water
tank 56 through an icemaker tuld®t and a tank tub&5 respectively. . . . Of



course, the watemay besupplied in such a manner that a single tube stems
from the filter52 and the icemaker tuld#t and the tank tubB5 are branched
off through a single valve
(‘475 patent, 8:10-18) (emphasis added). Further, if this configuration depicts the brawtich poi
it certainly does not depict them as branched through a single valve, as thé&dahaesl 55V
are depicted as small boxe®t as a posdi split in the line
Even if the picture happens to depict a branch point, it is not a necessary part of the
preferred embodiment. The passage mentioning that the tubes are prefelsugennin the
walls does not mention a branch-point and the langgagted aboveuggests that it is optional.
As such, part of the preferred embodiment is tubes without a branch point. This portion of the
preferredembodiment could be depicted.
However, it cannot be disputed that only embodiments with branchs@ratlaimedh
the ‘475 patenand therefore, separate tubes coming from the filter are not. This might lead to
the entirety othis preferred embodiment (‘475 patent, 5:37-40) being read out of the cldims.
logic of this argument is thigif it is undisputed that branch points are the only sub-embodiments
claimed, then the emdded tubes of this preferred embodiment described in the discussion of
Figure 6must include a branch point somewhere, otherthiseonstruction reads a preferred
embodimenbut of the claims.
The Court’s construction would not necessarily read this embodiment out of the claims
A subembodiment could be part of the clainfsor example, eefrigerator with ébranch point
valve abutiing the top of the refrigerator, with the tubes exiting the valve entering the all of

the refrigeratarwould fall within the claims and would reflect the preferred embodifent.

2 Any argunent that every submbodiment of a preferred embodiment must be present in the claims st fa
this specification. There is no question that the specification disclasgseabodiment without a branch point.
However, only branch points are claimed.



As such, the construction does not necessarily read a preferred embodiment out of the
claims The Court further notes that even if this construction read a preferred embodiment out of
the claims, the presumption frovfitronicsis mitigated here. The fact that the ‘475 patent does
not claim the preferred embodiment does not necessarily mean that the patenteeldichrihe
preferred embodiment @&ny of hispatents Indeed, the ‘820 patenthich has the same
specification claimsembodiments that do not require a branch point.

With this issue avoided, there is no reason to redefine the term. Both pagethagr
the plain meaning of the term “proximate” means “very near.” Furthaniat be disputed that
the patentee did nothing to clearly define the term — implications buried in claimdeéegcy and
inclusion of what might, or might not, be preferred embodiments simply do not qudkik,

395 F.3d at 1370 €definition must be clearijelmsderfer v. Bobrick Washroom Equipt., Jnc.

527 F.3d 1379, 1381 (Fed. Cir. 2008Ratent claims function to delineate the precise scope of a
claimed invention and to give notice to the public, including potential competitors, of the
patentee's right to excludeHaemonetics Corp.607 F.3cat 781; see alsdVlarkman v.

Westview Instruments, In&17 U.S. 370, 373 (1996].his purpose would be substantially

undermined if patentees could rely upon buried implications to redefine claim terms.

2. a damper configured to regulate air flow, from the ice compartment to the
refrigerating compartment, through an opening in awall of theice
compartment
‘665 patent, claim 21

LG’s Construction Whirlpool’'s Construction
No construction necessary. Indefinite

Alternatively, “a damper that regulates the | Alternatively, “a damper that regulates thg¢
flow of air from the ice compartment to the| flow of air that has first entered the interio
refrigerating compartment through an of the ice compartment as it flows to the
opening in the wall of the ice compartment] refrigerating compartment through an

\1%4

=
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opening in a wall of the ice compartment”

(JCC at 12
3. damper is configured to enable regulation of a temperature associated with the
refrigerating compartment, through the opening in the wall of theice
compartment
‘665 patent, claim 23
LG’s Construction Whirlpool’'s Construction
No construction necessary. Indefinite.

A} %4

Alternatively, “a damper thakgulates the | Alternatively, “a damper that regulates thg¢
refrigerating compartment temperature by | refrigeratingcompartment temperature by

regulating the flow of air from the ice regulating the flow of air that has first

compartment to the refrigerating entered the interior of the ice compartment

compartment through the opening of the iceas it flows to the refrigerating compartment

compartment” through an opening in a wall of the ice
compartment.”

(JCC at 1314).

Stripped of the indefiniteness questfie dispute between the constructignehether
the flow of air must first enter the interior of the ice compartment before flowitige
refrigerating compartment. Despite some illumination at oral argument, the Csitiltt is
somewhat baffled by the significancetbé difference in explicitlyncluding thislimitation. If

the damper regulates air flowing through a hole from the ice compartment &frihperating

% The Court defers an indefiniteness determination because its disposéiteaeti high burden of proof make it
more appropriate for summary judgment. There is a high burden of proof on a pagpgihglthe patent based on
indefiniteness, which wdd be difficult to meet at this early stage. Indefiniteness is provisri'@here an accused
infringer shows bylear and convincingvidence that a skilled artisan could not discern the boundaries of the
claim.” Halliburton Energy Servs., Inov. M-l LLC, 514 F.3d 1244, 12490 (Fed. Cir. 2008) (emphasis added).
Further rather than giving meaning to a claim, ddakmanhearing is meant to do, indefiniteness invalidates the
patent claims entirelyExxon Research & Eng'g Co. v. United Stag#d F.8 1371, 1376 (Fed. Cir. 2001). This
dispositive effect is more appropriately tackled at summary judgments, Tttis Court find persuasive the
determination®f several other courts to defer indefiniteness until summary judgrBeste.g, Intergraph

Hardware Techs. Co. v. Toshiba Cqrp08 F. Supp. 2d 752, 773 n.3 (N.D. Cal. 2007) (“[The] indefiniteness
argument is inappropriate at the claim construction stadg@hgrmastem Therapeutics, Inc. v. Viacell Ji2003

U.S. Dist. LEXIS 877, at *2 n.1 (Del. Jan. 13, 2003) (“[T]he court will not address the defendantsfimig@mess
argument at [thdMarkmanstage].”). Indeed, the Federal CircuitHalliburton, Exxon andDatamizereviewed
courts that dismissed the case for indefiniteness at sumntym@nt, not at a prialarkmanhearing. Halliburton,
514 F.3d at 124%xxon 265 F.3d at 1373 atamize, LLC v. Plumtree Software, Ingl7 F.3d 1342, 1347 (Fed.
Cir. 2005).

11



compartment, that seems to necessarily implyttieairoriginated in the interior of the ice
compartment.Thus,the plain meaning of the term seems to amply impart this restrfction.
sum, the Court does not see the practical difference between the two constructions.

However, because the parties continue to dispute the distinction, the Court will conside
it. The merits of the limitation involve an analysis of the recent prosecution histganmigeng
the patent at issueWhirlpool alleges that theG disclaimedany other arrangement in
distinguishing th&enmyo reference However, because the plain meaning of the term
effectively differentiatd the prior art, the Court finds that the patentee’s conduct in
reexamination does not amount to an unequivocal disavaveatlaim scopeVizio, Inc. v. Int'l
Trade Conm’n, 605 F.3d 1330, 1339 n.6 (Fed. Cir. 20d3¥claimer must be a clear and
unequivocal disavowal of claim scopk)near Techv. Int'l Trade Comm’n566 F.3d 1049,
1057-59 (Fed. Cir. 20095ame)

The prosecution history that Whirlpool relies upon is tlkiaced witha rejection based
on Tenmyo, the patentee, in addition to alleging it predated Tenmyo, also distinguashed
follows:

Below, claims 2136 and 3841 are addressed based on features recited by
claims 21 and 41. Specifically, independetaim 21 recites, among other
things, a damper configured to regulate air flinem an ice compartment to a
refrigerating compartmentthrough an opening in a wall of the ice
compartment. Tenmyo, while disclosing a damper, contrasts with this aspect

of the claim since the Tenmyo damper regulates air flfow a sourceother
thanan ice compartment.

(Nov. 29 reply to Sept. 29, 2010 Action; Durnham Cert. Ex. S; D.E. 86-5) (emphasis in

original).> As such, the patentee used the very language of the claim, that the air came “from an

* On the other hand, if the limitation is implicitly in the plain meanirgharm can accrue from including it.

® The patentee’s amended response of March 22, 2011, is identical to the No28n2@40 reply in all material
respects. In fact, other than some attempts to shorten the responsayuhgdan a coppaste of therior
response.

12



ice compartmenit to distinguish the prior art. When the patentee uses the unqualified language
of the clains to distinguish the prior art, that cannot be said to disclaim any of the scope of the
claims.

When the patenteeadlorates, he points to the figdrem Tenmyoreproduced below:
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(Red circle added). The patentee explains that theasends some air directed out of the page
to the icemaker compartment, and some to the right to the da®gkt. at 41). As suchthe
patentee arguethat the fan splitthe air and the air comirtg the damper does not come from
the ice compartment at all, but is a separate streamth®mwne that flows from the fan to the ice

compartment. (Id.).

® The Court notes that the patentee’s conclusion that the fan is not irt of {fer ice compartment is somewhat
dubious given that the description of Tenmyo states that tH&lfari‘providedin the back othe icemaker

13



While Whirlpool is correct tht the patentee states that the air passing to the daéper
“Is not passed through Tenmyo’s ioeaker compartmerit?],]” (id. at 42), the Court concludes
that the language of the claims itself effectively distinguishes Tenmyo esptaalized by the
patentee.

While the language Whirlpool proposes to add seems innotegasiséts meaning is
imparted by the claim language itsetlie Court declines to add this additional language to the
claim. At this stage of the proceeding the Courtliths knowledge of the allegedly infringing
refrigerator and, as such, does not know what creative meanings the partssigil to this
additional anguage. If LG is attempting to apply its claims to an arrangement that dgesso
the air from the icemakeWyhirlpool may prevail on noninfringement at summary judgrient.
However, the plain language of the claims is enough to allow Whirlpool to assekeferise.
Consequently, the Court finds that no constructiogitbier term is necessary.

4, ice transportation mechanism located within the ice compartment configured to

promote movement of ice stored within the ice compartment through an outlet

defined in the ice compartment.
‘382 patent, claim 1

LG’s Construction Whirlpool’'s Construction

a mechanism that separate from the ice Indefinite asg 112 g 6 with no
maker and is capable of moving ice stored |icorresponding structure.

the ice compartment through an outlet of the
ice compartment (e.g., screw wires capable Afternatively, construed under 8 112 § 6 to
moving ice by means of their rotation.) mean “rotating screw wires horizontally
disposed in an ice storage area of the ice
compartment”

compartment (12)and that the fan is named the “iogaker fan.” However, for the purposes of disclaimer, the
patentee’s distinction of the prior art must be taken at his word. héfhibie patentee was incorrect, and the fan is
in the icemaker compartment (thus makitige air flow from the icenaker compartment, not a portion separate
from the compartment), is an inquiry relevant to anticipation and olm@sasnot of claim construction.

" Further, to the extent that Whirlpool merely practices the arrangemdaiteéh Tenmyo, it may have a strong
invalidity defenses.

8 The Court also declines to construe this term under § 112 6, becausedtdamper” provides a weknown
structure and that structure is narrowed by the functional langsesseMIT 462 F.3d 1344, 13556 (finding that
“aesthetic correction circuit” was not a megohgs function term becauseircuit’ provided structure, and its
purpose further defined that structure).

14



(JCC at 19

5. ice transportation mechanism is configured to, when thefirst door isin the
closed position and theice discharge duct is opened, transport ice stored within
the ice compartment to the dispenser through the first and second portions of
the ice discharge duct.

‘382 patent, claim 9

LG’s Construction Whirlpool’'s Construction

No construction necessar Indefinite a8 112 § 6 with no
corresponding structar
Alternatively, ‘the ice transporting
mechanism movese from the ice Alternatively, construed under § 112 { 6 tp
compartment to the dispenser through the jaaean “rotating screw wires horizontally
discharge duct when the first door is closed disposed in an ice storage area of the ice
and the ice discharge duct is open.” compartment”

(JCC at 23

The difference between the two constructions is that Whirlpool suggests thaithe te
should beconstrued as a meaphus-functionterm, despite the fact that it does not include the
words “means for.” Whirlpool proposes that this is appropriateusedde claim term is purely
functional and there is no class of structures in the art knownies arlansportation mechanism.
(Whirl. Op. Br. at 9-10). Whirlpool also points out that the Federal Circuit has hektedpe
that “mechanism” recites no structure ataatlassertghat “ice transportation” adds no structure
to the term (Whirl. Resp Br. a 13 (citingWelker Bearing Co. v. PhD, In&50 F.3d 1090,
1096-97 (Fed. Cir. 2008)). Thus, Whirlpool concludes that the term should be construed as a
meansplus-function term and, as sudimited to the structure set forth in the specification
horizontal screw wiresSee35 U.S.C. § 112 1 6 (means-plus-function construed as structure in
thespecification and equivalentd)ighting World, Inc. v. Birchwood Lighting, In882 F.3d

1354, 1358 (FedCir. 2004)(same).

15



LG argues that this termomld be understood by a person in the art as denoting a specific
range of structures because it describes the structural relationship betwveenttansporting
mechanism, the ice compartment, and the outlet defined in the ice compartmentp. (BG D
14). The Court agrees with Whirlpool and construes the term as a means-plus-funation ter

Where the words “means for” do not appear in the claim term, there is a strong
presumption that the claim term should not be construed as a means-plus-fenction t
Massachusetts Institute of Technology and Electronics For Imaging, Inc. v. Abacus Software
(MIT), 462 F.3d 1344, 1355-56 (Fed. Cir. 2006). The Federal Circuit has stated that “we have
seldom held that a limitation not using the term ‘means’ meisbinsidered to be in means-plus-
function form” and that “the circumstances must be [unusual] to overcome the presumiation.”
(alterations in original). To avoid being construed as means-plus-function;ntheeied not
“denote a specific structurdiut may avoid such construction “even if the term identifies the
structures by their function.fd. Indeedmany common “devices take their names from the
functions they perform” including devices such as screwdrivers and claampsnberg v.

Ethicon Endo-Surgery, Inc91 F.3d 1580, 1582 (Fed. Cir. 1996).

However, the presumptidhat a term without “means foshould not be construed as a
meansplusfunction termcan be rebuttetby showing that the claim element recite[s] a function
without recitng sufficient structure for performing that function” and does not enable one of
ordinary skill to identify a class of appropriate structur€&ePuy Spine, Inv. v. Medtronic
Sofamor Danek, Inc469 F.3d 1005 (Fed. Cir. 2008ge alsdVIT, 462 F.3d at 1356;CS
Fitness, Inc. v. Brunswick Cor®288 F.3d 1359, 1369 (Fed. Cir. 2002).

Whirlpool is correct that the word “mechanism” is a “nonce” word that does not provide

any structure to a claim limitatioVelker Bearing Co. v. PhD, In&50 F.3d 1090, 1096-97

16



(Fed. Cir. 2008)MIT, 462 F.3d at 1354Essentially, “mechanisnmsounds like structure but

does not tell the person of skill in the art anything other than the item is intendedrapéish a
function which is exactly what the term “means” woalccomplish in its placeSeeMIT, 462

F.3d at 1354. Howevethe fact that the patentee used the word “mechanism” does not end the
inquiry.

Wherethe term at issue uses substantial functional language or a “nonce” words such as
the term “mechanismthe surrounding language and its usage in the artim@ortant
consideration in determining whether the presumption has been over@sadePuy Spine,

Inc. v. Medtronic Sofamor Danek, Ind69 F.3d 1005, 1023 (Fed. Cir. 2006) (finding that claim
limitations requiring a “compression member” to fit into a cylindrical opening anxetd ferce

on a screw head weighed against mgans-function construction). For example NiiT, the
Federal Circuit confronted two terms eotorant selection mechanismnd “aesthetic correction
circuitry.” The court found that “colorant selection mechanism” was a{plearfunction term
because “mechanism” did not provide structure and the language modifying igfdolor
selection” merely provided a purpose but macure. 462 F.3d 1344, 1355-568he court based
this conclusion on the fact that dactionary definitiondenotedhat the ternwas used as a name
for a structure in the art and that the record was devdi@mhgfsuggestion that it had a geally
understood” meaning the art as a structuréd. However, the court found that “aesthetic
correction circuitry” denoted sufficient structure because, the word “Cidemoted structure

and the words “aesthetic correctiqerovided additional informatioan the type of circuit that
was contemplatedid. at 1355. Thus, where structure appears in the term, functional language
modifying it can prevent § 112dtreatment; however, wheag'nonce” word appears, words

designating purpose that do not themssldesignate a structute not save the limitation.
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However, where the words surroundiingechanismthemselves constitute a well
known set of structures in the art, the claim should not be construed as means-plus-fimction.
Greenberg v. Ethicon Endo-Surgery, Inbe Federal Circuit found that “detent mechanism”
was not a meanglus{function claim because the word “detent” itself was a noun that was well
known as a structure both in the art and in dictionaries. 91 F.3d 1580, 1582-84 (Fed. Cir. 1996).
The fact thathe dictionaries defined “detent” in terms of its functiemas irrelevant because,
despite its functional meaning, it denoted a well-known structure in thidadt 1583;see also
Cole v. KimberlyClark Corp 102 F.3d 524, 530-532 (Fed. Cir. 1996) (“perforation means”
denoted structure because perforation itself is akmelivn structure and the word “means” was
not intended to invoke means-plfusiction claiming);Lighting World, Inc. v. Birchwood
Lighting, Inc.,382 F.3d 1354, 135%¢d.Cir. 2004)(“connector assembly” not meaphis-
function because “connector” has a well understood structure, as evidenced by numerous
dictionary definitions) Similarly, in DePuy Spine, Inc. v. Medtronic Sofamor Danek,, lihe
court found that beise “compression member” had sevdretionary definitionghat
supported that it was a well known structure badausdoth experts agreed thadenoted a
kind of structure in the grthe termwas nota meanglusfunction limitation 469 F.3d 1005,
1023 (Fed. Cir. 2006).

There is nothing in the claim here that provides structure to one of skill in tHa #rits
case, the term “ice transportation mechaniss®s a “nonce” term and the surrounding language
does very little to provide structureLike “colorant selection mechanisnri MIT, there is no
suggestion in the record, based on a dictionary definttidhe expertghat this term has
denotes a well known set of structures in the art. While it would not matter if thie set

structureswvas broad, so long as one of skill would know thdéesignated certain structure,
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Lighting World 382 F.3d at 1359-60grethere is no suggestion before the Court that the
purpose designates any understood structure at all. Further, “ice transpodia¢s not add
structure to the nonce word “mechanism.” In sum, there is no structure in eit@rdinism” or
“ice transportation mechanism” that the purpose could add specificif§e® MIT 462 F.3dat
1355-56 (construing “colorant selection meabkari as a meanplus function claim, but
construing “aesthetic correction circuitry” in line with its plain meaning bse&circuit”
provided a base of structure upon which “aesthetic selection” elaborated)y,Rimalvords
surrounding the claim do not add to the information about the term — they only give the origin
and destination of the ice transported, without clues about the structure that trahspods
there.

Thus, the Court concludes that the tésra meangplus-functiontermand construgit as
limited to those structures disclosed in the specification. However, LG ecttrat
Whirlpool's proposed construction reads a limitation into the claims that is not epereceby
the specification-that the screw wires Berizontal Indeed, while the Figure shows that the
wires are horizontal, the specification does not so require:

The ice storage 26 temporarily stores the ice delivered from the icemaker 24,
and the ice stored in the ice storage 26 is transported by a mechanism for
(rj;g\{i(zrri]n)g the ice (e.g. screw wires capable of moving the ice by meansrof thei

(‘382 patent, 6:28-33). As such, the Court construes “ice transportation mechanisoréas “s

wires capable of moving ice by means of their rotation and equisttestures.”
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6. wherein theice discharge duct is selectively opened and closed such that ice can
be transferred to the dispenser positioned on thefirst door
Claims 1, 18 of the ‘382 patent

LG’s Construction Whirlpool’s Construction

No construction nexssary. Indefinite as a § 112 § 6 term without
corresponding structure.
Alternatively, “the ice discharge duct is
operedand closed in response to a selection
to allow ice to be moved from the ice
compartment to the dispenser.”

(JCC at 21).

7. theice discharge duct is selectively opened and closed independent of the
movement of the first door
Claims 4, 19 of the ‘382 patent

LG’s Construction Whirlpool’s Construction

No construction necessary. Indefinite.

Alternatively, “the opening and closing of théndefinite as a 8 112 { 6 term without
ice dischage duct does not require corresponding structure
movement of the door.”

(JCC at 21).

At the Markmanhearing Whirlpool acquiesced to deferring an indefiniteness
determination until dispositive motis; however, Whirlpool proposed that the Court read the
term in light of what it asserts is a prosecution history disclatihaitte closed duct must be air
tight. The Court concludes that the prosecution history is not sufficiently clear to etenatit
disclaimer. See Linear Teghb66 F.3dat 1057-59 (prosecution history must provide a clear
disavowal of claim scope to limit the plain meaning of the claims

Claim 4, which incorporates independent claim 1, contains both these limitations and is
repreentative of claims 18, and 19 (which depend from claim I#)e terms at issue appear

during the discussion of the ice discharge duct after the claim sets forth tienlo¢ahe
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freezer on the bottom, the refrigerator at the top,ice compartmentitiin the refrigerator, and
the two French doors on the refrigerator. The patent goes on to claim:
a dispenser positioned on the first door corresponding to the ice compartment;
an ice discharge duct that, when the first door corresponding to the ice
compartment is in the closed position, extends at least partially between the ice
compartment and the dispenser and defines a passage to discharge ice
transported from the ice compartment, the ice discharge duct including:
a first portion being defined as a cavity that penetrates the first door, and
a second portion that is configured to be separated from the first portion
when the first door is in an opened position and being configorederface

with the first portion when the first door is in a closed position;

wherein the ice discharge duct is selectively opened and ciomédthat the
ice can be transferred to the dispensesitioned on the first door;

wherein the ice discharge duct is selectively opened and closed independent of
the movement of the first door.

(‘382 patent, 11:45-12:25) (emphasis added). Essentially, this maps forth an icegdisicizar
that is split into two portions; one part stays on the door when it opens, the other pars mmai
the body of the refrigerator, but when the door is closed, they line up and create a united duc
where ice can pass from one to the other and then into the dispenser.

In the reexamination of the patent, the patentee does not, as Whirlpool suggests,
distinguish Fisher based upon the fact that Fisher’s duct is not air-tight. Ratt@ntext, LG
argues that there isthird chute in the Fisher reference that is opened and closed, and as a result,
neither portion of Fisher’s ice discharge duct is opened or closed — it is the thirdldweehat
is opened and closed. (Jan. 31, 2011 Reply to Nov. 30, 2010 Action at 23-24; Durnham Cert.
Ex. X; D.E. 866). The patentee made teatement about “air (or other content)” to

demonstrate that both ducts remained open even when the flapper waswcttiseds only the
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third duct thaFisher’s flapper closedhot to suggest that Fisher differed from the patent only in
its lack of an antight flapper (ld. at 25).
Specifically, the patentee distinguished Fisher as follows:

Independent claim 1 recites, among other things, an ice discharge duct that
includes a first portion being defined as a cavity that penetrates the first door
and a second portion that is configured tosbparatedrom the first portion

when the door is in an opened position and being configured to interface with
the first portion when the first door is in a closed position, where the ice
discharge duct iselectivelyopenedand closed sucthatice can be transferred

to the dispenser positioned on the first door. . . .

[T]he Reexamination Request contends that Fisher’'s flapper ddar
selectively opens and closes Fisher’s ice discharge duct, as required by claim
1. Patentee disagrees.

Fisher's flapper doot14does not open and close the aspects of Fisher that are
mapped (bythe Request itself) to the claimed ice discharge duct, as Fisher’s
flapper doorl14 fails to open or close either of Fisher's separate chute 112
(mapped by the Request to the second portion of the claimed discharge duct) or
Fisher's inner door chutE28 (mapped by the Request to the first portion of the
claimed discharge ductRather,the only chute that is opened and closed by
Fisher’s flapper doot14is chute72, which does not correspond to opening or
closing of either of the chutes (112, 128) that anapped by the
Reexamination Request to the claimed ice discharge duct.

(Id. at 23-24) (citations omitted, emphasis added). This statement distingushesniéit based
upon Fisher’s lack of an air-tight closure, but based upon the fact that itsrfldpges a third
chute that is not present in the claimed invention. As such, there is no clear disavdaiat
scopethat the closure must be -dight.

Whirlpool also argues thatG clearly distinguished the prior art by pointing out that the
prior art’'s opening and closing member controlled the flow of ice “out of the degiensl not
“to the dispenser” as exists in the patent. (Whirl. Op. Br. at 26). While LG did smdish,
it did not limit the scope of the claims. Again, the claim terms themselves contain this limitation

The claim term states:
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wherein the ice discharge duct is selectively opened and ctombdthat the
ice can be transferrdd the dispensgrositioned on the first door.

(‘382 patent, 12:10-15) (emphasis addetus, the claim term itself contains this language, and
it properlydistinguishes the scope of the claims from the prior art. Any additional limitation is
superfluous and would be unwiseadopt at this stage of the litigation.

Consequently, the Court fis that the patentee committed no clear disavowal of claim
scope and construes the term in line with its plain mear$eg. Linear Teclb66 F.3dcat 1057-
59 (prosecution history must provide a clear disavowal of claim scope to limit the plamnge

of the claim$.

8. a dispenser tube configured to guide liquid water to the dispenser®
‘820 patent, claims 1, 11, 13

LG’s Construction Whirlpool’s Construction

No construction a ube that extends from the outlet of a
water tank to an inlet of a dispenser

Alternatively, “a dispenser tube that guides
liquid water to the dispenser”

(JCC a2?).

0. dispenser tube being different than the ice maker tube
‘820 patent, claims 1, 11, 13

LG’s Construction Whirlpool’s Construction

No construction the tube that extends from the outlet of a
water tank to an inlet of a dispenser is

Alternatively, ‘the dispenser tube is differentseparate from the tube that extends from|a
than the ice maker tube” water source to the inlet of the icemaker

(JCC ary).

°® Whirlpool abandoned its indefiniteness arguments for these terms.
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The major dferences between these constructions are (1) that Whirlpool's constsict
require that the dispenser tube extend from a “water tank” and (2) that Whirlpooksictoss
use the term “separate” instead of “different,” which is present in the claims.

Whirlpool seems to be concerned that LG will argue at trial that the tubeuifer
color or path, and so wants to limit it to separate tubes, and suggests that the fambnitdif
tubes supported by the specification are those that do not bréhetspecification describes
branching tubes as “stem[ing]” from one another. (‘820 patent, 8:14-17). Whirlpool further
argues that the dispenser tube must extend from the water tank to the dispensertbeca
Summary and preferred embodiments cdasity describe the “dispenser tube” as “delivering
water from the water tank to the dispenser.” (Whirl. Op. Br. at 29) (citing ‘820 &:58-60,
Fig. 7; ‘820 patent, 4:60-61, 8:20-22). Whirlpool also points to the prosecution history where, in
an anendmentthe applicant cancelled all claims relating to the “branched” configuration and
filed these in a divisional that became the ‘475 patent. (Whirl. Op. at 28).

DespiteWhirlpool's arguments, the Court concludes that the term does not require
corstruction becaus€l) the prosecution history is not sufficiently clear to limit the claim term
and (2) the specification’s limitations on the dispenser tube describe only mqutefe
embodiment and not the invention as a whole.

The Court is not persuaded by Whirlpool’'s prosecution history argument. Whirlpool
reads too much into this conduct without explicit evidence of motive. LG could haveldbkete
“branched” configuration and fileitlin a separate patent becali§wanted a genus patent and
a speies patent. This is supported by the fact that the preferred embodiments deuibiny.
(‘820 patent, Fig. 6, 8:14-17). While Whirlpool’s interpretation of the prosecution histyry m

be correct, it falls far short of the clarity required to change the meahimg.is exactly the kind

24



of unclear negotiation that lacks the clarity to define the td?hillips, 415 F.3d at 1317
(prosecution history often unclear because it is a negotiation between thegratehtibe
examiner).

Whirlpool’s citatins of the specification also do not persuade the Court because they
seek to import limitatiogfrom the sgcification into the claims. Whirlpool seeks to require the
tubes to come from the “water tank” and not merely a “water source,” but thes claint
include a limitation of a “water tank.” (‘820 patent, 11:45-12:5, 12:40-13:4, 13:6-27). Itis the
language of the claims where the Court’s focus must renhatietactive Gift Express, Inc256
F.3dat 1331 As such, the fact that the specification describes the tube as emanating from a
water tank is immaterial.

At the Markmanhearing, Whirlpool relied extensively on the fact that the description in
the specification of the dispenser tube used the words “the present invention,” whiabetlagvc
suggests make it more likely that the claim will be limited to that meaBieg.Honeywell Int’l,
Inc. v. ITT Indus., In¢452 F.3d 1312, 1318 (Fed. Cir. 2006¢jecordia TechlInc., v. Cisco
Sys., InG.612 F.3d 1365, 1374 (Fed. Cir. 2010). The Caabgnizes the force of that caselaw,
but finds that it is inapplicable here because two elements of the specificatkenclear that,
despite its use of the language “the present invetiloa specification is referring ta preferred
embodiment.

First, thesection of the patent that Whirlpool cites is titled “Best Mode for Carrying Out
the Invention” and introduces itself by stating that “hereinafter, prefemdzbdiments of a
refrigerator according to the present invention will be described in detliteference to the

accompanying drawings.” (‘820 patent, 5:32-40). As such, even if the subsequentdampsgg
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the terms “the present invention,” the language must be read as descrilefey@gr
embodiment.

Second, even the language that usedd¢rm “the present invention,” makes clear that it
is describing that invention only with reference to a particular preferred emdatdimFigure 6.
The language states:

Next, the structure for supplying water to the dispenser and the icemaker,
accordng to the present invention will be descrilvath reference to Fig. 6.

(‘820 patent, 8:3-5) (emphasis added). As such, the patentee was not describing the entire
invention, but a particular embodiment. To import the requirement that “[tjhe wateésGank
connected to the dispenst®d through the dispenser tub8to supply the water to the dispenser
29" would improperly import limitations from the specification into the clairBgePhillips v.
AWH Corp, 415 F.3d 1303, 1320, 1323 (Fed. Cir. 20055 (improper to import the limitations
of the specification into the claims).

The Court is also unconvinced that branching lines could not be “different.” The portion
of the specification cited by Whirlpool is completely unprobative on the isSe='8R0 patent,
8:10-17). Further, vihile Whirlpool is correct that “different” could mean a difference in color,
the concern that “separate” would read out branching tubes is a greater @edd the context
of the claim term reduces that possible ertog: ¢dlaim term statdbat“the dispenser tube being
different than the ice maker tube.” This context makes clear that they ardfesend “tubes,”
not the same tube, with two different coldts.Consequently, the Court finds that the term does

not require construction and should be construed in line with its plain meaning.

% The Court does not understand how two tubes could be the same tube and be twit differe As such,
Whirlpool’'s argument does not logically support its position.
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Conclusion
For the foregoing reasons, the Court construes

(1) “proximateto” to mean “very near”;

(2) determines that “a damper configured to regulate air flow, from the ice coongpérto
the refrigerating compartment, through an opemne wall of the ice compartment”
does not regjre construction;

(3) determines that “damper is configured to enable regulation of a temperatgiatess
with the refrigerating compartment, thrduthe opening in the watif the ice
compartment” does not require construction;

(4) construesice transportation mechanism located within the ice compartment configured
to promote the movement of ice stored within the ice compartment through an outlet
defined in the ice compartment” to mean “rotating screw wWoean equivalent
structurexhat move the ice stored in the ice compartment through an outlet of the ice
compartment”;

(5) construes “ice transportation mechanism is configured to, when the firssdodhe
closed position and the ice discharge duct is opened, transport ice stored within the ice
compartment to the dispenser through the first and second portions of the ice discharge
duct” to mean “rotating screw wir¢sr an equivalent structuré)a, when the first door
is in the closed position and the ice discharge duct is opened, transport the ice stored
within the ice compartment to the dispenser through the first and second portions of the

ice discharge duct”;
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(6) determines thatwherein the ic&lischarge duct is selectively opened and closed such that
ice can be transferred to the dispenser positioned on the first door” does not require
construction;

(7) determines thdtthe ice discharge duct is selectively opened and closed independent of
the movement of the first door” does not require construction;

(8) determines thatispenser tube configured to guide liquid water to the dispenser” does
not require construction; and

(9) determines thdtispenser tube being diffent than the ice maker tube” daest require
construction.

Dated:April 25, 2011

/s/ Garrett E. Brown
GARRETT E. BROWN, JR., U.S.D.J.
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