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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

KONINKIJKE PHILIPS ELECTRONICS
N.V., : Civil Action No. 11-3684SRC)CLW)

Plaintiff/Counterclaim Defendant :
: OPINION
V.

HUNT CONTROL SYSTEMS, INC., AN
ASSUMED TRADE NAME FOR CARIBE :
CORPORATION :

DefendanfCounterclaim Plaintiff .

CHESLER, District Judge

This matter comes before the Court upon four motions: (1) the motion for summary
judgment filed by Plaintiff/Counterclaim Defendant Koninkijke Philips Electroniéé N
(“Philips’) [Docket Entry 189](2) the motion for summary judgment filed by
Defendant/@unterclaim Plaintiff Hunt Control Systems, IncH(¥nt") [Docket Entry 179](3)
Hunt’s motion to exclude the expert report and testimony of Michael B&fBaeone”) [Docket
Entry 183]; and4) Hunt's motion to exclude the expert report and testimony of Alex Simonson
(“Simonson”) [Docket Entry 186]. All motions have been opposed. The Court has considered
the papers filed by the parties and proceeds to rule on the meitbosit oral argument,
pursuant to Federal Rule of Civil Procedure F8r the reasns discussed below, the Cowtl

denyboth ofHunt's motiors to exclude expert reparand testimony The Court will deny
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Hunt's summary judgment motion, and the Court will grant in part and deny iRIipapss
summary judgment motion.
l. BACKGROUND

This actionis a trademark dispute between Hunt, the owner ofS3maplicity” trademark
for goods related to its lighting business, and Philips, sdekgo register the trademark “sense
and smplicity” with the United States Patent and Trademark Offied O”) for goods related to
its lighting business

a. THE PARTIES

Philips is a Dutch companwith its United States lighting headquartkrsatedin New
Jersey (Philips Statement of Material FadBocket Entry 190-1, at f[bereinafter PSME]
Hunt Reponsive Statement of Material Fadbxcket Entry 200, at i [hereinafter HRSMFE)
Philips has produced a wide variety of products throughout its history, including twaymesn
of lighting products in the United Statestil 2008 lamps and ballast§PSMFat |1 2, 4;
HRSMFat 1 2, 4 Philips’s Advance business utas leen owned by Philips since 1959;
manufactures ballasts and LED driverat cbes not sell lighting controls PEMEF, at {1 1112;
HRSMFat 1 1112.) Philips sells 60 percentits ballastsand 80 percent of its LED drivers
and modules to the Original Equipnidnanufacturer (‘OEM”) channel(PSMF, at | 13;
HRSMFat 1 13) Philips’s sales of dimming controls, which account for less than 1 percent of
Philips’s U.S. lighting sales, go through professional (not individual conswinannels
(PSMF at 11 1415, 45 HRSMFat 1 1415, 45)

Hunt, a self-described leader in the lighting industry based in Fort Collins,adolas a
manufacturer oérchitectural dimming systemgPSMFat 1 2622; HRSMFat 11 2622.)

Hunt is solely owned by its President, Alan J. Gl§%8laser”). (PSMFat  200HRSMFat
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20.) Hunt sells lighting controls, such as LED controllers and dimming systentng other
goods. (PSMFat 1 30;HRSMF at 1 30.) Hurthas usedhe “Simplicity” mark, sometimes
alongside its housemark, for over 22 yeaRSNIFat {1 25, 28HdRSMFat |1 25, 28.) Hunt
assertghat its products are wetinownin the lighting industry (PSMFat 25 HRSMFat |
25.) Hunt sells products through electrical distributors and sales represeritaawide range
of consumers. RSMFat 11 3637; HRSMFat 11 3637.) More than 90 percent of Hunt’s
dimming systems are used in commercial applications, and Hunt’s salew/idualdconsumers
may beless than 5 percent its overall salesinceHunt does not sell dimming panels at retalil
(PSMFat 1 45-47 HRSMFat il 45-47.)
b. HUNT'S*SIMPLICITY ” TRADEMARK

Hunt filed an applicatiomvith the PTOto register “Simplicity” as a trademark for
industrial and commercial lighting control panefsJune 8, 2004.PEMFat  50HRSMFat
50.) The PTO issued Registration No. 3254393 to uritSimplicity” on June 26, 2007.
(PSMFat 11 5652; HRSMFat 11 5652.) Hunt began using the mark on its wallbox dimmers in
2007, and launched itSfmplicity” LED controller walbox dimmer product in 2008 PEMFat
19 5556; HRSMFat 1 5556.) Hunt alleges that it sources SIMPLICITY LIGHTING
SOLUTIONS lanps and bulbs, and that it has sold light buzdring the mark “Simplicity
(PSMFat 11 5758; HRSMFat 1 5758.) Hunt also operates the website
www.simplicitylightingsolutions.com, which functions as a link to online lightitgiter Top
Bulb. (PSMF at 1 6661; HRSMFat {1 6661.) This website had generated only 13 orders as
of October 2013 (and no orders since 2000h three of the 13 ordeextuallyfor Philips light

bulbs. PSMFat  67HRSMFat § 67) Hunt has promoted the compatityilof its products



with Philipsproducts, and Philips has worked with Hunt to ensure that Hunt’'s dimmers are
compatible with Philips ADVANCE ballasts (PSMFat 1 6970; HRSMFat 11 6970.)
C. PHILIPS’'S®SENSE AND SIMPLICITY " TAGLINE

Philips has used three different global taglines since 1995: “Let’s make Hatigs”
from 1995 to September 2004; “sense antpicity,” from September 2004 to Novertb
2013"; and “innovation + you,” from November 2013 to the preseREMFat 1 3, 72
HRSMFat 11l 3, 72.) Philips selecteé the “sense andrsplicity” tagline at the global level in its
Netherlandfieadquarters(PSMFat § 72HRSMFat § 72) Before the finadecision to adopt
this taglinewas madepn March 26, 2002hilipscommissioned &nited Stategocused
trademark seardfat did not reveal Hunt's use of its “Simplicity” trademafRSMFat {1 72
74;HRSMFat 1§ 7274.) At this time,Hunt had not applied to register “Simplicity” as a
trademark with the PTO or with any state trademark off(@SMFat § 74 HRSMFat  74)

Philipsholdsan nternationatrademarkegistration for “sense anthgplicity,” with a
priority date of May 27, 2004(Hunt Statement of Material FacBpcket Entry 181, at 1 1-2
[hereinafter HSMF]Philips Responsiv8tatement of Material Fact®pcket Entry 197L, at
1-2 [hereinafter PRSMFEJPSMFat § 75HRSMFat § 75) Philips filed a request for extension
of its international registration to the United Statewler the Madrid Protoctileaty, on
September 3, 2004HSMFat 1 12; PRSMFat {1 12; PSMFat { 76 HRSMFat { 76)?
Philips launchedts “sense andimplicity” campaign worldwide in September 2004, and began

using this taglindor a wide variety of products and serviegghat time (PSMFat  77;

! The parties dispute the timing of Philips’s transition from “sense andisityipto “innovation + you.” (PSMF at
1 3; HRSMF at 1 3.)
2 Requests for extension under the Madrid Protocol use the priotitytithe underlying international registration,
here May 27, 2004. (PRSMF at § 2.
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HRSMFat { 77) Philips typically used thtagline in conjunction with its Philips housemark.
(PSMFat 11 7879; HRSMFat § 7879.) Philips’s brand usage guidelines prohibited the use of
the tagline on products and packagingSiFat 80O HRSMFat 180.) Thetagline typically
appeared at the bottom corner of sales literature and technical siseg&dl as on Philips’s
website (PSMFat 11 8182 HRSMFat 11 8182.)

Philips used the “sense andplicity” tagline at lighting industry trade showiscluding
Lightfair. (PSMFat { 83;HRSMFat § 83) Philips also usetthe tagline along with the
“Philips” housemark, on marketing materials and specification sheets in thesl \$Btétes.
(PSMFat  18HRSMFat 1 18) In addition, Philips hosted amvitation-only “Simplicity
Event” in 2006 to show future products, had a five member “Simplicity Advisory Board” to
provideadvice on healthcare, lifestyle, and technology issues, and used the terncitgfimpl
descriptively in print adertisemerg. PSMF at 11 8486; HRSMFat { 8486.)

Philipsspent millions of dollars the United States ats advertising program, the
“Simplicity Brand Campaign,beginning in 2004. RSMFat {1 8889; HRSMFat { 8889.)
Philips conductednarket researcirom 2005 to 2006 thakevealedhat only 1 to 2 percent of
consumers who had sePhilips’s advertising knew the full tagline(PSMFat 11 90OHRSMFat
11 90)

Glaser first learned of Philips’s “sense and simplicity” tagline in 2005, butati do
further research into the tagline at that tinleSMFat 1 38HRSMFat 1 38 Hunt became
aware that Philips was using “sense and simplicity” in connection with lighting aight Fair
show in 2006.(Hunt Supplemental Statement of Fa&lecket Entry201, at 1 168hereinafter
HSSF} Philips Response to Hunt Supplemental Statement of Facts, Docket Entry 207-1, at § 168

[hereinafter PRHSSH



In 2008 and 2009, Philips acquired several lighting companies, inclGdintyte
(producer of the LIGHTOLIER and STRAND brands), Dynalite, and TeletREMFat 1 69;
HRSMFat 1 69.) Eventually, Philips replaced Genlyte’s trademarks with Philips’s hoarge
on some, but not all, productsP§MFat 11 17, 194RSMFat f 17, 19.)

Philipsbegan to phase out its use of “sense and simplicity” in. 26H2MFat | 10;
PRSMF at 1 10 Philips issued press releases in November 2013 announcing that it was
launching the new corporate tagline “innovation and you” on or around November 8, 2013.
(HSMFat 11 7, 14, PRSMF at 11 7, 14.)

d. THIRD-PARTY USE OFTHE TERM “SIMPLICITY " IN TRADEMARK S

Multiple manufacturers of lighting products, includimgnufacturers aflimming
controls, use the word “Simplicity” as part of their mark or tagliregSMFat 11 94114
HRSMFat 1194-114.) The lightingmanufacturers EiKo, Legrand, Eaton/Cooper, and Traxon
have testifiedhat they have no record @fnd are not aware odny confusion resulting from use
of the word “Simplicity” in their advertising and product markin@SMFat 1 9596, 98-99,
103-04, 106-07HRSMFat 11 9596, 98-99, 103-04, 106-07.)

€. PROCEDURAL POSTURE

In response to Philips’s application to extend its international registratidsense and
simplicity” under the Madrid Protocol, Hunt filed Opposition No. 91173défore the
Trademark Trial and Appeal Board (“TTAB8n October 13, 2006, alleging that Hwds the
senior user of the mark “Simplicity’nosix specifidighting goods (HSMFat{ 3; PRSMF at {
3.) On April 27, 2011, the TTAB sustained Hunt’s Opposition as to the six specific goods Hunt
outlined, butt did not permit Hunt to extend its Opposition to other goods it had not claimed

originally. (HSMF at Y 4;PRSMF at § 4 Philips filed a Complaint witlthis Courtfor de novo
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review of the portions of the TTAB decision adverse to Philips, pursuant to 15 U.S.C. § 1071(b),
on June 27, 2011 [Docket Entry 1]. Hunt filed its Answer and Counterclaims on September 6,
2011 [Docket Entry 7].
Il. MOTIONS TO EXCLUDE EXPERT TESTIMONY

Before examining the parties’ substantive claims, the Courfivgilladdress Hunt's
motions to excludéhe experteports and testimony oivo expers offered by Phips: Michael
Barone [Docket Entry 183], and Alex Simonson [Docket Entry 186]. For the reasons axplaine
below, the Court will deny both motions.

a. LEGAL STANDARD

The Court bears an obligation to act as a gatekeeper and ensure that experytéstimo
bothrelevant and reliableKumho Tire Co., Ltd. v. Carmichad&26 U.S. 137 (1999Paubert v.
Merrell Dow Pharms., In¢.509 U.S. 579 (1993). Furthermore, “the ‘proponent of expert
testimony must establish his expert is qualified and his testimony is admissible by a
preponderance of the evidenceFancaster, Inc. v. Comcast Corg32 F. Supp. 2d 380, 402
(D.N.J. 2011) (quotingoust v. Huntleigh Healthcar®98 F. Supp. 478, 490 (D.N.J. 1998)).

Federal Rule of Evidence 7@2ts the standard for admissibility of expert testimony. It
provides:

If scientific, technical, or other specialized knowledge will assist the friacbto

understand th evidence or to determine a fact in issue, a witness qualified as an

expert by knowledge, skill, experience, training, or education, may testitaher

in the form of an opinion or otherwise, if (1) the testimony is based upon sufficient

facts or data,2) the testimony is the product of relialpenciples and methods,

?hnedc(ggethe witness has applied the principles and methods reliably to thef facts o

Framed another way, “Rule 702 has three major requirements: (1) the profferesswnust be

an expert, i.e. must be qualified; (2) the expert must testify about mattersngquientific,
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technical or specialized knowledge; and (3) the expert’s testirmust assist the trier of fact.”
Pineda v. Ford Motor C9 520 F.3d 237, 244 (3d Cir. 2008).

Daubertarticulated various factors that a district court may use to analyze thditgliab
of expert testimony.That nonexhaustive list of factors is as follows: (1) whether the particular
theory can be and has been tested; (2) whether the theory has been subjectediewemnd
publication; (3) the known or potential rate of error; (4) the existence and mairgesfanc
standards controlling the technique's operation; and (5) whether the techniquieiénaedac
general acceptance in the relevant scientific or expert commubeiybert 509 U.S. at 593-94.
Later, inkumho Tire the Supreme Court held that thaubertanalysis applies to all expert
testimony, not only to scidfit expert testimony Kumho Tirg 526 U.S. at 141The Supreme
Courthasmade clear that “the test of reliability is flexible, ddd@uberts list of specific factors
neither necessarily nor exclusively applies to all experts or in every ddse.”

Philips hasubmittedexpert reports from Barone and Simon#uatreviewthe results b
consumer surveys showing tt{a) Hunt's customers hawexperiencecho actual confusion
between Hunt's trademarsimplicity” andPhilips'stagline “sense andmplicity” in certain
portions of the market; an(@) there is no likelihood of confusion between these two marks
[Docket Entries 183, 186]. Surveyidence is rotinely used in trademark infringement cases,
and is generally admissible demonstrate actual confusion in cases involving alleged violations
of the Lanham Act.See, e.g.Shari Seidman DiamonB&eference Guide on Survey Research
within the Reference Maual on Scientific Evidengc@35 (2d ed. Fed. Judicial Ctr. 2000);
Schering Corp. v. Pfizer Inc1l89 F.3d 218, 227-28 (2d Cir. 1999). Whether survey evidence is
admissible depends on the qualifications of the witness, how helpful the testimoryeisitr t

of fact, and the reliability and fit of the testimonyWeinstein’'s Federal Eviden&702.06[3]
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n.61. “[A]s long as [it is] conducted according to accepted principles . . . survey evidence should
ordinarily be found sufficiently reliable undBaubert Unlike novel scientific theories, a jury
should be able to determine whether asserted technical deficiencies undermveg’a sur
probative value.” Southland Sod Farms v. Stover Seed 0@8 F.3d 1134, 1143 n.8 (9th Cir.
1997)(internal citation omitted) The characteristics of a properly conducted suaveyas
follows:
A proper universe must be examined anéRepresentative sample must be
chosen; the persons conducting the survey must be experts; the data must be
properly géhered and accurately reportdtlis essential that the sample design,
the questionnaires and the manner of interviewing meet the standards of
objective surveying and statistical techniques. Just as important, the survey
must be conducted independently of the attorneys involved in the litigation. The
interviewers or sample designers should, of course, be trained, and ideally
should be unaware of the purpagehe survey or the litigation.
Pittsburgh Press Club v. United Stgté39 F.2d 751, 758 (3d Cir. 1978) (citation omitted).
“[T]he closer the survey methods mirror the situation in which the ordinary person would
encounter the trademark, the greater the evidentiary weight of the swsuttg.fe6 J. Thomas
McCarthy,McCarthy on Trademarks and Umf Competition§ 32:163 (4th ed.) [hereinafter
McCarthy on Trademarks The proponent of a survey bears the burden to show that the
universe’s sampling conforms to recognized statistical standards; heigs Pbars that burden.
Id. § 32:159 (citingMlanual for Complex Litigatiorg 21.493, p. 102 (3d ed. 1995¥)n the
context of survey evidence, ‘mere technical flaws’ in methodology go to ‘thghtvetcorded a
survey, not its admissibility’ . . . [hJowever, ‘fatal flaws’ in a survey’s moeiblogy meit its
exclusion.” Fancastey 832 F. Supp. 2d at 402 (quoti@gizens Fin. Grp., Inc. v. Citizens Nat'l
Bank of Evans City883 F.3d 110, 121 (3d Cir. 2004)). A survey may be excluded under Rule

702 if it is invalid or unreliable. Furthermore, under Federal Rule of Evidence 403, relegant a
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otherwise admissible evidence may be excluded when the danger of unfaircerejudi
substantially outweighs its probative valugee, e.g.Schering 189 F.3d at 228.

Hunt primarily objects tahe expert reports and testimony of Barone and Simonson
because of th&universe” selected by each expert in their respective survey. A survey&rsmi
is “that segment of the population whose perceptions and state of mind are relevantsigethe is
in the case.”Citizens Fin. Grp.383 F.3d at 118-19 (quotingucCarthy on Trademark$
32:159). Surveysdf the wrong ‘universe’ will be of little probative value in litigatiband the
party offering the survelgears the burden to show that the universe of the survey is pidper.
Furthermorea survey that provides information about a wholly irrelevant universe of
respondentss irrelevantand should not be admitted into eviden&ee idat119-2Q see also J
& J Snack Foods, Corp. v. Earthgrains C220 F. Supp. 2d 358, 368-69 (D.N.J. 2002t
“[t] he selection of an inappropriate universe generally affects the weightrekthgng surve
data, not its admissibility.6 McCarthy on Trademarks 32:162.

In a typical trademark case, the new, junior user of a mark attempts to tispttation
and good will of the senior user [to its advantage] by adopting a similar or iden&idal
Fisons Horticulture Inc. v. Vigoro Indus., InG0 F.3d 466, 474 (3d Cir. 1994). Hunt does not
allege his type of confusion, commonly known as direct confusiothis case Instead, Hunt’s
theay of confusion is that Philips—a much larger company than Hunt, with signiffaauatie
resources to spend on advertisingas likelycaused confusiofor consumerss to the source of
goods bearing Hunt'sSimplicity” mark, based oRhilips’s use of'sense andisplicity” as a
tagline Hunt's theory alleges an example of reverse confusion, which oachies ‘a larger,
more powerful company uses the trademark of a smaller, less powerful senior owner and thereby

causes likely confusion as to the source of the senior user’s goods or sendcdherefore,
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“the universe in a reverse confusion case should be limited to the senior user’s coagaer
here, Hunt's actual customer basgtizens Fin. Grp.383 F.3d at 119.

B. MOTION TO EXCLUDE THE EXPERT REPORT AND TESTIMONY OF MICHAEL
BARONE

Hunt first moves t@xclude the expert report and testimonyiéhael Barone [Docket
Entry 183]. Barone’s expert report and testimony focus on the survey he designed and
implemented to assess the likelihood of confusion among individual consumers for light bulb
products sourced by Hunt and sold at a website managed by Hunt,
www.simplicitylightingsolutions.com(Barone6/3/15 Report § 6.) Barone surveyed
“consumers who had purchased light bulbs via the Internet in the last 6 months or who planned
to do so in the following 6 monttis (Barone 6/3/15 Report 1 9.)These consumers were
divided into two equally-sized groups for the purposes of the sufesy” and “control
(Barone 6/3/15 Report § 10The testgroupwere instructed to examirtbe homepage of
www.simplicitylightingsolutions.comyhich displayed Hunt'§Simplicity” trademarkseveral
times “as if you were looking to purchase light bulbs via the Internet and had encountered thi
website.” (Barone 6/3/15 Report § 12T)he contrbgroup viewed the same homepagecept
that allreferences t6Simplicity” had been removedBarone6/3/15 Report § 17.) Consumers
in both groups answered questions designed to probe reverse confusion, based on the survey
approved irlJnion Carbide Cop. v. EverReady In¢531 F.2d 366, 387-88 (7th Cir. 1976).

(Barone 6/3/15 Report 11 11-18.) Barone found a less than one percent likelihood of confusion.

3 Qualifying participants had to successfully answer three screeningasestiparticipate in the survey, including
a quality control check and a question designed to exclude individaaiglie survey who may have had “unusual
knowledge of matters relevant in this case.” (Barone 6/3/15 Repot® jf&he third screening question asked
participants “Have you purchased light bulbs over the Internet in thé faenths or do you plan to purchase light
bulbs via the Internet in the next 6 monthgBarone 6/3/15 Report § 9.)
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(Barone Report 6/3/15 { 21, Table 1.) Basetisexamination of the survey’s resulBarone
opines that:

[Plersons who encounter Hunt's use of ‘Simplicity’ at its

‘www.simplicitylightingsolutions.com’ website do not experience confusion

between Hunt and Philips due to Philips having used the tagline ‘Sense and

Simplicity.” Specifically, these refis show that such consumers are extremely

unlikely to experience confusion as to ownership, source, or affilidoetween

Hunt and Phips.

(Barone 6/3/15 Report 1 24.)

Hunt objects to the Barone survey for three main reasons. First, Hunt argues that
Barone’s survey is under-inclusive because it only surveys the purchase of lightrtmalother
Hunt products. Barone’s survey is also allegedly under-inclusive because it onjyssurve
individual consumers, not business, governmental, and institugatiaés. Furthermore, the
Barone survey is, according to Hunt, under-inclusive because it only surveys “pustzasl
not those who may influence a purchase, such as specifiers.

Hunt's objections as to the under-inclusiveness of the Bananvey’s universeall
addresgurported technical flaws in the Barone survey. Even if a survey’s universe réaabpe
this defect is not necessarily fatal tewavey’s admissibility 6 McCarthyon Trademark$
32:162 (“Even if a survey does not target what the court considers to be the optimaleyriher
results may be so compelling that it still supports the factual finding fahwhiwas intended.”).
In fact, the use of an inappropriate universe generally affects the wgeightto a survey, not its
admissibility. See id Barone’s survey addresses a relevant population to the likelihood of
confusion inquiry in this case: consumers who purchase light bulbs through an onlineanterfac
managed by Hunt. In contrast, the Third Circuit upheld a district court’'s excloba

consumer survey where the interviewer polled consumers not located in the geoareghic
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relevant to the facts of the caghtizens Fin. Grp.383 F.3d at 118-21. In addition, a court in
this district excluded a consumer survey in which the goods at issue were only @adth thind
advertised to food service distributors, but the survey only polled individual consuh&ik.
Snack Foods220 F. Supp. 2d at 371-7e alsd?aco Sport, Ltd. v. Paco Rabanne ParfuB&
F. Supp. 2d 305, 322-23 (S.D.N.Y. 2000) (rejecting a survey that surveyed purchasers of
fragrances, instead of jeans or casual clothing, where jeans and casuaj elette the relevant
products in the litigation). Barone’s survey does not exclude the entire relevardtpopidr a
reverse confusion inquiry; it examines a relevant population, those consumers seeking t
purchase lightbulbs through Hunt’s online interface. The Court will considaments as to the
extent to which that Barone’s survey does not address the whole relevant univausgéof H
consumers at triaghnd adjust the weight given to the survey accordingly. For these reasons, the
Court will notexclude the Barone survey for being fatally unidetusive as to its universe.

Hunt'’s criticism that théBarone surveys overinclusivefor surveyingparties who
purchased light bulbs in the past six monghasonot fatal to the survey’s admissibility as it
addressethe technical merits dhe survey. (Barone 6/3/15 Report § Syrveys, by design,
can only approximate actual purchasing condittorshow the state of méhof a prospective
purchaser. ®1cCarthyon Trademarkg 32:163. Some courts have excluded surveys where the
respondents solely consisted of parties who had already purchased the good Sessady.,
Paco Sport86 F. Supp. 2d at 328i(ing Universal City Studios, Inc. v. Nintendo Co., |.it16
F.2d 112, 118 (2d Cir. 1984))his is not the case with the Barone survey, where the universe
includes both those who have purchased light bulbs and those who intend to purchase light bulbs.
Furthermorethe Barone survey replicated how consumers encounter the light bulbs online

through Hunt's websiteThe Court also notes thafl]'ikely confusion of purchasers does not
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define the only type of confusion that may be relevant. Confusion of non-purchasers may be just
as important in some case'McCarthyon Trademarks® 32:163. No survey is perfect, and to
the extent that this survey does not perfectly replicate market condtherSpurt may give it
less evidentiary weigldt trial

For the reasons stated above, Hunt's motion to exclude the expertamghdestimony of
Barone is denied.

C. MOTION TO EXCLUDE THE EXPERT REPORT AND TESTIMONY OF ALEX
SIMONSON

Huntfurtherasks the Court to exclude the expert report and testimofilerfSimonson
[Docket Entry 186]. Simonson conducted a national telephong sfialectrical engineers and
electrical contractors to assesslikelihood of reverse confusion. (Simonson May 2&Eport
at 1) Specifically,Simonson surveyettlectrical engineers and electrical contractors who
specify or choose architectural dinmg systems and controls and/or architectural wallbox
dimmers and who have been doing so for one or more years.” (Simonson Mdye3irbat
4.) Simonsorasked participants to view the Hunt Dimming website (www.huntdimming.com)
“as if [the participant was] now considering specifying or choosing this cortgoaroducts.”
(Simonson May 2015 Report at 7.) The sursiggctedparticipantso a number of places on the
Hunt Dimming website displaying thi&implicity” mark (Id.) Participants then answered
guestions designed to probe reverse confusion, based on the survey apptbved @arbide
Corp. v. Ever-Readinc, 531 F.2d 366, 387-88 (7th Cir. 1976). (Simonson May Rdort at
8.) In his report, Simonson states that:

The results of this study indicate virtually no detectable level of revergasion

with respect to the relevant universe studied . . . Electrical engineers arattwya

seeinghearing, and reading about Hunt's Simplicity are not confusing the line or

brand with Philips or with Philips’Sense and Simplicity. There is no evidence
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that the engineers or contractors believe that Philips is the source of blood's
or that Philips is affiliated with Hunt or that Philipsovided authorization to Hunt.

(Simonson May 2015 Report at 1.) Simonson based his conclusion on finding that only 3 of 336
participantsn the survey mentioned Philips or a division of Philips (Lightolieth&ir answers
to the survey questions, and none of these positive responses indicated that Piahps’'sand
simplicity” tagline prompted the participant’s answer. (Simonson May 2015 Report at 2.)
Hunt asserts three main arguments as to why the Simonson survey is under-inclusive
First, Huntargueghat the Simonson survey is under-inclusive because it only surveyed
purchasers of architectural dimming systems and controls, and/or architeetilvax dimmers.
Furthermore, the Simonson survey is allegedly unt®usive for only surveying electrical
engineers and electrical contractors, versus non-professional consuméses éigbting
professionals. Hurftirtherargues that the Simonson survey is under-inclusive for only
surveying those who “specify or choose” lighting products.
As noted in theCourt’'sanalysis of the Barone surveyyaflawsas to the under-
inclusivity of the Simonson survey’s universe notecessarily fatab its admissibility 6
McCarthyon Trademark$g 32:162. Simonson’s survey assessed the likelihood of confusion
amongst electrical engineers and electrical contractors, which are acsigingfart of the
universe of consumers who wouddlect opurchase Hunt products. Furthermore, the results of
this survey are compelling on the issue of likelihood of confusion, since virtually tibdike
of confusion is shown. (Simonson May 2015 Report at 4.) Given that use of an inappropriate
universe geerally affects the weight given to a survey, not its admissipttigy Court will not

exclude thesimonson survey for being fatally under-inclusive as to its universe.

15



In addition, Hunt asserts that the Court should exclude the Simonson survey because it
does not use proper control methodologies. Philips asserts that controls were notarebded f
survey, given that the survey did not have actionable levels of confusion and thus concerns about
“noise from preexisting beliefs, yemying, and guessing (both random and biased)” are
minimal. (Opp. Br. at 18 (quoting BcCarthy on Trademark§ 32:187 (citation omitted))).
Many courts have recognized that surveys lacking control questions or groups mayliablanre
depending on how the survey is designgede, e.g.THOIP v. Walt Disney Cp690 F. Supp. 2d
218, 240 (S.D.N.Y. 2010). Here, Simongestricted the survey to professionals with at least
some experience in the electrical field, thesEereening the respondents of the surveyfor
appropriate level of knowledge about the fieke, e.gBlack & Decker Corp. v. Positec USA
Inc., No. 11€v-5426, 2015 WL 5612340, at *20 (N.D. Ill. Sept. 22, 2015) (cibiag’| Football
League Props., Inc. v. ProStyle, In87 F. Supp. 2d 665, 668 (E.D. Wis. 1999)). In addition,
Simonson included all respondents who mentioned Philips or a Philips-owned subsidiary in his
results. Simonson’s results indicate that very few, if any, electricbdgsionals surveyed have
mistaken beliefs about the remship between Hunt and Philips. The only function of a control
in this survey would have been to further reduce the number of respondents whose mention of
Philips would be considered in the likelihood of confusion analysis, and here, that exclusion
would have been pointles#s a further issueilunt has not explained to the Court what controls
it believes Simonson should have used in this survey.

If the lack of acontrol is problematic in this survey, and the Court is not convinced that it
is, this is a technical deficiency which goes to the weight that should be given to thg siotve
its admissibility. Hunt’s criticismaay beappropriate issues to explore at trialit the lack of

control in Simonson’s survey does not justify excluding the suavéyis point in time See,
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e.g.,Ironclad, L.P. v. Poly-Am., IncNo. Civ.A. 3:98€V-2600, 2000 WL 1400762, at *8 (N.D.
Tex. July 28, 2000) (“[A] Court need not exclude the survey due to the lack of control, as
generally, technical deficiencies gothe weight rather than admissibility.”).

For the above reasons, the Court will deny Hunt’s motion to exclude Simonson’s report
and testimony.

[I. MOTIONS FOR SUMMARY JUDGMENT

Both parties have filed motions for summary judgment. Hunt seeks summary judgmen
on Philips’s request fate novareview ofportions of the TTAB'’s April 27, 2011 decisidhat
are adverse to PhiligDocket Entry 179]. Philips moves for summary judgment on Hunt’s
trademark infringement liability and damages counterclaims [Dockey E89]. For the
reasons described below, Hunt's motion will be denied, and Philips’s motion will bedyrant
part and denied in part.

a. LEGAL STANDARD FOR SUMMARY JUDGMENT

Summary judgment is appropriate under Fed. R. Civ6&) when the moving party
demonstrates that there is no genuine issue of material fact and the eviderichesthie
moving party’s entittement to judgment as a matter of I@elotex Corp. v. Catretd77 U.S.
317, 322-23 (1986). A factual dispute is genuine if a reasonable jury could return a verdict for
the non-movant, and it is material if, under the substantive law, it would affect tleneudd
the suit. Anderson v. Liberty Lobby, In&77 U.S. 242, 248 (1986). “In considering a motion
for summary judgment, a district court may not make credibility determinations oresimgaigy
weighing of the evidence; instead, the non-moving party's evidence ‘is to be behevatl a
justifiable inferences are to be drawn in his favoMarino v. Indus. Crating Cp358 F.3d 241,

247 (3d Cir. 2004) (quotingnderson477 U.S. at 255).
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“When the moving party has the burden of proof at trial, that party must show
affirmatively the absence of a genuine issue of material fact: it must shipwritedl the
essential elements of its case on which it bears the burden of proof at trizisowatae jury
could find for the non-moving party.In re Bressman327 F.3d 229, 238 (3d Cir. 2003)
(quotingUnited States v. Four Parcels of Real Prdpil F.2d 1428, 1438 (11th Cir. 1991)).
“[W]ith respect to an issue on which the nonmoving party bears the burden of proof . . . the
burden on the moving party may be discharged by ‘showitiggt+s, pointing out to the district
court—that there is an absence of evidence to support the nonmoving party’sGasee
477 U.S. at 325.

Once the moving party has satisfied its initial burden, the party opposing the magbn m
establish that a genuine issue as to a material fact edestsey Cent. Power & Light Co. v.
Lacey Twp.772 F.2d 1103, 1109 (3d Cir. 1985). The party opposing the motion for summary
judgment cannot rest on mere allegations and instead must present actual evideneatésaa
genuine issue as to a material fact for trimhderson477 U.S. at 248Siegel Transfer, Inc. v.
Carrier Express, In¢.54 F.3d 1125, 1130-31 (3d Cir. 1995). “[U]nsupported allegations . . . and
pleadings are insufficient to repel summary judgmeBichoch v. First Fid. Bancorporation
912 F.2d 654, 657 (3d Cir. 199@ge alsd-ed. R. Civ. P. 56(e) (requiring the nonmoving party
to “set out specific facts showing a genuine issue for trial”). “A nonmovinyg pas created a
genuine issue of material fact if it has provided sufficient evidence to allory #ojtind in its
favor at trial.” Gleason v. Norwest Mortg., In@43 F.3d 130, 138 (3d Cir. 2001).

If the nonmoving party has failed “to make a showing sufficient to estahkséxistence
of an element essential to that party’s case, and on which that partyawitheburden of proof

at trial. . . there can be ‘no genuine issue of material fact,” since a complete failuo®of p
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concerning an essential element of the nonmoving party’s case necessddtg sdhother facts
immaterial.” Katz v. Aetna Cas. & Sur. C&72 F.2d 53, 55 (3d Cir. 1992) (quotiGglotex
477 U.S. at 322-23).

Summary judgmernnay beappropriate in reverse confusion trademark caSee, e.g.
Fancaster 832 F. Supp. 2d at 431 (granting summary judgment for defendant Comcast, finding
thatdefendant’'s mark “Fancast” did not create a likelihood of reverse confusion withffiai
mark “Fancaster”)see also Kinbook, LLC v. Microsoft Corg66 F. Supp. 2d 453, 472 (E.D.
Pa. 2012)aff'd, 490 F. Appx. 491, 492 (3d Cir. 2013) (granting summary judgment for
defendant where plaintiff failed to demonstrate a likelihood of reverse confuswedoe
plaintiff's “Kinbox” trademark and defendant’s “Kinect” and “KIN” productd)hat being said,

“[f] ailure to strictly observe the principles governsugnmaryudgmentoecomes particularly
significant in a trademark or tradename action, wearemaryjudgmentsare the exceptioh.
Country Floors, Inc. v. P’ship Composed of Gepner and Fa80 F.2d 1056, 1062-63 (3d Cir.
1991) (citation omitted).Therefore courts should not be too eager to grant summary judgment
in a trademark action.

b. HUNT'SMOTION FOR SUMMARY JUDGMENT

Hunt movedor summary judgmentn Philips’s request fode novareview of sections of
the TTAB’s April 27, 2011 decision on Hps’s Madrid Protocol applicaticior its tagline
“sense and simplicity[Docket Entry 179]. Hunt alleges that Philips abandonedgimein
2012 or sometime in 2013, when it began the “innovation + you” campRigMifat 19 3, 72;
HRSMFat 11 3, 72]. As a result of Philips’s abandonment, Hunt asserts that Philips’s request
for de novoreview of the TTAB’s decision is now moot. For the reastescribedelow, the

Court will deny Hunt's motion.
19



The Lanham Acprovidesseveral ways$o register a trdemark in the United States. 15
U.S.C. 8§ 105kt seq2012). Section 1(a) of the Lanham Act governs applications for marks
already in use in the United States, while Section 1(b) applications are baseapplittant’s
intent to use the mark in commerdd. For applications under both of these provisions, the
applicant must actually use the trademark in commsebare the PTO will issue a registration.

Id. Section 66(a) of theanham Act also permits holders of international trademark registrations
to request that thBTO extend their trademark protection to the United States, under the Madrid
Protocoltreatys extension of protection rules. 15 U.S.C. § 1141 (20T2g¢ Madrd Protocol

treaty facilitates the international registration of trademarks between meatiogrsnandhe
International Bureau of the World Intellectual Propé&tganizatiormanages its

implementation3 McCarthy on Trademark§ 19:31.20. The United States and European Union
are members of the Madrid Protocol, as are many member nations of the EuropearidJnion.

The Lanham Act outlines the following requirements for Madrid Protocol applicatons
the PTO:

A request for extension of protection of an internatioegistration to the United

States that the International Bureau transmits to the United States Patent and

Trademark Office shall be deemed to be properly filed in the United States if su

request, when received by the International Bureau, has attactieddeclaration

of bona fide intention to use the mark in commerce that is verified by the applicant

for, or holder ofthe international registration.

15 U.S.C. 8§ 1141f. A declaration of bona fide intention to use the mark in commerce must
include a statement that “the applicant . . . has a bona fide intention to use the mark in

commerce.” 15 U.S.C. § 1141(5). Furthermore, “[e]xtension of protection shall not be refused

on the ground that the mark has not been used in commerce.” 15 U.S.C. § 1141h.
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A trademark registration mae cancelled “[a]t any time if the registered mark . . . has
been abandoned” by the trademark holder. 15 U.S.C. § 1064(3) (Zd&ion 45 of the
Lanham Act states:
A mark shall be deemed to be “abandoniéd’ . its use has been discontinued with
intent not to resume such use. Intent not to resume may be inferred from
circumstances. Nonuse for 3 consecutive years shall be prima facie evidence of
abandonment. “Use” of a mark means the bona fide use of such mark made in the
ordinary course of trade, and not made merely to reserve a right in a mark.
15 U.S.C. 8§ 11277[T] o establish the defense of abandonment [under the Lanhant Act]
necessary to show not only acts indicating a practical abandonment, but an actutd inte
abandon.”Marshak v. TreadwelR40 F.3d 184, 198 (3d Cir. 2001) (quottaxlehner v. Eisner
& Mendelson Cq.179 U.S. 19, 31 (1900)). “[A]Jbandonment, being in the nature of a forfeiture,
must be strictly proved.'United State Jaycees v. Phila. Jayce@&89 F.2d 134, 139 (3d Cir.
1981);see also Doebler®enn. Hybrids)nc. v. Doebler442 F.3d 812, 822 (3d Cir. 2006) (A
party arguing for abandonment has a high burden of prodfigrefore, to adequately plead a
claim for dandonment, a party must sheither (1) at least three consaea years of nonuse of
a trademark, of2) a period of nonuse of less than three years combined with proof of intent to
not resume use. 15 U.S.C. § 11&kImperial Tobacco Ltd. v. Philip Morridnc., 899 F.2d
1575, 1579 (Fed. Cir. 1990).
As noted above, Section 66(a) applicants under the Madrid Protocol are not required to

use a mark in United States commerce at any time prior to registtafieal5 U.S.C. §

1141(h)(a)(3)cf. 15 U.S.C. 1141f(alyequiring a declaration dbona fide intention to use the

4 Once the registration issues, a holder of a United States trademark ssuiggh iSection 66(a) must use the
registered mark in commerce to avoid abandoning its registredaddlesprings, Inc. v. Mad Croc Brands, |nc.
104U.S.P.Q.2d 1948, 1951 (TTAB 2012).
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mark in commerce”).The TTAB recently examined the issuerefistration under Section 66(a)
and held:
Because use is not required for an applicafiled under Trademark Act Section
66(a), we hold that in order to sufficiently plead a claim for cancellatiosettaon
66(a) registration on grounds of abandonment for nonuse, the plaintiff must allege,
as of the date the claim is filed, either:

(a) three or more consecutive years of nonuse commencing no earlier than
the date on which the registration was issued; or,

(b) if the period of notuse commencing no earlier than the date of
registration and extending to the filing date of the claim istless three
years, facts supporting nonuse after the date of registration, coupled with an
intent not to resume use.
Dragon Bleu (SARL) v. Venm, LL.C12 U.S.P.Q.2d 1925, 1931 (TTAB 2014). Therefore,
courts should “not consider any time prior to the asmie of a Section 66(a) registration as

constituting a period of nonuse for purposes of abandonmiehtFurthermore, “[tlhere can be

a period of time during which_a holder of a registration based on § 66(a) has not actuatheuse

mark in commerce lstill asserts a bona fide intention to do so. It is in this liminal state that a
petition to cancel a registration on the ground of a lack of bona fide intent to use the maek ca
heard.” Sandro Andy, S.A. v. Light In&No. 12Civ-2392, 2012 WL 6709268, at *3 (S.D.N.Y.
Dec. 27, 2012) (emphasis added).

Hunt has noobfferedsufficientevidence such that a reasonable jury could find that
Philips abandoned its Section 66(a) applicafmr anextension ofts international registration
for “sense andisiplicity.” Hunt does not dispute that Philips satisfied all requirements under
Section 66(a) for filing an application for extensiontsfinternationalegistration, including the
filing of a declaration of bona fide intention to use the mark in cormeaithe time of
application ThePTOhas not issued Philips a trademark for “sense mmglisity” under the
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Madrid Protocol, however, because the TTAB sustained Hunt’'s opposition of Philips’s
trademark applicatioas to certaitighting goods in 2011 Hunt Control Sys. Inc. v. Koninkijke
Philips.Elec. N.V, 98 U.S.P.Q. 1558 (TTAB 2011). Philips has not formally withdrasvn
application, and in fadhis case is currentlyefore this Court because Philips seeks review of
the TTAB’s decision Given that Section 66(apds not require a trademark applicant to use the
trademark in commerce prior ta@gistration’s issuancéhe Court vill not consider events
occurringbefore a trademark registration issues as part of a period of nddwaggn Bley 112
U.S.P.Q.2d at 1931.

Basd on this reasoning, Hunt cannot satisfy the requirements to show that Philips has
abandoned its applicatiorsincePhilips’sregistration has notetissued, Hunt cannot
demonstrate any period of nonuse, uridiergon Bleus requirements.Therefore Hunt cannot
showeitherthatPhilips has not used “sense and simplicity” for three years following theflate
registration issuanggsince there is ndocumented period of nonuse), or that Philips has not used
“sense andisplicity” for a shorter period of timecoupled with an intent to not udee“sense
and simplicity tagline in the future

Hunt has not offered sufficient evidence such that a reasonable jury could find that
Philips has abandoned its application for the “senseiamlisity” trademark. For these
reasons, Hunt's motion for summary judgment is denied.

C. PHILIPS’SMOTION FOR SUMMARY JUDGMENT ON LIABILITY AND DAMAGES

Philipsmoves for summary judgment on Hunt’'s trademark infringenentity and
damages counterclaims [Docket Entry 189]he Court willdeny Philips’s motion on liability,

and will grant Philips’s motion as to the availability of alluegted forms of mot&y damages
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i. TRADEMARK INFRINGEMENT : LIKELIHOOD OF CONFUSION BETWEEN
“SENSE AND SMPLICITY ” AND “SIMPLICITY ”

“The Lanham Act defines trademark infringement as use of a mark so simhat tf &
prior user as to be ‘likely to cause confusion, or to cause mistake, or to dec&ws.Pharms.,
Inc. v. Andrx Corp.369 F.3d 700, 711 (3d Cir. 2004) (quoting 15 U.S.C. § 1114(1)). Thus
“[t]he law of trademark protects trademark owners in the exclusive use of th&s wiaen use
by another would be likely to cause confusiomterpace Corp. v. Lapp, Inc721 F.2d 460,

462 (3d Cir. 1983). “A claim of trademark infringement is established when the plpnotiés
that: (1) its mark is valid and legally protectable; (2) it owns the mark; andg8efendant’s

use of the mark to identify its goods or services is likely to create confosmerning the

origin of those goods or servicesCommerce Nat'l Ins. Servs., Inc. v. Commerce Ins. Agency,
Inc., 214 F.3d 432, 437 (3d Cir. 200@jting Opticians Ass’n of Am. v. Indep. Opticians of Am.
920 F.2d 187, 192 (3d Cir. 1990)). The parties do not dispute that Huntlwwedd and

legally protectable mark “Simplicityand thus the Court must consider the likelihood of
confusion between the Hunt and Philips marks.

“A likelihood of confusion exists when consumers viewing the mark would probably
assume that the potact or service it represents is associated with the source of a different
product or service identified by a similar markd’& H Sportswear Inc. v. Victoria’s Secret
Stores, InG.237 F.3d 198, 211 (3d Cir. 2000) (quotianoff-Perlstein Assocs. v. SKI&67
F.2d 852, 862 (3d Cir. 1992) (quotation marks omitted)). The relevant inquiry for the court is

whether confusion is likely, not whether confusion is merely a possibitityat 198.
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As discussed above, the Third Circuit has recogreedypes of likelihood of
confusion claims: direct confusion claims and reverse confusion cl&mrsdom Card, Inc. v.
JPMorgan Chase & Cp432 F.3d 463, 470 (3d Cir. 2009 adirect confusiortlaim, a
trademark owner alleges facts where “a junior o$er mark attempts to fregde on the
reputation and goodwill of the senior user by adopting a similar or identical mdrlkat 470
(citing A & H Sportswear237 F.3d at 228). Therefore, “the consuming public may assume that
the established, senior user is the source of the junior user’s gadd&iotingCheckpoint
Systems, Inc. v. Check Point Software Techs,,266.F.3d 270, 301 (3d Cir. 2001)).
Conversely, reverse confusion “ocf@jiwhen a larger, more powerful company uses the
trademarlof a smaller, less powerful senior owner and thereby causes likely confusotinas
source of the senior user’s goods or services. Thus, the ‘junior’ user is junior in tineaibut s
in market dominance or sizeltl. at 471. Reverse confusion “depends on the overall
commercial strength of the junior user’'s markancaster 832 F. Supp. 2d at 407 (citing
Commerce Nat'l InsServs, 214 F.3d at 444A & H Sportswear237 F.3d at 230).

To determine whether there is a likelihood of confusion between two marks, tte Thir
Circuit has adopted a non-exhaustive ten factor test known alsappfactors.” Lapp, 721
F.2dat463. TheLapptest isusedfor trademarks ovoth competing and notempeting goods,
and in direct and reverse confusion cages H Sportswear237 F.3d at 212-1%reedom

Card, 432 F.3d at 472. Logically, thougleconomic reality and common sense require that

5The Third Circuit has indicated that district courts are not required to usagpéactors in situations where
products are directly competing and the marks are very similar. In thesrggehe district countnay consider only
the similarity of the marks themselveSee, e.gOpticians Ass'n920 F.2d at 195. Furthermore, when goods
directly compete, the Court may not need to apply eiappfactor, since the similarity of the marks will be of
high importaace. A & H Sportswear237 F.3d at 215.
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some of thd_appfactors be analyzed differently when revei@mfusion]is at issue.”Freedom
Card, 432 F.3d at 472.
The Lappfactors asapplied in a reverse confusion cases:

(1) the degree of similarity between the owner’'s mark and the alleged infringin
mark;

(2) the strength of the two marks, weighing both a commercially strong junior
user’s mark and a conceptuadtlyong senior user’s mark in the senior user’s favor;
(3) the price of the goods and other factors indicative of the care andoattenti
expected of consumers when making a purchase;

(4) the length of time the defendant has used the mark without evideace al
confusion arising;

(5) the intent of the defendant in adopting the mark;

(6) the evidence of actual confusion;

(7) whethethe goods, competing or not competing, are marketed through the same
channels of trade and advertised through the same media;

(8) the extent to which the targets of the parties’ sales efforts are the same;

(9) the relationship of the goods in the mindsaisumers, whether because of the
nearidentity of the products, the similarity of function, or other factors;

(10) other facts suggesting that the consuming public might expect the larger, more
powerful company to manufacture both products, or expedatger company to
manufacture a product in the plaintiff's market, or expect that the larger cgmpan
is likely to expand into the plaintiff's market.

A & H Sportswear237 F.3d at 234. THeappfactors “are tools to guide a qualitative decision,”
and thus are “not to be mechanically tallied” by the Court or given pre-determeghts in the
Court’s analysis.Id. at 21516, 234. No one factor is dispositive, and depending on the facts of
a paticular case, one or more of the factors may not be probative on the issue of likelihood of
confusion.ld. The Court must weigh and balance ltlappfactors at the summary judgment
stage to determine if a genuine issue of material fact exists aslitcetimod of confusion in a
particular caseCheckpoint Sys., Inc. v. Check Point Software Tetf4.F. Supp. 2d 427, 457
(D.N.J. 2000).

The Third Circuit explained that there are several factors that should beexhaiythe

same manndpor directconfusion and reverse confusion claims:
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First, the attentiveness of consumers does not chabgep|[factor (3)); in both

direct and reverse confusion, the question is whether this is the kind of product that

consumers will care enough about to noticedifferences, or purchase hastily with

only a limited impression. Second, and similarly, the degree to which the channels

of trade and advertisement overlapapp factor (7)) should be analyzed in the

same fashion. Finally,app factors (8) and (9), coiering the similarity of the

targets of the parties’ sales efforts and the similarity of products, arareb@ed

no differently in the reverse confusion context.
A & H Sportswear237 F.3d at 22€&itations omitted) Lappfactors (2), (4), (5), (6)and (10)
may need tde analyzed differently for a reverse confusion chla@rsus a direct confusion
claim, and these differences will be explored where appropriate as the Courtesxaath
factor. 1d. at 231-34.

1. Similarity of the Marks (Lapp Factor (1))

The “degree of similarity of the marks may be the most important of the ten factors in
Lapp” Fisons 30 F.3d at 476. This factor is not necessarily dispositive of the likelihood of
confusion analysis, howeve€heckpoint104 F. Supp. 2d at 457M]arks need not be
identical, only confusingly similar.’ld. at 477. The marksn this caséare confusingly similar
if ordinary consumers would likely conclude tha&ifhplicity’] and ['sense andimplicity’]
share a common source, affiliation, connection or sponsorshipdns 30 F.3d at 476The
Court’s assessment of the similarity of the marks should include a comparisen of t
“appearance, sound and meaning of the marke$ Pharms.369 F.3d at 713. The Third
Circuit’s “test for such similarity is whether the labels create the same overadissigm when
viewed separately.’A & H Sportswear237 F.3d at 216 (quotation omitted). In particulae,
court should examine how the marks are presented to consuiedd Sportswearl67 F.
Supp. 2d at 782. Should the overall impression from the marks be “essentially the same, it is

very probable that thmarks are confusingly similarOpticians Ass’n920 F.2d at 195.
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First, the Court will examinehe similarities and differencé&gtweer Simplicity” and
“sense andimsplicity” in terms ofsight, sound, and meaning. Given tRatlips’'stagline “sense
and simplicity” incorporates Hunt's registered mark “Simplicity” in its entirgtig clear that
there is at least some degreesmohilarity in sight and sound between the marks. Hunt’'s mark is
typically displayed in ordinary black typeface, with a capitalized fitgtdebut may also be
displayed in blue or white typefaceP§MFat § 53;HRSMFat § 53) In contrast, Philips’s
tagline, “sense and simplicity,” is typically displayed in lowercase sanf typeface (Gil Sans
MT font), in a distinctive grey and blue color combinatioRSKFat § 79) Based on this
evidencethevisual impressions of the marks atdeast somewhalistinct. See FancasteB832
F. Supp. 2d at 412.

Furthermoreeven though both marks incluttee word “simplicity,” Philips’s mark
includes extra syllableshe use of alliteration, and the word “sense” at the beginning of the
mark. This observation leads the Court to consider which part of Philips’s mark, & any i
dominant, and here, the Court finds that Hunt has shown that a genuine issue of material fac
exists When the dominant parts of the marks at issue are the same, and when the overall
impressiorcreated by the marks is essentially the same, “it is very probable that the rearks ar
confusingly similar.” Opticians Ass’n920 F.2d at 195. The parties dispute importance of the
word “sense” to the overall commercial impression of Philips’s tagline. Phipesithat
“simplicity” is a common word, and that Philips’s tagline is intended to evoke a cmp#o
the literary and film title “Sense and SensibilitfMoving Br. at 18PSMFat § 91 HRSMFat
1 91) But “sense” is a common word as webyticularly how Philips uses it in its taglire¢o
indicate that Philips’s products “make sense” for consunfeegHunt Control Sys. Inc. v.

Koninkijke Philips. Elec. N.Y98 U.S.P.Q. 1558 (TTAB 2011). Philips also offers evidence that
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consumers remember&thilips’s tagline as “sense and [something élsehentheywere able to
recallthe tagline at all (PSMFat  90) If, in fact, the word “sense” was a distinctive term, the
fact that it appears first in the tagline may serve to disishgRhilips’s mark from Hunt. There
is sufficient evidence on this record, though, foe@sonable trier of fatb conclude that the
dominant part of “sense and simplicity” is, in fact, the word “simplicity,” gitleat a major
focus of Philips’s advertising is to show how simple its goods are to use.

This Court “has consistently refused to allow a plaintiff to focus on an abbreviated mark
when analyzing confusing similarity.Genoves®rug Stores, Inc. v. TGC Stores, @39 F.
Supp. 340, 346 (D.N.J. 1996). That being said, Hunt offers evidence that Philips used the term
“simplicity” as the only tagline on a variety of occasions as a part of its marketing aperati
(HSSFat 1 171PRHSSF at 171 Philipsdisputes some of those alleged uses,amsérts that
its otherusesof “simplicity” were “isolated” or part of a descriptive fair use of the term to
describePhilipsproducts. PSMFat 1 94114.) Furthermore, Philips asserts that many other
companies use the tertBimplicity’ in their advertising, including several lighting companies
who have incorporated “Simplicity” into their trademarks or taglinels) (Due to record
evidence of Philips’s use of Huatéxact trademark in its advertisitfynt has raised another
genuine issue of material fact for a trier of fact to consider

As both parties have used housemarks alongside their trademarks, then@iwaiso
examine the effects of these housemarks consumer’s impressions of similarity between the
marks. “Conflicting marks must be compared in their entirety, including any hotsesnah
either party appends to its mark& & H Sportswearl67 F. Supp. 2d 770, 780 (citing 4
McCarthy on Tradentés 823:43). A party’s use of a housemark in connection with its mark

may affect the general commercial impression of the m@de A & H Sportsweal37 F.3d at
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229-30. In a direct confusion case, the presence of akvellvn housemark alongside a
trademark may diminish the likelihood of confusiofd. at 218. Housemarksetreated
differently in the reverse confusion context, however. Althougfi bl Circuitnoted that “not
only is there the possibility that consumers will fail to remember the mark wicenmering
[the senior user’s product], but there is also the possibility that the makggithvate rather
than mitigate, reverse confusion by reinforcing the association” of the mar&staf the mark,
with the junior user, it refused to adoppex serule that housemarkae aggravating factors
reverse confusion casekl. at 230.

Philips asserts th&ioth parties made “systematic and prominent use” of their housemarks
in conjunction with their trademark@vioving Br. at 17.) Philips in particular offers evidence to
show that it always used the “Philips” housemark with its tagind argues that since the
Philips housemark dominated its tagline, that no confusion could have resulted. (P38F {1
80.) Philips cites td-ancaster, among other cases, for the proposition that reverse confusion
may not exist where a mark is used merely as a tagline alongside a dadmouns@&imark.See
Fancaster 832 F. Supp. 2d at 412. Whether Philips’s housemark actually dominated its tagline
should beconsidered by a trier of faagiven that there is no record evidence establishing that
this claim is undisputedrFurthermore,hiie presence of the Philips housemark in advertising
notnecessarily the remedgr confusion that Philips describé as, given that Hunt alleges
reverse confusion in this case. In fact, the Philips housemarkavagggravatedeverse
confusion by reinforcing a link between Philips and the Wsiplicity.” See A & H
Sportswear237 F.3d at 230For these reasons, Hunt has raised a genuine issue of material fact
as to how the housemarks affect how a consumer would petheigemilarity of the marks.

In April 2011, he TTAB sustained Hunt’s opposition &hilips’s application to register
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“sense andisplicity” for various lighting goods.Hunt Control Sys. Inc. v. Koninkijke Philips.
Elec. N.V, 98 U.S.P.Q. 1558 (TTAB 2011). This decision is not binding on this Court (and in
fact the appeal of thETAB’s decisionon Philips’s application is what broughis matter

before this Court in the first place & H Sportswear237 F.3d at 221. Furthermore, “although
an initial PTO determination by an examining attorney may be considereddihoebe given
weight when the PTO attorney did not review all the evidence availaltie @istrict Court.”

Id. The parties have augmented the record available to the TTAB with numerousssuisnis
before this Court.Thereforethe Court will rely on its own analysis of the marks to make its
likelihood of confusion analysis for the purposes of summary judgment.

Hunt has provided sufficient evidence such that a reasonable trier of fact couldhfind t
theoverall commercial impression of the magtsconfusingly similar. Hunt points to Philips’s
independent uses tife wordsimplicity in its marketing, and althobdPhilips disputes the
importance of these uses, they are still on the record before this Court. Farthestould
“simplicity” be the dominant portion of Philipstagline, consumers are more likely to remember
it, given that the marks will not be viewed side by side. Furthermore, the presence ofigise Phi
housemark with the “sense and simplicity” tagline could actually aggresasgeseconfusion, by
promoting the perception that “simplicity” is associated with p&iliFor these reasortise
Court finds that a genuine issue of material fact existt@similarity of the marks.

2. Strength of the Marks (Lapp Factor (2))

The second.appfactor directs the Court to evaluate a mark’s strength by assessing “(1)
the [plaintiff’'s] mark’s distinctiveness or conceptual strength (the inhésatires of the mark)
and (2) its commercial strength (factual evidence of marketplace recoghititmeedom Card

432 F.3d at 472. The Lanham Act provides greater protection to stronger marks, given that
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stronger marksvill likely have greater consumer recognitioh& H Sportswear237 F.3d at
222 (citingVersa Prods. Co., Inc. v. Bifold Co. (Mfg.) L.t80 F.3d 189, 203 (3d Cir. 199%8krt.
denied 516 U.S. 808 (199%) “ Strong’ marks are given “strong” protectieqprotection over a
wide range of related products and services and variations on visual and aural.format
Conversely, relatively weakiarks are given a relatively narrow range of protection both as to
products and format variations.” McCarthy on Trademarks 11:73. Furthermore, the
presence of a commercially strong junior mark, along with a conceptualhgstenior mark,
favor the senior user on this fact#.& H Sportswear237 F.3d at 234'he Court will examine
each facet of a mark’s strength in turn.
a. DistinctivenessConceptual Strength

Courts often use a foyrart spectrum to classify trademark distinctiveness: (1) arbitrary
or fanciful; (2) suggestive 3] descriptive; and (4) generi& & H Sportswear237 F.3d at 221
(citing Two Pesos, Inc. v. Taco Cabana, |05 U.S. 763, 768 (1992))Arbitrary or fanciful
marks “use terms that neither describe nor suggest anghmg the product; they bear no
logical or suggestive relation to the actual characteristics of the golad¢duotation and
citation omitted). A consumer must use “imagination, thought, or perception” to deteninat
a product bearing a suggestive mark mayldeat 221-22 (quotind.J. Canfield Co. v.
Honickman 808 F.2d 291, 297 (3d Cir. 1986)). A descriptive mark gives the consumer an idea
of the product’s ingredients, qualities, or featurkes.at 222 (citation omitted). Generic marks
are maks that operate “as the common descriptive name of a product ddsgitation
omitted). To qualify for protection under the Lanham Act, a mark must be arpfaacyful,
suggestive, or descriptive with secondary meaniggreric marks receive nogtection, and in

factmay not be registered as trademarksks.(citation omitted).
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“Although the conceptual strength of a mark is often associated with the articul
category of distinctivenessinto which a mark falls (i.e., arbitrary, suggestive, or descriptive),
that is not the only measure of conceptual strendth.”Arbitrary or suggestive marks may in
fact be “weak” marks, especially when used onngeaof different productsr by a large
number of competitorsid. Thus, thelistinctiveness classificatipectrum described above
may be useful in determining a mark’s conceptual streangtbme situationsut is certainly not
dispositive. See id. A marKs conceptial strength should be analyzed in the same manner for
direct and reverse confusion cases, with conceptually strong marks weighingriofféhe
trademark holderld. at 232.

Hunt hasofferedevidence such that a reasonable trier of fact could fisckiie
“Simplicity” mark is suggestive, at besA consumer must use “imagination, thought, or
perception” to determine what a product bearing a suggestive mark mby be221-22
(quotingA.J. Canfield 808 F.2d at 297) Simplicity” is not literally descriptive of Hunt's
products, but it does describe a quality Hunt seeks to associate with its prdadactdition
Hunt's registration of “Simplicity” with the PTO indicates that the mark is notrg#se
without secondary meanirgg generi¢ given that registration is reserved for distinctive marks.
See A & H Sportsweal 67 F. Supp. 2d at 790. Furthermore, registration seryegsas facie
evidence of the validity of a markneaning that Hurits entitled to a strong prima facie
presumpbn that its registered mark is either not merely descriptive or if descriptite, tha
secondary meaning is presumed, which amounts to the same thing.” 15 U.S.C. § 1115(a); 2
McCarthy on Trademark§ 11:43. On the balance, Hunt’'s mark is likely suggestive. But this
determination does not end the Court’s examination of the mark, givenrtiaak's weakness

maybe measured in other ways.
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Philips asserts that Hunt’'s mark “Simplicity” is conceptually wéacauseiunt
promotes its “Simplicity” products in @escriptive fashiarHunt’s products offer “simplicity
and are simple to understanPSMFat § 26) Furthermore, Philips highlights significant third
party usage of the mark “Simplicity” by other companies, both in and beyond the lighting
industry. (PSMFat 11 94114.) In particular, Philips points to evidence showing that lighting
companies EiKo, Cooper, Legrand, and Traxon distributed over 300,000 items containing the
mark “Simplicity” through print or the Interne{fPSMFat {1 9596, 9899, 10304, 106-07).
Furthermore, there is no documentation of confuiem any of these thirgarty uses of
“simplicity.” (ld.) “[A]s a general rule, widespread use of even a distinctive mark may weaken
the mark.”Citizens Fin. Grp 383 F.3d at 123 (citingetro Stopping Ctrs., L.P. v. James River
Petroleum, Inc.130 F.3d 88, 93-94 (4th Cir. 1997).

Hunt has offeed sufficientevidencesuchthat a reasonable trier of fact could use to
conclude that its mark is distinctive. Philips offers compelling ezidéa show that the
“Simplicity” mark has been weakened by extensive thady use, but, as noted above, even
weak marks may be entitled to some protection under the trademark laws.

b. Commercial Strength

In a reverse confusion case, “the lack of commestiahgth of the smaller senior user’'s
mark is to be given less weight in theapp| analysis because it is the strength of the larger,
junior user’s mark which results in reverse confusiof.& H Sportswear237 F.3d at 231
(citing Commerce Nat'l InsServs, 214 F.3d at 444). Thus, “a court should analyze the
‘commercial strength’ factor in terms of (1) the commercial strength of ther jusév as
compared to the senior user; and (2) any advertising or marketing campaignunydhaser

that has rsulted in a saturation in the public awareness of the junior user’s mdrKciting
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Fisons 30 F.3d at 474, 479).

The parties do not dispute that there is a significant disparity in the relediversic
power of the parties: Philips is a multinational corporagiorploying approximately 47,000
people in its lighting business, and Hunt is a small business. (Elsten 6/22/15 ExperaR@&port
6.) Philips argues that its larger size is not dispositive on this faagan this case, larger size
may not necessarily overcome the conceptual weakness of Hunt’s “Simpineitic’ Philips
offers evidence that Hunt has declared itself a leader in the lighting ydnstthas been
participating in the lighting market for a long period of titheough an established set of
distributors and dealers, thus ensuring Hunt’s industry-wide reputgfR8MFat 1 2622.)
Furthermore, Hunt's CEO Glaser is the current president of the Lightinga®oAssociation,
and has held that position in the pa®SMFat § 24)

The Court will next examine the advertising campaigns of the pafiesips began its
“Simplicity Brand Campaign” in 2004, and spent millions on advertising the “sewise a
simplicity” tagline in the United States between 2004 and 20P3MET T 8889.) From 2004
to 2007, Philips spent $25.9 million on advertising related to the tagline at issuen @22/15
Reportat30.) Philips has stated that it has spent over $100 million on advertising related to the
“sense and simplicitytagline to 2009. (Testimonial Dk of Terry Fassburdzlsten6/22/15
Report at30.) In comparison, between 2003 and 2013, Hunt spent about $1.68 million on
advertising. (ElsteB/22/15 ReporatEx. 9.2.)

Although Philips clearly spent more money alvartisingthanHunt, it asserts that its
campaign did nosuccessfully saturate the markét. market research conducted by Philips in
2005 and 2006, only about three percent of respondents who had seen Philips’ advertising

spontaneously associated “sinay” with Philips. (PSMF § 90.) Furthermore, in November
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2006, only about 1 percent of respondents claiming to be familiar with Philips could, without aid,
correctly recall the full Philips tagline “sense and simplicity,” and owty percent of
respondents gave a partially correct tagline.) (

Hunt asserts other findings from Philips’s marketing survey in support of itsopdbiat
Philips did, in fact, saturate the market with its advertisifgr example, when aided, 37% of
respondentbvery familiar” with Philips associated the brand statement “This brand stands
simplicity” with Philips. (d.) Furthermore, 32% of core target customersemberedhe
Philips brand promise “sense and simpli¢ityhen aided. Id.)

Whether Philipsucceeded in saturating the market is a clear factual issue, and Hunt has
put sufficient evidence on the record such that a trier of fact could find in favor of Hunt.

c. Conclusion

This Lappfactor favors the senior user in the situation where a commegrsiading
junior user adopts a conceptually strong makilips may have significantly more commercial
strength than Hunt, although Philipgesel of market saturation with its tagline is disputed by
the partiesThe evidence offered by Hunt indicates thaimtgk issuggestive at best, atitht it
is not a particularly strong margiven thesignificant thirdparty usage—even ihe lighting
industry. That being said, Hunt has offered evidence sufficient such that a reasonalole trier
fact could find in favor of Hunt on this factor.

3. Price of Goods, Sophistication of Purchasers, and
Attention Expected of Reasonable Customerd_épp
Factor (3))

On this factora trierof fact must determine whether consumers will care enough about

the products at issue to distinguish between them, or if the products are purchased when

consumers have a limited impression of théfizsons 30 F.3d at 476 n.12. “As common sense
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dictates, the layrovides that confusion is unlikely if the products or services at issue are
complex and expensive, the purchasers highly sophisticated, and the purchase prohasssone t
lengthy and requires close attention and analysis by the purch&eesKpoint104 F. Supp. 2d

at 460 (citations omitted).

Philips offers evidence to show that the purchasetiseo€ompetingroducts are
sophisticated and give careful attention to the purchase of lighting productgs Rbiies the
process of selecting lighting controls may be lengthy and comfR&MFat I 40) In addition,
Philips asserts that electrical contractors are sophisticated purclgasanghat contractors must
have strong knowledge about electrical products and suppliers to effectively prdjémts.
(PSMF 1 3910; see GB Elec. Inc. v. Thomas & Betts Colp. 95C0426, 1995 WL 795660, at
*6 (E.D. Wis. July 28, 1995))Glaser hasliscussed the complexities of even basic dimming
systemsn an article entittedDimming Protocols Explainet! (PSMF 11 44, 49.) Part of the
complexity ofdimming systems is that wallbox dimmers must be matched to appropriate
components, for the systems to operate properly and to daoidge to the dimme(PSMF
48.) Philips also notes that Hunt wallbox dimmers are not sold at, ret@it at a $100 price
point, and may not be returngdPSMFat 1 3334, 46.) Finally, Philips cites to testimony from
a former Hunt employeiadicating that Hunt's policy was to staadividual consumers away
from Hunt products, since Hunt mostly sold commercial dimmers. (PSMF at  47.)

Hunt asserts that its wallbox dimmers priced at $100ratatively inexpensive wallbox
dimmers” and thugthat Philipss factual premise that Hunt’s products are very expensive is
flawed. (Opp. Br. at 18.) In support of its argumdntnt offersthe expert report of James V.
Cody, who has significant experience in the lighting industry [Docket Entry 199<1@]y

explainshow the sophistication of the consumers in the lighting industry actually favors Hunt,
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given that experienced consumers in lighting oftentimes know that invisitbleaveelationships
exist betweetarger and smaller suppliergHSSFat § 166.) Hunt supports Cody’s conclusions
by pointing out that Philipsds engaged in this sort of vertical relationship with several smaller
businesses, such as GenlytherePhilips phased in itsademarks slowlyover a period of

years (PSMF 1 1619.)

Hunt does notite to the record teupport its assertion that 8400 wallbox dimmers are
“relatively inexpensivg and the other evidence on the record leads the Court to the conclusion
thatpurchasers of these products are sophisticated. The effects of the sopinsticati
consumers, however, are disputed. Huisesa genuine issue of material fact as to what the
effects of vertical relationships between lighting manufacturers woubeh biee likelihood of
confusion in this case.

4. Actual Confusion and Length of Time without
Actual Confusion (Lapp Factors (4), (6))

Lappfactors (4) and (6) require the Court to determine the length of ifiauy, the
mark has beensed without actual confusion, and whether the party claiming trademark
infringement can provide evidence that consumers are actually confused by thatsske
These factors are necessarily interrelated ta@dCourt will examine thenogether.

Any evidence of actual confusion between the parties is significant to thysiareaid is
highly probative of likelihood of confusion, but such evidence is neither necessary nor
determinative to find likelihood of confusion, givere potential difficulties of collecting
evidenceof actual confusionSabinsa Corp. v. Creative CompoundsC, 609 F.3d 175, 187
(3d Cir. 2010)Checkpoint104 F. Supp. 2d at 460-6ersa,50 F.3dat 205 see also Fisons30
F.3d at 476. The “most relevant evidence of actual confusion is the testimony sdf@atdg
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prudent purchaser who was in fact confused by defendant’s traden@r&ckpoint 104 F.
Supp. 2d at 464 (internal quotations omitted). Courts should view actual corduslence
collected by a party’s employees with skepticism, because of the tendencgtf@valence to
be selfserving or biased, and because of the inability to cegasiine the allegedly confused
consumersCitizens Fin. Grp 383 F.3d at 122 (citinGheckpoint269 F.3d at 298 & H
Sportswear237 F.3d at 227

Philips asserts that no actual confusion has occurred over the past nine yeafsomit
2004 to 2007 when Hunt used “Simplicity” for its dimming panels, or after 2007 when Hunt
began using “Simplicity” on its wallbox dimmers as welPSMF 1 114, 117, 127Bhilips
points to a lack of evidence that any person who purchased a Hunt dretiened(1) that
Philips either owned or now owns Hunt, (2) that the companies are related in any wayhat (3
Hunt needed to license or otherwise obtain permission from Philips tbeutsrm*Simplicity.”
(PSMF 1 129.)

Furthermore, Philips also assettat Hunt’s failure to conduct a likelihood of confusion
survey, when it had the financial means to do so, may lead to the inference that th@fesul
such a survey would be unfavorable to Hunt, as the trademark holder. (Moving Br. at 15.)
Philipsargwesthat Hunt had the means to run a surgayge it retained three experts in this
litigation and conducted eight depositions. (PSMF {1 130, 148.)

Hunt counters by offering a “business survey” conducted and desigri&adsy that
purportedly demonsttesa qualitativelikelihood of confusion [Docket Entries 199 Exs.Hp-
This survey consists afquestionnaire of 30 head of household consumers over the age of 18.
The survey astd consumers to compare pictures of products labeled with the respeatike

at issue in this action, side by side, and to determine the origin of the marks. (Bicieit99
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Ex. G.) There are numerous problems with this survey that affect its adrntisaitl relevance
to this litigation. From the evidence Hunt has presented with respect to this survey, the Court
cannot determine if Hurgvenpolled its actual or potential customefsurthermoreGlaser does
not claim to be an expert in designing consumer trademark surveys, or indeed to have any
experience in the desigf surveys. There is no indication that this survey accounted for
marketplace conditions, or that it surveyed consumers looking to buy relighding products.
For these reasons, Glaser’s “business survey” is inadmissible, and Hunt hes mdfether
evidence to negate the adverse inference from Hunt’s failure to present swtsyon the
likelihood of confusion.

Hunt also attacks the surveys offered by Philips; many of these objecticaddaeesed
in the sections above. Hunt offers the expert report of Dr. Michael Rappeport, wiiglesr
the reports of Barone and Simonson [Docket Entry 199 Ex. DDD]. In its analysthséuoe
Rappeport report does not cite to authorities that are typically relied uponviey superts.
Furthermore, Rappeport’s criticism of the Barone and Simonson reports would haagdieelen
perhaps significantly, by a demonstration that Rappeport’'s suggested methadoldg have
given different results on the issue of likelihood of reverse confuSes, e.g Whirlpool
Props., Inc. v. LG Elecs. U.S.A,, InNlo. 1:03ev-414, 2006 WL 62846t *3 (W.D. Mich. Jan.
10, 2006). As discussed in detail in this Court’s review of Hupd'gsbertmotions, he weight
that should be given to the Barone and Simonson surveys will be addressed Bhérial.
statements in the Rappeport report do not change the Court’s conclusions on the atyrossibil
the Barone and Simonson reports.

Most importantly, Hunt disputg3hilips’s assertions that no aatiwconfusion has

occurred, and offers evidenceaninsumers experienciragtual confusion Hunt focuses on two
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alleged instances of actual confusi@) conversations held between Glaser and individuals
visiting Hunt’s booth atightfair in 2007;and(2) an online post & FixYa.comforum devoted
to Philips dimmerswhere a Huntimmerconsumer asked for help.

Hunt asserts that Glaser encountered an unidentified regional sales nieorager
Leviton, acompeting lighting company, at his marketlmgpth at the 2007 Lightfair marketing
event held in New York City(HRSMFat 11 1236.) During this encounter, the Leviton
representative teas@laser about Philips’s tagline, noting the similabgtweer'sense and
simplicity” and Hunt's trademark(HRSMF at | 123.)Glaser acknowledgsthat, if the Leviton
representative actuallyad any misconceptions about the relationship between Hunt and Philips
at that time Glase was able to dispel confusio(HRSMFat 1 1186.) Huntoffersno
corroboration of this event, and cannot even offer the name of the Leviton represestative a
evidence.

Hunt also points to documented evidence of at least one Hunt dimmer customer who
requestedhelp fora producion a FixYa.com forum devoted to Philips dimmeiidRSMF at |
127.) Philips notes that the FixYa.com post that Hunt points to as evidencing confusion does not
mention “sense and simplicity” or “Simplicity.(PSMF at 1 127.)

Hunt has presented evidence of instances of actual confusion on the heeasdr
weak or uncorroborated. Despite Philips’s objections that Hunt failed to cardadinissible
likelihood of confusion surveyhe weighthat should be given to the actual confusseidence
offered by Hunt should bdeterminedy a trier of fact The Court notes, though, thais not
overwhelmed by the strength of the evidence on actual confusion brought by Hunt inghis cas
given the uncorroborated nature of the Lightfair evidence, as well as thdastamresented

surrounding the FixYa.com forum post.
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5. Intent of Philips in Adopting “sense and smplicity”
as a Tagline Lapp Factor (5))

For forward confusion cases, thappanalysis includes an assessment of “whether the
defendant adopted a mark with the intent of promoting confusion and appropriating the prior
user’s good will.” Fisons 30 F.3d at 479. “When reverse, rather than direct, confusion is
alleged, ‘intent to confuse’ is unlikely to be present. However, though perhaps unusual, should
an intent to confuse exist, it would be relevant to the likelihood of confusion analysis amtee s
manner as it would for a direct confusion clainA”& H Sportswear237 F.3d at 232r{ternal
citation omitted).In a reverse confusion case, the trier of fgpically assesses whether the
junior user “deliberate[ly] inten[ded] to push the senior user out of the mafketedom Card
432 F.3d at 479 [M]ere carelessness, asppsed to deliberate intent to confuse . . . does not
shed any light” on whether confusion is likely in a reverse confusion éa&g- Sportswear
237 F.3d at 232-33Furthermore, here knowledge of the existence of a competitor's mark is
insufficient toprove bad faith.”Fancaster 832 F. Supp. 2d at 418 (quotation and citation
omitted). The Court need not find that Philips has intentionally infringed Hunt's mark to find
overalllikelihood of confusion, howeverCheckpoint104 F. Supp. 2dt 465 (ciing Lois
Sportswear, U.S.A., Inc. v. Levi Strauss &,089 F.2d 867, 875 (2d Cir. 1986)).

Philips argues that there is no evidence on the rebatdPhilips attempted to drive Hunt
out of the lighting marketFurthermore, Philips asserts that Hoas not presented evidence to
show that anyone at Philips who was involved in the selection or approval for the “sense and
simplicity” tagline knew about Hunt or its use of “Simplicity” as a trademamkfact, Philips
has cooperated with Hunt to ensurattHunt's dimmers are compatible with Philidgsdriver
and ballast productgPSMFat 11 6970.) Philips Advance also lists Hunt Dimming dimmers in
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its compatibility guide, which lighting professionals use to select dimming cotiadlsre
compatible with Phifpss Advance ballasts and dimme(®SMFat  70) PhilipsalsogaveHunt
permission to refer to Philipsiegistered trademarks whpromoting products compatibieth
Philips Advance product$PSMFat § 70)

Hunt conversely argues that Philips acted in bad faith in its adoption of the “sense and
simplicity” tagline, for a variety of reasons. Hwassertghat Philips incontrovertibly knew of
Hunt's role in the lighting industry prior to 2004, when Philips adoptetstmese and
simplicity” tagline. (HRSMFat § 73) Also, Glaser askeé@hilips to stop using the term
simplicity before Hunt filed its TTAB oppositiongyPhilips continued to use the “sense and
simplicity” taglinefor several year® (HSSF { 170.)Furthermore, Hunt offers evidence to show
that, despite the fact that the TTAB sustained Hunt’'s objections to the extensegistftion
for Philips’s “sense and simplicity” tagline as to certain products, Philipgnceat to use the
tagline on lighting goods, including goods identical in use to Hunt's géoadgears (HSSF 1
3,164.)

Theparties clearlydispute whether Philips intended to push Hunt out of the lighting
goods market through its use of “sense and simplici®hilipss evidenceof actual
collaboraion with Hunt to ensure compatibilitgf goodsis compellingon this issue. In addition,
Hunt offers no evidence that the Philips personnel who developed, selected, and cleared the
“sense and simplicity” tagline knew about Hunt or Hunt’s “Simplicity” trademaok that
Philips chose the tagline with Hunt in mindlthough Hunt allegedly used its “simplicity”

trademark as early 4991, it did not attempt toegister the trademark until 2002 SMF{{50-

6 The parties dispute whether this evidence, along with other evidemeedversations between Glaser and
Philips prior to the filing of this lawsuit, are admissible.
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52.) Even if Philips had known about Hunt’s trademark, howvisrfacton its own would be
insufficient to establish that Philips acted in bad falBlee FancasteB32 F. Supp. 2d at 418.
Furthermore, Philips’s continued use of “sense and simplicity” after Hdet'sand, anéven
after the TTAB’s decision may nokecessarily be indicative of bad faitiiven that
“[i] nfringement is not willful if the defendant might have reasonably thought that its proposed
usage was not barred by the statute€curaComm Consulting, Inc. v. Securacom k6 F.3d
182, 188 (3d Cir. 1999puotation omitted)see also idat 189(“A defendant’s refusal to cease
using a mark upon demand is not necessarily indicative of bad faitiation omitted). Given
the widespread third-party usage of “simplicity” in trademarks on lighting géddspshas
shownthat it did not act in bad faith in adopting its tagline. PhifiEtions in general do not
rise to the level of “purposeful manipulation of the junior mark to resemble the seradc” A
& H Sportsweay 237 F.3d at 225-26. On this factor, Hunt has not presented sufficient evidence
such that a reasonable trier of fact could find that Philips has acted in bad faith.
6. Marketing Channels, Sales Efforts and Targeting of
Consumers, Relationship of Services in the Minds of
Consumers, and Other Relevant FactorgLapp
Factors (7)-(10))

Finally, the Court will considetappfactors (7)(8), (9), and10) together, athe factual
disputes are related this casesince at least some tife goods produced by Philips and Hunt
compete.The seventlappfactor considers whether Philips and Hunt sell their products
through overlapping or the same channels of trade. The eighfifactor considers whether the
parties target the same consumers with their sales efforts, givéwliest parties target their
sales efforts to the same consumers, there is a stronger likelihood of confi&@ckpoint
269 F.3d at 289. For the nintlappfactor, the Court must determine whether the products
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offered under th&Simplicity” and“senseand smplicity” marks are “similar enough that a
consumer could assume they were offered by the same soi@e Pharms.369 F.3d at 723
(quotation and citation omitted). Finallyappfactor (10) fs necessarily transformed in the
reverse confusion context to an examination of other facts suggesting that the comsniing
might expect the larger, more powerful company to manufacture both products, drtbgpe
larger company to manufacture a product in the plaintiff's market, or expethé¢hager
company is likely to expand into the plaintiff's markefA’& H Sportswear237 F.3d at 234.
These categories are important to the likelihood of confusion analysis in thibeesuse
likelihood of confusion must be determined with respect t@atheal marketplace conditions,
based on the respective marks and how they are used on the relevant goods andhsgrvices
consumers encountefee, e.gGiant Food, Inc. v. Nation’s Foodservice, In¢10 F.2d 1565,
1569 (Fed. Cir. 1983). The Third Circuit noted thapp factors seven, nine and ten are not
apposite for determining whether a likelihood of confusion exists in actions between di
competitors because “[b]y definition, the goods are competing, their functiondartiee and the
senior and junior user are already in each other's mark&t&.'H Sportswear237 F.3d at 212.
Hunt acknowledges that it directly competes with Philips in the lighting markedugth
Philips sells far more types of lighting goods than Hunt does. Philips and itdiatibsisell
lamps, ballasts, and LED drivers and modules, among other products. @R$WE, 411-12.)
Philips does sell dimming controls, but these saéesunt for less than 1 percent of Philips’s
U.S. lightingsales andgjo through professional channel®SMF, at 11 1415, 45.) Hunt
manufacturearditectural dimming systems anther types of lighting controls, among other
products (HRSMFat {1 2622, 30.) Hunt sells products through electrical distributors and sales

representativegrimarily to commercial users. (HRSMI {1 3637, 45-47.) Ato Lappfactor
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(8), Hunt asserts that the marketing targets of the parties are virtually identat&had the

parties target many of the same consurfieoesket Entry 199-19]. Philips does not dispute this
evidence. Based on these faétilips assestthatLappfactors (7), (9), and (10) are neutral and
not consequential to the likelihood of confusion analysis in this case, given that tesedee
generally not apposite for direct competitgfoving Br. at 26.) This Court will follow the
reasming of the Third Circuit in concluding that these factors are apposite to thnt #xdethe
parties are direct competitors.

In its discussion ofappfactor (10),Hunt raises three additional facts for the Court to
consider that the TTAB sustaineldunt’s opposition in April 2011, that Philips did not stop
using its tagline until after Hunt countersued; and that all TTAB evidence issaolimiand part
of this proceeding, pursuant to 15 U.S.C. § 1071{ine Court has already addressed the issues
raised by these facts in this Opinioithe Court has examined the TTAB ruling, but is not bound
by it, and has examined all relevant evideoifered by the partiesFurthermore, the issue of
when Philips stopped using its tagline speaks to whether Philips acted in bad faith, amarthe C
has alreadgonsideredhis argumenin the discussion fdrappfactor (5).

Thesefactors are not outcome determinatiteethe extent thahe parties compete in the
lighting market. To the extent the parties do not compete, Hunt has pwgreadn the record
sufficient for a reasonable trier of fact to find in favor of Hunttwese factors

7. Conclusion

As reviewed above, Hunt has demonstrated that numerous genuine issues of material fac
exist for a trier of facto examine: the similagitof the markgLappfactor (1)) the strength of
the markqLappfactor (2)) how the sophistication of the consumers affects consumer care in

selecting productf_appfactor (3)) whether actual confusion has, in fact, occurteapp
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factors (4) and (6))and issues related to the overlap in the parties’ busindsggsféactors (7)
(20)). Given that Hunt has only failed to demonstrate that a reasonable trier affiacticd
that Philips acted in bad faith in its adoption and use of its tadlaggfactor (5)),it would be
inappropriate to grant Philips’s summary judgment motion. Therefore, thev@buieny
Philips’s motion for summary judgment on the issue of trademark liability
il. AVAILABILITY OF MONETARY RELIEF AS A REMEDY
The Lanham Act mvides for twarademark infringement remediasjunctive relief and
monetay damages. 15 U.S.C. 88 1116(a), 1117fayrademark owner who demonstrates
likelihood of confusion is entitled to injunctive relidfapp, 721 F.2d at 462 (citing 15 U.S.C. §
1114(1)). Most commonly, courts apply injunctive relief pursuant to section 34 ofnharba
Act, which states that “courts vested with jurisdiction of civil actions arisingrihtechapter
shall have power to grant injunctions, according to the principles of equity and upon such terms
as the court may deem reasonable, to prevent the violation of any right of texré@f a mark
registered in the Patent and Trademark OfficE5’U.S.C. § 1116(ayee also A &
Sportswear166 F.3cat 207-08. The parties do not dispute that, if liability is found on the
likelihood of confusion issue, injunctive relief may be appropriageeloving Br. at 30; Opp.
Br. at 26-27; Reply at 10.)
The Lanham Act also provides that in certain cases, monetary damages may esa@pro

When a violation of any right of the registrant of a mark shall have been

established . . the plaintiff shall be entitled . . subject to the principles of

equity, to recover (1) defendant’s profits, (2) any damages sustained by the

plaintiff, and (3) the costs of the action. The court shall assess such profits and

damages or cause the same to be assessed under its direction. In assessing

profits the plaintiffshall be required to prove defendant’s sales only; defendant

must prove all elements of cost or deduction claimed. In assessing dahgages t

court may enter judgment, according to the circumstances of the case, for any

sum above the amount found as actlzmhages, not exceeding three times such
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amount. If the court shall find that the amount of the recovery based on profits
is either inadequate or excessive the court may in its discretion enter judgment
for such sum as the court shall find to be just. Such sum in either of the
above circumstances shall constitute compensation and not a penalty. The court
in exceptional cases may award reasonable attorney fees to the prevaiing part

15 U.S.C. 8§ 1117(a). Courts only award monetary damages in trddessas “in light of
equitable considerations,” and litigamtsist not be permitteld make excessive demands for
profits. A & H Sportswear167 F. Supp. 2d at 801. When an injunction on future use of an
infringing trademark satisfies the equities of a casarts should deny the award of profits.
1. HUNT'SLOST SALES AND L OST PROFITS

Hunt asserts that it is entitled to compensation for its lost sales and profitssak afre
Philips’s infringement of théSimplicity” trademark. As noted aboweirademark owner may
be entitled to the damages it sustained from infringing activities. 15 U.S.C. § 11Rd(a&).
party that fails to prade “at least some evidence of harm arising from defendant’s violation”
may not receive an award of profits or damageaesars World, Inc. v. Venus Lounge, 520
F.2d 269, 274 (3d Cir. 1975).

On this issue, Philips offers the declaration and expedrt of Laura Stamm [Docket
Entry 190-3]. Stamm found no causal link betwtdendecline in overall sales Hunt experienced
after 2007 and Hunt’s alleged lost sales based on PBiligg of “sense and simplicity.”
(Stamm 6/22/15 Report, at T 9).

As Hunt's damages expeftate Elsten id not review lost salesr profits in her report
[Docket Entry 199-48], Hunt's only evidentiary support for its lost sales and lostrgeog
claims is the testimony and declaration of Glaser [Docket Entra2289 Hunt does not offer

Glaser as an expert witness, but instead argues that Glaser should begptrgiiteelay
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testimonyon the issue of lost sales under Federal Rule of Evidence 701, b&taseséknows
his privately-held business the bes{Opp. Br.at 2829). Philipsobjects to Glaser’s
declaration antestimony because Glaser did not identify any specific examples where Hunt
allegedly lost sales or customers to Philips. Furthermore, PtilgdeengesGlaser’s testimony
as speculativegnddevoid of economic analysis or eviderice.

Lay testimony undr Federal Rule of Evidence 7&lgoverned as follows

If the witness is not testifying as an expert, the witness’ testimony in the form

of opinions or inferences is limited to those opinions cergrices which are

(a) rationally based on the perception of the witness and (b) helpful to a clear

understanding of the witness’ testimony or the determination of a fact in issue.
“The modern trend favors the admission of [lay] opinion testimony, providedt is well
founded on personal knowledge and susceptible to specific cross-examinagenEd, Inc. v.
Kimball Int’l, Inc., 620 F.2d 399, 403 (3d Cir. 1980). witness offering lay opinion testimony
mayrely on documents prepared by others in certain situations, so long as the witness’s
testimony is based on his personal knowledgghtning Lube Inc. v. Witco Corp4 F.3d 1153,
1175 (3d Cir. 1993).

Where a lay opinion is based on at least some valid assumptions, it may be helpful to the
jury. 1d. But “[a]n opinion based on false assumptions is unhelpful in aiding the jury in its
search for the truth, and is likely to mislead and confulgk.{citation omitted).For these
reasons, “Rule 701 requires that a lay opinion witness have a reasonable basis grithedied

experience or specialized knowledgearriving at the pinion that he or she expresses . . . for

lay opinion as to technical matters such as product defect or causation to bebdelntissust

7 Philips also notes that Glaser initially answered “I don't know” at big RO(b)(6) deposition when asked why
Hunt's sales had declinedqGlaserl1/12/13Dep. at 259:1860:19.) Later, Glaser blamed Philips for his lost sales.
(Id. at 309:83138.)
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derive from a sufficiently calified source as to be reliable and hence helpful to the jury.”
Asplundh Mfg. Div. v. Benton Harbor Eng%j7 F.3d 1190, 1201 (3d Cir. 1995) (emphasis in
original). The Third Circuit instructs trial courts to “rigorously examine the reliability efiéi
opinion by ensuring that the witness possesses sufficient special knowleagerterece which
is germane to the lay opinion offeredd.

Although expert testimony under Federal Rule of Evidence@@2res a “greater level
of scrutiny” than lay opinion evidence, the trial judge should undertake some *“judicial
gatekeeping” for lay opinion testimony on technical issuésat 1202. Allowing a witness,
with first-hand knowledge, to offer a technical opinion which he lacks the necessary knowledge
andexperience to make, runs afailthe requirements of Rule 701,” and a trial coniaty
exclude evidence otherwise admissible under Federal Rule of Evidence 401, should gswitne
knowledge and basis for the opinion be insufficiddt. Therefore, thescreening of a lay
opinion witness’s qualifications should proceed as follows:

The judicial Rule 701 screening that we speak of for cases such as this one is not

very different from the screening that attends the ordinary expert qadific

ruling. In determining whether a lay witness has sufficient special knowledge or
experience to ensure that the lay opinion is rationally derived from the signes
observation and helpful to the jury, the trial court should focus on the substance of
the witness’s background and its germaneness to the issue at hand. Though
particular educational training is of course not necessary, the court should require
the proponent of the testimony to show some connection between the special
knowledge or experience of the witnes®wever acquired, and the witness’s
opinion regarding the disputed factual issues in the case.

Id. at 1202 (citation omitted). The question of “[w]hether a witness is ‘qualifiedféo opinion

testimony is committed to the discretion of the trial couBEi€horn v. AT&T Corp.484 F.3d

644, 650 (3d Cir. 2007)
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Under Rule 701, th€ourt must undertake at least some judicial gatekeepiagsiss
whetherGlaser’s opinion on lost sales and lost profits is admissible. Therefore, the @lourt w
consider Glaser’s background as it applies to the economic predictions he haktoffeee
Court to determine if he is sufficiently qualified to offer this opmas lay testimonyGlaser is
not required to have specific educational training, but Hunt must demonstrate soméi@onnec
between specidnowledge or experience Glaser posseasésGlaser’s opinion on lost sales.

On this point, Hunt notes that Glaser is the president andwoler of Caribe
Corporation, a holding company which operates Hunt Control Systems, Inc., Hunt Dimming
Hunt Electronics, Simplicity Lighting Solutions, and Diversified Components.séGlaecl.,
Docket Entry 199-22, at § 2hlunt offers no justificatio for why Glaser should be permitted to
offer an economic opinion about Hunkist sales oprofits, beyond the fact that he is familiar
with his own business figures:.or exampleHunt offers no evidence that Glaser is familiar with
the calculation ofdst sales or profits, or other kinds of economic predictions. Furthermore,
when asked questions about the source of his knowledge about the economic conditions of the
lighting industry, Glasecould only speculatthat he hadat some point in timegviewed
documents reflecting the financial performance of a few companies ightied industry.
(Glaserl1/12/13Dep. 15:8-16:21, 18:22-21:1, 22:20-25:25:153laser failed taeview
publications from consulting groups that focus on the economics of the lighting indasstry
example (Id.) Based on these facts, Hunt has not met its burden to stfficientconnection
between Glaser’s knowledge or experience and Glgsmapmsedestimony

Furthermore, ér Glaser’s opinion on lost sales and profits to be admissible, his opinion
must be both rationally based on his perceptions, and helpful to the determination of a fact in

issue. Fed. R. Evid. 701. Glaser’s opingatisfies neitherequirement.First, Glaser provides
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no information about any assumptions he may haeglin forming his opinion, besides a
general statement that the dowmgvarogression of Hunt's sales in the 2007 to 2010 timeframe
“was beyond what | believe the overall lighting industry experieficé@laser Decl. af 7.)
Glaser does not indicateyafoundation for thistatementbesides speculation. When
guestioned specifically about the foundation of his knowledge in his deposition, Glaser could not
point to specific documents or sources supporting his testimony that the lighting sestootwa
adversely affected by the economic conditions in the United States between 2007 and 2010.
(Glaser 11/12/13 Dep. at 15:14-16:10.)

Second, Glaser’s opinion itself amounts to generalized speculatiotheaatbre does
not raise a triable issue of fact dretissue of lost sales and lost profi&o far as the Court can
tell from its examinatiorf Glaser’s declaration and accompanying graph, Glaser assumed that
without Philips’s use of “sense and simplicity,” Hunt would have continued to have theatame
of growth in sales that it had experienced from 2003 until 2006 until the recession hit. Glase
then opines that Hunt would have experienced a period of no growth in sales during the
recession, and then would have continued to lle¥eame rate of growth it had experienced
before the recession, from the end of the recessitih2013 (Glaser Decl. at 1.b The Court
cannot find any justification in Glaser'edarationor testimony to support these finding3ue
to its wholly speculative nature, the Court finds that Glaser’s testimvonid not be helpful to a
trier of fact.

The Sixth Circuit has recognized that “seldom will be the case when a lagropimian
ultimate issue will meet the test of being helpfulite trier of fact since the jury's opinion is as
good as the witness' and the witness turns into little more than an ‘oath heldigroff v.

Xomox Corp.797 F.2d 271, 276 (6th Cir. 1986). At this stage, Hunt “must present more than
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just ‘bare asséibns, conclusory allegations or suspicions' to sHmeixistence of a genuine
issué to justify the denial of summary judgment on this issBedobnik v. United States Postal
Serv, 409 F.3d 584, 594 (3d Cir. 2005) (quotidglotex 477 U.S. at 325). Hunt has not
satisfied thidurden, and therefore the Court will strike Glaser’s declaration and opinion.

Given that Hunt has offered no other evidence on the issue of lost sales and lost profits,
the Court is satisfied that Philips has met its burdetetoonstrate that no genuine issue of
material fact existen this issue. Thefore, theCourt will enter judgment in favor of Philips on
the availability of a lost sales or lost profits remedy.

2. DISGORGEMENT/ACCOUNTING OF PHILIPS’S PROFITS

“[A]l n accounting for profits [or a disgorgement] is a form of equitable relief, andst doe
not follow as a matter of course upon the mere showing of an infringementl dewlénied
where an injunction satisfies the equities of a case, as for example, wheris thetear
showing that no profit was madeé\’& H Sportswearl66 F.3d at 208 (citation and footnote
omitted)). Disgorgement of profits as a remedy is only availéibldne defendant is unjustly
enriched, if the plaintiff sustained damagesf an accounting is necessary to deter
infringement. These rationales are stated disjunctively; any one will Barijo Buddies, Inc. v.
Renosky399 F.3d 168, 178 (3d Cir. 2005ge alsdMarshak,595 F.3dat 495.

TheFirst Circuit hasheldthat the accounting of profits is inconsistent vatblaim of
reverse confusion, given thdtleverseconfusion does not lend itself to any automatic
assumption that there is an equivalence between defendant's profits and pldingifted
sales.” Visible SysCorp. v. Unisys Corp551 F.3d 65, 80-81 (1st Cir. 2008) (citihghnny
Blastoff, Inc. v. L.A. Rams Football C&88 F.3d 427, 436-37 (7th Cir. 1998)g O Tire

Dealers, Inc. v. Goodyear Tire & Rubber C861 F.2d 1365, 1374 (10th Cir. 1977)
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Restatenent (Third) of Unfair Competition 8 37 cmt. b (1995) (“in mjpeverse confusion]
cases there is no reason to expect that every sale made by the defendant has beenodiverted
the plaintiff, or that the profit margins of the parties are necessarisathe.”)).

The Third Circuit has not ruled directly on whether a disgorgement remedsilishde to
a trademark holdemising areverse confusion@m. The parties to this actia@onsideredhis
issue using the disgorgement framework presented in the direct cordaseBanjo Buddies
wherethe Third Circuit outlined six noexhaustive factors used to determine whether an alleged
infringer’s profits should be awarded to a trademark holder, upon a finding of trademark
infringement:

These factorsiclude, but are not limited to (1) whether the defendant had the intent

to confuse or deceive, (2) whether sales have been diverted, (3) the addquacy o

other remedies, (4) any unreasonable delay by the plaintiff in assertinghss r

(5) the public interest in making the misconduct unprofitable, and (6) ahi¢ib

a case of palming off.
Banjo Buddies399 F.3d at 175 (quotinQuick Tech., Inc. v. Sage Grp. PLLG13 F.3d 338, 349
(5th Cir. 2002)quotation and internal citations omitted))he Cout will examine each of these
factors in turnwith the caveat that the reverse confusion claims in this case may necessitate
different analysis for some of the factors

a. Philips’s Intent to Confuse or Deceive

“Knowing or willful infringement consists of more than the accidental encroachof
another’s rights. It involves an intent to infringe or a deliberate disregard afkaholder’s
rights.” Securacomiml66 F.3d at 187In a reverse confusion case, the Seventh Circuit found
that the intent to trade on a trademark holder’s good will or reputation must be andgess

absent in a reverse confusion casédnds, Taylor & Wood C®78 F.2d at 961.

The relevant facts for this inquiry are the same facts revieweadfipfactor (5) above.
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As discussed imoredetail above, the Court finds that Philips lacked the requisite intent to cause
confusion or deceive customeansadopting its “sense and simplicity” tagline. Philgs’
knowledge about Hunt's trademark is not sufficient to establish bad faith, nor is Bhilips’
continued use of its taglind=ancastey 832 F. Supp. 2d at 418ecuraComml66 F.3d at 189.

This factorfavors Philips. The Court notes, howeubat willfulness is not a
prerequisite finding for recovery under a theory of disgorgent@anjo Buddies399 F.3d at
175. Thus, the Court must consider this factor together with the other factors desdabgrjo
Buddies. Sabinsa Corp. v. Creative Comqtg) LLC No. 04-4239, 2011 WL 3236096t *3
(D.N.J. July 27, 2011).

b. Diversion of Sales

As noted above, the First Circuit has reasoned fhjaverseconfusion does not lend
itself to any automatic assumption that there is an equivalence between dé&egrdéits and
plaintiff's diverted sales.Visible Sys.551 F.3cat 80-81 (itations omitteyl This finding is
logical, given the theory of confusion underlyingegerse confsion claim. i a reverse
confusion case, the junior user/alleged infringer is not seeking to benefitfeoserior user’s
goodwill. Instead, the harm of reverse confusion isah@insumer may assume that the senior
user’s products are the junior user’s, or alternatively that the junior and ses®aus now
connected.Johnny Blastoff188 F.3d at 436. This assumption does not lead to the conclusion
that an alleged infringer has necessarily diverted the sales of the senickmgafringer ina
reverse confusion case causes other types of indirect harm to the senior useippreyom
related to the devaluation of the trademark through damage to its product jaEmptyrate
identity, control over its goodwill and reputation, and its ability to enter new markletst 436-

37 (citations omitted) For these reasons, the Court will not apply any sort of presumption that
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defendant’s profits are equivateao plaintiff's diverted sales

Thereis no admissible evidence before the Court that Hunt lost sales or profits based on
Philips’s use of the “sense or simplicity” tagline. Other courts have denied disgorgem
reverse confusion cases where there was no indication that the trademarls imotatler’
contributed to the defendant’s profitSeg e.g.,CPC Props., Inc. v. Dominic, Ind\No. 12-4405,
2013 WL 5567584, at * 2 (E.D. Pa. Oct. 9, 20¥8% H SportswearNo. CIV.A. 94CV-7408,
2002 WL 27735, at *5 (E.D. Pa. Jan. 9, 200R2pr these reasonthis factor favors Philips.

c. Adequacy ofOther Remediesfor Hunt

The parties dispute whether an injunction wadficiently remedy any harm Philips
may have done to HunHunt asserts than injunction is not adequate because Philips has been
unjustly enriched through its alleged trademark infringement, while Philipgsitbat an
injunction would be an appropriate remedy since harm to Hunt has not been proven.

Absent proof of “actual harm” such as lost sales or other financial damaggjration
is an adequate remedy for trademark infringemén& H Sportswear166 F.3d at 209 (citing
Restatement (Third) of Unfair Competition 8§ 86t. 9. For the purpose of examining whether
an injunction would be an adequate remedthis casethe Court will assume it has found a
likelihood of confusion, and thus that Hunt has demonstrated a likelihood of success on the
merits. Philips voluntarilgtopped using the “sense and sensibility” tagline in November 2013,
so presumably Philips would not be harmed should an injunction issue. Also, presumably an
injunction would potectHunt from harm in the future, should Philips wish to resume utesof
“sense and simplicitytagline There is no evidence that Philips has committed fraud, or
engaged in palming off of goods, as will be discussed below. Furthermore, the Ttind li2is

noted that the public interest question in trademark infringement cad#es iisterest in
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prevention of confusion, particularly as it affects the publerest n truth and accuracy.Kos
Pharms. 369 F.3d at 730. Imposing an injunction would protect consumersaingrarther
confusion caused by Philips’s use of its tagline in the future. A permanent iojunciuld
therefore be both proper and an adequateedy in this caseSee, e.g., Champion Spark Plugs,
Co. v. Sanders331 U.S. 225 (1947) (declining to award an accourtgfryofits, finding that an
injunction would satisfy the equities of the case, where the court found no showing of fraud or
palming off). This fador favors Philips.

d. Hunt's Unreasonable Delay in Asserting Its
Rights

Philips asserts that Hunt delayed unreasonably in asserting its tradeghtskby
waiting over six yearsfter Philips adopted the “sense and simplicity” taglinaserits
infringement and damages claims. To support this argumkitipps offers evidence that Glaser
is a Philips shareholder and that Hunt knew about Philips’s plans to market its produgts usi
“sense and simplicity” asarly as 2005 (PSMFat 1 38 71.) In addition,Glaser attempted to
monetizehis mark in 200Dy selling his rights to Philips competitdg&, Osram/Sylvania, nen
practicing entity Intellectual Ventures, and other potential intellectoplgpty asset acquirers
(PSMFat § 115.) Hunt does not dispute these facts.

Huntargueghat it did not delay unreasonaldtybringing its infringement and damages
claims, given the small size of its compamd its limited resources for litigationinstead, it
waitedto see how the TTAB would rule on its opposition, and until Philips sued. This reasoning
does not satisfactorily explain Hunt's delggyticularly sinceHunt is askindgor disgorgenent of

profits that accumulated during the six-year period between when Hunt learfpiiis’s plans
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to use “sense and simplicity” and arhit filed its counterclaim for damageshe Court finds
thatHunt unreasonably delayed its pursuit of these claims, and thus this factor favipis Phil

e. Public Interest in Making Misconduct
Unprofitable

A public interest exists in deterring miscondyatticularly where the infringer has
diverted sales and/or engaged in other culpable con@eet.Banjo Buddie899 F.3d at 175-76.
It does not follow that th public interest is served bydesgorgement of profits all cases where
the trademark holder has proven liability fiofringementwithout examination ofhe infringer’'s
conduct; in effectautomaticdisgorgement would serve as a punishment, not a compensation to
the trademark holderSeel5 U.S.C. 1117(akee also &insa No. 04-4239, 2011 WL
3236096, at *6 (D.N.J. July 27, 2011)ogically, it follows that the facts of each case must
guide the analysis of this factor, becatise public interest is stronger when an infringer has
palmed off or otherwise demonstrated intent to infrin§ee Sabinsa&yo. 044239, 2011 WL
3236096, at *6 (D.N.J. July 27, 2011). Here, Philips has not demonstrate intent to confuse or
deceive, nor has it palmed off, as will be discussed below. The public interestayebe
served adeagptely with injunctive reliefrather than a punitive order for accounting. For these
reasons, this factor weighs in favor of Philips.

f.  Whether Philips was Engaged irfPalming
Off” Its Goods

“Passing off (or palming off, as it is sometimes called) oostien a producer
misrepresents his own goods or services as someone di@ssdl Corp. v. Twentieth Century
Fox Film Corp, 539 U.S. 23, 27 n.1 (2003) (citations omitted@ypically there will be close
similarities between products, packaging, or marketing in a case ohgabffii Banjo Buddies

399 F.3d at 175-76. The Court is not convinced that this factor applies to the analysis of a
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reverseconfusion claim for disgorgement, given that Hunt’s theory of confusion requires that
Philips has overwhelmed Hunt’s trademark throagtensivemarketingof Philips products.
Hunt does not allege that Philips had the intent of making consumers believe thathilips’
products weractually from HuntHunt alleges that its customers were confused because of
Philips’s alleged infringement of Hunt’s trademark. For Philips to have palméd pfbducts,
Philipswould have had to misrepresent that its products were coming fromdésptte the
display of the prominent Philips housemark on products. Hunt offers no evitiahee
reasonable trier of fact could use to support the finding that Philips palmed off, thedrfwore,
this theory is counter to Hunt’s reverse confustlegations. This factor alsdavors Philips.
g. Conclusion

An accounting of profits does not automatically follow a finding of infringement
Damages should be compensation to the trademark holder for infringement, and should not be
awarded merely to serve as punishnwdrihe infringing partySeel5 U.S.C. § 1117(a)The
Banjo Buddiedactors should be weighed together in determining whether disgorgement is an
appropriate remedy. Here, all six factors weigh wofaf Philips. Hunt did not offer evidence
sufficient to show that Philips’s actions with respect to the “sense and sinighadgmark
damaged Hunt, and there is no evidence before this Court to show that Philips was unjustly
enriched by the use of its tagline. In addition, given that “the harm associttegwerse
confusion is that consumers will associate the senior user’s product with thgingrjunior
user,” any reverse confusion in this case may have actually increased ldlest’'sfgtgproducts
through consumers’ mistaken beliefs that they had purchased items from Philipgnhcdbék
A & H SportswearNo. CIV.A. 94CV-7408, 2002 WL 27735, at *5 (E.D. Pa. Jan. 9, 2002).

Based orthe evidence before the Court, a reasonable triecbtéald not find that Hunt is
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entitled to ay share of Philips’s profits. For these reasons, the Court will enter judgment i
favor of Philips on the availability of a disgorgement remedy in this case.
3. REASONABLE ROYALTY

Should Philips be found liableif trademark infringemeniqunt also asks the Court to
impose aeasonable royalty onto Philip8A royalty is a measure of damages for past
infringement,” often used in patent and trade secret disputes, but the use of royaiidemark
is “atypical.” A & H Sportswearl66 F.3d at 208“Even when the courts have awarded a
royalty for past tradeark infringement, it was most often for continued use of a product beyond
authorization, and damages were measured by the license the parties had or atwuérpl
at 209 ¢iting Howard Johnson Co. v. Khimard92 F.2d 1512, 1519-20 (11th Cir. 1990);
Ramada Inns, Inc. v. Gadsden Motel B394 F.2d 1562, 1563-65 (11th Cir. 1988yston
Prof’l Hockey Ass’'n v. Dallas Cap & Emblem Mfg., lr&97 F.2d 71, 75-76 (5th Cir. 1979)
(basing reasonable royalty rate on prior negotiations between the )paBiessee Sands, Taylor
& Wood Co. v. Quaker Oats Co. (Sand9M}8 F.2d 947 (7th Cir. 19923ands, Taylor & Wood
v. Quaker Oats Co. (Sands, 184 F.3d 1340 (7th Cir. 1994)drmitting the award of a
reasonable royaltynstead of profitsvhere no licesing agreement had existed or been
contemplatedetween the trademark holder and the infringing party, and suggesting tig royal
should be based on the fee paid by another competitor to the trademarkdrdldetrademark
at issu¢. The Third Circuit has found that bad faith or a prior licensing agreement could justify
the award of a reasonable royalty in a trademark infringement action, buededispeculate
on whether other circumstances could also justify such an ava&dH Sportswear166 F.3d at
209. Furthermore, imposing a compulsory license on the parties, where neithergghrty h

requested nor negotiated for such a license, is improgeat 208.
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Hunt's evidence and arguments do not persuadedhbe @at a reasonable royalty
should be available in this case. At the outset, the Lanham Act does not expimittiedor
the award of a reasonable royalty to compensate a trademark holder for danasaimademark
infringement action. Hunt suggests thatAi& H Sportswearthe Third Circuit did not bar the
award of a reasonable royalty where a prior license does not #8&8F.3d at 208-09. But the
Third Circuit also indicated that most often, a royalty award is granteaéftinued use of a
product beyond authorization, and damageshese cases] were measured by the license the
parties had or contemplatédld. at 209 Huntacknowledgeshis is not tle situation before this
Court. Hunt notethat the Seventh Circuit has directed that a reasonable royalty be awarded in a
reverse onfusion casavhere the parties had not discussed a licensing agree®amds | 978
F.2d at 947Sands 1) 34 F.3d at 1340. That case is not binding precedent on this Court, and
furthermore the royalty directed by the Seventh Circuit in thatwasdbased off the licensing
fee paid bya prior competitofor use of the trademark the samdine of businessid. Hunt has
notcited evidence in its briefinp show that there is a licensing agreement between the parties,
that the parties negotiated a licenserst oint, or that Hunt has in fact licensed its trademark to
anyone For these reasonslunt has not shown thatreasonable royalshouldbe available to
Huntif should it win the infringement portion of this case, and the Court will enter judgment for
Philips on this issue.

4. CORRECTIVE ADVERTISING

Finally, Hunt seeks damages in the form of corrective advertisiregrtedy Philipss
alleged infringement of its “Simplicitythark. The purpose of corrective advertising is to repair
any damage the infringer may have caused to the n&®&, e.gZazu Designs v. L'Oreal, S,A.

979 F.2d 499, 506 (7th Cir. 1992). The courtancasterstated thatfor corrective advertising
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to be a proper remedy for trademark infringemtrd,trademark holder “must show that (1) ‘the
confusion caused by the defendant’s mark injured the plaintiff and (2) ‘that céghe old
trademark, rather than adoption of a new one, is the least expensite pvageed.”

Fancastey 832 F. Supp. 2d at 423 (quotidgzy 979 F.2d at 506). Corrective advertising
damages are not awarded where the trademark holder has not demonstrated actealataiag
where the alleged infringer has not acted in bad fét& H Sportsweay 167 F. Supp. 2dt
801-02 A & H SportswearNo. CIV.A. 94CV-7408, 2002 WL 27735, at *64 (E.D. Pa. Jan. 9,
2002) see also Juicy Couture, Inc. v. L'Oreal USA, Jido. 04-7203, 2006 WL 1359955, at *2
(S.D.N.Y. May 18, 2006) (finding thain award of corrective advertising is precluded where
trademark holder fails to show lost profits, lost sales, or damage to reputation).

Based on the evidence presented to the Court, Hunt is precluded from reaeiving
corrective advertising awardHunt has not provided admissible evidence as to the damage
Philips’s mark caused to HurginceHunt has not suppa its claims tdost profits, lost sales,
or any damage to Hunt'’s reputation based on Philyssesof the “sense andrglicity” tagline.
Furthermore, Philips did not act in bad faith in its adoption or continued use of the tagline. In
particular, he TTAB did not rule on Philips’s request for extension of its international
registration until 2011, and Philips timely appealed that ruling to this Cblurtt Control Sys.
Inc. v. Koninkijke Philips. Elec. N.\@8 U.S.P.Q. 1558 (TTAB 2011). To somehow argue that
Philips should have known the result of the TTAB’s ruling (and in fact, that it should beable
predict the result of this Court’s ruling on its 8§ 107 X@muest) stretches credulityunt has not
attempted to combat any effects it perceives from Phslgdged infringement with its own

corrective advertising campaign, which is tellitgunt’s briefing on this issue cites to no eas

62



law contrary to te Court’'sconclusion. For these reasons, the Court finds that Hunt is not
entitled to corrective advertising, and judgment on this issue will be emtef@ebr of Philips.
V. CONCLUSION
For the foregoing reasortbe Court willdeny Hunt's motions to exclude the testimony
and expert reports of Michael Barone and Alex Simonson. Further, the Court will detig H
motion for summary judgment. The Court will grant in part and deny in part Philipgismior
summary judgmentsdescribed in this OpinionAn appropriate Order will be filederewith
s/ Stanley R. Chesler

STANLEY R. CHESLER
United States District Judge

Dated: June 29, 2016

63



