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WIGENTON, District Judge.

Before the Court are the briefs and supporting material®laintiffs Howmedica
Osteonics Corporation (“Howmedigaand Stryker Ireland Limited (“Stryker”)collectively
“Plaintiffs”) and Defendants DePuy Orthopaedics, Irpmrated and DePuy Products,
Incorporated (“DePuy’) Wright Medical Technology, Imrporated (“Wright”); Smith &
Nephew, Inorporated (“S&N”); and Zimmer, Inorporated (“Zimmer”) (collectively
“Defendants”)regarding the request for a patent claim construction pursuant to Local Patent
Rule 4.5(a).

This Court has jurisdiction over this action pursuant to 28 U.S.C. 88§ 13313868¢h)
Venue isproper under 28 U.S.C. 88 1391@nd 1400(b). This Courthelda Markman hearing
on May 2, 2013and May 9, 2013regardingpatentclaims in Plaintiffs U.S. Patent No.
6,475,243(“the '243 Ratent”) andDefendants'U.S. Patent No6,610,097(“the '097 Ratent”).*
After carefully considering the parties’ written and oral argumeagmrding nineclaims in
dispute as to the243 Patent antburteenclaims in dispute as to th897 Ratent this Court has
construed severalaim terms, as discussed below.

FACTUAL AND PROCEDURAL BACKGROUND 2

This matter relates to two patents involving surgical implants used in hip repldcemen
procedures-the '243 and '097 &ents In the simplest terms,inreplacement surgery invas
removing a diseased hip joiahd replacingt with an artificial joint, called a prosthesis. There
are two components of a hip prosthesthe acetabulum (socket) and the femoral head (ball)
The acetabular component consists of a shell designed to fit the acetabulum andg(de

insert) degned to secure into the shell, as illustrated below.

! Four individual cases relating to this mattefl-cv-6498, 11cv-6499, 11cv-6500, and 1kv-6511—were
consolidatecua sponteinder the lead casell-cv-6498—on May 9, 2013.
2 Unless otherwise noted, the facts are taken from the parties’ submissions
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The 243 Patent addresses acetabular cup technologies featuring a-lalikihg
mechanism and the capability taccommodatedifferent types ofbearings (i.e. a soft
polyethylene bearing and a hard ceramic or metal beari@y). May 22, 1998, the original
parent application of the '243 Patent was filed. On November 5, 2092rited States Patent
and Trademark Office (“PTQO”) issued the 243 Patent. On December 7, 2010, the PTD issue
an Ex ParteReexamination Certificate confirming the validity of the '243 Patent. Howraed
owns the '243 Rtent andPlaintiffs are joint assignees of tipatent.

The 097 Ritent addressegrosthetic cup assembly which includes components
possessing selflocking taper and associated methdthe '097 Patent’s parent application was
filed on March 152000 On September 25, 2001, the PTO issued a restriction requirement
directing DePuy t@hoose between different sets of claims. DePuy chose to proceed with clai
covering twepiece assemblieand not thregiece systems. The amended patent application
dated June 24, 2002 reflects DePuy’s intent to claimpi@oe systems. The '097 Patevds
issued in 2003DePuyis the owner and assignee of the '0@idnt.

On November 4, 2011, Plaintiffs filed a Complaadteging patentinfringement and
indirect patent infringemenof the '243 Ritent. On February 13, 2012, Defendants filed

countercdims seeking declaratory judgment of nenfringement as to th€243 Ratent,

3



declaratoryjudgment of invalidity as to th43 Ratent,anddeclaratory judgment of rights as to
the’243 Patent. DePuy filed a counterclaim seekpagent infringement of th®97 Ratentand
indirect infringement of the '097 &ent. On November 19, 2012he partiediled a Joint Claim
Construction and Prehearing Statement for the '243 Patent and the ‘097 Pat®rarkman
hearing was held before this Cournt May 5, 2013 and May 9, 2013.

LEGAL STANDARD

Markman Hearing and Claim Construction

Patent claim construction is a matter of law for the couvtarkman v. Westview

Instruments, In¢.52 F.3d 967, 979 (Fed. Cir. 1995During interpretation of a claim, courts

should initially look to intrinsic evidence, namely “the patent claims, the spmicand the

prosecution history if in evidence Bristol-Myers Squibb Co. v. Immunex, 86 F. Supp. 2d 447,

448 (D.N.J. 2000). [flntrinsic evidence is the most significant source of the legally operative

meaning of disputed claim languagé/itronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582

(Fed. Cir. 1996). “The court should presume that the terms in the claim meathahaty,
and, unless otherwise compelled, give full effect to the ordinary and accustomedgr&anin

claim terms.” _BristolMyers Squibb Co., 86 F. Supp. 2d at 448. A person of ordinary skill in the

art “is deemed to read the claim term . . . in theedmf the entire patent.Phillips v. AWH

Corp, 415 F.3d 1303, 1313 (Fed. Cir. 2008 eMedrad, Inc. v. MRI Devices Corp., 401 F.3d

1313, 1319 (Fed. Cir. 2005) (“We cannot look at the ordinary meaning of the term . . . in a
vacuum. Rather, we must tik at the ordinary meaning in the context of the written description

and the prosecution history (gitation omitted)see alsdMarkman 52 F.3d at 979.

If the intrinsic evidence alone will not resolve the ambiguitye court may rely on

extrinsic evidence, which includes expert testimony, treatises, dicgéeramd articles Bristol-



Myers Squibb Co., 86 F. Supp. 2d at 448 Extrinsic evidence may not be used to vary or

contradict the meaning established by ihiginsic evidence. Phillips, 415 F.3d at 13189,
1324. “The construction that stays true to the claim language and most natuyabyvath the
patent’s description of the invention will be . . . the correct construttioh at 1316.

A key aspet of claim construction is to assist the jury in understanding complicated

language and conceptsSeeEncap LLC v. Oldcast Retail Inc., No. 1%cv-808,2012 WL

2339095 at *O (E.D. Wis. June 9, 2012) (“Claim construction is not intended to allow for
needless substitution of more complich@nguage for terms easily understood by a lay jury.”);

see alsaC.R. Bard, Inc. v. United States Surgical Corp., 388 F.3d 858, 863 (Fed. Cir. 2004)

(“[M]erely rephrasing or paraphrasing the plain language of anclgi substituting synonyms

does not represent genuine claim constructipr@G Indus., Inc. v. Cardinal IG Co., In@39

F.3d 1239, 1247 (Fed. Cir. 2000t is critical for trial courts to set forth an express
construction of the material claim ternmis dispute, in part because the claim construction
becomes the basis of the jury instructions, should the case go to trial. It is atsxeélssary

foundation of meaingful appellate review.”) (internatitation omitted);High Point SARL v.

Sprint Nexté Corp., N0.09cv-02269, 2011 U.S. Dist. LEXIS 155932, at *35 (D. Kan. Jan. 24,

2011) (“A court may . . . refuse to construe a commonly understood term if the proposed
construction would create ambiguity or confuse the jury.”).
DISCUSSION

The parties dispute the meaningstwénty-threeclaim terms omphrases with respect to
the '243 Patent and the '097 PatentThe disputed terms in the243 Ratent are (1)
intraoperatively; (2) system(3) kit; (4) assembly; (5) selection of the internebing member;

(6) juxtgposed with/location of the recess relative to the taper;s€l@ctable for effective



selective securemen{8) the bearing member; and (@nhguage relating to securement tapers
The disputed terms in th@97 Ratent in essenceare: (1)between and cavity;(2) configured
with and (ii); (3)engage and connectidr(4) innersurface (5) antirotation recesses and anti
rotation protrusions;(6) upper bearing rim; and (7) bearing.

The '243 Patent

a. “intraoperatively’

Plaintiffs and Defendastdisagree on the meaning of “iatiperatively’as used in claims
41 and 53 which explain that a bearing can be secured within a shell intraopefativer
instance, claim 4Zecites in pertinent part, “whereby the first and the secondhefinternal
bearing members each is selectable for effective selective axial securemanthvatbavity of
the shell member to complete the acetabular cup assembly intraoperati\dey.”Patent No.
'243, Reexam, CI. 41 (issueddec 7, 2010.

Plaintiffs define “intraoperatively” as “during an operation.” (Plaintiéf Opening
Markman Brief (“Pls. Op. Br.”) at 9.) Defendardrguethat “intraoperatively” means “in an
operating room during surgety(Defendan Opening Markma Brief (“Defs.Op. Br.”) at 10.)
Both parties’ proposed constructiorepture the principle that “irdoperatively” meansduring
an operatioh or “during surgery.” The real dispute pertains to whether “rabperatively”
requires that the surgery or operation occur in the operating rdoefendants include the
limitation that the surgery occum‘the operating rooimwhile Plaintiffs do not. (Defs. Op. Br.
10-11, PIs. Op. Br. 9-10) In support of their argument, Defendantsontend that

“during prosecution [Plaintiffsjclearly and repeatedly emphasized that theaoperative

% The disputed language including “between” and “cavity” relate to six diffelaim terms.

* The disputed language including “engage” and “connection” relate to tvevatiffclaim terms.

® The disputedanguagein connection with &nti-rotation recessésand “anti-rotation protrusiorisrelate to two
different claim terms.

® The parties agree that “intraoperative” and “interoperative” have the same migatting243 Patent. Markman
Hrg. Tr.at 2223 (May 2, 2013))



selection and assembly of the acetabular cup oGouttse operating room.” (Defendantdoint
ResponsiveMarkman Brief (“Defs. Resp. Br.”) at9 (citing to Dkt No. 74, Ex. 2 at
STRTRID0O0006676/8, Ex. 3 at STRTRID0000699/016, Ex. 4 at STRTRID00007340; Dkt.
No. 73 at 11-13).)Defendantgurther argue that Plaintifisoncede in their opening briéfat “an
operating room is undoubtedly where most operationsrdc (Defs.Resp. Br. 10 (citing to Dkt.
No. 76 at 9).)

During interpretation of a patent claim, courts should initially look to intriagidence.

Bristol-Myers Squibb Co., 86 F. Supp. 2d at 448. “The court should presume that the terms in

the claim mean what they say, and, unless otherwise compelled, give datltefthe ordinary
and accustomed meaning of claim termdd. Nothing in the patent or prosecution history
indicates that the term ihtraoperatively” requires that an operation take place specifically in an
operatingroom. SeeU.S. Patent No. '243 (issued Nov. 5, 2002). Defendants point to the
language that “valuable time in the operation room is thus saved” in refert®nce
“intraopeatively.” (Defs.Op. Br. 12(citing STRTRID00007340) However, the focus of this
language is that time is saved because surgeons can choose which bearingisregopbepriate
during the surgery. (Plaintiffs '243 Patent Markman Powerpoifresentation (“Pls. '243
Markman PP7)at 18; Pk. Op. Br. 10) This does not serve to modify “intraoperativestich
that itrequiresthatthe procedure take place in an operating roéuorthermore, many places can
serve as “an operating room” while not technically being an operating samin as an office.
Based on the intrinsic evidence, in construing “intraoperativétys”’Court finds thattiis
not necessary to include a locale limitationA combination of the parties’ proposed
constructions is appropriate heréAccordingly, this Courtconcludesthat ‘intraoperatively”

means “during a surgicarocedure.”



b. “system™ “kit": “assembly”

The next three termssystem, kit, and assembhwill be discussedconsecutively
because their definitions are hierarchal in nature and directly affect one andtieparties
agree that these termsbould havaifferent meanings as boflaintiffs and Degéndants propose

different constructions fdisystem,” “kit” and “assembly SeeNystrom v. TREX Co., Inc., 424

F.3d 1136, 1143 (Fed. Cir. 2005) (“When different words or phrases are used in separate claims,
a difference in meaning is presumed.’Additionally, both parties acknowledge the following
hierarchy: (1) “system” is broader than “kit” oan “assembly”;(2) a “kit” is narrower than
“system” but broader than an “assembly”; and 4B8)“assembly’is narrower than a “kit” or a
“system.” (Des§. RespBr. 18; Pls. OpBr. 11-17; Markman Hg. Tr. a 36-37 (May 2, 2013).)

“system”

Plaintiffs and Defendastdisagree on theonstructionof “system” as used in claim 41.
Plaintiffs contend that “system” means “a groupeaated parts.” Fls. Op. Br. 13. Defendants
define a “system” as “a set of related component pailiS&fs. Resp. Br. 1§ On its face,he
key difference between the parties’ proposed constructions is that Defenudntle the word
“‘component” as part of #ir definition of“system”whereas Plaintiffs do notld()

Plaintiffs contendthat inclusion of the word “component” in the definition of “system” is
potentially confusing because “the required parts of the system can include lgyphfra
different bearings . . . [bJut these bearings do not work together and are not compbremr s
another.” (R3. Op.Br. 14.) Further, Plaintiffs argue that “[tjo the extent ‘component’ is meant
to convey that the shell and bearing are indeed parts of the system, such Jerbéagedant
and unnecessary.”’ld. at15.) Defendants, however, acknowledge that they “have njress

any special or misleading meaning to the word ‘component®éfs( Resp. Br. 17.) Indeed,



Defendants’ argumergupports Plaintiffs’ construction that “[a] ‘system’ is a group of related
parts.” Defs.Op. Br. 19.) FurthermoreDefendants assetthat “the primary dispute relates to
the differences between ‘system,’ ‘kit,” and ‘assembly.” (Defssp. Br.17.)

As previously discussed, in interpreting a patent claim, courts should initalkytb

intrinsic evidence.Bristol-Myers Squibb Co., 86 F. Supp. 2d at 448. In this instaheeterm

“system” appears only in the preamlakthe claim U.S. Patent No.243, Reexam.,Cl. 41
(issued Dec. 7, 20)0 The specification does not provide any insight into the meaning of the
term “systeri.’ (Seeld.) Additionally, the parties appear to agree that “system” should be
defined as either a group or set of related patordingly, this Court finds that “system”‘ia

set of related parts.

“kit”

Plaintiffs and Defendants disagree the construction of “kit of component parts” as it

appears in claim 27 Plaintiffs’ proposed construction of “kit” is “a set of parts from which a
subset can be selected to create an assembyls. Op. Br. 16.) Defendants’ proposed
construction of “kit”is “a set of claimed component parts packaged togeth@&efs. Op. Br.
16.) The parties do not dispute that “[a] kit includes various parts, such as anghbkarings
made of different materials.” (DefResp Br. 16.) The parties’ maimisputeis that Defendants
define “kit” as parts that are “packaged together” whereas Plaintiffs edlsergfer to “kit” as a
“subset” of related parts.

As previously discussed, in interpreting a patent claim, courts should initalky tb

intrinsic evidence. Bristol-Myers Squibb Co., 86 F. Supp. 2d at 448. In support of their

proposed constructioRlaintiffs point to claim 27’s preamble language which teaches that “[t]he

" The term “system” was added durirgexamination of the patent and did not originally appear in the '243 Patent.
(SeeU.S. Patent No. '243, Reexam., Cl.-48 (issued Dec. 7, 201QeeDefs. Resp. Br. 18. (citing to Dkt. No. 74,
Ex. 4 at STRTRID00007318).)



kit . . . includes parts that can be used to assemble a bearing and a shell asq4&sb®g. Br.
16.) Plaintiffs note that the '243 Patent specification does not reference thépaokaged” or
any analogous languageSeeid. at17.)
Defendants contend that their proposed construction of “kit” aligns with the pidin a
ordinary meaning of the word along with how it is used throughout the '243 PaBadDdfs.
Op. Br. 16.) Defendants argue that Plaintiffs’ proposed constructiomegyiioe specification
which teaches that “key aspects of a ‘kit’ . . . [include that] the compoaentmade available,’
‘provided,’” or ‘furnished’ to the user.” Id. at 17 (citing U.S. Patent No. 243 at cbl6-22,
col.7:65-8:1, col.9:19-21 (issued Nov. 5, 2002) Defendants are also concerned about the
differentiation between “kit” versus “system” and “assembly” and argue that pheposed
construction effectively takes into account the necessary distincti8esDéfs. Resp. Br. 17.)
Because the intrinsic evidence is ambiguous, it is proper for this Court to consult

extrinsic evidence such as dictionalgfinitions Bristol-Myers Squibb Co., 86 F. Supp. 2d at

448. Plaintiffs provide, for example, one definition‘kit” from MerriamWebstets Dictionary

as “a set of parts to be assembled or worked up.5. @fi. Br.17 (citing App. D9)) Plaintiffs

note that based on dictionary definitions, the inclusion of “packaging” is not eddoir a “kit.”
(Seeid.) One of the definitionghat Defendants point to is from Webster's Third New
International Dictionary(1993) which defines “kit” as “a collection of equipment and often
supplies typically carried in a box or bagDdfs.Op. Br. 17 (citing Ex 29).)

Based on the intrinsic evidence, this Court finds that nothing in the patent language or

prosecution history requires that the concept of parts being “packaged togetissiuded in

the definition of “kit.” To the contrary, as both parties agree, the specificatfgyogs hat a

“kit” includes parts—such asa shell andvarious bearingsto createa bearing and shell
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assembly. Additionally, the extrinsic evidence also demonstratesp#rtd need not be
“packaged togeth&in order to establish a “kit.”

Accordingly, based on the intrinsic and extrinsic evidertae,@ourt finds that a “kit” is
“a subset of related part Defining “kit” in this way adequately construes it more narrowly
than “system.® Moreover, this construction would assist a lay jury in understanding the
difference between a “kit” and a “systemSeeEncap LLC 2012 WL 2339095at *9 (“Claim
construction is not intended to allow for needless substitution of more comgplaageiag for
terms easily understood by a lay jury.”).

“assembly”

Plaintiffs and Defendants disagree the construction of an “assembly” as it appears in
claims20, 27, 41 and 53(PIs. Op. Br. 11; Ded. Op. Br. 13) Plaintiffs’ proposed construction
of “assembly” is “a collection of parts that can be fitted together as a unit.” daafen
proposed construction of “assembly” is “a set of related component parts combifioech ta
completed structuré (Defs. Op. Br.13.) The heart of the parties’ dispute is whether an
“assembly” refers to related parts tlean becombined—as proposed by Plaintiffsversus a set
of related parts thdtave already been combineds proposed by Defendantdd. @t 14.)

First, this Court willlook to the intrinsic evidencan construing the term “assembly

SeeBristol-Myers Squibb Co., 86 F. Supp. 2d at 44Both parties argue that the intrinsic

evidence supports their respective positions. Defendants point outainat27 relées to “[a]
kit of component parts fassemblingan acetabular cup assembly” and redited “the one and
the another of the internal bearing members each is selectable for effective sedectieensnt

within the shell membeio complete the acetabulemp assembly]” (SeeDefs.Op. Br. 14;U.S.

8 Specifically, inclusion of t word “subset” in defining a “kit” makes it narrower than a systéfor instance, a
“system” is “a set of related parts,” while a “kit” is subsedf related parts.”
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Patent No. '243, CI27 (issued Nov. 5, 200demphasis added).Claims 40 and 41 contain
similar languag€. Defendants note that the language of claim-83nethod claim-references

the “completion of theacetabular cup assemblf” (Defs. Op. Br. 14;U.S. Patent No0.243,
Reexam., Cl. 53 (issued on Dec. 7, 20L0Based on the claim language, Defendants contend
that an “assembly” is the completed structure that results from securiagirgb@ember withn

the shell. $eeDefs.Op. Br. 15.) Defendants also argue that the patent specification supports its
proposed construction(See id) For instance, Defendants point to figures where the “assembly”
is complete.” (SeeU.S. Patent No. '243, Fig.1 (issued Nov. 5, 200@){citing to U.S. Patent

No. '243 atcol.3:47-49(issued Nov. 5, 2002) Lastly, Defendants contend that the prosecution
history supports that an “assembly” is a completed struct(&ze Defs. Op. Br. 15.) The
relevant language in the prosecution history is as follows: “the present invention prasents a
acetabular shell and bearing system in which a surgeon is able to select any pheaiitya of

available bearing members for assembly with a shell member ancageemble the selected

bearingimembe}] with the shell member to establish an acetabular cup assaemnthb operating

room.” (Id. (citing Ex. 2 at SRTRID00006676 (emphasis added)))
On the other hand, Plaintiffs argue tioltim 20’s preambleloes not requiréhat ashell
and bearingbe combined to create an “assembi}.(Pls. Op. Br. 12.) Plaintiffs argue that an

assembly exists when a bearing member is available “for selective securementaveitigi, as

°U.S. Patent No. '243, Reexam., Cl. 40, 41 (issued Dec. 7, 2010).

19 plaintiffs concede that in claim 53, the inventors expressly claimed th&saambly” refers to an “actual

securement of the parts.” (PlaintifResmnsive Markman Brief (“Pls. Resp. Br.”) &t

" The preamble of claim 20 states:
An assembly having ahell member and an internal bearing member for selective securement
within the shell member interoperatively, the internal bearing meméiag kselected from a
plurality of bearing members having different characteristics, indjudiififerent securement
characteristics, such that the acetabular cup assembly selectively issdrewid characteristics
corresponding to the characteristics of the selected internal bearingemeh shell member
comprising:

U.S. Patent No. '243, Cl. 20 (issued Nov. 5. 2002
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noted in the preamble language of claim 2[.) ( Plaintiffs also contend that the specification
supports their proposed constructionSee id) Plaintiffs identify several figures in the
specificatior—including figures 10, 13, 20, and 2&s examples of an “assembly” where the
partsare not combined. Id. (citing to U.S. Patent No. '243, Fid0, 13, 20, 24(issued Nov. 5.

2002).) Additionally, Plaintiffs refer to figure 22, as reproduced below

U.S. Patent N0'243, Fig. 22 (issued Nov. 5, 2002). This figure is “an explodeyational

view, partially sectioned, showing another embodiment including an assembly ih @&hic

bearing component is to be assembled with a securing comgor(&hs. Patent No0.243 at

col.4:32-35(issued Nov. 5, 2002PIs. '243MarkmanPPat 38 (emphasis addéd According to
Plaintiffs, an “assembly” refers to related pattsit are unassembled as well as assembled
together (Pls. Reg. Br. 6.) (noting that “[o]nce the pieces are combined, tiséil are
consideredan assembly) (emphasisn original).

This Court finds thaPlaintiffs’ argument that an “assembly” exists whether or not the
parts are combined may be misleading or confusing to a jury. Specifitalyurs the
distinction between a “kit” and “assemblg’ both terms carotentially include parts that can be

fitted together as a unit.Furthermore, Plaintiffs’ contention thahe words “for selective
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securementin the claim language modify the tefassembly” such than “assembly” exists so
long as a bearing member is availabfier ‘selective securement” misguided. The terms “for
selective securement” appear to describe the functionality of the beahrgtrain the scope or
nature of the assemblAdditionally, as Defendants point out, an “exploded” view—as shown in
figure 22 above-is designed to illustratthe component parts of an assembly and how they fit
together to form an assemblySeg, e.9.37 C.F.R. 1.84(h)(1) (explaining that exploded views
“show the relationship or ordef assembly of various parts”); Defendants '243 Patent Markman
Powerpoint Presentation Oéfs. '243 Markman PP) at 127) Lastly, Plaintiffs point to
instances in the specification describing an acetaloular‘assembly assembled” to argue that
the word “assembled” would be superfluous if an assembly consisted of combirseed Tag
argument is not persuasive. For example, it would not be impropetadhat “a chaifthat is]
assembled” in referencirgcomplete, assembled chaBimilarly, noting an “assemblfghat is]
assembled” does not necessitate that an assembly be unsecured and uncombined parts.

Based on the intrinsic evidence, this Court concludes that an “assembly” does reuire t
the shdland bearing be secured togethBecause neither party’s construction fully captures the
essence of an “assembly,” a combination of the parties’ proposed constructippsolsriate
here This Court finds that an “assembly” i& collection of relategarts that have been
combined to form a completed unit.”

c. selection of the internal bearing member

Plaintiffs and Defendants disagremm the construction of language relating to the
selection of the internal bearing member as it appears in <ROmand27'? The disputed

languages as follows:

12 The parties originally disputed the language in claim 53 as wélbwever, at the Markman hearing, defense
counsel indicated that the parties agreed that claim 53 need not be construekinagMirg. Tr. at 78 (May 2,

14



(1) claim 20’s description that “the internal bearing member being selectadifro
plurality of bearing members having different characteristics, includiifigyelt
securement characteristics, such that the acetabular cup assembly selectively i
provided with the characteristics corresponding to the characteristi¢tbeof
selected internal bearing member”; and
(2) claim 27’s description that “a plurality of bearing members having difter
characteristics, including different securement characteristics, such hbat t
acetabular cup assembly selectively is provided with the characteristics
corresponding to the characteristics of a selected one of the internal bearing
members’
(Pls.Op. Br. 18; Defs.Op. Br. 20.) Plaintiffs contendhat this Court does not ne&al construe
these terms.(Pls. Op. Br. B.) Defendants propose the following construction with respect to
the language relating to selection of a bearing member: “requires a surgetattmse bearing
member from a plurality of bearing members with different securement chatacsier (Defs.
Op. Br. 20.) The center of the parties’ dispute is whether the disputed language réwuires
“capability” for selectior—as Plaintiffs argue-versus active selection of a particular bearing
member—asDefendants argue.

This Court will look to the intrinsieevidence in construing the language relating to

selection of the internal bearing memb&eeBristol-Myers Squibb Co., 86 F. Supp. 2d at 448.

In support of their proposed claim construction of the language relating tdselefca bearing
member, Defndants rely on intrinsic evidence, namely the claim languBggendants cite to

the language of claim 20 which states that “the internal bearing member bkiogpdfrom a
plurality of bearing members having different characteristics, sudhthieaaetabular cup
assembly selectively is provided with the characteristics correspmpitalithe characteristics of

the selected internal bearing memberDefs. Op. Br. 2021) (emphasis added)Defendants
arguethat this requires a surgeon to start with a plurality of different bearings and end up

choosing a single bearing to be secured within the shdllat21.) Defendants reason that if a

2013) Defs. '243 Markman PP at 138¥.) Thus, for purposes of this Opinion, briefing and arguments relating to
claim 53’s language relating to selection of a bearing member willenatibressed.

15



surgeon only had one bearing available, claim 20 would not be infringed because the
surgeon is not “selecting” from a plurality of bearing membeld.) (Alternatively, Defendants
contend that if a surgeon has a plurality of bearings but does not actually™seledo be
secured within the shell, there would be no infringement of claim 20.) (Accordingly,
Defendants contend that claim 20 requires active selection of a single beamrg fiarality of
bearings. If.) Similarly, Defendants argue that the language of claim"#7e acetabular cup
assembly selestely is provided with the characteristics corresponding to the characeo$ta
selected one of the internal bearing memberg€quires activeselection of an internal bearing
member. Id.)

Plaintiffs argue that no construction is necessary heraibedhe claim language at issue
is readily understandable by a person of ordinary skill in the(Ris. Op. Br. 19);Finjan, Inc. v.

Secure Computin@orp, 626 F.3d 1197, 1207 (Fed. Cir. 2010) (indicating that the Court should

give effect to theclaim’s clear language and reject tipeoposed constructiowhich would
unjustifiably narrow the claim’s scope The crux of Plaintiffs’ argument is that the claim
language provides that a bearing is capable of being selected, but does not measht be
selected. (Rl '243 Markman PP at 434.) In support of this argument, Plaintiffs point to
specification language which recites that “any one of which bearing socketseingncapable

of securement in place in the shell member interoperative{i?s. '243 Markman PPat 43
(citing U.S. Patent N0.234 at col.511-21 (issued Nov. 5, 2002) Plaintiffs also point to the
prosecution history which states, in pertinent part, that “any one of a pluoélibearing
members having different characteristics . . . can be selected for interopezetirasent within

a single shell member.” (®I'243 Markman PP at 44 (citing Feb. 13, 2002 Amendment at

STRTRID00007006).) Additionally, Plaintiffs argue that Defendants improperly seek to define
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whole paragraphs rather than pointing to particular words or terms requiring cbastrupIs.
Op. Br.19) Lastly, Plaintiffs argue that Defendants’ proposed construction is avantgw in
requiring a surgeon to select a bearinig. €t20.)

In light of the intrinsic evidence, this Court finds that the language relating to the
selection of a bearing member does not require construction and should be given itadolain a
ordinary meaningas Plaintiffs suggestThe words in the claim themselves appropriatelg a
adequately describe what is required for selection of the internal bearingemexdihing in the
claim terms is ambiguousNothing in the claim terms requires that this Court read into the
disputed language “active selection” of a bearing membetditionally, Defendants concede
that the disputed claim language does not identify an aatoa (surgeon) to make the selection
of a bearing® (Markman Hg. Tr. at 78(May 2, 2013) Defs.Resp. Br. 22. Accordingly, there
IS no reason to construe the disputed language to include a surgeon.

d. “juxtaposed with”/location of the recess relative to the taper

The parties dispute the claim language relating to the location of the relegts® to the
taper, including the words “juxtaposed witH.” This language is used in claims 20, 27, 41, and
53 as follows:

1. claim 20:“the first and second securing structures being juxtaposed with one
another and placed at relative locations such that the effectiveness of each of
the first and second securingelents is maintained while in the presence of
the other of the first and second securing elements”

2. claim 27:“the first and second securing elements being juxtaposed with one
another and placed at relative locations such that the effectiveness of each of

13 This Court notes Defendants’ argument that “the intrinsic record glead repeatdd indentifies the surgeon as
this actor.” (Defs. Resp. Br. 22.) Nevertheless, the absence of the resptireia “surgeon” in the plain claim
terms indicates that no such restriction should be included in thist'€@onstruction of the disputed claim
language.

4 The parties do not fully agree as to which language is in disputentifdagontend that the terms “juxtaposed
with” and “effectiveness” require claim construction while Defenslapoint to several phrases including
“juxtaposed with one ather,” “placed at relative locations,” “such that the effectiveness of each,” and “is
maintained while in the presence of the other.” (Pls. Op. Br. 22; Def8rOp4.)
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the first and second securing elements is maintained while in the presence of
the other of the first and second securing elements”

3. claim 41: “the securement recess and the internal securement taper being
juxtaposed with one another and placed at relative locations such that the
effectiveness of each of the securement recess and the internal securement
taper is maintained while in the presence of the other of the securement recess
and the internal securement taperid

4. claim 53:“the securement recess and the internal securement taper are in
juxtaposition with one another and placed at relative locations such that the
effectiveness of each of the securement recess and the internal securement
taper is maintained while in the presence of the other of theesaent recess
and the internal securement taper

(U.S. PatentNo. '243, Cl 20, 27(issued Nov. 5, 2002); U.S. Patent No. 243, Reexam4XLl.
53 (issued Dec. 7, 2010)Plaintiffs argue that the disputed language should be construed as “the

first and second securing structures bgiogitioned nearbypne another and placed at relative

locations such that thability of each of the first and second securing elemémtsecure a

bearing in the shelis maintained while in the presence of the other of the first and second

securing elements.” (R10p. Br.21) Defendants contend that the disputed language should be
construed as “the recess is essentially midway along the taper such that¢dheeeiss of each
is not compromised.[Defs. Op. Br. 23.)

This Court will first look to the intrinsic evidence in construing tbesputed claim

language SeeBristol-Myers Squibb Co., 86 F. Supp. 2d at 448. Defendants point to all of the

figures in the'243 Patent and argue that each figure displays the recess within and egsentiall
midway along the taper. Défs. Op. Br. 25.) Additionally, Defendants note that the patent
specification includes the followintanguage regarding the relationship of the two locking
mechanisms (the taper and the recess):

Seating surface 110 includes an upper end 112 and a lower end 114 and is divided

by the recess 62 into an upper segment 116 and a lower segment 118 (s¢e FIG. 4

By placing the recess 62 essentially midway between the upper end 112 and the

lower end 114, engagement of the seating surfaces 106 and 119 facilitated
by virtue of the locking being accomplished along segments 116 and 118 having
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generally the same, and therefore maximized, axial lentjththis manner, the
effectiveness of the seating surface irl@ssuring appropriate alignment between

the sleeve 100 and the shell member 22 as the sleeve 100 is inserted into the shell
member 22 and in subsequently attaining the desired locking engagement with
seating surface 106 not compromised by the presence of the recess 62.

(Defs. Op. Br. 26(citing Ex. 3 at STRTRID00007171 (lines -B) (emphases added); Ex. 1 at
7:8-23).) Defendants note that thlanguage relating specifically to the relationship between the
claimed securing recess and taper was not included in the parent appli¢kticat.25 (citing

Ex. 2 at STRTRID0O00066633).) Defendants also focus on Figure 4 of the '243 Ratast
depicted belowwhich was amended to demonstrate the similar length of the upper and lower
segments of the taper.ld( at 26 (comparing Ex. 2at STRTRID00007146 with Ex. 2ta

STRTRID0000663F)

Parent Application '243 Patent Application

According to Defendants, “[tjhe importance of this disclosure regarding how gilos of the
taper and the recess ensure the effectiveness of alignment and locking isaradefs/
[Plaintiffs] including the disputed language in the asserted independent claims of the 243 Pate
at the same time these changes were made to the specificabafs. @p. Br. 2627 (citing EX.
3 at STRTRID00007192 (Claim 20), STRTRID00007195 (Claim 27)).)

To the contraryPlaintiffs argue that a person of ordinary skill in the art would interpret
the disputed terms “juxtaposed with” or “in juxtaposition with” to mean that theafis second
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securing elements are “positioned nearby” each other in the shdl.caWl. Op. Br. 22.)
Plaintiffs contendthat the terms “placed at relative locations” supports the proposed construction
that the securing elements are near each other and not specifically locatea raidiag the
taper. [d. at22-23.)

With respectto “effectiveness,” Plaintiffs contend that it should be construed as the
“ability” of each of the securing mechanisms to perform their intended funatitsecuring the
bearing in the shell.” (Bl Op. Br. 23.) Other than referencing a dictionary definition, Plaintiffs
do not further provide any explanation as to this aspect of their proposed construction.

In delving deeper into the parties’ proposed constructions, it is helpful to consider the
several subantive arguments that the parties raise with respect to their adversaries’
constructions. Defendants argue that Plaintiffs’ proposed construction improperly focuses only
on construing “juxtaposition” through use of dictionary definitionsDef§. Op. Br. 29.)
Furthermore, Defendants argue that Plaintiffs fail to provide claribicadr boundaries of the
claims. (d.)

Plaintiffs argue that Defendants’ proposed construction renders severaliwaigdpute
meaningless.(PIs.Op. Br. 23.) Additionally Plaintiffsrely onPhillips to argue that Defendants
commit the “cardinal sin” of claim construction in attemptingead ina limitation from the
preferred embodimerthat isarticulated in the specification.ld( (citing Phillips 415 F.3d at
1320) see, e.g.U.S. Patent No.243 at col.7:5-23(issued Nov. 5, 20029) Plaintiffs argue that
therecess being placed midway along the taper is a prefeméddiment of thé243 Ratent and
construing the disputed claim language with this restriotvonld be improper.(Pls. Op. Br.

24.)

Furthermore, Plaintiffscontend that Defendants’ proposed construction violates the
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doctrine of claim differentiation (Pls. Op.Br. 24 (citing AK Steel Corp. v. Sollac & Ugine, 344

F.3d 1234, 1242 (Fed. Cir. 2003)).) Claim differentiation is a rule of construction that “presumes

that there is a difference in scope among the claims of a patéuitiform Desiccans, Inc. v.

Medzam, Ltd. 133 F.3d 14731479-80(Fed. Cir. 1998). Under this doctrine, narrow claim

limitations cannot be read into broader claims to escape infringeSemne.g Uniroyal, Inc. v.

RudkinWiley Corp., 837 F.2d 1044, 10556 (Fed. Cir. 1988jcitations omitted). Plaintiffs

note that dependent claims 25 andr@® on independent claims 20 and 27, respectivéBls.
Op. Br. 24.) According to Plaintiffs, Defendants’ construction improperly castthe
dependent claims as having the same scope as the independent ¢th)ms. (
As a preliminary mattethis Court finds that it isecessaryo construe more than just the
terms “juxtaposed with” or “in juxtaposition” in order to clarify thisgltedclaimsfor the jury.
The disputed language in claims 20, 27, 41, and 53 imsgbsee requirements regangi the
location of the securing elements. First, the first and second securigurgsu“are in
juxtaposition/being juxtaposed” with one anoth&econd, the securing structures are “placed at
relative locations such that the effectiveness of the sgralements is maintained.” Third, they
must be “while in the presence of the other” securing elements of the bearingemefnb
construction of the disputed language should take into account all of these requirements.
Plaintiffs’ proposed construction of “juxtaposed/juxtaposition” as “positioned neaby
broad and vague.Likewise Plaintiffs’ proposed construction does not serve to clarify the
disputed language. Instead, it provides a synonym to “juxtaposed/juxtapositionli ot
helpful for purposes of claim constructiorSee C.R. Bard, 388 F.3d at 863Importantly,
Plaintiffs’ propcsed construction does not address all of the components requiring construction in

the disputed languageSeeBicon, Inc. v. Straumann Co., 441 F.3d 945, 950 (Fed. Cir. 2006)
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(noting that‘claims are interpreted with an eye toward giving effect to all $emthe claim”).

For instance, the jury should be equipped with a solid understanding of the positional
relationship between theecuring elementstherecess and the tapethrough a construction of
thedisputed language.

Moreover, contrary to Plaintiffs’ arguments, it is not improper for this Court tarcens
“chunks of claims” for the purposes of claim construction. A court’s construction does not
effectively “swap out” the disputed words in a claim. Rather, the purpose of @baistruction
is to povide the jury “with instructions adequate to ensure that the jury fullyrstaohels the
court’s claim construction rulings and what the patentee covered by the tldtukzer Textil

A.G. v. Picanol N.V., 358 F.3d 1356, 1366 (Fed. Cir. 200Mlpreover,thereis no precedent

indicating thatconstruction of terms of art within claims hts fit neatly within respective
claims. Indeed, as long as constructionctdim terms is consistent withse of thevordsby the

inventor, such construction oper See Texas Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d

1193, 1203Fed.Cir. 2002).

With respect to Plaintiffs’ “preferred embodiment” argument, Plaintiffs’ rekaon
Phillips is misplaced. IrPhillips, the Federal Circuitejected the contention that if a patent
describes only a single embodiment, the claims of the patent must be consthaaagdimited
to that embodiment.Phillips, 415 F.3d at 1323.In the instant matterthe only embodiment
discussed in the context the '243 Patent is where the recess is placed “essentially midway”
along the taper. Although Plaintiffs argue that the securement features carebdmpkatost of
“relative locations,” there is no support for this contentiothe specificatioror ather intrinsic
evidence For instance, as DePuy argued at the Markman hearing, “the specificationotioes n

disclose any alternative locations of the taper/recess that are ‘next toitingpuor
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‘overlapping’ with each other.” (&fs. '243Markman P at44.) In essence, the patent teaches
that the effectiveness of the securing elements is maintained wheeteéisas placed essentially
midway along the taper.

Additionally, with respect to claim differentiatioms the Supreme Court has held,
“[c]laim differentiation is a guide, not a rigid rule. If a claim will bear only amterpretation,

similarity will have to be tolerated.’Autogiro Co. of America v. United State?334 F.2d 391,

404 (1967) see alsadSeachange Int'l, Inc. v.-COR Inc, 413 F.3d 1361, 1369 (Fed. Cir. 2005)

(noting thatclaim differentiation is “not a hard and fast rule and will be overcomedontrary
construction dictated by the written deption or prosecution histoty. As previously
articulated, the specificatn does not provide any additional configurations that would be
effective in securing the elements in the presence of one another. Although theeade=de
claims in this instance, the lack of any other configurations that would synifeintain the

effectiveness of the securing elemeosrcomes the doctrine of claim differentiatiogeeO.l.

Corp. v. Tekmar Co., Inc., 115 F.3d 1576 (Fed. Cir. 1997) (“Although the doctrine of claim
differentiation may at times be controlling, construction of ckaimnot based solely upon the
language of other claims; the doctrine cannot alter a definition that is othetegefrom the

claim language, description, and prosecution history.”) (citing Hormone Rbdeauad, Inc. v.

Genentech, In¢904 F.2d 1558, 1576 n. 15 (Fed. Cir. 199B@tractable Techs., Inc. v. Becton

Dickinson and Co., 653 F.3d 1296, 1305 (Fed. Cit12E[A]ny presumption created by the

doctrine of claim differentiation ‘will be overcome by a contrary constroctiwtated by the

written description or prosecution history.{9iting Seachange Int’l, Inc413 F.3cat 1369).
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Based on the intrinsic evidence, this Court finds that the disputed languagd teltie
location of the recess relative to the taper including “juxtaghagéh” means “the recess is
essentially midway along the taper such that the effectiveness of each is potrossed.”

e. “bearing member”

Plaintiffs and Defendants disagreethe construction of “bearing membexs it appears
in claim 20 The terms “bearing member” appear in claim 20 in the following context:

wherein the bearing membiecludes an external securisgrface, and the second
securing surface includes anternal securing surface, thexternal securing
surface andthe interml securing surfacehaving complementarytapered
configurations for interlocking in response teeating engagement of the
complementary taperezbnfigurations; and

wherein thebearing membeincludes a rib projecting frorthe bearing member,
and thefirst securing elemencludes a recess in the shelember for receiving
the rib of the bearing member, thiapered configuration of thiaternal securing
surfaceextends between an upper end and a lower end.

(U.S.PatentNo. '243, Reexam.Cl. 20 (issued Dec. 7, 20)@emphasis addedpls.Op. Br. 27,

Defs. Op. Br. 37) Plaintiffs contend that “bearing member” as used in claim 20 should be
construed as “bearing member that could be chosens! @Bl Br. 27.) Defendants contend that
“bearing member” as used in claim 20 should be construed as “a single bearingrmemb
including both a complementary interlocking taper structure and a rib projdioting the
bearing member.(Defs. Op. Br37-38.)

First, both parties rely on intrinsic evidence in support of their proposed constructions of
“bearing member.”Specifically both parties refer tthe language in claim 20’s preamble which
recites:

20. An assembly having a shell member and an internal bearindaendor

selective securement within the shell member interoperatively, the internal

bearing member being selected from a plurality of bearing members having

different characteristics, including different securement charactsristich that
the acetabularcup assembly selectively is provided with characteristics
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corresponding to the characteristics of the selected internal bearing mémeber,
shell member comprising . . .

(U.S. Patent N0.243,Reexam.Cl. 20 (issued Dec. 7, 20)0Defs. Op. Br. 38 Pls. Op. Br. 27.)
Based on the language in the preamblefendarg contendthat claim 20 refers to a single
internal bearing member that is actively selected. g0@p. Br. 38.) Furthermore, Defendants
assert that the disputed clalanguage—namely the two “wherein clausesrequires that the
bearing member have both a tapered outer surface and a rib to lock into a l&¢ebss(pport

of this construction, Defendants focus on the tetin&“before “bearing member” to argue that
the selected bearing member must have all of the securing elements recited dtabsed?>
U.S. Patent No. '24Reexam.Cl. 20 (issued Dec. 7, 2010).

To the contrary, Plaintiffs argue that “a person of ordinary skill in the ading claim
20 would understand that thedring member of the claimexssemblycan be selected from
different bearing members that each have different securement characteri@iss.Op. Br.
28.) Plaintiffs further contend that consistent with the alternate bearingsbéésoepeatedly
throughout the specification, the disputed language in the “wherein” clauses descrd®es the
different bearings and their securement mechanismss. ksp. Br. 23.) The first clause
describes a bearing member with an external securing surface and a teipemisme—such as a
ceramic or metal bearingld( at23-24.) The second clause describes a bearing member with a
rib mechanism-such as a polyethylene bearingd. @t23-24.)

Defendants accurateljouch this dispute as “whether [Plaintiffs] should be permitted to

read the phrase ‘that could be chosen’ into the claim, or whether the claim languadebghoul

construed as written.” (Def Op. Br. 37.) Defendants claim that Plaintiffs’ proposed

5 Defendants rely olwarnerLambert Co. v. Apotex Corpvhich states that “[f]is a rule of law well established
that the definite article ‘the’ particularizes the subject which it precedés.a iwad of limitation as opposed to the
indefinite or generalizing force of ‘a’ or ‘afl.’ (Defs. Resp. Br. 37 (citintVarnerLambert Co. v. Apotex Corp.
316 F.3d 1348, 1356 (Fed. Cir. 2003) (citations omijted)
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constuction has no basis in the claim language as it improperly seeks to insert the cootds “
be chosen.” Il. at 38-39.) This Court agrees with Defendants that the words “could be chosen”
should not be read into the claim. Additionally, this Court agngéssDefendants that the claim
language should be construed as written. Defendants’ proposed construction, however, does not
construe the claim language as writi@md is inconsistent with the existence of the alternate
bearings described repeatedly thghout the specification. See U.S. Patent No0./243, at
col.5:1121, 5560, col.612-14, col.911-19, col.1043-46 (issuedNov. 5, 2002). Ironically,
Plaintiffs’ interpretation of the claim languagehat the “wherein” clauses describe alternative
bearings—appeas to comport with the plain and ordinary meaning of the claim language as it
would be understood by an ordinary person skilled in the ate first “wherein” clause
describes a bearing member including an external hard surface (i.e.ccerametal bearing).
The second “wherein” clause describes a bearing member with a rib projeetogement
mechanism (i.e. polyethylene bearing). Nothing in the patent itself, briefingrgoments
suggestghat what was intended with these clauses wasingle bearing member wibloth a
taper mechanism antb mechanism. Indeed, no embodiment using both securing nisgiga
is described in the '243a®ent!® Instead, a reasonable understanding of the claim language
suggests that a single bearing membailtimately chosen from a plurality of bearing members,
such as one with a taper mechanism or one with a rib mechanism.

Rather than provide clarification to the plain language, the parties’ constigicti
needlessly complicate the otherwise understandable claim langliags, in light of the claim
language and this Court’s analysisearing membertoes not need to be construed ahduld

be given its plain and ordinary meaning.

' The Court notes that DePuy’s arguments reigar construction of the terms “selective . . . for effective selective
securement” further establish this point. (DePuy Supplementali@pbtarkman Brief (“DePuy Suppl. Op. Br.”)
at23,3n.1)
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f. “selectable. . .effective selective securement”

Plaintiffs andDePuydisagreeon the construction ofselectable . . . for effective selective
securement” as it appears in claims 20, 27,4ind TheremainingDefendants-Wright, S&N,
and 4dmmer—assert that these terms do not require construction. Plaintiffs argue that
“selectable . . . for effective selective securement” should be construed as “can be clb@sen to
secured by its securemeeafures so as to remain within the shell cavityDePuy argues that
“selectable . . . for effective selective securement” should be construed as “rehairéset
selected bearing be effectively secured by one securing structure or thebothest beh.” It
appears thahe parties’ proposed constructions are substantially similar. The key dspheat
DePuys construction includes the limitation thadth securing elementsannot be selected
whereas Plaintiffs’ proposed construction does niéts. Op. Br. 26.)

Plaintiffs argue that the disputed terms should be considered in the context a2@lsim
languageas a whole Claim 20 recites:

the first and second securing structures being juxtaposed with one another and

placed at relative locations such that the effectiveness of each of the first an

second securing elements is maintained while in the presence of the other of the

first and secod securing elements, whereby the one andathher of the

internal bearing members each is selectable for effective selective securement

within the shell member to complete the acetabular cup assembly

interoperatively].]
U.S. Patent N0.243, ReexamCl. 20 (issued Dec. 7, 2010 Plaintiffs argue tlat in this context,

alternae bearings can be chosen to be secured within the shall. OfRIBr. 2526.) According

to Plaintiffs, nothing in the claim language requires that only one type ohbdaeselected for

" The disputed language in claim 20 is as followis:sekctable for effective selective sgement within the shell
member.” (U.S. Patent No. '243, Reexam., Cl. 20 (issued Dec. 7, 204.0Q® Br. 25; DePuy. Suppl. Op. Br. 1.)
The disputed language in claims 27 and 41 is as folloissselectable for effective selective axial securement
within the cavity of the shell member.” (U.S. Patent No. '243, Cl. 27 (@bley. 5, 2002); U.S. Patent No. '243,
Reexam., Cl. 41 (issued Dec. 7, 2010); PIs. Open. Br. 25; DePuy Suppl..@p. Br

18 plaintiffs note thathey would be amenable to joining Defendants Zimmer, Wright, afd'Sgosition that the
terms not be construed at all and instead be given their plain and grdieaning. (Pls. Op. Br. 26 n. 11; Pls.
Resp. Br. 20.)
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securementis Defendants sugges(ld. at 25-26.) In other words, Plaintiffs assert that “the
language does not prevent additional support of another securement mechaladisat 26()

DePuyargues that thevord “selective” requires that one bearing be effectively secured
by one securing structure or the other, but not both. (DePuy SuppBrCh) Furthermore,
DePuy assers that the specification does not describe or propose any type of bearing that
includes both types of securement mechanistaper and rib securementsld.(at 3.) DePuy
also relies orthe prosecution historpf the '243 Patent in support of its proposed construction.
Specifically, DePuy notes that the Rule 1.131 Declaration subndittiedg reexamination of the
'243 Patent by Nicholas Dongone of the inventors of the '24%atent—does not describe a
bearing that is secured with both a rib and a taperd. 4t 4 (citing Ex. C at {5,
STRTRIDO00076717672, Ex. D at 1 5,-9, STRTRID00007699-7701).Additionally, DePuy
relies on remarks made in the March, 2§10 Amendment which clarifthat “whereby the
selected bearing member would include a securing element compatible with tweefiodttor
second securing elements in gieell member.” (Defs243 MarkmanPPat5.)

In reviewng the language in claim 20, the context for the disputed language is helpful,
namely “whereby the one and thmotherof theinternal bearing members each is selectable for
effective selective securement within the shell member to complete the acetaiputEsembly
interoperatively.” The plain and ordinary meaning of this language suggests that “the one”
bearing and “thearnother” bearing members are each selecté&ineeffective securement within
the shell member However, nothing in the plain language indicates that more than one bearing
member can be selectad the same timér securement. In fact, the briefing and Madmm
hearing made clear thahly one bearing member can be secured in a shell at any giveartane

because there is no intrinsic evidence indicating that anynigelsr@mber engages both securing
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elementdqtaper and rily it would follow thatonly one securement element is engalgjgdeach
bearing member Thus only one securement elemeist“selectable”for effective securement
To the extent that one bearing is chosen and not actually secured, it can be argtieel that
alternative bearing membeould still be chosen for securement. This, however, would not be
effective “selective” securement.

Accordingly, this Court finds that it would be instructive to a jury and for purposes of
clarifying the terms-as understood in the patent claim language specification-to include
the concept that only one bearing can be chosen for securement at any given tither Nei
party’s proposed construction effectively captures this concept. Thesnbination of the
parties’ proposed constructions is appiaig here.This Court finds that “selectable [for]
effective selective securement” means that it “requires that the selected bearing beslgffect
secured by one securing structure or the other, but not both simultaneously.”

g. Language relating to securementapers

Plaintiffs and Defendantswith the exception ofS&N—disagree about & language
relating to the securement tapers as it appears in claims 20, 27, 41,.anthé3isputed
language appears in the following context:

1. Claim 20: “the second securing element having a second securing structure
compatible with the securement characteristics of at least another of the
plurality of internal bearing members”;

2. Claim 27: “the second securing element having a second securing structure
compatible with the secement characteristics of at least another of the
plurality of internal bearing members”;

3. Claim 41: “the internal securement taper extending axially and being
compatible with the outer securement taper of the at least one second internal
bearing member ohe plurality of internal bearing members to axially secure
the second internal bearing member within the shell member”; and

4. Claim 53: “the internal securement taper is compatible with the outer
securement taper of the second internal bearing member qiutadity of
internal bearing members to axially secure the second internal bearing
member with the shell.”
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(U.S. PatentNo. '243,Reexam.Cl. 20, 41, 53issued Dec. 7, 2010); U.S. Patent Nt13, Cl.

27 (issued Nov. 5, 2002 Defendants propose the following construction for the disputed
language: “requires that the internal taper of the shell mates with the extgreabf a sleeve
secured to and separate from the bearing meml§Pefs. Op. Br. 31.) Plaintiffs do not offer a
construction for these terms and argue that the ordinary meaning apfiiesOp. Br. 29.)
S&N agree with Plaintiffs that no construction is required for these tefltis.Defs.Op. Br. 30
n.11.)

In support of their proposed construction, Defendants assert that the '243 Patent explains
that the tapered securing surface of the shell is compatible with a bearingyonking an
intervening sleeve. Defs. Op. Br. 32.) Further, Defendants point to the prosecution history
wherePlaintiffs described the acetabular shell as capable of accepting plastidccerametal
liners where a “titanium adapter” or sleegenecessary to use the ceramic or metal lirgket. at
33 (citing Ex. 4, at SRTRIDO000A®-700.).) Additionally, Defendants argue that the patent
acknowledges that the hard bearings. (ceramic or metal) do not work with the “ship
connection” into the shell. ld. (citing U.S. RatentNo. '243 at col5:32-41,col.6:20-25(issued
Nov. 5, 2002).) The patent further explains that a securing sleeve is needed to facilitate the
“tapered” connection for hard bearings. (®édp. Br. 33.) Additionally, Defendants note that
the patent describes three embodiments using a thperaection and all of them illustrate a
bearing secured to the shell with an intervening sleelde at(34 (citing U.S. Patent N0243 at
col.6:20-7:10,c0l.7:24-8:5,c01.10:31-11:30 (issued Nov. 5, 2002).))

Plaintiffs argue thabefendants’ proposecbnstructionvhich includeghe word “sleeve”
has no basis in the claim languad®ls. Op. Br. 30.) Specifically, Plaintiffs note that the word

sleeve does not appear anywhere in the asserted clalitis. P(aintiffs further argu¢hat “the
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asserted claims recite the ‘two piece’ acetabular cup assemblies described in theagpatent
comprising a shell component and a bearing componend.) Elaintiffs also contend that
“‘three-piece’ assemblies are expressly claimed in unasseldeds of the '243 Patent.” Id.)
At bottom, Plaintiffs argue that the disputed language should be given its plain andyordinar
meaning.

It is appropriate for this Court to first consult the intrinsic evidence retatéte disputed

language. Bristol-Myers Squibb Co., 86 F. Supp. 2d at 44Bhis Court agrees with Plaintiffs

that the word “sleeve” does not appear in the patent itself. However, a revibw patent
specificdion reveals that the inventor contemplated that the use of a “metallicrgg member”
or a sleeveo assemble hard bearings to the shellS. Patent No. '243 at c@l1-18,col.8:6-14
(issued Nov. 5, 2002)identifying securing sleeve as part of “the present invention”).
Importantly, based on documents disclosed during gresecution of the patent, r§gter
conceded that the contemplated ceramic or metal liner could only be assemibléashell by
using adaptor sleeves. (SBkt. 79, Ex. 4, at SRTRID00007699-701)n essenceRlaintiffs are
attempting to claim a twpiece assembly using a tapered connection without a sleeve; however
there is no evidence that Stryker contemplated a hard bearing being se¢hesshtell without a
sleeve. Indeed, at the Markman hearing, when asked about whether Plaintiffs had an
embodment where a hard bearing could be secured to the shell without a sleeve,f®laintif
counsel conceded that none existddarkman Hg. Tr. at 174 (May 2, 2013).)

Accordingly, this Court concludes that the disputed claim language is construeano m
“requires that the internal taper of the shell mates with the external taper tdliicreecuring

member i(e. sleeve) secured to and separate from the bearing mémber.
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The '097 Patent

Plaintiffs and DePuy seek claim construction for fourteen dispuatenin terms in
connection with the '097 Patent These termswill be addressed categoricalps follows:
locationterms connectiorterms anttrotation terms, bearingn®as, and typographical errors.
Location Terms

Plaintiffs andDePuydispute the meaning of “between” and “cavity'thgyappear in the
context of six claim terms. These six claim temgisite tothe location of elements relative to
either the “shell cavity” or the “bearing cavityThe disputed terms include the following:

Claim 1: “a female taper between said locking recess and said shell’'cavity

Claim 1: “a male taper between said locking member and said bearing cavity”;
Claim 9: “a female taper between said amtiationrecesses and said shell cavity”;
Claim 9: “a male taper between said aotation protrusions and said bearing
cavity”;

Claim 14: ‘a locking recess disposed between saidrataiionrecesses and said
shell cavity”; and

6. Claim 14: ‘a locking member disposed between said anti-rotation protrusions and
said bearing cavity.

PwbdPE

o

U.S. Patent No. '097, CL, 9, 14(issued Aug. 26, 2003 These six claim terrasnamely the
construction of “between” and “cavity“will be addressed in tandem as they present common
issuedo be resolved uniformly.

Plaintiffs argue that the term “between” should be construed as “located pattesthat
separates.”(Pls. Op. Br. 8.) Plaintiffs state that their proposed construction is supported by the
intrinsic record andhey identify Figures 812 for support. (Id.) Plaintiffs also reference a
dictionary definition which defines “between” to mean “in the time, space, ornvaht¢éhat
separates.” Id (citing MerriamWebstets Collegiate Dictionary, App. E4)

Plaintiffs argue that the word “cavity” should be construed as “the interior volume

defined by the shell/bearing.” @&IOp Br. 8.) Plaintiffs contend that the claim language
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supports this construction. For instance, the claim language requires “a smafigdafishell
cavity” and a “bearing defining bearing cavity.” Ifl. at 8-9 (citing U.S. Patent No. ‘097, CL
(issued Aug. 26, 2003).) Additionally, Plaintiffs reference Figurdlddtrating that “the cavity

is the space inside the bowl of the bearing labeled as item 316 below.”

302
&~

-318

12

'\

318
14

U.S. Patent N0'097, Fig. 11 (issued Aug. 26, 2003 Plaintiffs note that the bearing fits in the
entire interior volume of the shell and would not fit “into” something smallers. (. Br. 9.)
Thus, Plaintifé arguethat the cavity should be construed as “the interior volume defined by the
shell/bearing.”

DePuydoesnot offer a specific construction for “between” and instead arthet the
disputed languagshould includeis located, in an axial directiérbefore the word “between.”
(DePuys OpeningMarkman Brief (“DePuy Op. Br.”at11.) Additionally, DePuycontendghat
“cavity” should be construed to mean “the apex of the shébé&eid.) According toDePuy
their proposed constructiois based on the location of the connectioechanismsand the way

that the term “cavity” is used in that particular contexbePuys ResponsiveMarkman Brief
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(“DePuy Resp. Br)) at 8.) DePuystates that the patent specification supports this proposed
construction. For instancBgPuypointsto following language in the '097a®ent:
The shell 300 possesses a plurality of tangs 310 located at an upper rim 312 of the
shell 300. Each of the plurality of tangs 310 extends inwardly toward the center of
the shell 300 as shown in FIG. 8. The pluratiffangs 310 define a plurality of
antirotation recesses 313 which are evenly spaced around the upper rim 312 of
the shell 300 as shown in FIG. 8. The shell 300 also includes an annular recess
314 which is positioned immediately below the plurality of tangs 310 (see FIGS.
8 and 9). The shell 300 also includes a female taper 315 which is defined in an
inner surface of the shell as shown in FIG. 9. The female taper 315 extends
around the entire periphery of the cavity 304 of the shell 300. Moreover, the
female taper 315 extends axially for a distance D1 near its upper rim 312 as
shown in FIG. 9.
(DePuyOp. Br. 1112 (citing Ex. A, U.S. Patent No097 at col.6:64 —col.7:11 (issued Aug. 26,
2003))) DePuyarguesthatin simpler terms, this language means that theratdtion recesses
are near the upper rim of tiséell; the annular recess is below that moving toward the apex of
the shell and the female taper extends around the entire periphery of the c®&BuyOp. Br.
12.) DePuyalso cites to figures in support of their proposed constructiéior instancePePuy

argues that in Figure 9, as reproduced below, the female taper is located in an axiabrirect

between the locking recess and the apex of the shal). (
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Anti -rotation

recesses 312
314 310 313/ 310 /

D1 \“ s 315

Locking recess

Female Taper

(DePuy OpBr. 13; U.S. Patent No. '097, Fig. 9 (issued Aug. 26, 2003).)

First, Plaintiffs’ proposed construction of “betweerds “located in the space that
separates’is not rooted in intrinsic evidence and is merely a dictionary definition. In this
instance, iis not appropriate to reference dictionary definitions or any other extrivisienee

because the claim language is not ambigud&eseVitronics Corp., 90 F.3at 1585 (oting that

it is unnecessary and, hentegally incorrect to relpn extrinsic evidence whehe specification
clearly and unambiguouskgefinesdisputed claim terin The intrinsic evidence-namely the

claim language-can guide this Court effectively in construing “betweenFurthermore,
Plaintiffs’ construction of “beteen” is vague and may confuse, rather than aid, a jury.
Similarly, DePuy’sproposed construction of the disputed claim language “is located, in an axial
direction” would not serve to aid the jury. Reading the disputed claim language in various

contexts, this Court finds that construction of them term “between” is not necemy because



its plain and ordinary meaning is clear. Nevertheless, this Court agréd3eltuythat reading
in the words “is located” before “between” would clarify the disputed languwagejtiry.

Next, Plaintiffs’ construction of cavity being the tee volume of the shell is broad and
does not necessarily comport with the intent of the inventbased on the specification
Plaintiffs state that their proposed construction is supported by the intriosicl réut fail to
articulate anything parti¢ar in the claim language or patent specification for support other than
pointing to various figures. Additionally, Plaintiffs’ proposed construction would nothaid t
jury in further understanding or clarifying the disputed langudgkewise, DePuis proposed
construction of “cavity” unnecessarily complicates the meaning of thd. wdhis Court finds
that“cavity” should be given its plain and ordinary meaning and does not require construction.

Accordingly, this Court finds that the disputed languaball be given the following
meanings. First, as used in claim I'a female taper between said locking recess and said shell
cavity” means “a female taper is located between said locking recess andelhichwgity.”
Second, as used claim 1, “a male taper between said locking member and said bearing cavity”
means “a male taper is located between said locking member and said bearing cawitly.&asTh
used in claim 9, “a female taper between saidratdition recesses and said sloality” means
“a female taper is located between said-esttaition recesses and said shell cavity.” Fourth, as
used in claim 9, “a male taper between said-imétion protrusions and said bearing cavity”
means “a male taper is located between saidratation protrusions and said bearing cavity.”
Fifth, as used in claim 14, “a locking recess disposed between sardtation recesses and said
shell cavity” means “a locking recess is located between satdogation recesses and said shell

cavity.” Lastly, as used in claim 14, “a locking member disposed between saichtatibn
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protrusions and said bearing cavity” means “a locking member is located between isaid ant
rotation protrusions and said bearing cavity.”
Connection Terms

Plaintiffs andDePuy disagree abouthe meaning otwo “connection” termsi(1) the
tapertaper connection, and (2) the locking memloeking recess connectionThe disputed
language—although substantially similarwill be addressed individugllas they appear in
different contexts

TaperTaper Connection

The disputed languagelaing to the tapetaper connection appeainclaims 1 and 9 in
the following context“wherein when said bearing is positioned within said shell cavity, (i) said
male taper and said femaigper engage each other to provide a first connection between said
bearing and said shell.” U.S. Patent NaR7, Cl.1, 9 (issued Aug. 26, 2003 Plaintiffs argue
that these terms should be construed to mean “wherein when said bearing is positioined
said shell cavity, (i) said male taper and said female taper come together to relstiive r
motion between each other to provide a first locked association between saig) laearisaid
shell.” (Pk. Op. Br. 14.) DePuy argues that the terms shoddn “when the bearing is placed
within the shell, the male taper of the bearing engages the female taperlwlthinis is a first
connection between the bearing and shell.” (DePuy Op. Br. 19.)

As a preliminary matter, Plaintiffs contetioht “engage” meansto come together and
restrict relative motion.” Kls. Resp. Br. 13.) At the Markman hearing, DePuy noted that it
“does not oppose this aspect of Styker’s proposed constructidePufy ‘097 Patent Markman
Powerpoint Presentation@ePuy’097 Markman PP) at 17; MarkmanHrg. Tr. at 31 (May 9,

2013)) Because “engage” should be given its plain and ordinary meaning, it is unned¢essary
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construe this term specifically. h& key dispute between the proposed constructelass to
whether there is a “locked” connection. Plaintiffs argue that there is a “lockedatiesdci
between the bearing and the shell whereas DePuy does not.

In support of their proposed construction, Plaintiffs rely first on intrinsic evideAse.
explained in the patent specification, “[tlhe taper feature of the present inventividesr
mechanical lock integrity . . . .” P{s. Op. Br. 15 (citingU.S. Patent No:097, col.6:34).)
Plaintiffs note that the specificatia@xpresslystates that the purpose of tapers is to secure the
bearing in the shell.1d.) Once the shell and bearing have been engaged, Plaintiffs argue that a
“locked association” is createdld(at16.) Plaintiffs assert that the specification recites tret th
tapers “engage and lock” the bearing within the shélt. (citing U.S. Patent No. '097 at
col.7:37-42, col.6:27-29 (issued Aug. 26, 2003)).

DePuy argues that the specification makes clear that the tapers have a “connection”
maintain alignment, but there is no requirement that there be a “locked asadci@dePuy Op.

Br. 21 (citing Ex. A, U.S. Patent N0'097 at ®l.5:1-5 (issued Aug. 26, 200B8) DePuynotes
that the specification explicitly states that tapers “may be ehekling taperi(e. self-locking)

or a self releasing taper.” (DePuy Op. Br. 20 (citing ExUA. Patent N0'097 at ®l.5:5-6
(issued Aug. 26, 2008) DePuy contends that rdgag a “locked” connection essentially reads
out the “selflocking” limitation of dependent claim 4)d()

This Court agrees with DePuy that the patent claim language and specificatrmt d
require that the “connection” be a “locked” associatidven putting aside the “selbcking”
embodimentfor which bothPlaintiffs and DePuy put forth arguments, nothing in the intrinsic
evidence suggests that the connection must be “lock@tis Court concludes thd&ePuy’'s

proposed construction is appropriate here. Thus, the disputed language “wherein when said
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bearing is positioned within said shell cavity, (i) said male taper and saaleféaper engage
each other to provide a first connection between said bearingaahshell” will be construed as
“when the bearing is placed within the shell, the male taper of the bearingesrthagfemale
taper of the shell; this is a first connection between the bearing and shell.”

The Locking Member-Locking Recess Connection

Thedisputed language relating to the locking meribeking recess connecti@ppears
in claim 14and states the following: wherein when said bearing is positioned within said shell
cavity, (i) said locking member is positioned within said locking recesprdwide a first
connection between said bearing and said shell.” U.S. Patend®g.Cl. 14(issued Aug. 26,
2003). Plaintiffs argue that the disputed language should be construed as “wherein when said
bearing is positioned with said shell cavity, said locking member is positioneadh \said
locking recess to provide a first locked association between said bearing and $4id(Bhel
Op. Br. 18.) DePuy argues that the disputed language should mkan the bearing is placed
within the shell, a locking member on the bearing is positioned within a lockingsrecethe
shell, providing a first connection between said bearing and the shell.” (DePBy.QR.)

As previously discussed with respect to the tapper connection, the key dispute
between the proposed constructions is whether there is a “locked” connectioniff$kigie
that there is a “locked” association whereas Defaserts there is no{SeePIs.Op. Br. 18;see
alsoDeRuy Op. Br. 22.) Plaintiffs and DePuy rely significantlyif not completely—on the
samearguments made with respect to the tapper connection. SeePlIs. Op. Br. 18;see also
DePuy OpBr. 22;PlIs.Resp. Br. 15-16; DePuy Resp. Br. 14-15.)

For the same reasons articulated with respect to the-tegper connection, this Court

finds that the intrinsic evidence does not require that the locking mdadbarg recess
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comection be a “locked association.” The term “locked” does not appear in the claim knguag
or patent specification. Including the word “locked” is too specific and poligntissleading as
it is not based in the patent. Defendants’ proposed construction provides a clear conmgifucti
the disputed language. Accordingly, this Court concludes that “wherein when aaitghe
positioned within said shell cavity, (i) said locking member is positioned withinlsekihg
recess to provide a first connection between said bearing and said shellé wiinbtrued as
“when the bearing is placed within the shell, a locking member on the bearing isnsasit
within a locking recess on the shell, providing a first connection between saidgbaadrthe
shell”
Anti -Rotation Terms

Plaintiffs and DePuy dispute the meaning of two “aotation” termselating to recesses
in the shell and protrusions on the bearing. The disputed language relating to both teamss appe
in the following context in claim 5: “antotation recesses defined in said inner surface” and
“anti-rotation protrusions in said outer surface.” U.S. Patent 0&7,'Cl. 5(issued Aug. 26,
2003) Althoughrelating to different parts of the shell and the bearohgm construction of
these terms will be addressesimultaneouslybeause the arguments and disputes are
substantially similar

Plaintiffs argue that the disputed language relating toratdtion recesseshould be
construed asdepressions defined in the inner surface of the shell to receive protrusions to
prevent rotation of the bearing within the sHell(PIs. Op. Br. 20.) DePuy argadhat the
disputed languageelating to antrotaion recessemeans “antrotation recesses are in the inner

surface of the shell.” (DePuy Op. Br. 23.)

40



Plaintiffs argue that the disputed language relating teratgtion protrusions should be
construed as “extensions extending from the outer surface of the bearingent potation of
the bearing within the shell.”(Pls. Op. Br. 22.) DePuy argues that the disputed language
relating to antirotation protrusions should be construed as “@ottition protrusions are in the
outer surface of the beagri (DePuy Op. Br. 23.)

There are two key disputes at issue with respect to the claim construction asftithe
rotation terms. First, Plaintiffs seek to clarify the meaning of the wordsssécand
“protrusions” while DePuydoes not. Secondly, Plaintiffs use the word “prevent” in their
proposed construction® clarify “antirotatior’ of the bearing within the shell while DePuy
argues that the antotation protrusions and recesses were designed only to “inhibit” rotational
movement.

Recesses/Protrusions

In construing the disputed languagé,is appropriate to first consider the intrinsic
evidence. First, as it relates to the “recesses,” Plaintiffs point to Figure 8 which illustredes
“depressions or indentations in the shell’'s inner rimPIs(Op. Br. 21; U.S. Patent No. '097,
Fig. 8 (issued Aug. 26, 2003) Plaintiffs argue that “[i]f the recesses were not depressions, the
bearing’s protrusions could not be accommodated ‘within’ them as the ‘097 Patenégéquir
(Pls. Op. Br. 21.) With respect to the “protrusions,” Plaintiffeeferenceto Figure 11
demonstrateshat the protrusionr “extensions”on the bearing fit within the recesses of the
shell. (d. at22-23.) Plaintiffs concede that their “constructioj@e] only necessary to ensure
that, through its infringement contentions, DePuy was not seeking to expand theosaspe

patents to cover protrusions that were really recesses and vice véisaRegp. Br. 19-20.)
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DePuy asserts that the terms “recesses” and “protrusions” should hdlgueplain and
ordinary meaning. (DePuy Op. Br. 25.pePuy opposes Plaintiffs’ proposed inclusion of
“depressions” for “recesses” and “extensions” for “protrusions’abse it potentially “add[s]
heightened functional requirements into the claimdd. 4t 24.) DePuy notes that the words
“depression” andéxtensioii do not appear in the ‘097 Patentd.(@t24-25.)

Based on the claim languagend patent specificatiprthis Court finds that it is
unnecessary to include the words “depressions” for “recesses” and “extendmms”
“protrusions” in construing the disputed language. The terms “recesses” ataisgms”do
not present any ambiguity. Moreover, the wotdspressions” and “protrusions” are merely

synonyms which do not serve to clarify their meanings. Patriot Universal Holdlingset alv.

Formax, Inc. No. 10C-355, 2011 U.S. Dist. LEXIS 60760, at *52 (E.D. Wis. June 7, 2011)

(noting that “[c]laim constiction is not an invitation to substitute synonyms”). Thus, the terms
“recesses” and “protrusions” will be given their plain and ordinary meaning.

Anti-rotation Function

In proposing a construction for the term “ardtation,” Plaintiffs point to tle patent
specification which states that the *“argtation” function provides that the *“rotational
movement of the bearing [ ] relative to the shell [ ] is inhibited)’S. Patent No. '097 at
col.8:57-59(issued Aug. 26, 2003)Plaintiffs also note thahe patent specification states that
the projections “prevent rotation” of the bearin@Is(Resp. Br. 20 (citing U.S. Patent No. ‘097
at ©l.4:5-8 (issued Aug. 26, 2003)).)

DePuy argues that “the antbtation protrusions/recesses were designed to ‘inhibit’
rotational movement, and the patent does not require such movement to be completely

prevented.” (DePuy Op. B25-26(citing Ex. A, U.S. Patent N0'097 at ®l.7:63-65, col.8:57-
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59 (issued Aug. 26, 200B) Additionally, DePuy argues that only dependent claim 5 requires
that there rotational movement be inhibite@ePuy Op. Br26.) However, claims 9 and 14
only require a “second connection” between the shell and the gedlth) DePuy argues that
Plaintiffs are attempting to read limitations from the specification into the claims in their
proposed construction.

In construing the “antiotation” function aspect of the disputed claim language, this
Court finds that including the word “prevent” rotational movement is too specific aadtiadiy
confusing. The word “antiotation” sufficiently describes the feature to be conveyed and does
not require further construction.

Based on the intrinsic evidence and the arguments presented, this Court agrees with
DePuy’s proposed constructions relating to the-mamétion terms in dispute. Accordingly,
“antirotation recesses defined in said inner surface” is construed asdt@titon recesses are in
the inner surface of the shell.” Additionally, “antitation protrusions defined in said outer
surface” is construed as “ambtation protrusions are on the outer surface of the bearing.”
Bearing Term

Plaintiffs and DePuy dispute the meaning of “bearing” as it appealis usedn claims
1,3,5 7,9, and 125. Plaintiffs argue that “bearing” should be construed as “a unitary
structure (as opposed to a liner/bearing subassembly) of a given mattriah outer surface
that is generally hemispherical in shape, and an inner surface configuesitee a prosthetic
femoral ball.” @lIs.Op. Br. 27.) DePuy argues that “bearing” should be given its plain and
ordinary meaning. (DePuy Op. Br. 27.)

Paintiffs make clear that they seek a limited construction of the tbgaring” in an

effort to prevent DePuy from “assert[ing] its patent against a-eme Stryker product.(Pls.
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Op. Br. 27.) Plaintiffs contend that “DePuy has thus far refused to acknowledges thaintted
‘bearing’ does not encompass a liner/loe@asubassembly, thus necessitating construction of the
term by this Court.” RIs. Resp. Br. 24.)Plaintiffs reference the PTO'’s restriction that DePuy
limit its claims.

DePuyrepeatedly argues that the term “bearing” is not ambiguous and should be given its
plain and ordinary meaning. A bearing is the part that receives the femadalaoeording to
DePuy. (DePuy QBr. 27; DePuy Resp. Br. 18.)

Based on the claim langge and intrinsic evidence, this Court finds that the term
“bearing” is not ambiguous and does not require constructiereover,Plaintiffs’ argumenin
support of its proposed constructicelies heavily on the fact that the PT&strictedDePuyto
limit its claims to either the twpiece or thregiece claims. However, several courts have
articulated that restriction requirements are adminiseraiols and do not help infornowrts

with respect to claim constructiorSee e.g. Colorquick v. EastmaKodak Co., No. 0690,

2008 U.S. Dist. LEXIS 4873%t*34 (E.D. Tex. June 25, 2008) (“[A]s noted by the significant
number of other courts refusing to use restriction requirements to limit the clarmg dlaim
construction, a restriction requirement is an administrative tool, and theerefters little

guidance in construing the claim languagesge alscAmersham Pharmacia Biotech, Inc. v.

PerkinElmer Corp. No. G97-04203, 2000 U.S. Dist. LEXIS 22942, *413 (N.D. Cal. Feb. 28,

2000) (“A restriction requirement is not a rejection and it cannot betassmhtrovert the plain
language of the claim.”)In light of therelevantcase lawandarguments set fortim the briefs
and at the Markman hearinghis Court does not find it appropriate to construe this term.

Accordingly,the term “bearing” will bayiven its plain and ordinary meaning.
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Typographical Errors/ Incomplete, Incorrect, or Indefinite Terms
It is within a district court’'spowerto “correct obvious minor typographical and clerical
errors in patents” but “major errors are subject only to correction by te”PNovo Indus.,

L.P. v. Micro Molds Corp., 350 F.3d 1348, 1357 (Fed. Cir. 20@8district court may correct

an error ina patent if “(1) the correction is not subject to reasonable debate based on
consideration of the claim language and the specification and (2) the prosdustory does not

suggest a different interpretation of the claim@itimax Cement Mfg. Corp. VCTS Cement

Mfg. Corp, 587 F.3d 1339, 1353 (Fed. Cir. 2009) (citMgvo Indus L.P. 350 F.3dat 1357).

“Those determinations must be made from the point of view of one skilled in theUdtihiax,
587 F.3d at 1353.

Plaintiffs and DePuy dispute the meaning of three claim terms in the ‘097 Patent tha
DePuy labels as “typographical errors.” Each of the disputed claim termsevallidressed in
turn.

“configured with, and (ii)”

Plaintiffs and DePuydisagree about the meaning of “configured with, and (ii)” as it
appears in claims 1, 9 and 14 as follows:

1. claim 1: “said bearing having an outer surface configured with, and (ii) a locking
member extending outwardly therefrom and (ii) a male taper betsaehocking
member and said bearing cavity”;

2. claim 9: “said bearing having an outer surface configured with, and (ii) a second
number of antrotation protrusions, and (i) a male taper between said anti
rotation protrusions and said bearing cavity”; and

3. claim 14: “said bearing having an outer surface configured with, and (ii) a second
number of antrotation protrusions, and (ii) a locking member disposed between
said antirotation protrusions and said bearing cavity.”

U.S. Patent No.097, CI.1, 9, 14(issued Aug. 26, 2003) Plaintiffs argue that the disputed

language is ambiguous and therefore indefiniteRls.(Op. Br. 12.) DePuy argues that
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“configured with, and (ii)” was a typographical error and should be correctedmdigured with
(i).” (DePuy Op. Br. 27-28.)

The relevant inquiries for this Court to determine are (1) whether the allegedton is
not subject to reasonable debate; and (2) whether the prosecution history does reitasugge
different interpretation of the claims. It &ppropriate tobegin with the intrinsic evidence
relating to the disputed languagdirst, it is helpful to review the disputed language in the
context of the entirety of the claim. Claim 1, with the disputed language higlligktds as
follows:

A prosthetic cup assembly, comprising:

a shell defining a shell cavity, said shell including an inner surface
configured with (i) a locking recess defined therein, and (ii) a female taper
between said locking recess and said shell cavity; and

a bearing defining a bearing cavity adapted to receive a prosthetic ball
therein, said bearing having an outer surface configured with, ara (ii)

locking member extending outwardly therefrom, and (ii) a male taper
between said locking member and said bearing cavity,

wherein when said bearing is positioned within said shell cavity, (i) said
male taper and said female taper engage each other to provide a first
connection between said bearing and said shell, and (ii) said locking
member is located within said lockingecess to provide a second
connection between said bearing and said shell.
U.S. Patent N0'097, Cl. 1 (issued Aug. 26, 2003) (emphasis added). The two other claims in
dispute—elaims 9 and 14—are similaly structured SeeU.S. Patent No097, Cl. 9, 14(issued
Aug. 26, 2003) As seen in claim 1, there are three sets of romanefié® first and third
paragraphs contain romanettes (i) and (ii). The second paragraph contains tes{@heind

(i). The parties do not dispute that the second parhgrap writtenwith the duplicate

romanettes—does nosay what it means.
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Plaintiffs argue that the disputed language could mean, for insta@ce Jearing having
an outer surface configured with.—and (i) a locking member extending outwardly theosf,
and (ii) a male taper between said locking member and said bearing cavity;” or “said) beari

having an outer surface configured witha generally hemispherical shaed (ii) a locking

and said bearing cavity.” P(s. Op. Br. 13.) According to Plaintiffs, because the disputed
language could be subject to various interpretations, the claim language is amlagdous
indefinite!® (Id. at12-14.)

On the other hand, DePuy contends that the only reasonable reading of the dhaitm is t
instead of duplicate romanettes, the second paragraph should have included romanattes (i) a
(i), similar tothe first and third paragraphs. (DePuy Op. Br. 2BDgRuy also points to the
prosecution history to demonstrate that claim 33 in the originally filed paremtatpi to the
'097 Patent properly uses romanettes (i) and (ii) in each of the three paradtdpais?29-30.)

Based on the intrinsic evidenchig Court finds that the disputed language resulted from
a typographical error and should be corrected to properly use romanetted (i)).a Despite
Plaintiffs’ arguments, there is no reasonable debate regarding corréaidgputed language.
Noneof Plaintiffs’ suggestions for alternate interpretationsrassonablyiable. Additionally,
the interpretation rendered from the correction is consistent with the prosecstmny hs well
as the reasonable interpretation of the claim language. It is important to notestiaiutt is
not construing the disputed terms here. Instead, as it is within the Court'siclistoetorrect

typographical errors, it is appropriate in this instance to correct therggdugal error in claims

19 In order toconclude thata claim term is indefinite, a court must findthat the term is “not amenable to
construction” or is “insolubly ambiguous.See, e.q.IGT v. Bally Gaming Int'l, Inc, 659 F.3d 1109, 1119 (Fed.
Cir. 2011)
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1, 9, and 14. Accordingly, the disputed language “configured with, and (ii)” will be cedtect
read “configured with (i).”
“inner surface”

Plaintiffs and DePuy disagree about the meaning of “inner” as it appears in dépende
claims 2, 13, and 15 of the '097 Patent. Specifically, the claim language in dispanel isaid
locking member extendsircumferentially around said inner surface of said bearingl’S.
Patent No.’"097, Cl. 2, 13, 15(issued Aug. 26, 2003).PlaintiffS proposed construction is
identical to the claim languag€‘and said locking member extends circumferentially around
said inner surface of said bearingPIs.Op. Br. 19.) DePuy argues that the term “inner” in this
context was a typographical error and shdaddcorrected to “outer.(DePuy Op. Br. 31.)

Plaintiffs contend that the patent specifically references and defines the ‘linfaees of
the bearing as the interior surface of the beari(8eePls. Op. Br. 19.) Furthermore, the
specification notes that “Bearing 16 also includes an inner bearing surfabatSdefines an
opening 55 sized to receive a pragib femoral ball.” {.S. Patent No. '097 atot4:12-14
(issued Aug. 26, 2003).S. Patent No. '097 aiol.7:19-20(issued Aug. 26, 2003).S. Patent
No. '097 atcol.8:15-16(issued Aug. 26, 2003). Based on this intrinsic evidence, Plaintiffs
argue hat the disputed language shouldypesnits plain and ordinary meaning.

DePuy cotendsthat the use of “inner” rather than “outer” was a draftsman’s mistake.
(DePuy’097 MarkmanPP at 56.) DePuy argues thdhe claim language throughout the patent
makes clear that the locking member is located on the outer surface of ting.b€éBePuy Op.

Br. 32.) DePuy notes thafs]uch a connectiofbetween the shell and the bearimgjuld not be

possible if the locking member was on theer surface of thbearing.” (d. at32.) DePuy also
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points to every figure in the patent which illustrates the locking member on thesatftsre.
(Id. at33.)

In considering whether to correct the disputed language or adopt a proposed constructio
this Court must considdd) whether the alleged correction is not subject to reasonable debate
and(2) whether the prosecution history does not suggest a different interpretationctithe.

SeeUltimax Cement Mfg. Corp.587 F.3d at 1353 (citinjovo Indus, LP, 350 F.3d at 1357).

Importantly, the correctiorhere is not subject to reasonable debate based on the intrinsic
evidence. Throughout the claim language pat&nt specification, th®97 Patent identifiehe
locking member being locatezh the outer pardf the bearing. Additionally, at the Markman
hearing, except with reference to the particular disputed language, the pansestecoly
referred to the locking member on the outer surface and not the inner surtheebefring in

the context of the ‘097 Patent.Markman Hg. Tr. at 16, 6676 (May 9, 2013).) Furthermore,
the prosecution history supports DePuy’s position that the locking member wagthteriz on

the outer surface of the bearinghis Court notes guidance frometlirederal Circuit which has
“repeatedly and consistently . . . recognized that courts may not reaiafs clvhether to make

them operable or to sustain their validityChef Am., Inc. v. LamB/Veston, Inc.358 F.3d 1371,

1374 (Fed. Cir. 2004). Howeven this instance, it is clear that inclusion of the word “inner”
instead of “outer” was a typographical error. Accordingly, to correct thos ®r‘outer” rather
than “inner” as inteded by the inventor would not amountréairafting the claim.

Moreover, as DePuy correctly ngea claim construction that excludes the preferred
embodiment “is rarely, if ever, correct and would require highly persuasive eargesupport.”

Vitronics Corp., 90 F.3d at 15831 (“[I]t is unlikely that an inventor would define the invention

in a way that excluded the preferreghbodimentor that persons of skill in this field would read
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the specification in such way.”Hereg if the locking member were on the inner surface of the
bearing, every embodiment in the patent would be excluded. The only logical, reasonable
interpretation of the disputed language is rendered by correctingdite“inner” to “outer.”

This Court will not construe the disputed terms; instead, as it srwtite Court’s discretion to
correct typographical errors, it is appropriate in this instance to correctpihgraphical error.

Thus, this Court concludes that “inner” as it appears in claims 2, 13, and 15 of the '097 Patent
will be corrected to “outet

“said upper bearing rim”

Plaintiffs and DePuy dispute the meaning of the claim term “and said first nwhber
recesses is positioned adjacent said upper bearing rim” as it appedgpeimdentclaim 7.
Plaintiffs argue thaif the disputed language is amenable to construction, it should mean “and
said first number of recesses is positioned close to said upper edge of thg bpansite its
apex.” (Pls. Op. Br. 25.) Alternatively, Plaintiffs argue thahe claim language be deemed
indefinite. (Id.) DePuy argues that inclusion of the word “bearing” was a typographical error
and should be corrected to “shell.” (DePuy Op. Br. 34-35.)

Plaintiffs point to figures 10 and 11 of th@97 Patent to illustratihat the “upper bearing
rim” is the “upper edge of the bearing opposite its apekls.Op. Br. 2526.) Specifically, for
instance, Plaintiffs assert that figure 10 displays the apex of the beappa@ste the opening
of the bearing. 1¢. at 25.) Based on these figures, Plaintiffs state that the intrinsic record
supports their proposed constructiond. (at 26.) Additionally, Plaintiffs contendthat there is
no antecedent basis fasdidupper bearing rim” because no “upper bearing rim” is maetl in

claim 7 or any dependent claim stemming from claimld. at 24); seePredicate Logic, Inc. v.

Distributive Software, In¢.544 F.3d 1298, 1305 06 (Fed. Cir. 2008) (“claim terms using ‘said’
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are ‘anaphoric phrases, referring to the initial antecedent phrasatgording to Plaintiffs,
“said upper bearing rim” could either render the claim indefinite or refer to threndgpaan
discussed in the specificationPl§.Op. Br. 24-25.)

DePuy corgnds that “bearing” should be corrected to “shell” because it was a
typographical error. (DePuy Omr. 3435.) DePuy argues that the patent specification
demonstrates that the antitation recesses are positioned on the shell, and not the bearing.
Speifically, DePuy points to figures 8 and 9 where the -awtthition recesses are around the
upper rim of the shell.|ld. at35.)

In considering whether to correct the disputed language or adopt a proposed construction,
this Court must considdd) whetherthe alleged correction is not subject to reasonable debate
and(2) whether the prosecution history does not suggest a different interpretationctithe.

SeeUltimax Cement Mfg. Corp.587 F.3d at 1353 (citinjovo Indus, LP, 350 F.3d at 1357).

With respect to the disputed language, Plaintiffs and DePuy appear to focus on dif$peis

of the claim. Plaintiffs focus on the plain and ordinary meaning of the languagepér”
bearing rim” as it appears in claim 7 and throughout the patent. De€uses on the placement

of the recesses, which reveals the typographical error of “bearing” intendedgbeti€’ “When
reviewing this key disputed phrase “upper bearing rim” within the context ofuthelaim
language, it is clear that the inventeas referring to the recesses located on the upper shell rim.
The intrinsic evidence and Markman hearing discussions support this proposition’@87the
Patent consistently describes the recesses on the “upper shell rim” and nopplke Bearing
rim.” It is only in this claim, for the first time, that the recessesdescribed as beipgsitioned

on the “upper bearing rim” rather than the “upper shell rim” appears. Accordihgd Court

finds that there is no reasonable or logical debate regatdengorrection from “bearing” to
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“shell.” Furthermorethe prosecution history clearly supports that the inventors intended that the
antirotation recesses be around the upper rim of the shell and not the be&indgOp( Br.,
App. D at 36.) As it is within this Court’'s power and discretion to correct minor errors, this
Court concludes that thevord “beaing” in claim 7 was a typographical error and will be
corrected to read “shell.”
CONCLUSION

For the reasons stated above, this Court orders thdtgetedclaims in the 243 Ratent
and the 097 Ratent beconstrued as set forth in thisp@ion. A summary ofthis Court’s
constructiorof the disputed claims jgrovided in the corresponding Order.

s/ Susan D. Wigenton, U.S.D.J.

cc: Magistrate Judge Arleo
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