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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

INDUSTRIAL TECHNOLOGY
RESEARCH INSTITUTE,

Plaintiff, : Civil Action No. 12-949(ES)
V. :- OPINION

LG ELECTRONICS INC. &
LG ELECTRONICS U.S.A., INC,,

Defendants.

SALAS, DISTRICT JUDGE
l. Introduction

Before the Court is Defendant.G Electronics, Inc. and LG Electronics U.S.A., Inc.’s
(collectively, “Defendants” or “LGE”) motion t@artially stay this patent infringement action
pendinginter partesreexamination of U.S. Patent N6,672,198, one of three patents-in-suit.
(D.E. No. 193, Defendants’ Motion to Stélye Proceedings as to U.S. Patent No. 7,672,198
(“Def. Mov. Br.”)). Plaintiff Industrial Technalgy Research Institute Rtaintiff” or “ITRI")
opposes this motion. (D.E. No. 195, PlaintiffBpposition to Defendants’ Motion to Stay
Regarding U.S. Patent No. 7,672,198I. Opp. Br.”)). The Court resolves this dispute without
oral argument pursuant to FedeRalle of Civil Procedure 78. [Fohe reasons below, the Court

GRANTS Defendants’ motion.
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Il. Background

In November 2010, ITRI brought this patenfringement action against LGE in the
Eastern District of Texas. (D.E. No.'1)Then, in February 2012, ttigastern District of Texas
transferred the action to thi®@rt in response ta motion by LGE. (D.E. Nos. 116 & 117). In
April 2012, the parties accordingly exchanged prelanyrcontentions pursuant to this District’s
Local Patent Rules. (Def. Mov. Br. aB4(citing Local Patent Rules 3.1, 3.2A & 3.4A)).

The three patents-in-suit are U.Stdpa Nos.: 6,324,150 (the “’150 patent”); 7,672,198
(the 198 patent”); and 7,542,38&he “384 patent”). (DE. No. 67, Second Amended
Complaint, Counts I-lll). ITRI's infringementlaims generally relate to LGE’s optical disc
drive devices, including products bearing optipadkup heads, such as the “BD590 Blue-Ray
Disc Player,” the “GP08LU30 Optical Mediaufger-Multi Rewriter,” the “LG Portable Super
Multi Drive GP0O8LU30,” and other similar productsld.(1 16, 25, 34 (alleging infringement
for the '150, '198, and '384 patents, respectively)). In opposition, LGE denies infringement and
asserts that these three p#eare invalid under 35 U.S.€§ 101, 102, 103 and/or 112. (D.E.
No. 78 at 12-14).

On September 13, 2012, however, LGE filed a request with the PT{Dtéorpartes
reexamination of independent claim 3 and dependi&ims 4-8 of thél98 patent, asserting
invalidity under 35 U.S.C. 88 102 & 103. (D&fov. Br. at 5-6 (citing D.E. No. 185-6, LGE’s
Request forinter PartesReexamination of the 198 Patg¢r{tLGE’'s Reexam. Request”); Pl.
Opp. Br. at 3). As issued, independent ralé&8—the only independent claim from the '198

patent asserted in thistion—is as follows:

L ITRI also named LG Corporation as a defendant, betpdrties later jointly stipulated to LG Corporation’s
dismissal, with prejudice, from this action. (D.E. No. 146).

2 pursuant to the Local Patent Rules of the Eastern District of Texas, the parties initially exchanged the following
preliminary contentions before transfer to this Distr{@) ITRI's infringement comntions (in September 2011);
and (2) LGE’s invalidity contentions (in January 2012). (Def. Mov. Br. at 4; Rl. Bip at 2-3).



3. An optical pickup head, applicable for moving an objective lens
assembly, comprising:

an objective lens carrier, for carrying the objective lens assembly,
wherein a vertical direction, &irst horizontal direction, and a
second horizontal direction that are vertical to each other are
defined on the objective lens carrier;

two supporting yokes, arrangemlong a first horizontal axial
direction and spaced apart from each other by the objective lens
carrier, such that the objective lecarrier is located between the
two supporting yokes;

two magnets, respectively fixed omer surfaces ahe supporting
yokes that are facing each other, such that the objective lens carrier
is located between the two magnets;

at least a focusing coil, windingamd the objectivéens carrier,
wherein a normal direction of thHecusing coil is parallel to the
vertical direction;

a plurality of tracking coils, dispesd at the objective lens carrier,
wherein a normal direction of thteacking coil is vertical to the
vertical direction and parallelo a plane formed by the first
horizontal direction and the saad horizontal direction; and

two yokes, arranged along thecesed horizontal axial direction
and spaced apart from each othethmy objective lens carrier, such
that the objective lensarrier is locatedetween the two yokes,
wherein a protruding part is pratded from an inner surface of
each yoke and extends towards the objective lens carrier.
(198 Patent at 6:59-7:28ge alsdef. Mov. Br. at 1).
Also in September 2012, “the parties higawnegotiated and exchanged respective
constructions, including termsrfthe '198 patent,” for th&élarkmanstage of the instant action.

(Pl. Opp. Br. at 5 (citing D.E. No. 195-1, HensoadD {1 3-5)). At this time, LGE “stated [to

ITRI that] it did not plan to seek stay” regarding the '198 patentld( (citing Henson Decl.

4)).



Thereafter, on October 15, 2012, tRFO granted LGE’s request fonter partes
reexamination. (D.E. No. 185-5, Order Granting LGE’s Requedhfer PartesReexamination
("PTO Reexam. Grant”see alsdef. Mov. Br. at 5). Concurngly, the PTO rejected claims 3-
8 as invalid over prioart that LGE had submitted withsitrequest for reexamination. (PTO
Reexam. Gransee alsdef. Mov. Br. at 5).

On November 7, 2012, the parties filed their opemtagkmanbriefs, and, on January
11, 2013, the parties filed their respondiarkmanbriefs. (D.E. Nos170, 171, 183 & 184). In
this briefing, the parties disputhe scope of several terms framdependent claim 3, including
the phrase “a protruding part is protrddeom an inner surface of each yoke3eg, e.qg.D.E.
No. 170, ITRI's OpeninglarkmanBrief, at 17-24; D.E. No. 171, LGE’s Openifgarkman
Brief, at 17-22).

Notably, however, on January 9, 2013, ITi@sponded to the PTO’s rejection Inyter
alia, adding the following language tcetlend of independent claim 3:

wherein each protruding partcindes a front edge opposite the
yoke from which the protrudingart protrudes and facing the
objective lens carrier, and each protruding part protrudes to a
predetermined distance in the sectwdizontal direction such that
a space is provided in the secdmatizontal direction between the

front edge of the protruding paahd a nearest one of the plurality
of tracking coils on the objective lens carrer.

(D.E. No. 194-2, Ex. 2 to Cangro Deat 2-3). ITRI also remowkthe “axial” term from claim 3
and added a new independent claim 1. 4t 2, 4-5). Moreover, ITRI argued to the PTO that
independent claim 3 and dependent claim ety depends on claim 3—are valid over the
asserted prior art based on the amended claim language, €.gid. at 7, 10, 11). On February

7, 2013, LGE proposed to the PTO “additional prierejections and rejections under 35 U.S.C.

% The Court underlines the text of this claim amendmecaise ITRI's response to the PTO so provides. (D.E. No.
194-2, Ex. 2 to Cangro Decl. at 2-3).



8 112 in response to ITRI's claim amendmentdef. Mov. Br. at 7 (citing D.E. No. 194-3, Ex.
3 to Cangro Decl. at 6-37)).

Then, on February 8, 2013, LGE sent ITRletter asking ITRI towithdraw the '198
patent from this action with prejudice or tepéain why continued litigation is warranted given
ITRI's amendments in the pending reexaminapooceedings. (Def. Mov. Br. at 8 (citing D.E.
No. 194-6, Ex. 6 to Cangro Dedlt 2); Pl. Opp. Br. at 6). Although ITRI did not respond to
LGE, it later informed the Court and LGE (dugia February 13, 2013 corgece) that it would
not be withdrawing the '198 patent from tlastion and would oppose a motion to stay. (Def.
Mov. Br. at 8). Accordingly, ofrebruary 19, 2013, the Court sebriefing schedule concerning
LGE'’s request to partially stahis action. (D.E. No. 191).

On February 20 and March 5, 2013, ITRI submitted Information Disclosure Statements
with additional prior art references to the PT(@ef. Mov. Br. at 7-8 (citing D.E. Nos. 194-4 &
194-5, Exs. 4 & 5 to Cangro Decl.)). Finalbn February 28, 2013, LGE sent another letter to
ITRI requesting that ITRI reconsider its oppmsitto a partial stay, but, on March 4, 2013, ITRI
responded and maintained its oppositiold. &t 8 (citing D.E. Nos. 194-7 & 194-8, Exs. 7 & 8
to Cangro Decl.)). AMarkmanhearing is set for October 12013, and the Court will set a trial
date shortly thereafter(D.E. No. 205).

II. Legal Standard

“Courts have inherent power to manage their dockets and stay proceedings . . . including
the authority to order a stay pendingnclusion of a PTO reexamination.Ethicon, Inc. v.
Quigg 849 F.2d 1422, 1426-27 (Fed. Cir. 1988) (citimgdis v. N. Am. Cp299 U.S. 248, 254

(1936)); see also Procter & Gamble Co. v. Kraft Foods Global,,15849 F.3d 842, 849 (Fed.

* LGE’s February 8 letter “alternatively proposed requesting that the Court adopt the agreed to construction but
postpone construction of disputed terms until the reexamination of the '198 patent is complete.” (Def. Mov. Br. at
8).



Cir. 2008) (“[W]hen an order grantingter partesreexamination issues . . . the defendant may . .
. seek a stay under the district cosiitiherent power.”) (italics added).

In deciding whether to stay a mattpending reexamination, courts consider the
following three factors (hereinafter, th&érox factors” or, if refered to individually, Xerox
factor”): “(1) whether a stayould unduly prejudice or presentckear tactical disadvantage to
the non-moving party; (2) whether a stay will simplifie issues in questi@nd trial of the case;
and (3) whether discovery is completedavhether a trial datkas been set.’Stryker Trauma
S.A. v. Synthes (USA)lo. 01-3879, 2008 WL 877848, at *1.{{DJ. Mar. 28, 2008) (quoting
Xerox Corp. v. 3Com Corp69 F. Supp. 2d 404, 406 (W.D.N.Y. 199%¢e alsdCl Unigema,
Inc. v. Kobo Prods., IncNo. 06-2943, 2009 WL 4034829, at *1 (D.N.J. Nov. 20, 2009) (same).

Courts in this District have observed tlggianting a reexamination stay is favored and
commonplace. SeelCl Unigema 2009 WL 4034829, at *1 (“As suckpurts have noted that
granting a stay pending remxination is favored.”)see also Brass Smith, LLC v. RPI Indus.,
Inc., No. 09-6344, 2010 WL 4444717, at *6 (D.N.J. Nby2010) (“Although every case is fact
specific, almost every reported New Jersey Qistiourt opinion that has considered the issue
has granted a stay where a reexetion request was pending.”).

Nevertheless, “[c]lourts weigh the costs dmehefits associated with granting a stay
pending reexamination of a patentStuder Profl Audio GmbH v. Calrec Audio LtdNo. 12-
2278, 2012 WL 3061495, at *2 (D.N.J. July 25, 2012).sAch, “[t]here is no conflict between a
reexamination and a challenge to a patent inrfddmurt, despite the fact that the two forums
may come to differing conclusions on the same pate&triyker Trauma2008 WL 877848, at
*1. Accordingly, district courts are “under rabligation to delay theiown proceedings by

yielding to ongoing USPTO patent reexaminationgareless of their relevancy to infringement



claims which the court must analyzeOy Ajat, Ltd. v. Vatech Am., IndJo. 10-4875, 2012 WL
1067900, at *19 (D.N.J. MaR9, 2012) (quotingMercExchange, L.L.C. v. eBay, In&00 F.
Supp. 2d 556, 563 (E.D. Va. 2007)) (textual modifications omitted).

V. Discussion

A. Whether a stay would unduly prejudice or present a clear tactical
disadvantage to ITRI

LGE argues that a stay will not unduly prapedITRI because ITRI “does not practice
the "198 patent” and “no potential damages canuscevith respect to the []198 patent until a
Reexamination Certificate issues(Def. Mov. Br. at 15). Inged, LGE contends that ITRI's
choice to “substantively amend its claims in teexamination to avoid invalidating prior art”
forgoes “any potential claim for damages priothe issuance of a Reexamination Certificate by
the PTO.” (d.). LGE adds that any inherent delaythie reexamination process is insufficient to
establish the requisite prejudiceld.]. LGE also points to ITRI'sequest for an extension of
time to respond to the PTO’s October 15, 2012ctajr, arguing that ITRlitself delayed the
reexamination proceedings.ld( at 15-16;see also idat 6 (explaining tht, on November 21,
2012, ITRI asked the PTO for a one-month extengorespond to the PTO’s rejection)). And
LGE complains that ITRI has “belatedly injedt additional issues into the reexamination
proceedings” by submitting additional prior art refeces, without explanation, in the February
20" and March 5 Information Disclosure Statementsd.(at 16).

Finally, LGE argues that ITRI has only identified the GPO8LU30 DVD drive as allegedly

infringing the '198 and '384 patents.ld().> Thus, LGE contends ah ITRI will “continue

® LGE explains that the '198 and '384 patents both retatelectromagnetics” and “are asserted against the same
component of an LGE product, the GPO8LU30 portabieedr (D.E. No. 196, Defendants’ Reply in Support of
Motion to Stay the Proceids as to U.S. Patent No. 7,672,X98ef. Reply Br.”) at 4 n.4).



pursuing infringement claims against LGEX?08LU30 DVD drive based on its '384 patent”
and, therefore, “a stay as to the "I&gent will not unduly prejudice ITRL”Id.).

In opposition, ITRI asserthat “[jJustice delayeds justice denied.”(Pl. Opp. Br. at 15).
ITRI contends that reexaminati of the '198 patent will last déast three years and that the
appeals process will add at least another three more ydadrsat (15-16 (citing district court
decisions that reference the timeframe for sudtgedings)). ITRI maintains that a stay will
“devalue ITRI's patent rights for upwards ox siears while denying ITRts day in court during
that time.” (d. at 16-17). ITRI alsargues that LGE improperlgssumes that damages cannot
accrue for the '198 patent until a ReexaminationtiCeate issues because, for that to be true,
the Court must first determine that reexamination changes were “substantdieat 1(7). ITRI
further contends that a stayutrs the risk that critical evesthce and testimony may be lost, and
may result in a less accurate verdictld. @t 18).

ITRI also asserts that LGE'’s requests feexamination and, now, a stay were made for
tactical reasons because LGE transferred the inatdion to this District and is now “pick[ing]
another forum—the PTO.” Id. at 18-19). Indeed, ITRI exphs that LGE used ITRI's
preliminary infringement contentions and thetigs’ claim constructio briefing to support its
reexamination request and related submisstbheseafter—and that L& would not have had
access to these materials for use in reexamimgtioceedings but for the instant actiold.; (see
also id. at 1 (characterizing LGE'Suse and submission of thi€ourt’s claim-construction
procedures to facilitate reexaminaticas a “tactical advantage”)).

Finally, ITRI argues that LGE delayed requesting reexamination (i.e., twenty-two months
after ITRI sued LGE) and delayed requesting aigdestay (i.e., five months after LGE’s request

for reexamination). Id. at 7-8). ITRI asserts that thikelay weighs heavily against granting a



stay. (d. at 7 (citingAffinity Labs of Tex. v. Apple IndNo. 09-4436, 2010 WL 1753206, at *2
(N.D. Cal. Apr. 29, 2010)see also idat 7-8 (citing various distt court decisions denying
reexamination stays itsimilar circumstances”)j. Indeed, ITRI points to LGE’s argument in
another action—where LGE successfulyposeca reexamination stay—that a seventeen-month
delay was prejudicial. Id. at 16 (citingLG Elecs. U.S.A., Inc. v. Whirlpool CoriNo. 09-5142,
2011 WL 487574 (D.N.J. Feb. 7, 2011)). And IT&Rbues that, underdhrecent Leahy-Smith
America Invents Act (“AlA”), LGE wouldhave been precluded from requestintgr partes
reexamination or the AlA’snter partesreview on or after September 16, 2012d. @t 9
(“LG[E]'s September 13, 2012 reexamination requestild have been completely precluded if
filed three days later, i.e. aft¢he AIA went ino effect.”); see also idat 4 (explaining that
ITRI's complaint was pending for twenty-twoonths by September 2012 and so LGE would
have been precluded from seekintgr partesreview at that time)). ITRI asserts, however, that
LGE “waited until three daybefore [the AIA’s Septemi€l6, 2012] deadline to requaster
partesreexamination.” I¢. at 4).

The Court finds that a stayill not unduly prejudice ITRlor present a clear tactical
disadvantage sufficient to deny LGE’s motion. Titeerent delay in reexamination proceedings
for the '198 patent is, by itself, insuffent to deny LGE’s request for a stageelCl Unigema
2009 WL 4034829, at *2 (“[T]he possibility of a dglaf many months or longer is present in
every case where a stay is sought to allow th® Blreexamine a patent. However, courts have

found that the delay inherent in the reexaation process does notriitute, by itself, undue

¢ Although ITRI does not specify whickerox factor LGE’s alleged delay falls under, the Court addresses ITRI's
argument to this effect under the “unduly prejudice orclear tactical disadvantage” factor given the case law ITRI

itself relies on. (Pl. Opp. Br. at 7 (citidffinity Labs 2010 WL 1753206, at *2)xee alsdAffinity Labs 2010 WL

1753206, at *2 (“Finally, the Court addresses whether entering a stay in this case will unduly prejudice and present a
clear tactical [dis]advantage to the non-moving party. .. [The defendant] waited until November, 2009 to file its
request for arinter partesreexamination and, once that request was granted in February, 2010, it waited another
seven weeks to file the instant motion to stay. Overall, these significant delays weigh heavily against granting the
stay.”).



prejudice.”) (internal quotains & citations omitted)Stryker Trauma2008 WL 877848, at *1
(“While any further delay in these proceedings wdoof course be regrettable, Defendant is at
least partially correct in noting that delay is aadispositive issue as it is common to all stayed
cases.”).

ITRI correctly observes, however, that LGEsessfully opposed a reexamination stay in
a different action in this District based on, @adt in part, the defendants’ delay in requesting
reexamination. See LG Elecs. U.S,A2011 WL 487574, at *1 (“Further, the Court considers
Defendants’ delay in filing for a reexaminatiand a stay. Despite this litigation having been
filed in October 2009, Defendants did not requesindgr partesreexamination on the '655
patent until June 25, 2010, and delayed until November 3, 2010, and January 14, 2011, to file
requests for reexamination of the '475, '382 and 'gatents.”). But, unlik that case, ITRI has
not indicated that the partiesrbheare direct competitors orahITRI risks losing goodwill that
would be difficult to measureSee id.(“The parties are direct competitors and this delay would
cause Plaintiffs to lose substial profits as well as goodWin the market. The goodwill lost
during the reexamination proceedings could difficult to measure and thus difficult to
compensate fully with money damages after trial.”).

Nevertheless, the Court acknowledges tihely and tactical maneuvering may be at
issue in this action. tteed, LGE does not seem to dispute thataited twentytwo months to
request reexamination of the '198tgrat. Still, the Court is convaed that a stay as to the 198
patent is warranted given the adages discussed in this Opiniosee Stryker Traum&008
WL 877848, at *2 (“This Court findthat while delay and tacticatlvantage are concerns in this
case, any delay engendered by a stay would by nosnteaso indefinite as to mandate denial of

Defendant’s motion.”)see also Graphon Corp. v. Juniper Networks,,IiNo. 10-1412, 2010

10



WL 3619579, at *3 (N.D. Cal. Sept. 13, 201(cknowledging that defendant sought
reexamination after a transfer and that therties may have “engaged in some tactical
maneuvers,” but finding that, “[o]n k@ce . . . the Court finds that this factor weighs slightly in
favor of staying the case”). For instance, theigsirarguments as to calculating damages for the
198 patent weigh in favor ofa stay because the Court must first determine whether
reexamination changes are substantive—buCinert cannot do so untihe PTO completes its
reexamination proceedings(SeePl. Opp. Br. at 17 (explainingdh to adopt LGE’s method of
calculating damages, “this Caumust make the determination whether the [Reexamination]
change was substantive”)).

Furthermore, the Court is not persuadmtierwise by ITRI's concern over loss of
witnesses and evidence. ITRI asséhiat a stay as to the '198 pat&or six years runs the risk
that critical evidence ahtestimony may be lost, and may resulaitess accurateerdict.” (Pl.
Opp. Br. at 18). But such “risk” seems inherentll reexamination stays. And ITRI does not
highlight any specific reason why suidss is imminent or even likely.

The Court is likewise not persied that LGE'’s transfer toithCourt and subsequent use
of preliminary contentions and claim constion briefing in the reexamination proceedings
warrant denying LGE’s motion. Sge, e.q.Pl. Opp. Br. at 19 8y waiting fivemonths before
requesting a stgyLG[E] acknowledged that thiBistrict is best suitedo resolve th issues in
guestion . . . . By its dilatory strategy in sigka stay, LG[E] leveraged the claim construction
procedures to its potential advantage in teexamination by utilizing materials to which it

would not have acces$md it timely moved for a stay (emphasis added)). As discussed above,

"ITRI seems to rely on AIA requirements and legislativadny/ to advance its prejudice and unfairness arguments.
(SeePl. Opp. Br. at 3-4, 9). Indeed, LGE does not seem to dispute that it could not haveirgengtdartes
reexamination omter partesreview had it waited any longer to file its request. That said, LGE's September 13,
2012 reexamination request was not, as a matter of laimelp or improper—a point that ITRI does not seem to
dispute.

11



LGE raised the issue of a partial stay with IT&d ultimately the Court, in February and March
of 2013—shortlyafter ITRI amended asserted claims frahe '198 patent in January 2013.
Given the timing of ITRI’'s amendment, LGE’s requéor a stay simply does not seem untimely.
Although this permits LGE to use certain materagsived from this litigation in reexamination
proceedings, the Court finds that any prejudicéaotical disadvantage atigant to a stay as to
the '198 patent is insufficient to warragdntinuing litigation asgo this patent.
B. Whether a stay will simplify the issues in question and trial of this action

LGE argues that a stay will simplify issubscause the reexamination will “eliminate,
narrow or clarify key disputed isss.” (Def. Mov. Br. at 9). L& insists that ITRI's amendment
“introduces additional structuréimitations relating to the claimed ‘protruding part,” placing the
meaning of a potentially case-pasitive claim term into limbo.” I4. at 11-12;see also idat 12
(“These new structural limitations relating to tpeotruding part’ have nevebeen raised in this
litigation.”)). LGE asserts that, “by choosingpt to argue the validity of claim 3 [in the
reexamination proceedings], ITRI is foreclosedm arguing to this Court that claim 3, as
originally issued, is valid andapable of being infringed.” Id. at 10). Additionally, LGE
explains that ITRI deleted “axial” from claiB+—a term in a presently “disputed claim phrase’™—
without explanation. I¢. at 12-13). Thus, LGE argues that “fiveal language of claim 3 is now
uncertain, but it will certainly recite additional structural limitations that may raise additional
claim construction, infringemerand/or validity issues.” Id. at 10). Accordingly, LGE avers
that granting a partial stay will permit this Cototconserve resources until the final disposition
of the asserted claims becomes knowd. dt 11). LGE adds that granting a stay will permit the
Court to refer to the entire prosecution histbefore construing disputed claim languaglel. &t

13).

12



In opposition, ITRI argues that a stay will not simplify issues becthseaction will
proceed as to the 150 and '384tgrats. (Pl. Opp. Br. at 10-1(titing Steuberoods, Inc. v.
Shibuya Hoppmann CorpNo. 10-781A, 2011 WL 3608064, ‘at (W.D.N.Y. Aug. 15, 2011) &
APP Pharms., LLC v. Ameridose LLNo. 10-4109, 2011 WL 816622, at *2 (D.N.J. Mar. 8,
2011))). In fact, ITRI explains thatGE is now precluded from seekinigter partes
reexamination omter partesreview of these two patents under the AlAd. @t 10). ITRI also
explains that reexamination is limited to validgyestions raised by prior art patents and printed
publications and, therefore, issues involving 35.0. 88 101 and 112 will necessarily remain in
this action. Id. at 11-12). ITRI similarly avers #t reexamination cenot resolve issues
concerning infringement, inequitable conduahd anticipation or obviousness based on prior
uses. Id. at 12 (citingRobbins v. H.H. Brown Shoe Co., Indo. 08-6885, 2009 WL 2170174,
at *2 (S.D.N.Y. June 30, 2009)). And ITRI explaithat the “PTO apies different validity
standards that [sic] the Court” and argues ti@E explicitly “disclaim[ed] any right to rely
upon its statements in reexantina during this litigation.” Id. at 12-13 (citing LGE’s Reexam.
Request at 37-38 & 47)).

Finally, ITRI argues that its claim cdnsction proposal for “protruding part” is
“consistent” with its reeamination amendmentsid( at 13). ITRI maintains that the Court may
adopt its proposatotwithstanding the amendsttuctural language.ld.). As to the deletion of
“axial,” ITRI asserts that “this deletion compewith LG[E]'s requestd construction.” I¢l. at
14-15).

The Court finds that a stay as to the 198 patan significantly snplify issues in this
action. Generally, reexamination may simplifygittion by the “cancellation, clarification, or

limitation of claims.” Ethicon 849 F.2d at 1428. And, “eventlie reexamination [does] not

13



lead to claim amendment or cancellation, it couilll gtovide valuable analysis to the district
court.” Id. Here, ITRI has already amended certain claimas are asserted in the instant action.
Claim amendment isn’'t merely possible; it isaganteed. Reexamination therefore seem very
likely to assist the Court in resolving validitysiges and, if the claims are ultimately cancelled,
even infringement issuesSee Everett Labs., Inc. River's Edge Pharms., LLLONo. 09-3458,
2009 WL 4508584, at *3 (D.N.J. No24, 2009) (“A stay is particularly justified where the
outcome of the reexamination would be likelyatssist the court in detaining patent validity
and, if the claims wereanceled in the reexamination, woutliminate the need to try the
infringement issue.”) (internal quotations omitted).

If nothing else, partially staygthis action preempts the Codrom having to revisit its
construction of disputed termsofm the 198 patent in view akexamination amendments (at
least some of which have already been madepamneéxamination arguments. At this juncture,
the Court simply does not have the final claimglaage for the '198 patent. Likewise, the Court
simply does not have the entire '198 patent @cason history. Thus, aast as to this patent
very likely preempts the parties athad Court from wasting resources.

To be sure, the Court acknowledg®at issue simplification mayot always result from
a stay as to one of \weral patents-in-suit.See, e.g.APP Pharms.2011 WL 816622, at *2
(denying partial reexamination stay and noting that the “reexamination proceedings will not
resolve this case in its entirety” and that “no matter what the outcome of the reexamination
proceedings, which may not reach a final conclusiwra period of years, the parties will have
to litigate” issues relating to thehatr patent-in-suit). But, unlike th&PP Pharmscase, the
patentee here has already amended asserted @adrthe Court does not yet have “an in-depth

familiarity with the issues” based on, for exampta related civil action recently before the

14



Court.” See id. Similarly, the Court is not convincetat, because the PTO cannot resolve all
the issues concerning thE98 patent, a stay is not warranted. As LGE correctly observes, the
Court must consider whether a stay will simptifie issues, not whether a stay will eliminate the
issues. Here, a stay is likely to do so.

C. Whether discovery is complete and wéther a trial date has been set

LGE contends that discovery is in the Igastages for the following reasons (as of
Defendants’ motion in March 2013he parties served theirdt respective document requests
on September 26, 2012; third padigcovery has not yet begumad neither party has taken nor
noticed any depositions. (Def.dM. Br. at 13-14). LGE adds that this Court has not set a trial
date and that, under the current scheduling orfileet and expert discovery are scheduled to
close months after the date of the Coukarkmanorder.” (d. at 14). ITRI does not seem to
dispute the procedural posture akthction or otherwise address tKisroxfactor in its briefing.

The Court finds that this final factor weighs favor of granting a stay. The Court is
scheduled to hold Markmanhearing later this year and no trial date has been set at this time.
And, pursuant to the Court’'s scheduling ordat, discovery will close approximately seven
months after the Court'$larkman opinion. SeeD.E. No. 161). The Court notes that
reexamination stays have beeramged in other actions in thiBistrict that were in more
advanced stages of litigatiorSee, e.g.ICl Unigema 2009 WL 4034829, at *2 (granting stay
after court had enterddarkmanorder); Stryker Trauma2008 WL 877848, atl, 4 (granting
stay where court had already held a jury trial in the first phase of trifurcated proceedings
“resulting in a verdict for Plaintiff’). Thus, thikird factor weighs in favor of granting a stay as

to the '198 patent.
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V.  ITRI's Sur-Reply®

In its sur-reply, ITRI explains that LGRetitioned the PTO to strike ITRI's “recent
Information Disclosure Statement” immediatélgfore ITRI's opposition to LGE’s motion for a
partial stay was due befthis Court. (D.E. No. 200-1, Phiff’'s Sur-Reply in Support of its
Opposition to Defendants’ Motion t8tay (“Pl. Sur-Reply Br.”) al). Therefore, ITRI argues
that it could not address LGE’s petititm strike in its opposition briefing. Id. at 1-2). ITRI
adds that LGE has failed to mention thisitgen to strike in ay of its briefing. [d. at 2).

As to the relevance of LGE’s petition to strike, ITRI argues that LGE “seeks to exclude
the entirety of LG[E]'s invaliditycontentions and the alleged prart references cited therein”
from the prosecution history of@éh198 patent—yet it argues toighCourt, in its motion for a
partial stay, that the Court musteathe entire prosecution historyid.j. Thus, ITRI insists that
“LG[E] hopes to use re-exam as a one-way flounédrmation that permits LG[E] to obtain and
use information provided by ITRI in this liagjon, but simultaneouslgrecludes the PTO from
considering arguments advancedU&E] in this litigation.” (d.). ITRI also explains that LGE
complained to the PTO about ITRI's one-momtblay for filing an Information Disclosure
Statement as being “unjustly prejudic[ialhut wants the Court to now accept a twenty-two
month delay before LGE first asked the PTOri@xamination of the '198 patent in September
2012. (d. at 3)?

The Court is not persuaded that ITRBsr-reply arguments warrant denying LGE'’s

motion for a partial stay. First, notwithstangi LGE’s petition to stkie, ITRI has already

8 The Court previously granted ITRI leavefile a sur-reply. (D.E. No. 201).

° In addition to these arguments, ITRI also argues HEGE “filed new evidence and made new arguments” in its
reply brief relating to ITRI's preliminary infringemenbmtentions and ITRI's discowemrequests in the instant

action. (Pl. Sur-Reply Br. at 3-4). Since the Court dugtsrely on LGE’s evidence @rguments that ITRI takes

issue with in its sur-reply, however, the Court need not address ITRI's arguments in this regard. To the extent either
party disputes the sufficiency or timeliness of preliminary contentions or discovery requests, that partganay rai
such issues with the Magistrate Judge assigned to this action.
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amended disputed claim language from the '198npated the prosecution history is incomplete.
Accordingly, the Court will conserve resourdag declining to construe claim terms from the
198 patent at this time. Second, even accepting that LGISserts inconsistent positions
regarding prejudicial delay, the Cous convinced that partially staying this action will conserve
the Court’s resources, among othdwantages, as highlightegelvhere in this Opinion.
VI. Conclusion

For the reasons set forth above, the Couaints LGE’s motion rad hereby stays this
action as to the '198 patent in view of perglireexamination proceedings in the PTO. An
appropriate Order accompanies this Opinion.

s/Esther Salas
Esther Salas, U.S.D.J.
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