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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

INDUSTRIAL TECHNOLOGY
RESEARCH INSTITUTE,

Plaintiff, : Civil Action No. 12-949(ES)
V. :- OPINION

LG ELECTRONICS INC. &
LG ELECTRONICS U.S.A., INC,,

Defendants.

SALAS, DISTRICT JUDGE
l. Introduction

Before the Court is the parties’ request for claim construction of certain disputed terms in
this patent infringement action. The Court haltechnology tutorial hearing on September 20,
2013 and a two-daylarkmanhearing on October 1&nd 11, 2013. This Ogon sets forth the
Court’s construction of thdisputed claim terms.
Il. Background

In November 2010, Plaintiff Industrial TecHogy Research Institute (“Plaintiff” or
“ITRI”) brought this patent ifringement action against DefendsiG Electronics Inc. and LG
Electronics U.S.A., Inc. (lectively, “Defendants” or “LGE”) in the Eastern District of Texas.
(D.E. No. 1)! In February 2012, the Eastern Distraft Texas transferred the action to this

Court. (D.E. Nos. 116 & 117).

L ITRI also named LG Corporation as a defendant, baitpdwties later jointly stipulated to LG Corporation’s
dismissal, with prejudice, from this action. (D.E. No. 147).
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ITRI alleges infringement of the followintpree patents: U.S. Patent Nos. 6,324,150 (the
“150 patent”); 7,672,198 (the “’19fatent”); and 7,542,384 (the384 patent”). (D.E. No. 67,
Second Amended Complaint, Count8l). ITRI's infringement dlegations generally relate to
LGE’s optical disc drive devicesncluding products bearing opdicpickup heads, such as the
“BD590 Blue-Ray Disc Playerthe “GP08LU30 Optical Mediauper-Multi Rewriter,” the “LG
Portable Super Multi Drive GP08130,” and other similar productsld( 1 16, 25, 34 (alleging
infringement of the '150, '198, and '384 patents)).

Pursuant to Local Patent Rule 4.5, the parties subnite#tmanbriefing, identifying
several terms from the three patents for@oairt to construe. (D.E. Nos. 170, 178, 183, 184).
Recently, however, this Court granted LGEistion to partially stay this action pendinger
partes reexamination of the '198 patent. .ED No. 229). Having conducted a technology
tutorial and aMarkmanhearing, the Court hereby construes the disputed claim language from
the 150 and '384 patents.

A. The '150 Patent

The 150 patent relates to a certain opticakpp head that “utilizes several laser beams
of different wavelengths for reamy or writing data on differeritinds of opticaldisc.” (150
Patent at 1:6-9). The “primanpjective of the . . nivention is to providan optical pickup head
which utilizes two or three laséeams of different wavelengtlfier reading or writing data on
different kinds of optical recording media through a same optical output pédhét 2:25-29).

According to the invention, a “beam sle®p permits laser beams of different
wavelengths to be “shaped indbosame optical output path fogading and writing data from
optical recording media” and is éh'key” to the '150 patent. Id. at Abstract & 2:30-40;

10/10/13 Tr. at 35:4-22).



The embodiment depicted in Figure 6 of th&0 patent is illustrative and is reproduced

herein with certain aoponents identified:
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FIG. 6

As evident from the partieMarkmanbriefing and oral argunmt, Claim 9 of the '150

patent is the only claim-at-ise and appears as follows:



9. An optical pickup head using Hiple laser sources of different
wavelengths for reading/writingata on optical recording media
of varying densities, comprising:

a first laser beam generator aradsecond laser beam generator,
for generating a first laser lzen and a second laser beam of
different wavelengths, respectively;

a beam shaper, allocated in optical paths of said first and second
laser beams, and formed with @urality of planes locating in
different angles, comprising:

an incident laser plane for refring said second laser beam, to
generate a refracted second laser beam;

a first beam-composing interfader composing said refracted
second laser beam with said fitaser beam int@n optical output
path;

a second beam-composing interface for composing said first and
second laser beams,

after they are being composday said first beam-composing
interface, with a third laser beaimto said optical output path;

an objective lens for focusing laskeams in said optical output
path onto said optical recordingiedia as an reading/writing spot;
and

a photo detector for transformingreflective laser beam returning
from said optical recording medliinto corresponding signals and
accomplishing data retrieval;

wherein said third laser beam & incident laser beam generated
by a third laser beam generatarfracted to said second beam-
composing interface and composetbisame optical output path.



B. The '384 Patent

The '384 patent “relates to an objectivendeactuator for controlling and driving an
optical pickup head” wherein “the primary objecttbé . . . invention is to provide an objective
lens actuator to control the focusing directioacking direction and tilt dection of the pickup
head.” (1:13-14, 1:47-50). To achieve this ohj#oe objective lens actuator uses a variety of
components, including “a ferromagnetic yoke,djective lens holder, tracking coils, focusing
coils, a magnetic element set, a suspension wir@ siemper holder and a printed circuit board.”
(Id. at 1:51-55).

The embodiment depicted in Figure 1 of tB84 patent is illustrative and is reproduced

herein with certairomponents identified:
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As evident from the partieMarkmanbriefing and oral argunmt, Claims 12 and 18 of
the '384 patent are the only clairatissue. Claim 12 is illustiige and appears as follows (with
textual modifications identified pursuant to a Certificate of Correction):

12. An objective lens aator, comprising:

a ferromagnetic yoke atuding two inner yokes;

an objective lens holder movablocated on the ferromagnetic
yoke corresponding to the innerkgs for holding an objective

lens;

two tracking coils and two focusing coils which are respectively
located on two opposite sides thie objective lens holder and



located on the other two opposite sd# the objective lens holder
and surrounded with the two inner yokes;

a magnetic element set locdteon the ferromagnetic yoke
corresponding to the tracking it® and the focusing coils to
generate a magnetic field perpendauto the optical axis of the
objective lens;

a suspension wire set connecting to the objective lens holder, the
tracking coils, and the focusing coils to hang the objective lens
holder and channel current to theacking coils and the focusing
coils;

a damper holder located on therremagnetic yoke to allow the
suspension wire set to pass through; and

a printed circuit board loceed on the damper holder and
surrounded with the suspension wget to provide the current to
the tracking coils and the focusingilsoto drive theobjective lens
holder,

wherein the magnetic element setludes a first magnetic element
unit and a second magnetic element unit, the first magnetic
element unit having a magnetiaufl direction paallel with a
normal direction ofthe an area which the tracking coils surround,
the second magnetic element uirresponding to the focusing
coils and having a magtie flux direction pependicular to the
first magnetic element unit, and

wherein the first magnetic elemantit includes a first portion and

a second portion, the first pmon having two opposing first
magnetic elements, the secondtjwor having two opposing second
magnetic elements, the magnetic ttiivection of tte first magnetic
elements from the N pole to the S pole being coincided with the
direction from the ferromagnetic yoke to the objective lens holder,
the magnetic flux direction of éhsecond magnetielements from

the N pole to the S pole being coincided with the direction from the
ferromagnetic yoke tahe objective lens holder, the second
magnetic element unit ¢fuding two third magnetic elements that
have a magnetic flux direction from Tthe ferromagnetic yoke to the
objective lens holder.



lll.  Legal Standard

“It is a bedrock principle of gant law that the claims of @atent define the invention to
which the patentee is entitlehe right to exclude.’Phillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (internal quotations omitted). v the parties present a fundamental dispute
regarding the scope of a claim termisithe court’s duty to resolve it.O2 Micro Int’l Ltd. v.
Beyond Innovation Tech. C&21 F.3d 1351, 1362 (Fed. Cir. 2008).

“[Tlhe words of a claim are generallyvgin their ordinary and customary meaning”
which is “the meaning that the term would have fgerson of ordinary skill in the art in question
at the time of th invention.” Phillips, 415 F.3d at 1312-13 (internal quotations omitted). “In
some cases, the ordinary meaning of claim laggws understood by a pemsof skill in the art
may be readily apparent even to lay judges, @danin construction in such cases involves little
more than the application of the widely apted meaning of commonly understood wordsl”
at 1314.

But, to determine the ordinary and cuséwgn meaning of claim language that has a

“particular meaning in a field of art,” the court looks to “those sources available to the public
that show what a person of skill in the adud have understood [thd]sputed claim language

to mean.” Id. at 1314 (quotingnnova/Pure Water, Inc. v. Safari Water Filtration Sys.,,I6881

F.3d 1111, 1116 (Fed. Cir. 2004)). Thus, tlairt must “look to the claim language, the
specification, the prosecution histoand any relevant extrinsic evidenceMeyer Intellectual
Props. Ltd. v. Bodum, Inc690 F.3d 1354, 1368 (Fed. Cir. 2018¢e alsoVitronics Corp. v.
Conceptronic, In¢.90 F.3d 1576, 1582 (Fed. Cir. 1996) (determining the proper construction

of a claim, the court has numerous sourced thmay properly utilize for guidance. These



sources . . . include both intrinsic evidenegy( the patent specification and file history) and
extrinsic evidenceg(g, expert testimony).”).

With respect to intrinsic evahce, “the claims themselvpsovide substantial guidance as
to the meaning of particular claim termsPhillips, 415 F.3d at 1314. leed, “the context in
which a term is used in the asserted claim can be highly instructlde.”Similarly, “[o]ther
claims of the patent in question, both asseaed unasserted, can also \mduable sources of
enlightenment as to theganing of a claim term.’ld.

Importantly, the specification *is alwayhkighly relevant to the claim construction
analysis™ and “is the sin@ best guide to the meaning of a disputed terra."at 1315 (quoting
Vitronics 90 F.3d at 1582). “[T]he specification mayeal a special definition given to a claim
term by the patentee” or “may reveal an intenti@hsclaimer, or disavowal, of claim scope by
the inventor.” Phillips, 415 F.3d at 1316. Indeed, “the sfieation necessarily informs the
proper construction of the claims” and it is tiegely appropriate for a court, when conducting
claim construction, to reljreavily on the writterdescription for guidancas to the meaning of
the claims.”Id. at 1316-17.

Notably, however, the court may “not redichitations from the specification into
claims.” Thorner v. Sony Computer Entm’'t Am. LL&59 F.3d 1362, 1366 (Fed. Cir. 2012).
Specifically, the Federal Circuit has “repeatedigrned against confining the claims to . . .
embodiments” described in the specificatiéthillips, 415 F.3d at 1323.

The court must also consider the pateptssecution history—‘theomplete record of
the proceedings before the PTO . . . includ[ing] phior art cited during the examination of the
patent.” Id. at 1317. Although the prosecution bist “often lacks the clarity of the

specification and thus is less useful for claim construction purposesayi itevertheless “inform



the meaning of the claim language by demonsigatiow the inventor und&tood the invention
and whether the inventor limdethe invention in the cours# prosecution, making the claim
scope narrower thanwould otherwise be.’ld.

In sum, “[c]laim terms are given theirdnary and customary meaning—the meaning
that they would have to a person of ordinaryll sk the art in lightof the specification and
prosecution history at éhtime of the invention.”"Woods v. DeAngelo Marine Exhaust, Jig92
F.3d 1272, 1283 (Fed. Cir. 2012). And, “[c]laterms are properly construed to include
limitations not otherwise inherent in the term onlgen a patentee sets out a definition and acts
as his own lexicographer, or when the patedisavows the full scope of a claim term either in
the specification or ding prosecution.”ld. (internal quotations omitted).

Finally, the court may also rely on extringvidence—“which ‘consists of all evidence
external to the patent and prosecution histancluding expert and inventor testimony,
dictionaries, and learned treatisesPhillips, 415 F.3d at 1317 (quotingarkman v. Westview
Instruments, In¢.52 F.3d 967, 980 (Fed. Cir. 1995)). Baktrinsic evidence “is unlikely to
result in a reliable interpretation of patent claim scope unless considered in the context of the

intrinsic evidence.”Phillips, 415 F.3d at 1319.

10



V.

Construction of Disputed Claim Terms

A. Disputed Claim Terms in the '150 Patent

1. The three “optical output path” terms?

Terms

ITRI's Proposals

LGE’s Proposals

Court’'s
Constructions

“an optical output
path”

one or more pathg
into which laser
beams travel after
being shaped

a path intowhich
a laser beam
exiting the beam
shaper travels

or

a path into which
a laser beam
coming out othe
beam shaper
travels

a path intowhich
a laser beam
travels after being
shaped

“said optical
output path”

the previously
recited one or
more optical
output paths

the previously
recited “optical
output path”

the previously
recited “optical
output path”

“same optical
output path”

the same one or
more optical
output paths as
the previously
recited one or
more optical
output paths

the previously
recited “optical
output path”

the previously
recited “optical
output path”

ITRI argues that the “simple word ‘pathas a widely understood meaning as a
demarcated route for travel” and that “the term ‘optical output path’ refers to the specific route
travelled by the laser beams leaving the bshaper.” (D.E. M. 170, ITRI's Openindg/arkman
Brief (“ITRI Open. Br.”) at 6-7) ITRI contends that, in viewf the specification, the term

“path” incorporates the ‘@ncept of direction.” Ifl. at 7 n.24). ITRI explains that LGE’s

2 The parties’ proposed constructions were modified aMéwdgkmanhearing and are reproduced herein pursuant to
their post-hearing joint submission. (D.E. No. 244-1 at 1; D.E. No. 244-2 at 1-2283).n.

11



proposal contemplates a “singuldelimited path"—but that “a” or “an” means one or more
paths. (10/10/13 Tr. at 31:9, 43:10-12, 58:9-18nd ITRI argues that, although the figures
seem to depict a single optical output pathhlibe Code of Federal Belations and the Manual
of Patent Examining Procedugpgovide that such figures amnly simplistic depictions of
embodiments and are not drawn to scald. gt 12:10-13:5, 62:3-17).

ITRI also argues that LGE improperly impoia limitation from disclosed embodiments
by proposing “exiting” or “coming out of.” 14. at 56:18-58:8). Indeed, ITRI contends that
Figure 6 shows that part tfe output path is inde the beam shaperSde idat 107:19-110:15).
Finally, as to the “said” and “same” termsRTargues that LGE’s pposals imply that beams
must travel in an “identical and/or ovaplping path’—but that th 150 patent does not
contemplate any such identityr overlapping and, furthermore¢hat such travel would be
impossible because the invention involves beams with different wavelengths. (D.E. No. 184,
ITRI's ResponsiveMarkman Brief (“ITRI Resp. Br.”), at8; 10/10/13 Tr. at 31:9-16, 33:6-
34:13).

LGE argues, however, that the 150 patemtigin goal “is to combine laser beams of
different wavelengths into a single or commaoumtput path . . . as the beams exit the beam
shaper.” (D.E. No. 178, LGE’s Consolidated OperarkmanBrief (‘LGE Open. Br.”) at 5).
LGE contends that “output” reflects the beams’ exit from the beam shaper because the beams
must travel from inside the shaper to a distd. &t 6). LGE maintains that ITRI's proposal
ignores the word “output” and that ITRI hadtialy agreed with théexiting” portion of LGE’s
proposal in ITRI's opening brief.ld. at 8; 10/10/13 Tr. at 53:17-54:10, 55:20-56:2). Finally, as
for the “said” and “same” terms, LGE argues thatordinary artisan euld understand this to

mean an identical “optical output path,” buggeasts that adopting ifgroposal does not mean

12



that “a stray electron or a stray proton”“arsilly millimeter” difference would preclude such
identity. (LGE Open. Br. &; 10/10/13 Tr. at 51:3-20).

“As a general rule, the words ‘a’ or ‘an’ mpatent claim carry the meaning of ‘one or
more.” TiVo, Inc. v. EchoStar Commc’ns Cqrpl6 F.3d 1290, 1303 (Fe@ir. 2008). “That
‘@’ or ‘an’ can mean ‘one or more’ is bedescribed as a rule, rather than merely as a
presumption or even a conventiorBaldwin Graphic Sys., Inc. v. Siebert, Ing812 F.3d 1338,
1342 (Fed. Cir. 2008).

But “a” or “an” does no@lwaysmean “one or more.”Harari v. Lee 656 F.3d 1331,
1341 (Fed. Cir. 2011). Indeed, “[w]hen the cldenguage and specification indicate that ‘a’
means one and only one, it is ammiate to construe &s such even in the context of an open-
ended ‘comprising’ claim.” Id.; see alsoBaldwin Graphic Sys.512 F.3d at 1342-43 (“An
exception to the general rule that ‘a’ or ‘an’anse more than one only arises where the language
of the claims themselves, the specification,tlog prosecution historgecessitate a departure
from the rule.”).

Here, the claims and written description shawlear intent to limit “an optical output
path” to asingle optical output path. The atract of the '150 patemrovides that “laser beams
in different wavelengths can be shaped intame optical output path for reading and writing
data from optical recording media.” Under therfsnary of the invention,the patent provides
that the “primary objective of &. . . invention is to proved an optical pickup head which
utilizes two or three laser beams of different wergths for reading or writing data on different
kinds of optical recording media through a same optical output p&th50 Patent at 2:25-29).
Also in this summary, the patent provides that “several laser beatiféeoént wavelengths are

incident to a beam shaper from different plaimeévidually, then reflecte or refracted via some

13



optical interfaces and composed into an oufmath, therefore, no complicated components or
complicated optical paths are neededd. &t 2:44-49)

Consistent with the “summary of the inviem,” the “detailed description of preferred
embodiments” provides that the “beam shap@rwill be installed inthe optical path of a
multiple laser source pickup head for compossegeral laser beams of different wavelengths
into a single optical output pathdP. . . .” (d. at 3:35-38).

Accordingly, the Court finds that patentteachings necessitate departure from the
general rule that “an” means “one or moreSee TiVp 516 F.3d at 1303 (“[T]he question
whether ‘a’ or ‘an’ is treated asngular or plural depends heaviy the context of its use. The
general rule does not apply when the context lgleardences that the usage is limited to the
singular.”) (intern&citation omitted) see alsdhillips, 415 F.3d at 1317, 1323 (explaining that it
is “entirely appropriate for a court, when contitog claim construction, to rely heavily on the
written description for guidance as to the magrof the claims” and recognizing that, in certain
situations, “it will become clear [that] thpatentee . . . intends for the claims and the
embodiments in the specificationlte strictly coextensive”). Aus, the Court adopts the “a path
into which a laser beam travelportion of LGE’s proposal.

But the Court is not persuaded that theeimsic evidence mandates including the latter
portion of LGE’s proposal—i.e., “exiting the beam shaper” or “coming otlh@beam shaper.”
“Claim terms are properly construed to includritations not otherwisénherent in the term

only when a patentee sets out a definition and acts as his own lexicographer, or when the

3 In support of its proposal, ITRI points to the followilagguage in the “summary of the invention”: “According to
the present inventior beam shaper locat@d optical outpupathsof multiple laser beams is used.” (10/10/13 Tr.
at 60:18-61:1 (citing '150 Patent at 2:30-31 (emphasis added))). The Court is not convinced, ,hinattieis
supersedes the patent’s consistent emphasis on a single path (as detailed above).

14



patentee disavows the full scope of a claimmteeither in the specification or during
prosecution.”Woods 692 F.3d at 1283 (interhquotations omitted).

LGE stresses that its “exiting” or “cong out” proposal gives meaning to the word
“output” in the disputed language. But the speatfon doesn’t seem to provide lexicography or
disavowal such that the “optical output path” mean$y the pathexiting the beam shaper.
Indeed, LGE’s argument for incorporating theiterg” or “coming out” limitation seems to be
based primarily on disclosed embodimentSegq|, e.g.10/10/13 Tr. at 54:11-20). This, however,
is insufficient. See Thorner669 F.3d at 1365-66 (“It is not enough for a patentee to simply
disclose a single embodiment or use a word ensdime manner in all @odiments, the patentee
must clearly express an intent to redefine thete . . Mere criticism of a particular embodiment
encompassed in the plain meaning of a claim termot sufficient to rise to the level of clear
disavowal. . . . It is likewise not enough thag tnly embodiments, or all of the embodiments,
contain a particular limitation)(internal quotations omitted).

Indeed, Claim 9 seems to permit a portion of the optical output pathiibhae the beam
shaper because thiest beam-composing interface composes the refracted second laser beam
with the first laser beam rito an optical output path™beforethe beams are composed by the
seconcbeam-composing interfaceSd€e’'150 Patent at 9:3-11).

Furthermore, according to Figure 6, a third laser beam is “refracted by the second beam-
composing interface” and “then comes out along the same output paths(Ehat of the first

laser beam (Beam 1) and the second laser beam (Beam)t 7:3-8). Importantly, in Figure

4 Although ITRI initially stated that “the term ‘optical outpueth’ refers to the specific route travelled by the laser
beamsleaving the beam shapeér(ITRI Open. Br. at 6-7 (emphasis added)), ITRI unequivocally argued at the
Markman hearing that the “output” portion of the disputed claim language refers to “post shaping” and “[n]ot
exiting.” (10/10/13 Tr. at 56:12-21).

15



6 itself, it appears as if the third laser beam ‘t@me[] out along the same output path” as that
of the first and second laser beantsle still insidethe beam shaper.

To be sure, even if the claim language apdcification are ambiguous as to whether the
optical output path begins aftére beam shaper, any such amhigaannot be enough to narrow
claim scope. Thus, the Court finds that ITRI's proposies not ignore the “output” term, but
instead prescribes a differeneaning: after being shaped.

Finally, the Court adopts “previously recitetr both “said” and “same,” rejecting the

portion of ITRI's proposal concerning “one or more” for the reasons discussed above.

2. “an objective lens for focusing laser beams”

ITRI's Proposal® LGE’s Proposal Court’s Construction
one or more objective lens an objective lens for one or more objective
for focusing the first, focusing the first, second lenses for focusing the
second and third laser and third laser beams first, second and third
beam laser beams

ITRI avers that, since LGE’s accused dewes two optical lenses, LGE seeks to limit
the claim scope to a single objective lens. (I'Thden. Br. at 15). ITRI contends that LGE
improperly requires that three beams must passigin a single objective lens. (ITRI Resp. Br.
at 10;see alsol0/10/13 Tr. at 67:8-11 (“The claim itfedays an objective lens. Doesn’t say
anything about focusing the first or second ordttiaser beams all through 1.”)). ITRI argues
that “a” or “an” means “one or more” and “liimg the claimed invention to a singular objective

lens as proposed by LG[E]” is improper. (ITQpen. Br. at 15). Thus, at oral argument, ITRI

5 The Court is not persuaded otherwise by LGE’s extrinsic evidence for construction of this claimSeem.
Thorner, 669 F.3d at 136¢‘The patentee is free to choose a broad term and expect to obtain the full scope of its
plain and ordinary meaning unless the patentee explicitly redefines the term or disavows its full scope.”).

6 ITRI's proposed construction was modified at #arkmanhearing and is reproduced herein pursuant to the
parties’ post-hearing joint submission. (D.E. No. 244-1 at 1).
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explained that the term means: “one or moreadbje lens[es] for focusing the first, second and
third laser beam[s].” 10/10/13 Tr. at 70:6-9).

LGE argues, however, that the general rude thn” means “one or more” does not apply
here because the context cleahows that the usage is limitealthe singular. (LGE Open. Br.
at 13). LGE argues that, giveretlelaim language, “the recited ebjive lens must be able to

focus_multiple laser beams in_a single path and tm disc as a single spot.” (D.E. No. 183,

LGE’s ResponsiveMarkman Brief (“LGE Resp. Br.”) at 17 (emphasis in original)). LGE
explains that its proposal doest exclude a device from having multiple objective lenses—but
requires that “there bat least oneobjective lens that focusedl three of the recited laser
beams.” (LGE Open. Br. at 13 (emphasis imgionl)). LGE argues that its proposal is
consistent with the disclosed embodimenttd. &t 14). LGE also argues that using multiple
objective lenses was well-known iretprior art. (LGE Resp. Bat 17-18).

The Court finds that thgeneral rule that “an” means one or more applies h&ee
Baldwin Graphic Sys.512 F.3d at 1342. ITRI's proposal comports with the following claim
limitation: “an objective lens for focusing laser beams in said optical output path onto said
optical recording media as an reading/writimpts’ ('150 Patent at 9:12-14). LGE interprets
this language as requiring that at least one objective lens focus all three laser beams. But the
claim requires that at least one objective lermsi$es multiple laser beams, not necessarily three
laser beams. Indeed, the claim does$ say “an objective lens for focusirthe threelaser
beams.” LGE itself concedes this: “the tediobjective lens must be able to fooudltiple laser
beams in a single path and onte ttisc as a single spot.” @E Resp. Br. at 17 (emphasis

added) (underlining from original omitted)).And, although LGE points to the disclosed
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embodiments and figures, this does not reflealear intent to narne the disputed claim
language.See Thorner669 F.3d at 1365-6@aldwin Graphic Sys512 F.3d at 1342-43.

To be sure, the written description explaihat using two objecte lenses “greatly
increase|s] the weight of the pickup head andptinee of the product.” {50 Patent at 1:42-46).
But the written description does so in the coht&Xxcriticizing various designs, not just those
involving two objective lenses.Id, at 1:26-2:22). For instance, use of liquid crystal display
(LCD) shutter is also criticized. Id; at 1:54-60). After all[a]n invention may possess a
number of advantages or purpgsasd there is no requirement tleatery claim directed to that
invention be limited to encompass all of thenE-Pass Techs., Inc. v. 3Com Corp43 F.3d
1364, 1370 (Fed. Cir. 2003). In sum, the pathy#s not mandate that there be at least one
objective lens that focuses all three laser beams. Accordingly;dabrt adopts ITRI’'s proposal,
making only minor grammatical modificatiohs.

3. The three “laser beam generator” terms

Court’'s
Constructions
plain & ordinary
meaning to a
person skilled in
the art

Terms ITRI's Proposals | LGE’s Proposals

these terms refer
to “three separate
laser beam
sources that each
create a laser
beam”

“first laser beam
generator,”
“second laser
beam generator,”
and “third laser
beam generator”

plain & ordinary
meaning to a
person skilled in
the art

a first laser beam
source for

“a first laser beam
generator and a

plain & ordinary
meaning to a

plain & ordinary
meaning to a

second laser beamperson skilled in

generator, for
generating a first
laser beam and a

the art

creating a first
laser beam and a

second laser beam

source separate

person skilled in
the art

"ITRI proposal is as follows: “one or more objective [rfocusing the first, second and third laser beam.” (D.E.
No. 244-1 at 1). But the Court slightly modifiesstbroposal as follows: “one or more objective &gfer focusing
the first, second and third laser bedhiThese grammatical modifications dot, however, alter the claim scope of
the disputed language as construed by the Court.
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second laser beam from the first laser

of different beam source for
wavelengths, creating a second
respectively” laser beam, where

the first and
second laser
beams have
different
wavelengths

“multiple laser plain & ordinary | two or more laser| plain & ordinary
sources of meaning to a sources, each meaning to a
different person skilled in | laser source person skilled in
wavelengths” the art generating a laser the art

beam having a

wavelength

different from that
generated by the
other laser
source(s)

ITRI argues that the '150 patent does metuire separate generators, just multiple
generators. (ITRI Open. Br. at 14)TRI asserts that nothing in the intrinsic evidence shows the
inventor’s clear intent to limithe invention as LGE proposesld.]. At oral argument, ITRI
further explained that the three laser beam ggaes are laser diodes and that diodes can share
circuitry and other elements(10/11/13 Tr. at 5:8-1%). In short, ITRI argues that the patent
requires different generators, noécessarily physically separagenerators. (10/11/13 Tr. at
5:1-3;see also/:7-12 (“Each wavelength will have its avgenerator. So it is almost axiomatic
that if you have three laseredédms, you will have three gentms. They don’'t have to be
physically separated because the fact that tisetleree laser beams means there must be three

generators.”)).

8 Although ITRI argues that the generators are diodessthaie circuitry, ITRI prodes no intrinsic or extrinsic
evidence supporting this statement. (10/10/13 Tr. at 86:3-18).
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LGE argues that an ordinary artisan wbuinderstand “first,” “econd,” and “third”
generators to mean three separate generatafSE Open. Br. at 15-1¢citing '150 Patent at
1:6-35 & D.E. No. 173 (“Milster Decl.”)] 69); LGE Resp. Br. at 125). LGE further argues
that “the key to this beam shaper. is to have [the beams]roe from different directions” and
that this is “fundamental” to theatent. (10/10/13 Tr. at 83:8-1e alsdl0/11/13 Tr. at 11:23-
12:1 (“So clearly the whole invention is abdutw you take three lasers coming from three
different directions and use twoigms to get them intone location, into ongath.”)). LGE also
explains that, during prosecomi, the inventor added the *“third laser beam” limitation to
overcome prior art showing two laser begemerators. (LGE Resp. Br. at 15).

The Court adopts the plain and ordinary miegof each of these terms and declines to
adopt LGE’s proposals. “Claim terms are propedystrued to include limitations not otherwise
inherent in the term only when a patentee sets aléfinition and acts as his own lexicographer,
or when the patentee disavows the full scope@éian term either in the specification or during
prosecution.”Woods 692 F.3d at 1283 (internal quotationsitded). To redefine a term, “[i]t is
not enough for a patentee to simply disclose a single embodiment or use a word in the same
manner in all embodiments.Thorner, 669 F.3d at 1365. Similarly, falisavowal, “[i]t is . . .
not enough that the only embodiments, or @fll the embodiments, contain a particular
limitation.” 1d. at 1366.

As evident from the parties’ briefing and oral argument, the issue here is whether the
threedifferentlaser beam generators are necessadparate (See, e.g.LGE Open. Br. at 15;
ITRI Resp. Br. at 16). As such, LGE does not explain wha¢parate” means. Indeed, separate

could be interpreted to mean contplg independent adisconnected.

% To that extent, the Court does not find the scope ofitiiphel laser sources of diffené wavelengths” disputed.
Indeed, ITRI states that “LG[E] argues [C]laim 9 regsiithe three laser beam generators have three different
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But the claim language “first,” “second,” afithird” does not necessarily implicate any
such physical disconnection or independerfsee Home Diagnostics, Inc. v. LifeScan,,|881
F.3d 1352, 1358 (Fed. Cir. 2004) (“#dént a clear disawal or contrary definition in the
specification or the prosecution history, the paent entitled to the full scope of its claim
language.”);see alsoElectro Sci. Indus., Inc. v. Dynamic Details, In807 F.3d 1343, 1348
(Fed. Cir. 2002) (“The preambleftees ‘circuit boardsas ‘at least firstrad second substantially
identical circuit boards each having at leastrat fconductor layer, a dielectric layer, and a
second conductor layer.’ . . . This preamble dedin narrows the meaning of ‘circuit boards’ to
at least two substantially iderdicboards. Nonetheless it does state or suggest that those
circuit boards must be separated.”). Andhalgh the figures seengly depict physically
separate generatorsathare disconnected, that is nemough to limit claim language See
Thorner, 669 F.3d at 1365-66.

To be sure, LGE contends that the “thvbole invention is lbout how you take three
lasers coming from three differedirections and use two prisms get them into one . . . path”
and, that without LGE’s proposed separation, both the incident plane and the first beam-
composing interface “would be removed from the claim” and “you would have rewritten the
claim.” (10/11/13 Trat 11:23-12:12).

LGE’s proposal, however, risks improperlyctxding from claim scope those designs
where generators may be connected in some &agn if positioned in different locations. The

Court accordingly refuses to adopt LGE’s proposasause the patenteeestitled to the full

wavelengths of light. ITRI agrees with this statembant, objects to the additional unsupported limitation injected

into the claim by the word ‘separate.(ITRI Resp. Br. at 16). Thus, the Court adopts the plain and ordinary
meaning of this termSee Warner Chilcott Co., LLC v. Mylan InNos. 11-6844 & 11-7228, 2013 WL 3336872, at

*3 (D.N.J. July 2, 2013) (“[D]espite a careful reading of the parties’ submissions as well as questioning counsel at
oral argument, it is still unclear to the Court exactly wthat actual dispute is between the parties regarding th[e]
claim term. . . . As such, the Court deek to adopt any of the parties’ prgpd constructions at this time, and the
term’s plain and ordinary meaning shall govern.”).
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scope of the claim language absent lexicographylisavowal indicatinghat the generators
must, in fact, be separateSee Thorner669 F.3d at 1365-6Gee alsoKara Tech. Inc. v.
Stamps.com Inc.582 F.3d 1341, 1348 (Fed. Cir. 2009) (“The claims, not specification
embodiments, define the scope of patent proteclibe. patentee is entitled the full scope of

his claims, and we will not limit him to his peefed embodiment or import a limitation from the

specification into the claims.”).

4, The three “beam-composing” terms
Terms ITRI's Proposals | LGE’s Court’s
Proposalg® Constructions
“beam-composing| a plane of the a plane of the a plane of the
interface” beam shaper that| beam shaper that| beam shaper that
directs laser directs laser directs laser
beams beams into a beams into a
common optical | common optical
path path
“for composing plain and [no construction | plain and ordinary
said refracted ordinary meaning | needed] meaning

second laser beam
with said first
laser beam into ar
optical output

path”

“composing said | plain and [no construction | plain and ordinary
first and second | ordinary meaning | needed] meaning

laser beams, . . .,

with a third laser
beam into said
optical output
path”

ITRI opposes incorporating the “into a commoptical path” limitation based on its

previous arguments relating tcethoptical output path” term. (Rl Open. Br. at 11 n.33 (“Note

10| GE’s proposed constructions were modified atNtegkmanhearing and are reproduced herein pursuant to the
parties’ post-hearing joint submission. (D.E. No. 244-2 at 3-4).
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also that LG[E] attempts again here to incorporate its added limitations ‘common’ and
‘previously recited’ optial output paths to avoid an infringent read. For the reasons discussed
above regarding construction of ‘aq&l output path,’” ITRI disages with reading in this added
limitation to the claims.”)). Additionally, ITRexplains that “[C]laim 9 provides more than
adequate guidance regarding the resulting coursbeofaser beams.” (ITRI Resp. Br. at 11).
Indeed, at oral argument, ITRI argued that “posing” just means “directing.” (10/10/13 Tr. at
110:16-111:14).

LGE argues that ITRI's propakignores the claim languaged the objective of the '150
patent, which is to consolidate multiple laser beams into a single output path. (LGE Open. Br. at
17). LGE asserts that the patent specifiesttitmbeam-composing interfaces compose different
beams into the same output pathd. (citing '150 Patent at 4:13-21)). Indeed, LGE insists that
“composing” means bringing together beams thi® same optical path. (10/10/13 Tr. at 95:12-
96:5). As for the disputed term “optical outgath,” LGE cites the aim language and various
portions of the specification purpedly showing that a beam-composing interface is a plane of
the beam shaper that directs labeams into a common output pathld. (@t 112:21-113:14,
114:7-116:25).

The Court adopts LGE’s proposal for “beaomposing interface” and the parties agree
that no construction is necessary for the otfa terms. The “summary of the invention”
explains that thedeam shapeis composed of two prisniis which several laser beamterfaces
are formed.” (150 Patent at 2:30-33 (emphasidea)). It further provides that “[e]ach laser
beam interface is furnished with a specific tomg for reflecting laser beam[s] of a specific
wavelength and transmitting and refractingeiabeams of other wavelengthsld. (at 2:33-36).

It explains that “several laser beams of diffeneavelengths are incident to a beam shaper from
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different planes individually, then refited or refracted via some opticaiterfaces and
composed into an output pattherefore, no complicated cponents or complicated optical
paths are needed.ld( at 2:44-49 (emphasis added)).

Consistent with these teachings, the desionpof the preferred embodiments explains
that the beam-composing interfaces direct laser beams into a common opticaldpattihé:%-21
(“The first laser beam (Beam 1), the second lasam (Beam 2) and the third laser beam (Beam
3) are . .. composed by the first beam-composing intetf@2and the second beam-composing
interface103 into the optical output pathoP . . . To accomplish the composition of different
laser beams to the same output path P. the angles and the materials of the first p@6mand
the second prisnBO have to be carefully designed, smat the laser l@ms of different
wavelengths coming to the incident plai, reflected or refracteby the first beam-composing
interfacel02 and the second beam-composing interfH@® can all be lead [sic] into the same
optical output path &”)).

Given these teachings and disclosure®119 proposal for “beam-composing interface”
seems divorced from the specificatioBeeSkinMedica, Inc. v. Histogen In¢’27 F.3d 1187,
1196 (Fed. Cir. 2013) (“Disclaiming the ordinangeaning of a claim term—and thus, in effect,
redefining it—can be affectedhrough repeated and definitive remarks in the written
description.”) (internal quotations omittedraxair, Inc. v. ATMI, Ing.543 F.3d 1306, 1324
(Fed. Cir. 2008) (“The claims of the patent mustded in light of thespecification’s consistent
emphasis on [the] fundamenfahture of the invention.”Alloc, Inc. v. Int’l Trade Comm’i342
F.3d 1361, 1370 (Fed. Cir. 2003) (“[Wgte the specification makesal at various points that

the claimed invention is narrower than the cléamguage might imply, it is entirely permissible
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and proper to limit the claims.”). Thus, tG®urt adopts LGE’s proposal for “beam-composing

interface.”
5. “incident laser plane”!*
ITRI's Proposal LGE’s Proposal Court’s Construction
a plane that directs a laser a plane [of the beam a plane [of the beam
beam that strikes it shaper] that a laser beam shaper] that a laser
strikes beam strikes

ITRI contends that its propakfor “incident laser plane%ays what the plane does,
whereas LGE’s does not. (10/10/13 Tr. at 126:11-16). ITRI athae# is “much more useful
to the jury” to explain “what is happening’—uwdh is that the plane directs the beand. &t
126:17-21).

LGE argues that the “incident laser plane’dlaim 9 is a plane of the beam shaper that
refracts the second laser beam thimtkes it. (LGE Open. Br. &8). LGE explains that its
proposal defines what the “incident laser planei@sause the “claim itself says what it does.”
(10/10/13 Tr. at 127:10-15).

The Court adopts LGE’s proposal. Claim 9 reite relevant payt‘an incident laser
plane for refracting said second laser beam, torgéma refracted second laser beam.” ITRI's
proposal effectively substitutes “refraginwith directing (i.e, “a plane thatirectsa laser beam
that strikes it”). But ITRI ppvides the Court with no evidence rewrite the claim and replace
refracting with directing. Indeed, the claimn¢mage itself supports LE>s proposal and ITRI’s
only challenge to LGE’s proposal is that LGEroposal is less usgfto the jury. $eel0/10/13
Tr. at 126:17-21 (“What we think is much more wsed the jury is thatvhat is happening is a

plane that directs the beam. That is helpfulydti just say it strikes itthe jury goes, what

1 The parties initially disputed the scope of “an incident laser beam,” but later agreed that this term means “a laser
beam that strikes a plane of the beam shad@r.E. No. 244-1 at 1; D.E. No. 244-2 at 4).
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happens to it? Well, what happens to it, directed.”)). Thus, the Court adopts LGE’s proposal

for this term because the intrinsic evidence does not compel substituting directing for

“refracting.”
6. The two “refraction” terms 12
Terms ITRI's Proposals | LGE’s Proposals | Court’s
Constructions
“refracting” changing the changing the changing the
direction of a direction of [a direction of a
laser beam at the | laser beam] when| laser beam at the
boundary or it passes from one boundary or
interface of a medium to interface of a
medium another medium | medium as the
beam passes fromj
one medium to
another medium
“refracted” plain & ordinary | having the the direction of a

meaning to a
person
skilled in the art

direction changed
when passing
from one medium
to another
medium

laser beam having
changed at the
boundary or
interface of a
medium as the
beam passed from
one medium to
another medium

ITRI “agree[s] that refraction includes changidirection or changing path.” (10/10/13
Tr. at 131:25-132:1). ITRI disputes, howevegtthefraction only occurs when a beam passes
from one medium to another mediumid.(at 132:4-6). Instead, ITRlontends that refraction
occurs at the “interface” dboundary” between media.ld{ at 132:6-21; 144:24-145:6). ITRI

insists that refracting starts “immediately” difglou don’t have to wait until you are completely

2 The parties’ proposed constructions were modified abiddkmanhearing and are reproduced herein pursuant to
their post-hearing joint submission. (D.E. No. 244-1 at 1; D.E. No. 244-2 at 5).
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through the medium.” I¢. at 139:24-25%2 ITRI asserts that LGE’s proposal “ignores the fact
that the moment the light hits tkarface, it is being refracted.’ld( at 138:24-139:1). ITRI thus
characterizes the issue as “wher or not it is going to padsom one medium to another
medium and whether or not that requires sal®gree of thickness that is not demanded by the
disclosure or by the @im language itself.” I4. at 134:4-7).

LGE avers that ITRI's infringement allegatiosaggest that ITRI terprets “refracted”
and “refracting” broadly to encompass “reflectehd “reflecting.” (LGE Open. Br. at 10).
LGE asserts that, by definition, ra@tion requires light to pass fraafirst medium into a second
medium. [d. at 8-9). LGE explains that “a laser beaoaming from air must be transmitted into
the beam shaper for the beam to be saoctdd laser beam in the []150 patent.id.(at 12
(emphasis in original)). LGE contends that,the laser beam were not transmitted and instead
returned to the air after hiy the beam shaper’s surface, then it would be a reflected—not
refracted—laser beam.” Id; at 12-13). LGE relies on itsxpert’'s declaration as well as a
technical dictionary. I€. at 8-9 (citing Milster Decl.; Ex. & D.E. No. 172 (Cangro Decl.”)).

“Claim terms are given their ordinary acdstomary meaning—the meaning that they
would have to a person of ordinaskill in the art in light ofthe specification and prosecution
history at the time of the invention.Woods 692 F.3d at 1283. To ascertain the meaning of a
term that has a “particular meaning in a fiedart,” the Court must examine the intrinsic
evidence and any relevant extrinsic evidenc&ee Phillips 415 F.3d at 1314, 1318. Here,
“refracting” and “refracted” seem to have “pattiar meaning in a field of art” and construing
this claim language doast seem to reflect a situation where the “ordinary meaning of claim

language as understood by a person of sktthénart [is] readily apparent.See idat 1314.

13 To advance its position, ITRI cites LGE'’s own extrinsic evidence—a technical dictionary and treatise 1310/10/
Tr. at 144:17-145:6 (citing Exs. 3 & 15 to Cangro Decl.)).

27



Given the parties’ dispute, the intrinsicidgence provides minimal guidance. The '150
patent does, however, distingln between refraction and redtion. For instance, Claim 6
provides, in relevant part, as follows: “said first beam-composing interface enables said first
laser beam to beefractedto form into arefractedfirst laser beambut reflectingsaid second
laser beam to form into eeflectedsecond laser beam.” ('150 téat at 8:38-41 (emphasis
added)). Similarly, the abstract provides that “[e]ach laser betarface is furnished with a
specific coating forreflecting laser beam of aspecific wavelength and transmitting and
refractinglaser beams aftherwavelengths.” Ifl. at Abstract (emphasis added)).

The Court may also consider extrinsic evidenaillips, 415 F.3d at 1318. Namely,

[JJudges are free to consult dictioms and technical treatises “at
any time in order to better undéand the underlying technology
and may also rely on dictionaryfdaetions when construing claim
terms, so long as the dictiaygadefinition does not contradieiny
definition found in or ascertaideby a reading of the patent
documents.”

Id. at 1322-23 (quotin¥itronics 90 F.3d at 1584 n.6).

Here, the parties both rely on the following dictionary definition fromMe&raw-Hill

Dictionary of Scientific and Technical Terms (Fifth Edition)
Refraction [ELECTROMAG] The change iulirection of lines of
force of an electric or magnefiield at a boundary between media
with different permittivities opermeabilities. [PHYS] The change
of direction of propagationof any wave, such as an
electromagnetic or sound wave, avhit passes from one medium
to another in which the wave veltycis different, or when there is
a spatial variation in a daim’s wave velocity.
(Ex. 3 to Cangro Decl. at 8).
To advance their respective positions, ITRI relies on the first portion of the definition

(i.e., the "ELECTROMAG” portion), whereas IlEsrelies on the second portion (i.e., the

“PHYS” portion). Indeed, LGE argues that tbecond portion “talks abowtave” and that its
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expert properly relied on thigortion. (10/11/13 Tr. at 13:154:11). ITRI, however, disputes
that only the second portion applies, arguingt th technical treatise submitted by LGE, the
Handbook of Optigsconfirms this by explaining that “[g$mooth interfaceletween media with
different indices rays [refract] and reflect.” (10/11/13 Tr. at 15:8-16:6).

As such, the Court must incorporate “boundary or interface.” Firstvit€eraw-Hill
Dictionary of Scienti€ and Technical Term#ncorporates “boundary” in the definition of
“refraction.” At the Markman hearing, LGE even respondéa the Court’s questioning by
reading theentire definition, beginning with the first pion that incorpaates the “boundary”
term. (10/10/13 Tr. at 143:122). Second, although LGE’s expert only relies on the second
portion of the definition, the expert never says that the first portion is inapplicgeMister
Decl. §1 50-51). In fact, LGE’s expert explainatthirefracting’ in Claim 9 refers to the fact
that the second lasee&dm undergoes refractiat the interfaceformed at the incident laser
plane.” (d. 1 51 (emphasis added)). Third, as ITRI correctly observesjahdbook of Optics
confirms that refracting involgethe interfaces between medig&x. 15 to Cangro Decl. at 1.10
(“At smooth interfaces between media with differemdices rays refract and reflect.”)). Thus,
the Court must incorporate “boundary or integfainto the construction for the disputed claim
language.

Similarly, however, the Court must incorpte the concept of passing through from one
medium to another. Given the entiieGraw-Hill Dictionary definition, ITRI's proposal seems
impermissibly broad. Indeed, ITRI provides noiimgic or extrinsic evidence refuting that, after
changing direction at an inface or boundary, a refracted beam passes from one medium to

another medium.

1 Given the disclosure in thelandbook of Optigsthe Court substitutes “refract” for “reflect” in the quoted
transcript text above notwithstanding that the actual 10/11/13 transcript provides “reflect ectd’ (ee10/11/13
Tr. at 15:9-10).
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To contest the passing-through portion, ITédems to rely only on the real-world
analogy that, when looking atveindow or a pond, it'gpossible to see tbugh but also see a
reflection—and, therefore, reflection and refiac can both happen at the same tim&eg(
9/20/13 Tr. at 16:18-24; 10/10/1Br. at 133:3-9, 140:3-9). But, even in these real-world
situations, there is some element that passesigh. In fact, ITRI oncedes as much: “The
other thing is there is an element where refbecand refraction can both happen to a beam at
the same time . . . . You can hawstrike the surface and reflect apolu can have other parts of
this go througti’ (10/10/13 Tr. at 14@-9 (emphasis added)).

To be sure, ITRI presents no intrinsic or extrinsic evidence shawaighe laser beams
of the 150 patent would be able to both refrand reflect at the same time, like looking at a
window or pond. Instead, as discussed abowe,1B0 patent seems to distinguish between
refracting and reflecting, indicating that one ag tither happens to a giveeam. Accordingly,
the Court declines to constrtiee disputed claim languagesea on ITRI's attorney argument
using real-world analogies in the face of such intrinsic evidence. Thus, the Court must
incorporate the concept of pasgithrough from one medium tmather in the disputed claim

language.
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B. Disputed Claim Terms in the '384 Patent

1. “a second magnetic element unit” (Claim 12

ITRI's Proposal LGE’s Proposal Court’s Construction

plain & ordinary meaning | a second group of plain & ordinary

to a person skilled in the | magnets separate from | meaning to a person

art the “first magnetic skilled in the art
element unit”

ITRI argues that the claims “sufficiently dedi the scope of thavention” and adopting
LGE’s proposal will “only confuse the jury.” (Rl Open. Br. at 33). ITRI also argues that
LGE’s “separate” limitation is unspprted. (ITRI Resp. Br. at 31).

LGE proposes its “separate” constructiorr three reasons: (1) the claim language
requires that the first and second magnetic efgnunits have perperailar “magnetic flux
directions”; (2) the terms “firstand “second” suggest that the unitsist be separate; and (3) its

expert opined that, given the claim languagel dhe specification’s teachings, an ordinary

15 The parties initially disputed the scope of the term “a first magnetic element unit” in Claim 12. But, at the
Markmanhearing, the parties agreed that the larger phralsieh has this term) should be construed as follows,
with the bolded language reflecting the agreed upon addition to the claim language (and otherodifiaations
supplemented herein by the Court to reflect changge pursuant to the Certificate of Correction):

Claim language Agreed-upon construction
wherein the magnetic element set includes a firstwherein the magnetic element set includes a first
magnetic element unit and a second magneticmagnetic element unitcorresponding to the
element unit, the first magnetic element unit having a tracking coils and a second magnetic element unit,
magnetic flux _direction parallel with a normal the first magnetic element unit having a magnetic
direction of the an area which the tracking cojls flux direction parallel with a normal direction of
surround, the second magnetic element unitthe an area which the tracking coils surround, the
corresponding tathe focusing coils and having @& second magnetic elementiucorresponding to the
magnetic flux _direction perpendicular to the first focusing coils and having a magnetic flux direction
magnetic element unit perpendicular to the first magnetic element unit

(SeeD.E. No. 244-1 at 2; D.E. No. 244-2 at 6 n.10). The Court need not furthergadconstruction in relation

to “a first magnetic element unit” batse the agreed-upon construction resolves any dispute in claim sSepe.
Vivid Technologies, Inc. v. Am. Sci. & Eng’g, |00 F.3d 795, 803 (Fed. Cir. 1999) (“[O]nly those terms need be
construed that are in controversyd only to the extent necessary to resolve the controversy.”).
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artisan would understand that the magnetic elémeits are separate. (LGE Open. Br. at 35;
D.E. No. 174 (“Horensteibecl.”) 11 88-92).

The Court adopts the plain and ordinargaming of “a second magnetic element unit.”
To incorporate the “separate” limitationgtie must lexicography or disavowd&eeWoods 692
F.3d at 1283. First, éhCourt is not persuaded that tbelinal terms “first” and “second”
necessarily mean the magnets are separ8ee, e.g.Electro Sci. Indus.307 F.3d at 1348.
Second, LGE’s expert opines thhe first and second magnetiemlent units must be separate—
but relies only on embodiments and related dpsons of embodiments(Horenstein Decl. | 92
(citing '384 patent afFigs. 1-3; 3:18-25; 4:27-30)). TEhis not enough tancorporate the
proposed limitation.SeeThorner, 669 F.3d at 1365-66.

Finally, the Court is unconvinced that thee of the “perpenditar’ claim language
mandates the separate limitation. LASE itself explains, it “use[ghe word separate here really
only to distinguish the secondayp of magnets from the firgroup of magnets” and that “[w]e
are talking about different magndtxated in a different locatn.” (10/11/13 Trat 38:10-14,
39:6-8). But the claim language itself (e.g., fmardicular”) seems to do exactly this, rendering
LGE’s proposed limitation unnecessaigeeThorner, 669 F.3d at 1367 (“The patentee is free to
choose a broad term and expecoltain the full scopef its plain and ordiary meaning unless
the patentee explicitly redefisghe term or disavows its fulicope.”). The Court therefore

adopts the plain and ordinary meanofgda second magnetic element unit.”
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2. “opposing,” or the larger phrasétwo opposing first magnetic elements, the
second portion having two opposing second magnetic elements” (Claim 12)

ITRI's Proposal LGE’s Proposal Court’s Construction
plain & ordinary meaning | two first magnetic plain & ordinary
to a person skilled in the | elements on opposite meaning to a person
art sides of the ferromagneticskilled in the art

yoke, the second portion
having two second
magnetic elements on
opposite sides of the
ferromagnetic yoke

Initially, LGE proposed construing “oppogih to mean “on opposite sides of the
ferromagnetic yoke.” (LGE Open. Br. at 33-34). response, ITRI argudtiat inserting LGE’s
proposal in the actual claim language would rerderclaim “unintelligible.” (ITRI Open. Br.
35). ITRI also argued that “opposing” has ancoon meaning understood by lay persons as well
as ordinary artisans, and, furthermore, tihat claim language provideke relevant positional
context. (ITRI Resp. Br. at 31).

LGE subsequently revised its proposaljuesting construction of the larger phrase
(reproduced above): “two [] first magnetic elememtsopposite sides of the ferromagnetic yoke
the second portion having two [] second magnetic elementsopposite sides of the
ferromagnetic yoké (LGE Resp. Br. at 38-39 (emphasin original)). In support of its
proposal, LGE maintains that the claim languadestly follows the specification.” (10/11/13
Tr. at 50:16-17). Indeed, LGE argueattH|iln every disclosed embodiment, ttiest magnetic
element unit’ includes magnetic elenms that are physically on thepposite sides of the
ferromagnetic yoke.” (LGE Open. Br. at 34).

The Court declines to adopt LGE’s proposh redefine a term, “[i]t is not enough for a

patentee to simply disclose a single embodim@nuse a word in the same manner in all
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embodiments.”Thorner, 669 F.3d at 1365. Similarly, for disavowal, “[i]t is . . . not enough that
the only embodiments, or all of the embodntsg contain a particular limitation.Td. at 1366.
Here, although adopting LGE’s proposal seems ctamdisvith the description of the preferred
embodiments, that alone is insufficientSee id.at 1365-66. Moreover, the meaning of
“opposing” seemingly “invales little more than the applioan of the widely accepted meaning
of commonly understood wordsSee Phillips415 F.3d at 1314. Accordily, whether looking

at “opposing” in isolation or as part of thedar phrase, the Courtjeets LGE'’s proposal and
adopts the plain and ordinary meaning.

3. “to generate a magnetic field perpendicular to[...]” (Claims 12 & 18)

ITRI's Proposal LGE’s Proposal Court’s Construction

plain & ordinary meaning | to generate a magnetic | plain & ordinary
to a person skilled in the | field within the interior meaning to a person
art space of the skilled in the art
ferromagnetic yoke with
direction perpendicular tc

[.]

57

ITRI argues that LGE’s proposal unnecessatlliplicates certain portions of the claim
language and adds unsupported limitations. (ITpken. Br. at 32). ITRI asserts that the
“motivation for LG[E]'s construction is to insetthe unsupported claimntitation of ‘within the
interior space.” (ITRResp. Br. at 33).

LGE argues that, “[w]ithout a referendecation, the claim is rendered insolubly
ambiguous to the ordinary artisan.” (LGE @pdr. at 36). LGE asserts that its proposal
“properly recognizes that the relevant locationtf@ claimed magnetic field direction is at least
within the interior space othe ferromagnetic yoke.” Id. at 37). Thus, LGE contends that,

without a reference to a location, the disputehtis indefinite. (LGE Resp. Br. at 36).
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The court declines to adopt LGE’s progbs LGE’s proposal seems premised on an
indefiniteness challenge: withoutcorporating “inteior space of the ferromagnetic yoke,” the
term is insolubly ambiguous ondefinite. “The definitenessf a patent claim depends on
whether one skilled in the artowld understand the bounds of the wlavhen read in light of the
specification.” Howmedica Osteonics Corp. v. Tranquil Prospects,, 481 F.3d 1367, 1371
(Fed. Cir. 2005).

Here, LGE itself explains thaan ordinary artisn “would have &cognized that the
relevant location(s) is within the interior of the ferromagnetic yoke because the purpose of the
yoke is well understood to provide a ‘magnetic citdoi confine the magnetic field lines except
at those points where the field lines are intendeateerse an air gap.” (LGE Open. Br. at 37
(citing Horenstein Decl. § 95)).

The Court finds an inconsistendg LGE’'s position. LGE argues thatyithout a
reference to the interior space of the ferromagnatie, “one of ordinargkill in the art would
have understood that a magnetic field of a magsssrdially hasn infinite numbeof directions
depending on where around the maghetfield is measured.” (RE Resp. Br. at 36). But LGE
and its expert understand “thdenéant location for the claimed muaetic field direction to be at
least within the iterior space of the ferromagnetic yokei' view of the specification and
knowledge of the art.Id.; see alsd.GE Open. Br. at 37).

The Court therefore declines to adopt EE& proposal on the basis that the claim
language is indefinite because the bounds o€ldien language seem quite apparent to LGE and
its expert. See Wellman, Inc. v. Eastman Chem., ®42 F.3d 1355, 1367 (Fed. Cir. 2011)
(reversing indefiniteness ruling and finding that expert testimony “suppl[ied] a link between the

specification and the underatiing in th[e] field”); Soitec, S.A. v. Silicon Genesis Coigil F.
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App’x 734, 738 (Fed. Cir. 2003) (affirming definmess finding where accused infringer’s “own
experts were able to understand the bounds of the claifstprdingly, the Court agrees with
ITRI that no construction of this term is nesary and adopts the plaand ordinary meaning to
a person skilled in the artSee Deere & Co. v. Bush Hog, LLTD3 F.3d 1349, 1359 (Fed. Cir.
2012) (affirming claim construction that adoptdde plain meaning of a disputed term and
finding that, because the term “reasonably dessribe claimed subject matter to one skilled in
the art, it does not rendghe claim] indefinite”)®

4, The parallel/perpendicular “magnetic flux direction” terms (Claim 12)

Court’'s
Constructions
plain & ordinary
meaning to a
person skilled in

Terms ITRI's Proposals | LGE’s Proposals

“having a
magnetic flux
direction parallel

plain & ordinary
meaning to a
person skilled in

[Each magnetic
element in “the
first magnetic

with a normal the art element unit”] the art
direction of an having the
area which the direction of

tracking coils
surround”

magnetic flux, at
the corresponding
tracking coil,
parallel with a
normal direction
of an area that a
winding of the
tracking coils
enclose

“having a
magnetic flux
direction
perpendicular to
the first magnetic
element unit”

plain & ordinary
meaning to a
person skilled in
the art

[Each magnetic
element in “the
second magnetic
element unit”]
having the
direction of
magnetic flux, at
the corresponding
focusing coill,

perpendicular to

plain & ordinary
meaning to a
person skilled in
the art

16 The Court renders its claim construction ruling withowjymtice to LGE’s ability to formally challenge validity
on indefiniteness grounds at a later stage.
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the direction of
magnetic flux of
“the first
magnetic element
unit”

ITRI argues that LGE’s proposals add ilations without support—i.e., “at the
corresponding tracking coil” and t‘éhe corresponding focusing coil.{ITRI Open. Br. at 34).
Indeed, ITRI asserts that LGE wants the magnetic flux direction “to occur at a very specific
location,” but that no intrinsic evidence supp&@E’s proposed limitations. (ITRI Resp. Br. at
33; see alsdl0/11/13 Tr. at 73:2-7 (“So what they arging to do is they are trying to limit the
claim to a finite area where theeforces are applied. That is nasvé in the claim. It is nowhere
in the specification. It is nowhene any particular embodiment.”)).

LGE argues that an ordinary artisan wouldénaecognized that ¢hrelevant “magnetic
flux direction” of the first magnetic element upit second magnetic element unit is measured at
the corresponding tracking ordasing coils, respectively. @GE Open. Br. at 40). LGE
contends that its proposals arggorted by the claim languagegethpecification’s disclosures,
and its expert’'s declaration. @E Resp. Br. at 38). Notably, disserts that a “magnetic flux
direction’ without reference location would haveel indefinite to one of ordinary skill in the
art.” (1d.).Y’

But, as with the term “to generate a magnéeld perpendicular to[...],” LGE and its
expert understand the bounds of this clairBeq, e.g.LGE Open. Br. at 40 (citing Horenstein
Decl. 1 104)). The Court therefore again declimeadopt LGE’s proposain the basis that the

claim language is indefinite without adopting i®posals. Accordinglythe Court agrees with

" The Court notes that, as to the first of these two tehesparties agree that “normatieans perpendicular to the
plane surrounded by the tracking coils. (10/11/13 Tr. at 60:9-25, 61:21-62:2, 6&2).8-67
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ITRI that no construction of this term is nesary and adopts the pland ordinary meaning to
a person skilled in the artSee Deere & Cp703 F.3d at 1359 (affirminglaim construction that
adopted the plain meaning of a disputed tamd finding that, becaudbe term “reasonably
describes the claimed subject matter to one skiltethe art, it does not render [the claim]

indefinite”) 18

5.

The three coincided “magnetic fluxdirection” terms (Claim 12)*°

Terms

ITRI's Proposals

LGE’s Proposals

Court’'s
Construction

“the magnetic flux
direction of the
first magnetic
elements from the
N pole to the S
pole being
coincided with the
direction from the
ferromagnetic
yoke to the
objective lens
holder”

the direction of
the magnetic flux
from the N pole to
the S pole of the
first magnetic
elements being
coincided with the
direction inward
from the
ferromagnetic
yoke to the
objective lens
holder

the direction of
the magnetic flux
from the N pole to
the S pole of each
of the first
magnetic element
at the
corresponding
tracking coil
being coincided
with the direction
from where the
first magnetic
element is on the
ferromagnetic
yoke to the
objective lens
holder

the direction of the
magnetic flux from
the N pole to the
pole of the first
magnetic elements

sbeing coincided
with the direction
inward from the
ferromagnetic
yoke to the
objective lens
holder

“the magnetic flux
direction of the
second magnetic
elements from the
N pole to the S
pole being
coincided with the
direction from the

the direction of
the magnetic flux
from the N pole to
the S pole of the
second magnetic
elements being
coincided with the
direction inward

the direction of
the magnetic flux
from the N pole to
the S pole, each g
the second
magnetic element
at the

the direction of the
magnetic flux from
the N pole to the $
fpole of the second
magnetic elements
sbeing coincided
with the direction

corresponding

inward from the

18 The Court renders its claim construction ruling withowjymtice to LGE’s ability to formally challenge validity
on indefiniteness grounds at a later stage.

¥ The parties’ proposed constructions were modified abiddkmanhearing and are reproduced herein pursuant to
their post-hearing joint submission. (D.E. No. 244-1 at 2; D.E. No. 244-2 at 7-9).
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ferromagnetic from the tracking coil ferromagnetic
yoke to the ferromagnetic being coincided tg yoke to the
objective lens yoke to the the direction from | objective lens
holder” objective lens where the second| holder
holder magnetic element
is on the
ferromagnetic
yoke to the
objective lens
holder
“two third [two third the two third two third magnetic
magnetic elements magnetic magnetic elements that have
that have a elements] that elements, each | one or more
magnetic flux have one or more| having a direction| magnetic flux
direction from the | magnetic flux of magnetic flux at directions inward
ferromagnetic directions inward | the corresponding from the
yoke to the from the focusing coil that | ferromagnetic
objective lens ferromagnetic is from where the | yoke to the
holder” yoke to the third magnetic objective lens
objective lens element is on the | holder
holder ferromagnetic
yoke to the
objective lens
holder

ITRI argues that, it is apppriate “to say inward fronthe ferromagnetic yoke,” but
improper to limit the disputed aim language to mean “inwardofn some particular point or
some particular place on the ferromagnetic yok€l0/11/13 Tr. at1l32:14-17). Thus, ITRI
“believe[s] that everything is going from the yoketo the lens” and that that the direction is
inward “from the entirety of the surface of the yokeld. @t 118:7-15see also idat 133:9-11
(“[T]he direction is inward from the yoke. Thehale yoke, not the little tinpart of the yoke . . .
.)). Finally, ITRI objects to incorporatinthe corresponding trackirfgtusing coil limitations
as being unsupported by thetrinsic evidence and impropgriderived from disclosed
embodiments. (ITRI Resp. Br. at 35-36).

LGE, however, contends that
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it is the direction coming from wheitthat magnet is inward that the

ferromagnetic yoke that is holdirlge magnet inwards. Otherwise,

it could, you could choas this direction orthat direction. It

becomes unclear which direatioyou are talking about even

though you are identifying ferromagneyicke to the objective lens

holder.
(10/11/13 Tr. at 115:15-22). Indeed, LGE expldinat Claim 12 requirethat the “magnetic
element set” is “located on” the ferromagnetic yokkl. &t 114:9-15). Thyd.GE asserts that,
“if we are talking about the magnet that is on frast of the ferromagnetiyoke, then we need to
define the direction as that part of the mdgngoke where the magnet is held or the objective
lens is, otherwise we end up with multiple directions.ld. @t 121:2-7). And, as to the
corresponding tracking/focusing coil limitations, E@ontends that an “ordinary artisan would
understand the claims to describe each magaktinent having a magnetic flux direction . . . as
measured at the relevant location(s, the focusing or tracking coil corresponding to the
magnetic element.” (LGE Open. Br. at 43-44).

A “patentee is free to choose a broad term exukct to obtain the fluscope of its plain
and ordinary meaning unless the patentee explicétjefines the term or disavows its full
scope.” Thorner, 669 F.3d at 1367. Here, LGE seemyngkks the Courto rewrite claim
language and incorporate certéimitations based on disclosed embodiments and LGE'’s expert
testimony, not lexicography or disavowabeg, e.g.LGE Open. Br. at 44). But ITRI is entitled
to the full scope of the claim languagedathe Court cannot limit scope to “preferred
embodiment[s] or import . . . limitation[s]dm the specification into the claims.SeeKara
Tech, 582 F.3d at 1348.

To be sure, the claim language requires that“magnetic element set” be “located on

the ferromagnetic yoke.” But the Court finds that adding additional limitations relating to

magnetic flux direction requires more than embashts and expert testimony. Indeed, ITRI'S
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proposal (i.e., “inward from the fi@magnetic yoke to thebjective lens hold&y comports with
the claim language, the specificatjand even LGE’s expert dachtion that “the magnetic flux
direction of each of these magnetic elements must poivards” (Horenstein Decl. § 115
(emphasis added)).
Moreover, LGE’s proposals again seem pe&u on an indefiniteness argument:

That is why we define whergou measure direction of the

magnetic flux. And if you measuithe direction of the magnetic

flux at that location, it is pointing ithat direction. And that is why

we presented that as pat our claim constructionbecause in

order to be definite, you measulfee direction there, and that is

the direction it is pointing t6
(Seel0/11/13 Tr. at 118:25-119:7 (@mmasis added)). For the reasaet forth withrespect to
the previous two terms, theoQrt is unconvinced by LGE’s infieiteness argument raised in
connection with its claim construction proposalBhe Court therefore adopts ITRI's proposals

for these three ternts.

6. “placed in the two sides of the ojective lens holder respectively and
independent of each other” (Claim 18)

ITRI's Proposal LGE’s Proposal Court’s Construction

plain & ordinary meaning | placed in two opposite | placed in two opposite
to a person skilled in the | sides of the lens holder | sides of the lens holde
art and are disconnected and are disconnected
from each other from each other

=

ITRI argues that LGE’s proposal imports “separateness” limitation even though
“independent of” can refer to “operational indegence,” as well as “physical or electrical
independence.” (ITRI Open. Bat 29). In other words, ITRtontends that the intrinsic

evidence doesn’'t necessarily mateda “physical or electricadeparation of the components.”

20 The Court renders its claim construction ruling withowtjymtice to LGE’s ability to formally challenge validity
on indefiniteness grounds at a later stage.
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(Id.). And ITRI avers thateven though Claim 18 covers Figure 6, that doesn’t mean it is limited
toit. (Seel0/11/13 Tr. at 137:6-8, 14285). Finally, ITRI argues that the focusing coils do not
need to be disconnected to acleidilting, but rather there simplyeeds to be a “difference in
current.” (d. at 140:9-15).

LGE argues, however, that “independenift means that the focusing coils are
“disconnected from each other so they cannoependently driven witldifferent current[s] to
generate different Lorentz forces to tilt the objexlens holder.” (LGEOpen. Br. at 45-46).
LGE avers that the claim language supportitgposal because “independent of each other”
relates to a particular electricabrdiguration of the focusing coils.ld{ at 46). LGE relies on
Figure 6 and its description in the specifica, arguing that the only use of the word
“independent” in the specification relates tguiie 6 where the focusing coils are disconnected.
(Id.). LGE contrasts this with Figure 5 whettee focusing coils are “coupled in series” and
connected. I¢.). Finally, LGE ass#s that ITRI's ceification of correcton sought changes to
make Claim 18 “more clearly comport” with Figure 6ld.(at 47 (quoting Ex. 10 to Cangro
Decl.) (internal textual modifications omitted)).

The issue raised by the parties’ argumentghisther “independemtf” necessarily means
disconnected. Indeed, ITRI's view seems ie that “independent of’ encompasses both
connected and disconnected coilS'hus, ITRI's proposal tadopt the plain and ordinary
meaning does not resoltke parties’ dispute.See O2 Micro Int'l Ltd521 F.3d at 1361 (“A
determination that a claim term ‘needs no conswator has the ‘plain and ordinary meaning’
may be inadequate when a term has more tmen‘ordinary’ meaning or when reliance on a

term’s ‘ordinary’ meaning does nots@ve the parties’ dispute.”).
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The patentee is entitled to the full scopetlué plain and ordinary meaning of a term
absent lexicography or disavowalhorner, 669 F.3d at 1366.But it is improper to construe
claim language to encompass adier scope than contemplatgdthe claim language and the
specification. See Ecolab, Inc. v. Paraclipse, In285 F.3d 1362, 1374 (Fed. Cir. 2002) (“The
specification does not suggest that we should asa$tihe claim] more lmadly than its language
suggests.”). Notably, “the ordinary meaningcte#fim language as understood by a person of skill
in the art may be readily apparent even tp jladges, and claim construction in such cases
involves little more than the applicatioof the widely accepted meaning of commonly
understood words.Phillips, 415 F.3d at 1314.

Here, the claim language “independent ofhures up an element of separateness or
disconnection—and ITRI does not explain why the patequires the Court teviate from this.
Although ITRI suggests that the focusing codan just have “operational independence”
(without necessarily being physity disconnected), ITRI doesot proffer any intrinsic or
extrinsic evidenceas to how the coils can have suntependence without being physically or
electrically independent. Tbe sure, it seems conceivable that tilting can be achieved by a
difference in current (and not necessarily an abtseof current). But ITRI fails to present
evidence that two different ments can be sent to tveonnectedocusing coils.

Rather, the claim languageggests disconnection: “each of the focusing coils has two
focusing wire contacts connecting to onetled suspension wires.” And, disconnection seems
consistent with the written degation: “The two focusing coil82 which are placed in the two
sides of the objente lens holde0 respectively are independefiach of the focusing coil32
has two focusing wire contacts which connect guspension wire.” (‘384 Patent at 5:15-19).

Although this descrifion relates to Figw 6, the Court finds that this an instance where the
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claim ITRI'S

language and disclosed embodiment a&eextensive, espedly given
representations when seeking @ertificate of CorrectionSeePhillips, 415 F.3d at 1317, 1323
(explaining that it is “entirgl appropriate for a court, whesonducting claim construction, to
rely heavily on the written description for idance as to the meaning of the claims” and
recognizing that, in certaisituations, “it will become clear [thlathe patentee . . . intends for the
claims and the embodiments in the spediitzato be strictlycoextensive”).

In sum, although the patentee is entitledthie full scope of “indpendent of,” ITRI

advocates for a construction that is broader tt@nplain and ordinary meaning of this term

without any supporting evidence. Theutt therefore adopts LGE'’s proposal.

7. The two “suspension wires” terms (Claim 18)
Terms ITRI's Proposals | LGE’s Proposals | Court’s
Construction
“each of the plain & ordinary | each of the two | each of the two

focusing coils has
two focusing wire
contacts
connecting to one
of the suspension
wires”

meaning to a
person skilled in
the art

focusing coils has
two wire contacts
connecting to a
respective one of
the suspension
wires

focusing coils has
two wire contacts
connecting to a
respective one of
the suspension
wires

“the tracking coils
are series
connection and
connect to the
other two electric
contacts
corresponding to
the other two
suspension wires”

tracking coils are
coupled in a serie
and connect to the
other two electric
contacts
corresponding to
the other two
suspension wires

the tracking coils
sare connected to
» each other in
series and conned
to the two electric
contacts
corresponding to
the two
suspension wires
not connected to
the two focusing
coils

the tracking coils
are connected to
each other in
tseries and connec
to the two electric
contacts
corresponding to
the two suspensio
wires not
connected to the
two focusing coils
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ITRI argues that the intrinsic evidence daoed support limiting the disputed terms as
LGE proposes. (ITRI Open. Br. at 30). IT&Iggests that LGE impermissibly limits the claim
language to an embodiment—but that “nothingthe intrinsic evidencef the []384 patent
expressly disclaims all other ggible designs (e.g., both focus wit@e attached to one of the
suspension wires).”1q.). ITRI contends thatoy requiring the two foaing coils to connect to
“a respective one of the susgamn wires,” LGE improperly “preudes a product using a series
connection.” (ITRI Resp. Br. at 39).

LGE argues, however, that ifgoposals are consistent witfow an ordinary artisan
“would understand the ‘arithmetic’ of the claim lintitms.” (LGE Open. Brat 47). It explains
that the claim explicitly calls for six electric contacts and six suspension wires corresponding to
the six contacts. Id. at 47-48). LGE contals that, since the tracking coils are “series
connection,” they account for the two wire caets corresponding to twaf the six suspension
wires. (d. at 48). Thus, LGE avetbat the two disconnecteddasing coils (each having two
contacts) match up with the remiaig four suspension wiresld().

The Court finds that LGE’s proposals coont with the claim language. Claim 18
explicitly requires,inter alia, the following limitations: (1) six suspension wires; (2) two
focusing coils; (3) “each of the focusing coils [y} two focusing wire contacts connecting to
one of the suspension wires”; and (4) two tragkcoils being in a “series connection” that
“connect tothe other twoelectric contacts corresponding ttee other twosuspension wires.”
('384 Patent at 7:28, 8:47-56 (emphasis added)jhough ITRI seems to argue that the claim
contemplates a scenario in which both focusiais can connect to just one of the suspension
wires, accepting such a propbswould ignore the requiremenhat the two tracking coils

“connect tothe other tweelectric contact corresponding tthe other twasuspension wires.” In
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other words, the claim uses the langeidthe other two,” indicating thainly two of the six
suspension wires remain.

ITRI complains that accepting LGE’s proposeftectively limit the claim language to a
disclosed embodimenitg., Figure 6. Furthermore, ITRI agthat LGE'’s proposal “effectively
precludes a product using a ser@snection” and that the “spéication clearly discloses a
claimed invention that uses aries connection.” (ITRI Resp. Bat 39). But, “[i]t is not
necessary that each claim read on every embodim@&aran v. Med. Device Techs., In616
F.3d 1309, 1316 (Fed. Cir. 2010). é&=dl, the Court construes ttsputed language given the
express claim limitations, not just Figure 6Simply because the claim scope here is
commensurate with a disclosed embodiment doesi@mssarily mean the Court is improperly

confining the scope to a disclosed embodimdifte Court accordingly adopts LGE'’s proposals.

8. The two “located on” terms (Claims 12 & 18¥*

Terms ITRI's Proposals | LGE’s Proposals | Court’s
Constructions
“located on” plain & ordinary | held by plain & ordinary

meaning to a
person skilled in
the art

meaning to a
person skilled in
the art

“movably located
onl[...]"

plain & ordinary
meaning to a
person skilled in

held by the [...]
and capable of
being moved

plain & ordinary
meaning to a
person skilled in

the art relative to the [...]| the art

ITRI argues that these terms have “coomiy understood meaningand the Court need
not construe them unless the patentee proadésferent meaning or disavows the customary

(ITRI Open. Br. at 31). ITRI adsethat LGE’s proposals “seek[] to imply a

meaning.

structural connection not supported by ¢évedence.” (ITRI Resp. Br. at 34).

21 The parties agreed thao oral argument at thdarkmanhearing was required for these two terms. (D.E. No. 188
at3&7).
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LGE counters that ITRI fails to show hdWsE’s proposals conflict with the ordinary and
customary meaning of these texrm(LGE Resp. Br. at 35-36)LGE argues that “located on”
means “held by” because the patent describesigie of a screw and screw holes to couple the
side flanges of the ferromagnetic yoke, dampedéroand printed circubboard together. (LGE
Open. Br. at 48-49). LGE explains that thdesilanges “aim to hold” the magnets, damper
holder, and printed circuit board.ld( (qQuoting '384 Patent at 2:52)). And, as to “movably
located on,” LGE argues as follows: “By positing the objective lens holder 20 between the
side flanges 12 and with respect to the inyakes 111, the objective lens holder 20 is held by
the yoke, but permitted to move relative to the yoke (and the magnets attached thdrejo).” (

The Court refuses to adopt LGE’s proposalhe patentee did not use “held by’ and
rewriting the claim this way requas lexicography or disavowabee Thorner669 F.3d at 1365-
66. LGE essentially relies on descriptions of preferred embodimse&t, GE Open. Br. at 49),
but this is insufficient. See Thorner669 F.3d at 1365-66. The Cofirtds that the patentee is
entitled to the full scope of these terms and adopts the plain and ordinary meaning of the
disputed language.

Q. “inner yokes” (Claims 12 & 18)%?

ITRI's Proposal LGE’s Proposal Court’s Construction

plain & ordinary meaning | yokes disposed within the plain & ordinary
to a person skilled in the | interior space of the meaning to a person
art ferromagnetic yoke skilled in the art

ITRI argues that the word “inner” has common meaning and that LGE improperly

proposes a “positional limitation.” (ITRI Open. Br.24). ITRI further ontends that the claim

22 The parties agreed thao oral argument at thdarkmanhearing was required for this term. (D.E. No. 188 at 3 &
7).
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language “clearly informthat the ‘inner yokes’ are located the ‘ferromagnetic yoke’, making
LG[E]’s construction unnecessary(ITRI Resp. Br. at 39).

LGE argues, however, that Figis 1, 4A and 4B show th#te inner yokes are disposed
within the interior spae between the side flanges of thedenagnetic yoke. (LGE Open. Br. at
49). LGE asserts that “every single embodimenthe patent exhibits this relationship and
supports LGE’s construction.(LGE Resp. Br. at 35).

The Court cannot limit the disputed clainmdmage on the basis thalt the figures and
embodiments support LGE’s propos&ee Thorner669 F.3d at 1365-66. The Court finds that
the patentee is entitled to the full scope of ¢éhtesms and adopts the plain and ordinary meaning
of this term.

10.  “surrounded with” (Claims 12 & 18)%

ITRI's Proposal LGE’s Proposal Court’s Construction
plain & ordinary meaning | enclosed by plain & ordinary

to a person skilled in the meaning to a person
art skilled in the art

ITRI argues that this term has a plain and ordinary meaning and that LGE’s proposal
“merely evidences an attempt to have it replas@t a different term” that would facilitate a
non-infringement argument. (ITRI Open. Br. at 31). ITRI specsildat LGE “wants to change
the word to ‘enclose’ so it can argue the objedives must be entirely enclosed within the space
by the surrounding structures.ld(at 32). ITRI asserts that IE>offers no intrinsic support to
advance its proposal. T[RI Resp. Br. at 40).

LGE explains that Figure 1 shows that tiagkcoils are enclosed by inner yokes and that

its proposal is consistent with the ordinarganing of “surrounded.” (GE Open. Br. at 50).

23 The parties agreed thao oral argument at thdarkmanhearing was required for this term. (D.E. No. 188 at 3 &
7).
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LGE argues that ITRI provides nevidence showing that LGEgroposal conflicts with the
ordinary and customary meaning of the disputledim language or the tiinsic record. (LGE
Resp. Br. at 35-36).

Although “surrounded with” and “enclosed "bgeem close in scope, the Court must
reject LGE’s attempt at rewriting clailanguage based on disclosed embodimesee Thorner
669 F.3d at 1365-66. The Court finds that théempie is entitled tdhe full scope of
“surrounded with” and adopts the plain and ordinary meaning.

V. Conclusion

For the reasons set forth abotlee Court construeséidisputed claim terms as indicated.

An appropriate Order accompanies this Opirtfon.

s/Esther Salas
Esther Salas, U.S.D.J.

24 In providing the constructions inighOpinion, the Court relies on the pias’ briefing, all accompanying exhibits
and declarations, and the f)es’ oral argument at thielarkmanhearing. In the interests of fairness and judicial
economy, however, the Court does not rely on the parties’ slide presentations presentédiagtritae hearing.
(10/10/13 Tr. at 147:14-21). Furthermore, the Court notes that some of the argumenttegrdaang the

Markmanhearing were not earlier disclosed in claim construction briefing or, for instance, via expert testimony.

(10/11/13 Tr. at 142:24-143:8 (noting the issue of new arguments being raised derfreatimg)). Nevertheless,
neither party has requested supplemental briefing and tine ixs endeavored to provide the parties with a full and
fair opportunity to present their arguments—whether through briefing or oral argument.
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