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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

NITE GLOW INDUSTRIES INC,, | DID IT,
INC., andMARNI MARKELL HURWIT Z,

Civil No.: 12-4047(KSH) (CLW)
Plaintiffs,

CENTRAL GARDEN & PETCOMPANY and OPINION
FOUR PAWS PET COMPANYd/b/aFOUR -
PAWS PRODUCTS, LTD.

Defendants

Katharine S. Hayden, U.S.D.J.

l. Introduction & Procedural History

This matterequires the Court to constrtentermspertainingto a patenfor adevice
that applies flea and tick medicatitmanimals Thedevicewas inventedy plaintiff Marni
Markell Hurwitz, who assigned her rights in the patenpleontiff | Did It, Inc. (“I Did It”),
which is doing business &8te Glow Industries, Inq‘Nite Glow”) (collectively, ‘plaintiffs”).
(D.E. 50 (“Compl”) 11 1-2.) Hurwitz wholly owns I Did It/Nite Glow. (Compl. § ®laintiffs
assertamong other thingshat the patenin-suit has beeand continues to hefringed by
defendants, Four Paws Product, Ltd. (“Four Paws Product”), which is doing busikess as
Paws Pet Company (“Four Paws Pet C@dyether, “Four Paws?)(Compl. 1 4.) Four Paws is
a subsidiary o€Central Garden & Pet Company (“Central Gardgnbdllectively, ‘defendants”)

(Compl. 15,
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The partiediled their openingMarkmanbriefs on May 1, 2015. (D.E. 74, 30
Plaintiffs’ brief was later amended on August 3, 2015. (D.E. 83.) Each side filed responsive
briefson October 30, 2015, amdhintiffs requested a claim construction hearif®.E. 116,
119, 124.)Plaintiffsthen filed a motion to amend/correct the patent, whiak argued at the
claim construction hearing held on February 8, 2016.

I. Factual Background

The patent at issue (the445 Patent”) was issued to Hurwitz by the United States Patent
and Trademark Offic€USPTQO”) on November 15, 2011, for “Direct Delivery Applicator
Assembly and Method of Use.” (Compl. 1117-18, EX“‘A45 Patent”)) The ‘445 Patent has
one independent claim and 18 dependent claims. (‘445 Patent, Column 9-10.) The independent
claim contains thenajority of theterms that the parties Y asked the Court to constr@ach
identified below in bold and underlined:

A direct delivery applicator for delivering a solution to an animal’s
skin, comprising
a. anapplicator_base having a chamber comprising a top
surface with a first opening and bottom surface traversing into a
canal, said chamber being appointed to receive a cartridge
having a cartridge aperture and a solution compartment housing
a solution, said cartridge being appointed to be received within
said first opening and removably housed within said chamber of
said applicator base;
b. anapplicator head having an applicator orifice and being
aligned with said canal of said chamber;
c.at least ongrong memberhaving a internal channel #rein
with adelivery aperture being associated and aligned with said
applicator head, said cartridge apertwé said cartridge
appointed to be aligned with said applicator orifice of said
applicator head for delivery of said solutigdghrough said
delivery aperture of said internal channel of said prong member
onto said animal’s coat;
d. said chamber of said applicator base being composed of a
flexible deformable material so that said chamber can be
squeezed to apply enhanced pressore said solution
compartment of said cartridge to facilitate release of said
solution from said cartridge and through saidngs; and
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e. said flexible deformable materlaing composed alibber

having a thickness in the range of 1/32 inch to 3/32 inch;
wherein pressing on said solution compartment of said cartridge
causes said solution to travel through said internal channel of said
prong and onto said animal’s skin.

(‘445 Patent, Column 9, lines 16-4@ependent claim 16 contaittse finaltermfor
construction:

16. A direct delivery applicator as recited by claim 1 being
composed of a light weiglpiblymeric material.

(‘445 Patent, Column 10, lines 39-40.)

During the patent’s prosecution, Hurwitz amended claim 1 in response to an Office
Action dated February 2, 2011. The amendment moved two depetalerg both of which
were dependent on claimirithe initial applicationand incorporated theassubparagraphs d
and e of independent claim 1. (D.E. 138 at 7, Ex. B; D.E. 139 at 8, EXhE.amended
application explained that, in response to the examiner’s objection to initial claim 4, th

applicant has amended claim 1 to require (i) that the chamber of the
applicator base is composed of a flexible deformable material so that
the chamber cabe squeezed to apply enhanced pressure on the
solution compartment of the cartridge to facilitate release of the
solution from the cartridge and through the prongs; and (ii) the
flexible deformable material is composed of rubber having a
thickness in theange of 1/32 inch to 3/32 inch. These features
correspond to the restrictions of original claims 3 and 4, which have
now been incorporated into claim 1.

(D.E. 138-3, Ex. B at 12; D.E. 139-7, Ex. F at 11.) The above language is also contained at the
beginning of the remarks filed in the amended application on April 17, 2011. (D.E. 138-3, Ex. B
at 9; D.E. 139-7, Ex. F at 8.)h& remarkgjo on to explain the invention as follows:

The present invention provides an e&syse applicator that

delivers oneor moreactive ingredients, such as flea, tick or insect

repellant directly to an animalskin, local to the roots of hair/fur.

The direct delivery applicator is appointedrémnovably receive a
cartridge or solution packet therein for accurate and deévery



onto the animal’s skin and interstices of the hair/Atrleast one
prong member havingan internal channel and prodglivery
apertureis constructedwvithin the direct delivery applicatoilhe
prongis constructed having appropriate length so that the prong’s
delivery aperturesubstantially contacts themimal’s skin beneath
the fur. With this construction, the active ingredients directly
delivered onto the animal’s skin affording a clean application and
accurate dispsion of the medicament or active ingredients onto the
animal.

(D.E. 138-3, Ex. B at 9; D.E. 139-7, Ex. F at 8.)

II. Legal Standards
a. Claim Construction

“[T]he construction of a patentcluding terms of art within its claim, is exclusively
within the province of the court.Markman v. Westview Instruments, |rigl7 U.S. 370, 372
(1996). To interpret a claim, the Court first looks to “intrinsic evidence of recerdhe patent
itself, including the claims, the specification and, if in evidence, the prosecutiory.hiStach
intrinsic evidence is the most significant source of the legally operageming of disputed
claim language.”Vitronics Corp. v. Conceptronics, In@0 F.3d 1576, 1582 (Fed. Cir. 1996)
(internal citation omitted).

Thus, “[c]laim construction begins with the language of the claims themselves
Imaginal Systematic, LLC v. Leggett & Platt, |r805 F.3d 1102, 1108 (Fed. Cir. 2015) (citing
Innova/Pure Watennc. v. Safari Water Filtration Sys., In®@81 F.3d 1111, 1116 (Fed. Cir.
2004)). Words of a claim should g&ven their customary meanirghat is, “the meaning that
the term would have to a person of ordinary skill in the art at the time of the inveridon.”
(citing Phillips v. AWH Corp.415 F.3d 1303, 1312-13 (Fed. Cir. 2005) (en bartépwever,
claims do not stand alone, andaurt must read the claims “in view of the specification, of
which they are a part.Phillips, 415 F.3d at 1315. Theegfication “is always highly relevant

to the claim construction analysis. Usually, it is dispositive; it is the single hdsttgithe



meaning of a disputed term¥Yitronics Corp. v. Conceptronic, In@0 F.3d 1576, 1582 (Fed.
Cir. 1996). However, aourt should “avoid importing limitations from the specification into the
claims.” Phillips, 415 F.3d at 1323. Under the doctrine of claim differentiation, a court should
also endeavor not to read a limitation from a dependent claim into an indepadagdenSummit
6, LLC v. Samsung Electronics Co., |82 F.3d 1283, 1290 (Fed. Cir. 2015). A court may
also look to the patent prosecution history to help understand claim larthatgeambiguoys
but the history may not “enlarge, diminish, or vate limitations in the claims.’Markman 52
F.3d at 980 (quotin@oodyear Dental Vulcanite Co. v. Daryi02 U.S. 222, 227 (1880)).

“Although courts are permitted to consider extrinsic evidence, like expenoest
dictionaries, and treatises, sumhdence is generally of less significance than the intrinsic
record.” Summit 6, LLC802 F.3d at 1290 (citinghillips, 415 F.3d at 1317). “Undue reliance
on external evidence poses the risk that it will be used to change the meaning®frclai
derogaion of the [public record of intrinsic evidence], thereby undermining the public notice
function of patents."Phillips, 415 F.3d at 1319. Accordingly, courts should only rely on
extrinsic evidence “when the claim language remains genuinely ambigueusafsideration of
the intrinsic evidence.'Interactive Gift Exp., Inc. v. Compuserve |56 F.3d 1323, 1332
(Fed. Cir. 2001). “Extrinsic evidence may not be used ‘to contradict claim mehatrig t
unambiguous in light of the intrinsic evidenceSummit 6, LLC802 F.3d at 129(juoting
Phillips, 415 F.3d at 1317).

In summary, the Court must first look to the language of the claim itself and determine
the terms’ meaning as they would be understood by one of ordinary skill in tithdlips, 415

F.3d at 1312-13. The Court must also look to the specification and prosecution Hibtaty.



1315, 1317. If the terms are still ambiguous, the Court may consult extrinsic eviden@ss
dictionaries or expert testimonyd. at 1317-18.

b. Amending/Correcting a Patent

When the USPTO makes an error in a patent that is clearly disclosed by USPT®, record
“the Director may issue a certificate of correction stating the fact and né&tswelomistake,
under seal, without charge, to be recorded in the record of patents.” 35 U.S.C. § 254. Such a
certificate of correction may also be issued by the USPTO where a clgmoagraphical, or
minor mistake has been made, even without fault by the USPTO, provided “the oordess
not involve such changes in the patent as would constitute a new matter or would esquire r
examination.” 35 U.S.C. § 255.

Absent action by the USPTO, “[a] district court may correct a patent ofly the
correction is not subject to reasonable debate based on considefdtierclaim language and
the specification and (2) the prosecution history does not suggest different iateypret
claims.” CBT Flint Partners, LLC v. Return Path, In654 F.3d 1353, 1358 (Fed. Cir. 2011)
(quotingNovo Indus. L.P. v. Micro Molds Cor®50 F.3d 1348, 1357 (Fed. Cir. 2003)). “A
district court can correct a patent only if, among other things, ‘the sremident from the face
of the patent.”” H-W Tech,.L.C. v. Overstock.com, In@58 F.3d 1329, 1333 (Fed. Cir. 2014)
(quotingGrp. One, Ltd. v. Hallmark Cards, Inet07 F.3d 1297, 1303 (Fed. Cir. 2005)). “In
deciding whether it ha[s] authority to correct a claim, a district court omnstider any proposed
correction ‘from the point of view of one skilled in the artCBT Flint Partners 654 F.3d at
1358 (quotingJltimax Cement Mfg. Corp. v. CTS Cement Mfg. C&@®7 F.3d 1339, 1353
(Fed. Cir. 2009)).

For example, ilNovo Industriesthe patent for vertical blinds included a claim for



[a] carrier assembly for movably supporting one of a plurality of

vertical oriented slats in a vertical blind assembly, said carrier

assembly comprising: ... g) stop means formed ratatable with

said support finger and extending outwardly therefrom into

engaging relation with one of two spaced apart stagmbers

formed on said frame.
350 F.3d at 1351-52 (emphasis added). The plaintiff suggested two ways to correct this portion
of the patent, and the defendant suggested a third optloat 1352. The district court rejected
the parties’ suggestions and amended the claim to replace “a” with “and,” so‘st@adeans
formed onand rotatable with said support fingerltl. at 1353. (emphasis added). The Federal
Circuit reversed afterancluding that the error was “not apparent from the face of the patent,”
and that the prosecution history did not support the district court’s modificatioat 1357-58.
As the amendment required guesswork as to what was intended by the patedistidheourt
was without authority to correct the patefd. at 1358.

In contrast, a district court did have authority to add a comma between the symbols for
fluorine and chlorine because “one of ordinary skill in the art would know that the formula
should contain a commaUltimax Cement Mfg.587 F.3d at 1353. Additionally, @BT Flint
Partners, LLC the Federal Circuit concluded that a district court did have authority to caarect “
‘drafting error’ where the claim recite[d] ‘the computer being programioetttect analyze the
electronic mail communication.” 654 F.3d at 1356, 1358-59. The district court should have
inserted the word “and” between “detect” and “analyze,” and erred by relying#&aitylon one
portion of testimony by a co-invemtstating that “he was not sure what he meant by the claim
language ‘detect analyze’ to find reasonable debate about the claim’s melahiaig1360.

Thus, there are limited circumstances where it is appropriate for a distnittcamend

or correct the language of a pateB8eeCBT Flint Partners, LLC654 F.3d at 13584-W Tech.

L.C, 758 F.3d at 1333.



V. Discussion

The Court firsiaddressethe motion to correct or amend the patent, in whlampffs
seek to modify “said prongs” to “said pronig’subsection @f claim 1 Theyargue that the
inclusion of the letter “s” on “said prongs” was a typographical error treCburt has the
authority to correct. Plaintiffs identify that a viers of “prong” or “prong membércan be
found four timesn claim 1;theyassert that three of these occurrences are singular, including the
first occurrence to which easlnbsequendccurrence refers by use of the word “said” preceding
“prong” or “prong member.” The only plural occurrence is the one they ask thistGa@mtend.
Plaintiffs also point to remarks in the prosecution history when the singulaorvefgprong is
used

In opposing, dfendantarguethat the proposed change would expand the claim to cover
a single prong, which is not clear from flaee of the patent or throsecution history. Further,
they contendhatthere is reasonable debateto the construction of the tebased on the claim
languageandthe specificationsin which the plural “prongs” is used. Defendants also point to
the figures included in thel45 Patent and the inventor’s notebook to show that the invention
involves a multitude of prongs.

The Courtfinds that it is withoutwuthority to amenthe ‘445 Patent. CBT Flint Partners,
LLC, 654 F.3d at 1358 (“A district court may correct a patent only if (1) the correction is not
subject to reasonable debate based on consideration of the claim language anditaispec
and (2) the prosecution history does not suggest different interpretation of ckantesrial
guaation marks omitted)). This is not a clear case where a typographicalvasonade and the
surrounding language makes clear that the singular rather than the plural vets@nainvas
intended. Rather, the ‘445 Patent is replete with plural and singular versions ofrthe te
“prong.” This back and forth can be found in the claims themselves and the specific@ems. (
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e.g, ‘445 Patent, Column 1, line 10 (plural); Column 2, line 25 (plural); Column 2, line 43
(either); Column 2, line 44, 45 (singular); Column 2, line 59 (either); Column 2, line 61
(singular)) Further, the initial use of the term, “at least one prong member,” contains the
potential for singular and for plural. So the fact that “said” is used to harken backftsthis
occurence is not dispositive. Given the above, it is not clear even from the point of view of one
skilled in the art, that there is an error “evident on the face of the patedt\W Tech., L.C.

758 F.3d at 1333y00ting Grp. One, Ltd407 F.3d at 1303).

Further, the prosecution history does not clarify the matter or clearly supgpotiffs’
argument.Novo Indus. L.R.350 F.3d at 1357. The remarks included in the amendment to the
USPTO contain both plural and singular uses of the term “prong”/“pron@aimgareD.E.

138-3, Ex. B at 12; D.E. 139-7, Ex. F at 11 (plurai}h D.E. 138-3, Ex. B at 9; D.E. 139-7, Ex.
F at 8 (singular).) More importantly, a review of the full remarks reggrtie proposed
amendment to the ‘445 Patent does clearly indicate that this is a singleonged invention,
covered by a patent where there were typographioaisethroughout the document.

Accordingly, plaintiffs’ motion to correct or amend the patent is denied. The Court now
turns to each of thdisputed claim term’s.

a. ‘direct delivery applicator”

Plaintiffs argue that the Court need not construe “direct delivery applidacause it is

merelythe name of the apparatus and containdtle preamble of the claims rather thhe

body; therefore it should not be given patentable weight. However, if the Court doggecons

I There are several terms that were identifiediaputed in early discussions among the parties, but which were not
addressed at thdarkmanhearing because plaintiffs confirmed that they have abandoned any agsiertion
infringement ofclaims 2, 69, 1316, 17, and 18. (February 8, 208&rkmanHearing Transcript at9:13-20:9)

Thus, the previously disputed terms that are found only in those efdftap,” “angled tip,” and “elongated

cylindrical shape™—need not be construed and wereargtuedat theMarkmanhearing.

9



the term, plaintiffs assert that its ordinary meaning is, as stated in the preamdybglicator for
delivering something directly — here, solution toaammal’s skin. Defendants argue that the
Court should adopt a definition that incorporates all of the necessary featurelements of the
invention, each of which is subject to its owrenprretation Defendants’ proposed construction
includes all elments in the sole independent clasdefendants have defined them:

a device compriseaf a chamber made of rubber, an applicator base,

an applicator head, an internal channel, and at least three prongs,

wherein such prongs must be in contact with thienal’'s skin as

solution is pushed from a removable cartridge through the internal

channels of the prongs, by exerting pressure on the rubber, and

secreted through the prongs directly onto said skin.

Because the term “direct delivery applicator” is found solely in the preashblaim 1
andthe body of the claim sets forth the complete invention in subparagraphs a through e, the
Court declines to construkis term Seelntell-A-Check Corp. v. Autoscribe Coy 846 F.
Supp.2d 698, 704 (D.N.J. 2004) (Martini, J.) (citigris, Inc. v. Symantec Corp318 F.3d
1363, 1371 (Fed. Cir. 2003) (“Terms found solely in the preamble are not to be construed if the
body of the claim sets forth the complete invention.A¥signing a definition tohis termis not
only unnecessary, but alkas the potential to creaaeonflict with the remaining terms at
issue—all of whichwork together as part of the claim to describe the devibe. preamble here
“is not necessary to give life, meaning and vitality to the clai8chumer v. Lab Comp. Sys.,
Inc., 308 F.3d 1304, 1310 (Fed. Cir. 2002). Thus, the Court fiefisdants’ requested
definition unnecessary and declines to construeeis.

b. “applicator base”
The ‘445 Patent claims “an applicator base having a chamber comprising &&op sur

with a first opening and bottom surface traversing into a candfgintiffs proposehatthe

term “applicator base” be defined ‘@sbody having a chamber that receives a cartridge or
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solution packet” and argue that their construction aligtis the claim languageDefendants
advocatehatthe term should be defined as “the bottom portion of the chamber made of flexible
deformablanaterial” and argue thaubsection d of claim dpecifically claims that thehamber
of theapplicator bases composed of a flexible deformable materthereforeany construction
of the chamber of the “applicator bas#iouldtake this limitatiorasto the composition material
into account. Defendants point to the prosecution history for further sugubargue that the
Court should adopt this construction to prevdaintiffs from arguing that the chamber of the
applicator base could be composé@dny other materialPlaintiffs respondhat the amendment
to the patent application merely added the requirement that the chamber of itet@pphse be
made of flexible deformable material, not the applicator base itself. They tex, if flexible
deformable material was actually part of the definitiothefterm ‘applicator baséthen it
would have been unnecessary to amendrmmalgilaim 1 to add this limitation.

Theseargumens highlight the theme of each side’s proposed constructi@aaerally,
plaintiffs seek construains that are more minimalistic, whitkefendants’ proposed
constructions seek to incorporate the purpose and function of the particular termontéxée of
the broader devigand thereforérequentlyinclude severdimitations. While these positions
are undoubtedly linked to the parties’ respecsitrengths and weaknesses with respettido
underlyingpatent infringement claim, a distriabwart is notpermitted to construe claims with
reference to the accused device and ultimate infringement determin@&ewilson Sporting
Goods Co. v. Hillerich & Bradsby Co442 F.3d 1322, 1330-31 (2006). Understanding that
claim terms cannot be construed in isolation, the Cailirimust construe thefin light of the

specification and prosecution and prosecution histevizjch “only compel departure from the
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plain meaning in two instances: lexicogragmgl disavowal,neither of whichis present heré.
G.E.Lighting Solutions, LLC750 F.3d at 1308-0@iting Phillips, 415 F.3d at 1313 horner v.
Sony Computer Entm’t Am. LL.669 F.3d 1362, 1365 (Fed. Cir. 2012)).

Most relevanbn this point, when the ordinary and customary meaning to one skilled in
the artis being determinedthe claims themselves provide substantial guidance as to the
meaning of particular claim termisPhillips, 415 F.3d at 1314. For examplePhillips the
Federal Circuit explained that the claim “refers to ‘steel baffles,” wétidngly implies that the
term ‘baffles’ does not inherently mean objects made of stél. This example highlights that
readng a disputedermin the context of the surrounding words of the claim does@wgssarily
mean incorporatinglleof the concepts in the claimto do so would make the other terms in the
claim duplicative.Seed.; Safety Rail Source, LLC v. Bilco C656 F. Supp.2d 468, 479-80
(D.N.J. 2009) (Simandle, C.J.) (rejecting proposed construction that rendered claiagkng
redundant);JVI, Inc. v. Truckform In¢2012 WL 6708169 at *15 (D.N.J. Dec. 26, 2012)
(Wolfson, J.) ¢ame.

Applying these principles herdya Court rejectslefendants’ inclusion of “@xible
deformable material” in the definition of “applicator babetause subsectioroficlaim 1
already provides that “said chamber of said applicator base being composékiie f
deformable material." Theclaim is clear that the “chamber” portion of the “applicator base”
madeof flexible deformable materiahnd it is not necessary to repeat this in the definition of
“applicator base.”Plaintiff’'s proposed construction of “a body having a chamber that receives a

cartridge or solution packet” is more in line with the plain and ordinary meanimpldéator

2 For lexicography, “a patentee must clearly set forth a definition ofispertgtd claim term, and clearly express an
intent to define the term. Similarly, disavowal requires that the speitficar prosecution history magelear that
the invention does not include a partauleature.” G.E. Lighting Solutions, LLC v. AgiLight, In@50 F.3d 1304,
1309 (Fed. Cir. 2014)nternal citations and quotation marks omitted).
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base as it would be understood by a person of ordinary skill in the art. Fum¢helgim
languagendicates thathe applicator base has a chamber and is not the bottom portion of a
chamber. This more closely aligns with the construction @@ghoy paintiffs, which the Court
adopts.

c. “canal”

Plaintiffs argue thabecause the term “canal” was not explicitly defined inclaan
language ospecification the Court should look to external evidence to discern its ordinary
meaning. They propose the definition: “a tube, duct, passageway or a narrolMgfgridants
propose the definition: “a channel which begins in the chamber of the applicator, continues
through the applicator head, ends at the prongs, and secures the solution-bdadgg tar
permit travel of the solution from the cartridge to the prongs.” Hngye thatheir construction
IS more appropriate because it takes into account the functionalities and purposesveintineni
and canal.

The claim language itself does not provide much guidance on the meaning of the term
“canal.” Claim 1, subsectionaaims “an applicator base having a chamber comprising a top
surface with a first opening and bottom surface traversing a canal,” and subbseciaims “an
applicator head having an applicator orifice and being aligned with said caaa chamber.”
The Court finds laintiffs’ definition to beclearerand more consistent with the ordinary
definition of the term “canal.” Bfendantsproposed definition includes additional concepts that
are all found in the claim language amekd not be duplicated in the definition of “candbée
Phillips, 415 F.3d at 1314&afety Rail Sourc&56 F. Supp.2d at 479-8¥1, Inc, 2012 WL

6708169 at *15. However, the Court modifies plaintiffs’ proposed construction to incorporate
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concessions made at oral argumamd construes “canal’ to mean a passageway or channel
(February 8, 2018arkmanHearing Transcript at8:19-25.)
d. “applicator head”

Plaintiffs asserthatthe ordinary meaningf “applicator head” is “the head/front or
forward section of the direct deéwy applicator.” Theyargue that the construction proposed by
Defendants—"a hollow portion of the applicator that is narrower than, and protrudes from, the
chamber and contains a canal which secures the sohaemmg cartridge to permit travel of the
solution from the cartridge to the prongs"—once again adds extraneous limitadtansluded
in any ordinary dictionary meaning for the term head. Defendantend that the claims,
figures, and specifications make plain that the applicator head is a narnoW@wn portion of
the applicator that protrudes from the chamberthattontains the canal used to secure the
cartridge during use

Defendants seeto incorporate the purpose of the applicator head into its construction,
unnecessarily complicatirthe term with concepts that are contained elsewhere in the ataim
therefore unlikely to be part of the ordinary meaning of “applicator headePhillips, 415 F.3d
at 1314;Safety Rail Sour¢é56 F. Supp.2d at 479-8v1, Inc, 2012 WL 6708169 at *15. He
remainder of the claim makes cldew the components fit together and wadading the claim
directly isa more appropriate means of diseéegthe purpose of the tool than trying to
incorporate large portions of the claim into the definitiothef smalland simplégerm. The
Court determines théapplicator heatlas used in the ‘445 Patent is the front or forward section
of the device.

e. “aligned”
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Plaintiffs submit thatbecause the term “aligned” was not explicitly defined in the
specification or claimif must be given its ordinary meaniaf“in line with regarding position
or orientation.” Defendants propodmtthe term “aligned” be construed as “lined up and
connected to.” They highlight that claim 1 describes numerous elements thaigaed;a
including (1) “an applicator head having an applicator orifice and being akgtiedaid canal
of said chamber’2) “a delivery aperture being associated and aligned with said applicator
head”; and (3) “said cartridge aperture of said cartridge appointed to bedakghesaid
applicator orifice.” 445 Patent, Column 9, lines 26-27, 29-30, 30-32.) In eaclesgthhe
elements ardlined up and connected to” one another. According to defendantss Hiso
reflected in Figure 1la, where the total claimed delivery applicator is a sirjgt,ofath each of
its parts and elements connected to the next.

Although many “aligned” elements happen to also be “connected to” one another as
defendants suggest, this is not always the case, and the term “aligned” dogsinotre
connection. Furthethe preferred embodimeptovidesan example of “aligned” elemerttsat
are not connectedClaim 1 requires “a delivery aperture being associated with and akgtied
said applicator head.” (‘445 Patent, Column 9, lines 29-30.) In the example set forth in the
specification, and as can be seen from Figures 1a and 1b, the delivery aperture B endn t
of prong 20 and spaced from the applicator head 18. However, the delivery aperture 22 is not
connected to the applicator head 18, both of which are identified as “aligned” in cldine 1.
Court therefore does not firthat the term “aligned” requires a connecti@eeVitronics 90
F.3d at 1583interpretation that excludes preferred embodiment is “rarely, if evegat?.
Here,the Court define&aligned” to mean lined up or in line with regarding position or

orientation
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f. “prong member” and “prongs”

The parties initiallydisputedthe terns “prong member” and “prong(s)” separately.
However during oral argument, they reached agreement that these terms are used
interchangeably throughout the ‘445 Patent. (February 8, AtkmanHearing Transcript at
69:5-14) Accordingly, the Court addresses these terms as one. The disagreaabenttise
number of prongs/prong members. Plaintiffs assert that the claim requiyemenbut permits
multiple prongs, while Defendants argue that the Court should read the claim te etde@st
three prongs.

Plaintiffs primarily rely orBaldwin Graphic Systems, Inc. v. Siebert, 1642 F.3d 1338,
1343 (Fed. Cir. 2008), wherein the claienm“a pre-soaked fabric roll” was interpreted to mean
“one or more presoaked fabric rolls.” Later limitations in the claim referred back to “sddd
roll,” and the Federal Circuit ruled that

[T]he use of a definite article (“said” or “the”) to referdkato an
initial indefinite article does not implicate, let alone mandate the
singular. Because the initial indefinite article (*a”) carries either a
singular or plural meaning, any later reference to that same claim
element merely reflects the same pttdmplurality. In grammatical
terms, the instances of “said fabric roll” in the claim are anagdipric
phrases, referring to the initial antecedent phrase. Because the initial
phrase carries no definitive numerosity, the anaphoric phrases do not
alter hat meaning in the slightest.
Id. Plaintiffs argue that, just as the use of “said fabric rolBaidwin did not mandate the
singular, the use of “said prongs” in the present case does not mandate the pluratseathe

prongs” reflects the same potential plurality of the phrase “at least ong pember.” In the

context of the claim languagdamtiffs assert that claim 1 requires only one prong, albeit also

3 The term “anaphoric” is defined as “being a word or phrase that takes its cefér@m another word or phrase
and especially from a preceding word or phraseeeMerriamWebster Online Dictionary (March 30, 2016),
http://www.merriarawebster.com/dictinary/anaphoric
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recognizing that more than one prong could potentially be uSeeVersa Corp. v. AdBagInt'l
Ltd., 392 F.3d 1325, 1330 (Fed. Cir. 2004) (“in context, the plural can describe a universe
ranging from one to some higher number, rather than requiring more than ornje item”
As to the substance of the definition, plaintiffs aver that eithempror “prong

member” iould be construed as “any projecting part attached to or constructed within the
applicator head."Defendants ask the Court to construe “prong member” as “one of a series of at
least three prongs” and to construe “prongs” as “at ligmee hollow and round tubes of small
diameter protruding from the applicator head with an opening at the internal endite i
solution and an opening at the external end to secrete a solution.” Defendantbatsslartrt 1
makes clear in subsian c¢ that the purpose of the prongs is to deliver the solution through the
delivery aperture of the internal channel of the prong member. Further, thécsgiecif
provides

[a]t least one prong member having an internal channel and

prong/delivery aperture is constructed with the direct delivery

applicator. The prong is constructed having an appropriate length

so that the prong’s delivery aperture substantially contacts the

animal’s skin beneath the fur. With this construction, the active

ingredients are directly delivered onto the animal’s skin . . . .
(D.E. 72, 73 (“Burnside Decl.”) Ex. A at 2:59-65.) Defendants point to figures 1a, 1b, and 2ain
the specification, all of which show at least four prong members and one of which shows s
Theyalso allege that throughout the preferred embodiment section of the spedifitad paten
refers to multiple prongs. (‘445 Patent, Column 4, lines 22-23, 34, 36-37, 41, 43, 65; Column 6,
lines 52, 53, 55, 57-58, 62.) Finally, Hurwitz’s own laboratory notebook, photographs, and
drawings all emphasize that the core of the invention is the multitude of “teqihdrags that

“help balance the dispersion of liquid creating different avenues of the liquicdéb drad

actually kelping to direct the applation . . . “ (d. at Column 97, lines 5-11.)
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The first reference to some form of the term “prong” appear&imd, subsection c,
which specifies that the direct delivery applicator has “at least one prong ménibhereafter,
the claim references both the singular and the plural form of prong/prong mamiloefers
back to the first instance by use of the word “saidtie Thitial use of the term, “at least one
prong member,” contains the potential for singular and for plural. Tiei$act that “said” is
used to harken back to this first occurrence is not dispositive as to the number ofppooiggs/
members Additionally, neither the specifications nor gfresecution history clarify the matter
as both contain both plural and singular uses of the term prongimemger (Compare e.g,
D.E. 138-3, Ex. B at 12; D.E. 139-7, Ex. F at 11 (plukaidh D.E. 138-3, Ex. B at 9; D.E. 139-
7, Ex. F at 8 (singular).)

Having reviewed all of the evidence, the Court declines to assign a fixed number of
prongs/prong members to the claim terms. It is most likely that the inventor idtexaetly
what the claim says: “at least one prong member,” but ideally three or more. ghttinosiis
broad and covera wide arrg of designs, the ‘445 Patent incorporates devices with one prong
and those with multiple prongs that otherwise meet the claim language. Fudgbegmgethree
prongs or prong members is contrary to the doctrine of claim differentiatior) disfavors
reading a limitation from a dependent claim into an independent cRimfips, 415 F.3d at
1315. Dependent claim 4 recites “A direct delivery applicator as reciteliny 1, comprising
atleast three prong members."445 Patent, Column 10, lines 1-2.) With defendants’ proposed
definition, dependent claim 4 adds no limitation to claim 1. Accordingly, the @edilihes to
adopt a numerical limitatioand construes “prong” and “prong member” to be any projecting
part attached to or constructed witlthe applicator head.

g. “delivery aperture”
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Plaintiffs proposehat “delivery aperture” be defined &mn opening, such as a hole, gap,
or slit for delivery ofsomething’ Defendants assert thide termshould be construess “a
small opening at the end of the multiple prongs and protruding from the charRbantiffs
contend that the definition proposed by defendants includes limitations not present in the
ordinary meaning of the termi.e. that it be small, that it bé #the end of multiple prongs, and
that it protrude from the chambddefendantsrgue that it is clear from the claims and
specification that the delivery aperture is the small opening at the ends pplicatar’s prongs
through which the solution esithe applicator.
Subsection c. of claim describes each prong member as:

having an internal channel therein with a delivery aperture being

associated and aligned with said applicator head, said cartridge

aperture of said cartridge appointed to be aligned with said

applicator orifice of said applicator head for delivery of saidtion

through said delivery aperture of said internal channel of said prong

member onto said animal’s coat.
(‘445 Patent, Column 9, lines 28-34The claim language provides the context to discern that a
“delivery aperture” is an opening for deliyesf something. Defendants’ proposed construction
reaches too far. First, the term “small” is relative and not indicated in the clapraitications.
Seconddefendantsattempt to require that the invention have multiple prongs or prong members
by includingnumerical requiremenh an unrelatederm's definitionis misplacedgiven the
discussion and Court’s decision in the prior secéindin the section oplaintiffs’ request to
amend or correct the patenSeesuprapp. 8-9, 16-18.) Accordingly, the Court adopts
plaintiffs’ proposed construction.

h. “flexible deformable material”

Plaintiffs argue thatheir proposediefinition of “material that can be flexeds$

consistent with ta ordinary definition and that defendants’ proposed definition of “rubber
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having a thickness in the range of 1/32 inch to 3/32 inch” confilaes requirements with
definitions. Plaintiffs assert thahe term “flexible deformable materiallasnotgiven a special
definition in the specificatignndicating that lexicography is not present he&geE. Lighting
Solutions, LLC750 F.3d at 1308-09. Accordingly, the term should be given its ordinary
meaning. A material is deformed when it is bent, so any material capable oflbeat a
synonym for bents also capable of being deformddlaintiffs take issue withefendants’
construction because it appears to rely on claim 1, subsection e, which, although anadditi
requirement or limitation, is not a definition of the term flexible deformable material.
Defendants assert thataintiffs’ definition is too broad, as it includes any material that

can be flexed Rather, Defendants argue théxible deformable material” is limited by claim
1 and is defined in subsection e, which sets forth: “said flexible deformableahbésng
composed of rubber having a thickness in the range of 1/32 inch to 3/32 inch.” (‘445 Patent,
Column 9, lines 41-43.Because this claim langge is clear and unambiguousfaehdants
assert that the Court’s inquiry should end here. However, they offer further soyppay of
the prosecution history. In the initial patent applaatthere was no limitation in claim 1 on the
material composing the chamber of the application base; the limitation of flexibtendéfe
material and the limitation of rubber with a certain thickness were dependent cldims
USPTO r¢ected Hurwitz’'sapplicationbecause it would be obvious in light of a prior use,
stating:

The closest prior art or record, Dovergne alone or in combination

with Robinson, does not disclose or suggest rubber as a flexible

deformable material, only plastic. Dovergne also does not disclose

or suggest any thickness measurement for the chamber. Robinson

discloses a thickness measurement but does not disclose rubber as a

material and actually teaches away from the rubber by disclosing a

rigid plastic handle. Therefore, it widl not be obvious to first
modify the device of Dovergne such that the chamber of the
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applicator base is made of rubber and then modify the resulting

device such that the thickness is specifically within the claimed

range.
(D.E. 116-1(“Slocum Decl.”) Ex C at 55.) Hurwitz then incorporated dependent claims 3 and 4
into independent claim 1 to overcome the rejection. (D.E. 70 at 235p&gifically, the
remarks included iMurwitz’'s amended application provided that, “applicant has amended claim
1 to require (i) that the chamber of the applicator base is composed of a flexibimaleffor
material . . . and (ii) the flexible deformable material is composed of rubber Fathingkness in
the range of 1/32 inch to 3/32 inch.” (Burnside Decl. Ex. B at 37-38; D.E. 70 ab2fehdants
argue tlat this history indicates that plaintiffs limited the composition of the applicator’s
chamber in response to rejection from the Examiner and thdigtigimed any scope of flexible
deformable material other thamuabber having a thickness in the range of 1/32 inch to 3/32 inch.

The Court looks first to the claim language itself and other internal evid¥fiicenics

90 F.3d at 1582. Claim 1, subsectiostates'said chamber of said applicator base being
compaed of a flexible deformable material so that said chamber can be squeezed to apply
enhanced pressure on said solution compartment of said cartridge to faciliese célsaid
solution from said cartridge through said prongstie term “flexible deformable material” is
not defined, but the context of the claim reinforces that the composition of the chamber is
malleable to permit application of pressure and squgedihe Court is persuaded by the
prosecution history that the only way in which Hurwitasaigrantedhe ‘445 Patent is by
specifying rubber of a certain thickness to differentiate the material fraticpteowever,
subsection e of claim 1 already holds plaintiffs to this requirement. To incorpssaetially
the entire text of subsection esdid flexible deformable material being composed of rubber

having a thickness in the range of 1/32 inch to 3/32 inahte-the definition of “flexible
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deformable material” would be to eviscerate the need for subsect®eeBhillips, 415 F.3d at
1314 Safety Rail Sour¢gé56 F. Supp.2d at 479-8V1, Inc, 2012 WL 6708169 at *15. Thus,
the Court construes “flexible deformable material” to mean rubber that is naldgabcapable
of beingsqueezed.

I.  “rubber”

As discussed in the previous section, subsectmirci&aim 1provides: “said flexible
deformable material being composed of rubber having a thickness in the range ofti482 inc
3/32 inch.” Plaintiffs argue thathe term “rubber” does not have a specialized meaning to one of
ordinary skill in the art and must therefore be given its ordinary meaning. Tdgyse the term
be construed as “material, natural and/or synthetic, capable of being flexeeridBets
propose that “rubber” be defined as “a non-rigid, ptastic material, made &ier from the sap
of rubber trees or synthetically to mimic same, with a pronounced and intended degree of
flexibility.”

Plaintiffs take issue withefendants’ addition of the terms “naigid,” “non-plastic,”
mimic,” and “intended degree of flexibilitypecause they are vague and would liketpfuse a
jury. Defendants argue thalgmtiffs’ definition of “rubber” is overly broad because it would
include any material capable of being flex&this could include plywood, poster board, a credit
card, a fencer’s sword, etc. However, the fact that claim 1 requires athuitrabber indicates
that the definition or rubber should include a pronounced degree of flexiliigiendants also
assert that any definition of “rubber” must contain the concepts of pramtic” and “norrigid”
because that is what the USPTO required in allowing the claim, as evidenceddbgsbcution
history. Indeed, the USPTQO’s explicit rationale for the initial rejection was that one qiribr

art references (Robinson) tdudghe use of rigid plastics. Accordingly, if the patent material
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could be a rigid plastic, then it would have been obvious in light of the Robinson reference and a
patent would not have been granted.

Both parties agree that rubber can be made fromralatusynthetic materials or some
combination thereof. Both parties also agree that rubber is capable oflexety Beyond that,
the Courtparts ways with both proposed constructiomisthe context of the clairand other
intrinsic evidence, [pintiffs’ construction is too broad and could ¢ any flexible material,
and eéfendantstonstructions too limiting. To incorporate the best of both positions and the
areas of agreement indicated at oral argupriteatCourt combinethe proposed definitions as
follows: an elastic polymer capable of being flexedtural and/or synthetically made

] “polymeric material” (dependentclaim 16)

The final term for construction, “polymeric material,” is found iaicl 16 whichrecites
“[a] direct delivery applicator as recited by claim 1 being composed of a ligghtygdlymeric
material.” Plaintiffs argue thathe Court should adopt their proposkdinition of “essentially,
of, relating to, or consisting of a polymdrécase a&fendants have not provided a counter
construction and becauskintiffs’ definition isaccurate They cite to the opinion of their
expert that “[p]olymeric materials are materials made up of polymers whicargeg thainlike
molecules consistingfmumerous, smaller, repeating units, and include plastics, thermosetting
plastics such as vulcanized rubber, and other natural or synthetic materials.’83R (“lezzi
Decl.”) 1 13) Plaintiffs also cite the Gale Encyclopedia of Science, which staes

[plolymers are made up of extremely large, chainlike molecules
consisting of numerous, smaller, repeating units called monomers.
Polymer chains, which could be compared to paper clips linked
together to make a long strand, appear in varying lengths. . . .
addition polymers include polyethylene, polyprophylene, Teflon,

Lucite, and rubber, etc. . . . It was about 1930 when scientists first

began to understand and accept the evidence that polymers were
giant, chaidlike molecules that were flexible.... Natural and
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synthetic rubbers are both addition polymers. . . . Plast#cgroup
of natural or synthetic polymers.

(Id., Ex. 1 7 1.

Defendants take the position that the term “polymeric material” is indeéindéhave not
proposed a constructioreeNautilus, Inc. v. Biosig Instruments, Int34 S. Ct. 2120, 2124
(2014) (“[A] patent is invalid for indefiniteness if its claims, read in light efspecification
delineating the patersind the prosecution history, fail to inform, with reasonable certainty, those
skilled in the art about the scope of the inventionDefendants claim thatgintiffs’ expert
offers no help, as he ambiguously states that the term includes (but appamuitlynsted to)
numerous materials such as plastic, vulcanized rubber, natural materidistisymaterials and
even liquids.Defendants assert that this makes the claim “utterly obvious in light of the iprior a
which plaintiffs navigated around when they amended claim 1” as has previously besseatisc
Because a patentee cannot seek to broaden the coverage of a dependent claim beyond the
coverage of its independent claim, claim 16 must incorporate the limiting elementsnof cla
including the requirement that said chamber of said applicator base issEhgf a flexible
deformable material and that said flexible deformable material is composdabef having a
thickness in the range of 1/32 inch to 3/32 inch.

At oral argument and in their papers, defendants reserved the right to argusitias as
later dateand although they address it briefly in their responsigekmanbrief, neither side has
properly aired or briefeche issue.In the absence of antainate proposed definition by
defendants, the Court adopts plaintiffs’ proposed definition, which is acauarigdt of the
claim languagealbeit broagdand may revisit the issue if it is appropriately raised

V. Conclusion
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For theforegoingreasons, the Coudeniesthe motion to amend or correct the patent and
adopt thevarious constructions of the disputed terms as set forth above. An appropriate order

will follow.

s/ Katharine S. Hayden
Katharine S. Hayden, U.S.D.J.
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