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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

NITE GLOW INDUSTRIESINC.,
I DID IT, INC., &
MARNI MARKELL HURWITZ,

Civil Action No.: 2:12-cv-04047
Plaintiff,

CENTRAL GARDEN & PET
COMPANY & FOURPAWS PET
COMPANY, DIBIA FOURPAWS
PRODUCTS,LTD. : OPINION AND ORDER

Defendants.

WALDOR. UnitedStatesMagistrateJudge

Currentlybeforethis Court is a motionby Plaintiffs Nite Glow IndustriesInc., I Did It Inc.,

andMami Markell Hurwitz (“Plaintiffs” or “Nite Glow”) for leaveto file a secondamended

complaintpursuantto FED, R. Civ. P. 15(a)(2)to addcausesof actionof: (1) patentinfringement,

(2) misappropriation,(3) breachof contract,and(4) falsemarketingconcerningPlaintiffs’

United StatesPatentNos. 7,204,206and7,549,399(“206 Patent”and“399 Patent”),against

defendants.(Dkt. No. 42-1, “Sec. Motion to Amend,”p. 1). DefendantsCentralGarden& Pet

Company& Four PawsPetCompany,d/b/aFour PawsProducts,Ltd. (“Defendants”or

“Central”) opposethe SecondMotion to Amend.(Dkt. No. 47 “Central Opp.,” p. 1).

NITE GLOW INDUSTRIES INC. et al v. CENTRAL GARDEN & PET COMPANY et al Doc. 49

Dockets.Justia.com

http://dockets.justia.com/docket/new-jersey/njdce/2:2012cv04047/277574/
http://docs.justia.com/cases/federal/district-courts/new-jersey/njdce/2:2012cv04047/277574/49/
http://dockets.justia.com/


The Court resolvesthis Motion on thepaperswithout oral argumentpursuantto Local Rule

78.1(b). Havingconsideredtheparties’ submissionsandfor the reasonssetforth below,

Plaintiffs Motion to Amendis herebyGRANTED.

I. DISCUSSION

Plaintiff Nite Glow commencedthis actionon or aboutJune,29, 2012 allegingclaims for

patentinfringementagainstDefendantspursuantto 35 U.S.C. § 282 concerningits United States

PatentNo. 8,057,445(“445 Patent”). (Dkt. No. 1 “Initial Comp.,” ¶ 14). The SecondAmended

Complaint alleges that Defendantsadditionally violated Plaintiffs’ “206 Patent” and “388

Patent”by offering for saleproductsmarkedwith patentnumberswithout properlycompensating

Plaintiffs. (Sec.Motion to Amend,p. 6, 8).

On July 26, 2013, Plaintiff filed the instantMotion to Amend. (Sec. Motion to Amend).

Included in this Motion was a proposedSecondAmendedComplaint. (Dkt, No. 42-4 “Sec.

AmendedComplaint”). On August21, 2013, Centralfiled its opposition.(CentralOpp.). Central

opposesthe SecondAmendedComplainton thebasisof futility (CentralOpp. p. 1). Specifically,

Central arguesthat the SecondAmendedComplaint includes “four baselessand unsupported

counts” against the Defendants.j In support of its argument,Central includes a License

Agreementexecutedon January1, 2009 betweenPlaintiffs andDefendantFour Paws.(Dkt. No.

47 CentralOpp. p. 2, Ex. A “LicenseAgreement”).

Legal Standard

FED. R. Civ. P. 1 5(a)(2) allows a party to amendits pleadingby leave of court when

justice so requires. FED. R. Civ. P. 1 5(a)(2). Leave to amendpleadingsis to be freely given.

FED, R. Civ. P. 15(a)(2); Fomanv. Davis, 371 U.S. 178, 182 (1962). The decisionto



grant leaveto amendrestswithin the discretionof the court. Foman,371 U.S. at 182. Pursuant

to Foman, leave to amendmay be denied on the basis of: (1) undue delay; (2) bad faith or

dilatory motive; (3) undueprejudiceto the opposingparty; and (4) futility of amendment. Ic.
“Only when these factors suggestthat amendmentwould be ‘unjust’ should the court deny

leave.” Arthur v. Maersk,Inc., 434 F.3d 196, 203 (3d Cir. 2006)(internal citationsomitted).

Here, Central opposesPlaintiffs’ SecondMotion to Amend on the basis of futility.

(Central Opp. p. 1). “In assessingfutility, the district court appliesthe samestandardof legal

sufficiencyas appliesunderRule 12(b)(6).” In re Burlington Coat FactorySec.Litig., 114 F.3d

1410, 1434 (3d Cir. 1997) (citing Glassmanv. ComputervisionCorp., 90 F.3d 617, 623 (1st Cir.

1996) (citation omitted)). Under this standard,the questionbefore the Court is whether the

complaint sets forth “enoughfacts to statea claim to relief that is plausibleon its face.” ill
Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007). The Court must accept all factual

allegationsas true “as well as the reasonableinferencesthat canbe drawnfrom them.” Brown v.

Philip Morris, Inc., 250 F.3d 789, 796 (3d Cir. 2001). The Courtmustalsoconstruethe factsin a

light most favorable to the non-moving party. Ghobrial v. Pak Manufact., Inc., 2012 WL

893079,*3 (D.N.J. March 13, 2012).

A. Analysis

Plaintiffs legally own United StatesPatentNos. “206 and 388” in addition to the “445

Patent”previouslydiscussedin the initial complaint.(Dkt. No. 42-3 “Sec. AmendedComplaint,”

Ex. A, Ex. B; Initial Complaint,¶ 14), The crux of Central’s argumentis that it lawfully used

Plaintiffs’ Patentsin accordancewith the terms of the LicenseAgreementand thus the patent

infringementclaim is frivolous. (CentralOpp. p. 2, Ex. A. LicenseAgreement).However,on a
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motion to amend,the Court mustacceptall allegationsin the AmendedComplaintas true, draw

all reasonableinferencestherefrom and view them most favorably toward the Plaintiff. $çç

Ghobrial, 2012 WL 893079,at *3), The LicenseAgreementonly includesexplicit licensingof

the “206 Patent” and not of the similarly disputed“399 Patent”. (Central Opp. p. 2, Ex, A.

LicenseAgreement).Furthermore,evenif the Licenseagreementdoescontrolbothpatents,there

arestill breachof contractissuesalleged.(Sec.Motion to Amendp. 1). Defendantsrespectfully

ask for more time to calculate related royalties, but previous settlementefforts have been

unsuccessful,(Central Opp., p.3; Dkt. 42-2 Sec. Motion to Amendment“Declarationof Ernest

D. Buff ¶ 5-10). The Court, at this early stage,finds that the additionof causesof actionrelated

to “206 Patent”and “399 Patentwithstanda futility challenge.Central’schallengeto the Patent

Infringementcauseof actionciting the LicenseAgreementmaybe more appropriatefor motion

practiceoncediscoveryis conducted.Accordingly, the Motion to Amendis granted.

II. CONCLUSION

For the reasonsset forth above, Plaintiff’s Motion to Amend its complaint is hereby

GRANTED.

It is herebyORDEREDthat, within ten (10) daysof the dateof this Order,Plaintiff shall file

andserveanAmendedComplaintasset forth above.

TheClerk of theCourt is directedto terminateDocketNo. 1(InsertDocketNumber)

SO ORDERED.

/CthL1dor
CATHY L. WALDOR
UNITED STATESMAGISTRATE JUDGE
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DATED: October4, 2013
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