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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

STRAIGHT PATH IP GROUP,INC., Civil Action No. 14-502(JLL) (JAD)

Plaintiff,

OPINIONV.

VONAGE HOLDINGS CORP.,VONAGE
AMERICA, INC., AND VONAGE
MARKETING LLC,

Defendants.

LINARES, District Judge.

This mattercomesbeforethe CourtupontheMotion to Stayby DefendantsVonage
Holdings,Corp.,VonageAmerica, Inc., andVonageMarketingLLC (collectively“Defendants”
or “Vonage”). (ECF No. 71.) The Courthasconsideredthe submissionsmadein supportof and
in oppositionto Defendants’Motion, anddecidesthis matterwithout oral argumentpursuantto
Fed.R. Civ. P. 78. Basedon the following and for thereasonsexpressedherein,Defendants’
Motion to Stayis denied.

L BACKGROUND

Plaintiff is the assigneeof United StatesPatentNos. 6,009,469,6,131,121,6,513,066,
and6,701,365(collectivelythe“AssertedPatents”).(ECF No. 61, Sec.Am. Compl.¶J8-Il.)
Plaintiff statesthat theAssertedPatents“disclosevariousaspectsof a commoninventionrelating
to packet-basedcommunicationused,for instance,in VoIP. . . telephony.”(Id. ¶ 16.) On
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November4, 2013,Plaintiff filed a four-countComplaintin the EasternDistrict of Virginia,
allegingthat Defendantshadinfringed eachof the AssertedPatents.(ECF No. 1.) After

Defendantsfiled a Motion to Dismiss,Plaintiff filed anAmendedComplainton January7, 2014.
(ECF No. 23.) Counts1-IV of theAmendedComplaintassertedclaims for direct, induced,and
contributoryinfringementof the AssertedPatents.(Id. ¶34-45,46-58, 59-70,71-83.)

On January17, 2014,the casewastransferredto this Court at thebehestof Defendants.
(ECF No. 41.) On February7, 2014,Defendantsfiled a motionto dismissPlaintiff’s amended
claimsof inducedandcontributoryinfringement.(ECF No. 47.) On March 26, 2014,this Court
grantedDefendants’motion anddismissedPlaintiffs inducedandcontributoryinfringement
claimswithout prejudice.(ECFNo. 55.) Plaintiff filed a SecondAmendedComplainton April
23, 2014. (ECF No. 61.) Defendantsfiled a Motion to DismissPlaintiff’s secondamendedclaims
of inducedandcontributoryinfringementon May 27, 2014.(ECF No. 65.) On July 7, 2014,this
CourtdismissedPlaintiff’s inducedandcontributoryinfringementclaimswith prejudice.(ECF
No. 69.)

On August 1, 2014,Defendantsfiled petitionswith the U.S. PatentandTrademarkOffice
(“PTO”) requestingInter PartesReview(“IPR”) of all four AssertedPatentsin this case.(ECF
No. 71-1 at 1.) In thesepetitions,Defendantsarguethat theAssertedPatentsareunpatentable
under35 U.S.C. § 103, which provides:

A patent for a claimed invention may not be obtained,notwithstandingthat theclaimed invention is not identically disclosedas set forth in section 102, if thedifferencesbetweentheclaimedinventionandtheprior art aresuchthattheclaimedinvention as a whole would havebeenobviousbeforethe effective filing dateofthe claimed invention to a personhaving ordinary skill in the art to which theclaimed invention pertains.Patentabilityshall not be negatedby the mannerinwhich the inventionwasmade.
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(ECF No. 71-3.) Defendantsfiled a Motion to Staythis casependingthe resolutionof the

1PRpetitionson August5,2014.(ECF No. 71.) Plaintiff filed an Oppositionon August 19,

2014, (ECF No. 73.) Defendantsfiled a Reply on August26, 2014. (“Defs’ Reply,” ECF

No. 74.)

II DISCUSSION

The decisionof whetheror not to staya patentcaseduringreexaminationis

discretionary.ViskaseCorp. v. AmericanNat’I CanCo., 261 F.3d 1316, 1328 (Fed.Cir. 2001);
Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426-27(Fed.Cir. 1988).Thereis no conflict betweena
reexaminationanda challengeto a patentin federalcourt, despitethe fact that thetwo forums

may cometo differing conclusionson the samepatent;the PTO andthe district courtsapply

different standardsandcometo different legal conclusions.Ethicon, Inc., 849 F.2dat 1428-29&
n.3. In decidingwhetherto staya matterpendingreexamination,courtshavedevelopeda three-
part test: “(1) whethera staywould undulyprejudiceor presenta cleartacticaldisadvantageto
thenon-movingparty; (2) whethera staywill simplify the issuesin questionandtrial of the case;
and(3) whetherdiscoveryis completeandwhethera trial datehasbeenset.” Eberlev. Harris,

No. 03-5809,2005 WL 6192865,at *2 (D.N.J. Dec. 8, 2005) (quotingXerox Corp. v. 3Com
Corp., 69 F. Supp2d 404,406 (W.D.N.Y. Feb. 18, 1999)).Putanotherway, “[ijn deciding
whetherto granta stay,thecourtmustweight thebenefitsof thestayagainstthecosts.”Motson
v. FranklinCoveyCo.,No. 03-067,2005 WL 3465664,at *1 (D.N.J. Dec. 16, 2005).

In the presentcase,Defendantsarguethat all threeof theabovefactorsweighin favor of
stayingthe case.Plaintiff disagrees,andalternativelyasksthis Court to denyDefendants’
Motion without prejudiceandallow Defendantsto refile if thePTO decidesto grantreviewof
Defendants’IPR petitions. This Courtagreesthatgrantinga staywould bepremature.
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DefendantsflIed their IPR petitionson August 1, 2014,andbothpartiesconcedethat theymay
not know whetherthepetitionsaregrantedreviewuntil February2015.çDavol, Inc. v.
Atrium Med. Corp.,No. 12-958,2013 WL 3013343,at *2 n.2 (D. Del. June17, 2013)(“Under
thenew [IPR] procedures,theDirectorof the PTO mustdecidewhetherto grantreview within
six monthsof a petitionbeingfiled. . . .“). In a similar casewithin this District, the Court found
it appropriateto wait for the PTO’s decisionasto whetherto grantreview of an IPR petition
beforeissuinga stay,statingthe following:

In their oppositionto the instantmotion [to stay),Plaintiffs.. . note,amongotherthings,thatwhile Defendantshaveappliedfor [IPR] suchreviewhasnot yet beengranted.As such,theyarguetheCourt shouldnot addressthe instantmotionuntila determinationis madeon the initial application,at which time the Court canmore fully evaluatethe PTO’s view andmakea more informeddeterminationofwhether the reexaminationproceedingmerits a stay of this action. The Courtagrees.

DermaSciences,Inc. v. ManukamedLtd., No. 12-3388,2013 WL 6096459,at *1 (D.N.J. July
18, 2013); seealso PowerSurvey,LLC v. PremierUtility Services,LLC, No. 2:13-cv-05670,
Dkt. 84 (D.N.J. May 30, 2014)(“The Courthavingreceivedan applicationfor a stayuponthe
filing of six petitionsfor [IPR], andtheCourt finding that no staywill be grantedsolelybecause
petitionshavebeenfiled. If IPR is granted,themotionmayberenewed....“); DepomedInc. v.
PurduePharmaL.P., No. 13-571,2014WL 3729349,at *1 (D.N.J. July 25, 2014) (“On July 9,
2014,the Court entereda LetterOrderdeterminingthat [Defendant’s]requestfor a staywas
prematurein light of the fact that the [PatentTrial andAppealBoard(“PTAB”)j hadnot yet
determinedwhetherto grantIPR review.”).’ In their Replybrief, Defendantsarguethat “in the
unlikely eventthat thePTO doesnot instituteIPR proceedings,the staycouldbe lifted afteronly

‘Although the Court in Depomeddecidedthat a staywaspremature,anunrelatedstaywasalreadyin placebecausethepartieswere in mediation,andthe Court decidednot to reopendiscoverybecausethe PTAB only hadtwentysevendaysleft to renderits decision.Id. In thepresentcase,it will be almostsix monthsbeforea decisionisrenderedby the PTO.
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a shortdelayandno harmto [Plaintiff].” (Defs’ Replyat 9.) A similar argumentwasrejectedby
a court in this Circuit:

In arguingthat the early stageof the review proceedingswill not result in undueprejudice, [Defendantarguesthat] . . . if the PTO decidesnot to grant [the IPR]petitions,the staywill be relativelyshort. While the court appreciatesthe logic ofthis argument,it providesthe non-movingparty with little comfort in thosecaseswhere the PTO does grant review. In such cases, the fact that the reviewproceedingsarein their infancy forcesthenon-movingpartyto wait not only for aPTO decisionon the challengedclaims but also for the preliminary decisiononwhetherto evenhearthe challenge.

Davol, 2013 WL 3013343,at *2 n.3 (internalcitationsandquotationsomitted).The Court finds
this logic persuasive,anddeclinesto rule on the issueof whetherto granta stayuntil thePTO
decideswhetherit will grantreviewof Defendants’IPR petitions.2

Accordingly, Defendantsmotionto stayis denied.Defendantsmayrenewtheir motion if
the PTO grantsreview of Defendants’IPRs.

IV. CONCLUSION

For the foregoingreasons,Defendants’Motion to Stayis denied.An appropriateorder
follows this Opinion.

Date: August

____,

2014
Original: Clerk’s Office

2 This Court also finds the following reasoningfrom theMiddle District of Florida to bepersuasive:
The patentownershouldbe able, if it desires,to prosecuteits claims, to takediscovery,andto setits litigation positions,at leastuntil sucha time as the USPTOtakesan interestin reviewing thechallengedclaims.Only at that time will thescopeof the [IPRI beknown.While theUSPTOdecideswhetherto initiate a review, the partieswill havesufficient time to ferretout the issuesinvolved inthis action,identify the relevantclaimsanddefenses,andsolidify their claim constructionpositions.Then,andonly then,will the Courtbe in a positionto makean informeddecisionas to whetherthe[IPRJ will simplify the issuesandtrial.

AutomaticMfg. Sys.,Inc. v. PrimeraTech.,Inc., No. 6:12-CV-1727,2013 WL 1969247,at *3 (M.D. Fla. May 13,2013).
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cc: Hon. JosephA. DicksonU.S.M.J.
All Counselof Record
File
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