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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

PAR PHARMACEUTICAL, INC., PAR
STERILE PRODUCTS,LLC, andENDO
PAR INNOVATION COMPANY, LLC, OPINION

Plaintiffs,

v. : Civ. No. 16-02290(WHW)(CLW)

LUITPOLD PHARMACEUTICALS, INC.,
DAIICHI SANKYO, [NC., andDAIICHI
SANKYO COMPANY, LTD.,

Defendants.

Walls, SeniorDistrict Judge

Plaintiffs ParPharmaceutical,Inc., Par SterileProducts,LLC, andEndo ParInnovation

Company,LLC (collectively “Par” or “Plaintiffs”) moveunderFederalRule of Civil Procedure

60(a),or alternativelyRule 59(e)to amendthe Court’s January17, 2017 Ordergranting

DefendantLuitpold Phannaceuticals,Inc.’s (“Luitpold”) motion for judgmenton the pleadings,

ECF No. 106. ECF No. 107. Plaintiffs requestthat the Court amendits Orderto clarify that

CountsII andIV of Plaintiffs AmendedComplaintaredismissedwithoutprejudice.ECF No.

10$ at 3. DefendantsLuitpold, Daiichi Sankyo,Inc., andDaiichi SankyoCo., Ltd. (collectively,

“Defendants”)respondedby way of a cross-motionfor dismissalwith prejudiceandentry of

judgmentin favor of Defendants.ECF No. 111. Defendantsseekentry of an Order “(1) denying

Par’sMotion to AmendOrder; (2) dismissingall Countsof the ComplaintagainstDefendants

with prejudice;(3) grantingjudgmentin favor of Luitpold on Luitpold’ s CounterclaimI against

Plaintiffs; (4) dismissingLuitpold’s CounterclaimsII andIII againstPlaintiffs without prejudice;
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(5) awardingfeesto Defendantsand againstPlaintiffs in accordancewith Defendants’motion for

fees. . . and (6) enteringfinal judgmentin favor of DefendantsandagainstPlaintiffs... .“ Id. at

1—2. The Court addressestheserequestswith the exceptionof Defendants’fee demand,which

will be consideredseparatelyin responseto Defendants’motion for feesunder35 U.S.C. § 285.

SeeECFNo. 112.

The Courtdecidesthis motionwithout oral argumentunderFed. R. Civ. P. 78.

Plaintiffs’ motion is granted;Defendants’motion is grantedin part and deniedin part.

LEGAL STANDARD AND DISCUSSION

UnderFederalRule of Civil Procedure60(a), “[t]he courtmay correcta clerical mistake

or a mistakearisingfrom oversightor omissionwheneverone is found in a judgment,order,or

otherpart of the record.” Fed. R. Civ. P. 60(a).Pfizer, Inc. i Uprichard.422 F.3d 124, 129—30

(3d Cir. 2005). UnderRule 59(e),district courtspossessthe powerto alter or amendajudgment

after its entryprovidedthe movantfiles no later than28 daysafter the entry of thejudgment.

Fed.R. Civ. P. 59(e).

Both Plaintiffs andDefendantsseekchangesto the Court’s January17, 2017 Order.ECF

Nos. 107, 111. The Partiesagreeon severalof the soughtafter entreaties.Plaintiffs do not object

to Defendants’requestthat Luitpold’s CounterclaimsII andIII be dismissedwithout prejudice.

ECFNo. I 17 at 9. Additionally, Plaintiff correctlynotesthatDefendants’requestfor judgment

on Luitpold’s CounterclaimI is mootbecausejudgmentwasalreadygrantedon this claim. See

ECF No. 106. The main sourceof disagreementlies in whetherall countsassertedagainst

Defendantsin Plaintiffs’ AmendedComplaintshouldbe dismissedwith prejudiceor whether

Plainitiffs’ CountsII andIV in theAmendedComplaintshouldbe dismissedwithout prejudice.
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CountsII andIV of the AmendedComplaintsoughta declarationundertheDeclaratory

JudgmentAct that the futureproductLuitpold will ultimatelymarketwill matchPar’s

formulationandwill infringe the assertedpatentsunder35 U.S.C. § 271(a), (b), (c), and! or (g).

SeeECF No. 71 ¶J69—72, 77—80. Pararguesthat CountsII andIV in the AmendedComplaint

shouldthereforebe dismissedwithout prejudicebecausetheyaredirectedto future formulations

of Luitpold’s product,which the Court recognized“are not ripe for adjudication.”ECF No. 108

at 2. Consequently,theyargue,the Courtshould dismisswithout prejudicebecauseit has

“effectively concludedthat it lackssubjectmatter jurisdictionto hearPar’sCountsII and IV.” Id.

at 3.

First, Defendantsrespondthat “the effectof a dismissalwithout prejudiceis that Par

would be free to file a new complaintallegingidentical factsto thosepled in CountsII and IV,

which the Courthasalreadyfound areentirelypremisedon speculation.ECF No. 111-1 at 2.

Theyfurther arguethat dismissalwith prejudiceis appropriatebecausethe deficienciesin

Plainitffs’ AmendedComplaint“could not be curedby refihing.” Id. at 3. finally, Defendants

contendthatdismissalwith prejudice“will not prejudiceParfrom filing a new lawsuit if

Luitpold actuallychangesits formulationinto an infringing formulation.” Id. at 4.

Plaintiffs reply that theycould faceprejudiceif the Courtdoesnot dismisswithout

prejudiceif a future court incorrectlyconcludesthat the Court’sJanuary17, 2017Orderhas

preclusiveeffect. ThoughboththeCourt andDefendantsacknowledgethatParwould havea

claim if Luitpold materiallychangedits ANDA, ECF No. 105 at 14 & n.4, Parmaintainsthat

dismissingCountsII andIV without prejudiceis necessaryto ensureParcanbring a new suit if

Defendantsmodify their ANDA product.ECF No. 117 at 5.
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ThePartiesagreethat CountsII andIV seeka declaratoryjudgmentbasedon a

speculativeproduct;namely,Luitpold’s potentialfuture generic epinephrineproduct.As the

Court explainedin its January17, 2017Opinion, suchspeculativeclaimsof infringementarenot

ripe for adjudication.ECF No. 105 at 15; seealsoStep-SaverDataSys., Inc. v. Wyse Tech.,912

f.2d 643, 647 (3d Cir. 1990) (“The discretionarypowerto determinetherights of partiesbefore

injury hasactuallyhappenedcannot be exercisedunless thereis a legitimatedisputebetweenthe

parties.”).The Courtthereforeagreeswith Plaintiffs thatCountsII andIV mustbe dismissed

without prejudice.SeeLangv. Pac.Marine & Supply Co., 895 F.2d761, 763 (Fed. Cir. 1990)

(affirming dismissalwithout prejudicebecauseinfringementallegationwasnot yet ripe); see

alsoNE Hub Partners,L.P. v. CNG Transmission Corp.,239 F.3d 333, 341 (3d Cir. 2001)

(explaininga ripeness challengeas a challengeto a case’ssubjectmatterjurisdiction).

CONCLUSION

Plainitffs’ motionto amend,ECf No. 107, is granted. Defendants’cross-motion,ECf No.

111, isgranted inpart anddeniedin part. Defendants’requestfor entryofjudgmentas to its First

Counterclaimis moot asjudgmentwaspreviouslyentered.An amendedorderfollows.

DATE:

William H. Walls
SeniorUnited StatesDistrict Court Judge
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