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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

ADAM TECHNOLOGIES LLC

Plaintiff, Civil Action No. 18¢v-10513

v. OPINION

WELL SHIN TECHNOLOGY CO., LTD.
DONGGUAN WELL SHIN ELECTRONIG
PRODUCTS CO., LTD.WELL SHIN USA;
andXYZ Companies 1-4,

Defendants

John Michaedl Vazquez, U.S.D.J.

This matter comebefore the Courbn Defendant Conntek Integrated Solutions, Inc.’s
(improperly named as “Well Shin USA” and referred to here as “Conniek&tjon to dismiss
pursuant to Federal Rule of Civil Procedure 12(b)(@).E. 47. Plaintiff Adam Technologies,
LLC (“Adam Tech”) filed a briefin oppositiorto the motionD.E. 54 to which Defendant replied

D.E. 582 For the reasons set forth beldefendarits motion iISGRANTED.

Hnitially, Defendant Dongguan Well Shin Electronics Products Co., Ltd. (“Dongguan Wel) Shi
joined in this motion and also sought to be dismissed as a Defendant pursuant toRtddefl
Civil Procedure 12(b)(5). On November 21, 2019, Dongguan Wetl Bithdrew its motion
because Judge Waldor extended Plaintiff's deadline to effect service on Donggueshivel

D.E. 57. Accordingly, the Court only considers Conntek’s arguments for dismissal pursuant to
Rule 12(b)(6).

2 In this Opinion, Defendans brief in support oits motion to dismiss (D.E7-1) will be referred

to as “Def. Br.”; Plaintiff's brief in opposition (D.E54) will be referred to as “Plf. Opp.and
Defendans reply (D.E. B) will be referred to as “Def. Reply
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|. BACKGROUND?® AND PROCEDURAL HISTORY

Adam Techislocated in Union, New Jersey, anc@imanufacturer and seller of specialized
electronic componentsiade or produced bigs Taiwan branch, Adam Technologies Jrittd.
Adam Techhad a contract with General Electric Applian(€3E”) to design and createcastom
connector for a wire harness to be used for GE washing machines andpptirences.Compl.
11 1 19, D.E. 1. Adam Tech. pleads that it has been issued a patent for its connector in Taiwan
and has a patent pending in the United Stdtks] 7, 34.

At some point after Adam Tech. designed the connector, Adam Tech. was contacted by
Dongguan Well Shin, who requested to buy the part to use in a wire harness it wasctangf
for GE. Id. 2. To protect its intellectual property, Adam Tech. and Dongguan Well Shin entered
into theNon-Disclosure NorCompete Agreemerfthe “Agreement”) on January 23, 201/.
4, Ex. B. Dongguan Well Shin then purchased products from Adam Tech. for approximately the
next two years.Id. § 23. Plaintiff pleads that Conntek, an entity that is located in Kentucky and
Wisconsin, “acted as an agent” for the other Defendaristhat it is vicariously liable to Plaintiff.
Id. T 18. Each Defendant is also “the alter ego of each of the other defendkhts.”

In July or August of 2017, Dongguan Well Shin begacomplain about the quality of the
connector and allegedly refused to pay for delivered stock and outstanding invioicg§s24.
Adam Techalleges that thesgerefalse and unsubstantiated claimd. 11 2425. Adam Tech
appears taallege thatDongguwan Well Shin began making the false claims because it was

manufactuing the connector part itself or through other vendors or manufactuder$ 26.

3 The factual background is taken from Plaintiff's Complaimhich includes two attached
exhibits. D.E. 1. When reviewing a Rule 12(b)(6) motion to dismiss, “courts generally consider
only the allegations contained in the complaint, exhibits attachée tocoimplaint and matters of
public record.” Pension Ben. Guar. Corp. v. White Consol. Indus., B&8 F.2d 1192, 1196 (3d

Cir. 1993).
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Adam Tech subsequentlyprought suitagainst Conntek, Donggn Well Shin and Well
Shin Technology Co. Ltd.“Well Shin Tech.”) asserting claims fopatent infringementoreach
of contract,Lanham Actviolations,andNew Jerseynfair competitionviolations. In response,
Defendants fileca motion to dismiss for lack of jurisdiction, insufient service of process, and
failure to state a claimD.E. 11 On August 12, 2019, this Court granted Defendants’ motion as
to Well Shin Techfor lack of personal jurisdiction pursuant to Rule 12(b)(2). Aug. 12 Opinion at
6-11. This Court also quashed service as to DongguanSkalland Conntek because service
was improper as to both entities, and granted Plaintiff leagerve these Defendantkl. at 11
14. Because the motion was granted on these grounds, the Court did not address Defendants’
argumentss to dismissal for failure to state a claim.

Plaintiff served Conntek on September 13, 200%. 48 and on October 29, 2019,
Conntek renewed its motion to dismiss pursuant to Rule 12(b)(6), D.E. 47.

Il. LEGAL STANDARD

Federal Rule of CiviProcedure 12(b)(6) permsia court todismiss a complairthatfails
“to state a claim upon which relief can be granted[.]” For a complaint to surgnwesgal under
Rule 12(b)(6), it must contain sufficient factual matter to state a claim that siyéaon its face.
Ashcroft v. Igbal 556 U.S. 662, 678 (2009) (quotiigll Atl. Corp. v. Twomb|y550 U.S. 544,
570 (2007)). A claim is facially plausible “when the plaintiff pleads factualecdribat allows
the court to draw the reasonable infereinat the defendant is liable for the misconduct alleged.”
Id. Further, a plaintiff must “allege sufficient facts to raise a reasonable expettatialiscovery
will uncover proof of her claims.”Connelly v. Lane Const. CorB09 F.3d 780, 789 (3d Cir.
2016). In evaluating the sufficiency of a complaint, district courts must sepheatactual and

legal elementsFowler v. UPMC Shadysid&78 F.3d 203, 231211 (3d Cir. 2009). Restatements
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of the elements of a claim are legal conclusions, and tirerafenot entitled to a presumption of
truth. Burtch v. Milberg Factors, Inc662 F.3d 212, 224 (3d Cir. 2011). The Court, however,
“must accept all of the complaint’s wedleaded facts as truePowler, 578 F.3d at 210.

1. ANALYSIS

A. Unfair Competition (Counts Two and Three)

Conntek maintains that the unfair competition claims should be dismissed as tugddec
Plaintiff fails to sufficiently allege the required elements for an unfair competitenm under
federal or state law. Def. Br. at 100 state a claim for unfair competition under the Lanham Act,
15 U.S.C. 8§ 1125(a), “a plaintiff must demonstrate {hait has a valid and legally protectable
mark; (2)it owns the mark; and (3) the defendant's use of the mark to identify goodsiceserv
causes a likelihood of confusionA & H Sportswear, Inc. v. Victoria’s Secret Stores, ,I287
F.3d 198, 21Q3d Cir. 2000) A claim for unfair competition undehe New JerseyUnfair
Competition Act, N.J.S.A. 56:4, et seq.tracksfederal law Emerson Radio Corp. v. Emerson
Quiet Kool Co., Ltd.No. 175358, 2018 WL 1169132, at *3 (D.N.J. Mar. 6, 2018) (“The pleading
standards are the same for trademark infringement ana oafapetition claims under state and
federal law.”).

Trademarks, which include “words, names, symbols, and the like[,] . . . help[] consumers
identify goods and services that they wish to purchase, as well as those they want to\etaid.”
v.Tam 137 S. Ct. 17441,751(2017) (internal citations omitted). In this instance, the Complaint
generally discusses th@oprietarydesign and manufactiof Plaintiff's connector. See, e.g.
Compl. § 40. The Complaint, however, is devoi@dltggationsdemongrating that the connector
has any identifying characteristics such that any part of the product could corsstiglite and

legally protectable mark.In fact, Plaintiff concedes that “it does not have a trademark or
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registration of a trademark.”PIf. Opp. at 7. Accordingly, without a protectable marlgintiff
cannot state a claim for unfair competition under the Lanham AtteoNew JerseyUnfair
CompetitionAct. Counts Two and Three are dismissed.

B. Patent Infringement (Count One)

Conntek argas that Plaintiff's patent infringement claim must be dismissed because
Plaintiff does not own an enforceable patemef. Br. at 7. Plaintiff pleads that it has been issued
a Taiwanese patent and has a patent pending in the United States. ComplCAu8&4.lack
standing to hear patent claims until the patent is actually issBedr to issuance, there is no
justiciable controversy and any judicial determination about the pending patent amounts to an
advisory opinion.SeeMatthews Int’'l Corp. v. Biosafe Eng’'g, LL.695 F.3d 13221331-32 (Fed.
Cir. 2012) (affirming district court’s decision that it lacked subjeeitter jurisdiction to hear
patent claims related to patent that issued a month after the suit wasGiddBldg. Materials
Corp. v. Elk Corp. of Dallas90 F.3d 479, 482 (Fed. Cit996) (“The fact that the patent was
about to issue and would have been granted before the court reached the merits of thermase is of

moment.”)®

4 Plaintiff argues that plaintiff does not need to have a federally registered trademark to assert an
unfair competibn claim in federal court. PIf. Opp. at 9The Lanham Act protects unregistered
marks to the same extent as registered marks because trademark rights emaneste drmhnot
merely registration.”"Renna v. County of Unip@8 F. Supp. 3d 310, 320 (D.N.J. 2014) (quoting
Duffy v. Charles Schwab & Co., In87 F. Supp. 2d 592, 598 (D.N.J. 2000)). But a plaintiff must
still allege that there is arotectablemark. Plaintiff fails to do so here.

> Although Conntek seeks to dismiss the patent claim pursuant to Rule 12(b)(6), thebasis f
dismissal isproperly framed asonefor lack of subject matter jurisdiction In any event, when
subject matter jurisdictiofs challenged on the basis of the pleadings pursuant to Rule 12(b)(1),
courts apply the same standard of review as a Rule 12(b)(6) motion to dismresSchering
Plough Corp. Intron/Temodar Consumer Class Act®#8 F.3d 235, 243 (3d Cir. 2012).

® Because the issues raised in this protiith respect to Plaintiff's patent clajpertain to andire
unique to patent law, the law of the federal circuit appli€enetic Veterinary Scis., Inc. v.
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Plaintiff maintains that the patent claim should not be dismissed because it now has a
enforceable United States patentf. Blpp. at 2. Plaintiff, however, cannot amendpitading
through a brief.Pa. ex rel. Zimmerman v. PepsiCo, [r836 F.2d 173, 181 (3d Cir. 1988) (“It is
axiomatic that the complaint may not be amended by the briefs in opposition to a motion to
dismiss.”) (quotingCar Carriers, Inc. v. Ford Motor Co745 F.2d 1101, 1107 (7th Cir.1984)).
Because Plaintiff lacked a patent when it filee @mplaint, Plaintiff's patent infringement claim
is dismissed with respect to its patent issued by the United States.

Turning to Plaintiff's alleged Taiwanese patg@onntek argues that a plaintiff can only
claim infringement in the United States for a patent issued by the United Statie$Sr.2¢ 7.

This statement is not entirely accuratather, his Court does not have original subject matter
jurisdiction over a claim of infringement for a patent issued outside of the United Staess
Inc. v. KabushikKaisha Nippon Conlux24 F.3d 1368, 13724 (Fed. Cir. 1994). Consequently,
this Court may only hear Plaintiff's claims regarditgjTaiwanese pateiitthere is supplemental
jurisdiction pursuant to 28 U.S.C. § 136Voda v. Cordis Corp.476 F.3d 887, 894, 89&ed.
Cir. 2007) (decliningo exercisesupplemental jurisdiction over foreign patent clapassuant to
28 U.S.C. § 1367(c)(4pecause“considerations of comity, judicial economy, convenience,
fairness, and other exceptional circumstances constituted compelling reasatecline

jurisdiction”).

LABOKLIN GmbH &CoKG, 933 F.3d 13021312(Fed. Cir. 2019(“In reviewing a district court
orde regarding subjeatnatter jurisdiction, we apply the standard of review of the regional circuit
... unless the issue pertains to or is uniguysatentaw.”).

" “Federal courts are not courts of general jurisdictioBender v. Williamsport Area Sch. Djst.

475 U.S. 534, 5412 (1986). In order to adjudicate a case, a federal court must have subject
matter jurisdiction.ld. While neither party raised the issaf subject matter jurisdiction here, “a
federal court is bound to consider its own jurisdiction preliminary to consideratibe oférits.”
Kaplan v. GarrisonNo. 151915, 2015 WL 2159827, at *2 (D.N.J. May 6, 2015) (quolingnt

Realty Assocs. v. ISt Fed. Sav. & Loan Ass’n of Phil&57 F.2d 29, 26 (3d Cir. 1981)).
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28 U.S.C. § 1367(a) confers district courts with supplemental jurisdiction over “daanhs
are so related to the claims in the action within such original jurisdiction thatotmeypért of the
same case or controversy.” 28 U.S.C. § 1367(a). 28 U.S.®B7R&c)8 however, gives district
courts discretion to decline to hear claims they would otherwise have supfakjmesdiction to
entertain pursuant to § 1367(a).

8§ 1367(c)(3) provides that a “district court[] may decline to exercise supplemental
jurisdiction over a claim” if “the district court has dismissed all claims over which it igiear
jurisdiction.” 28 U.S.C. 8§ 1367(c)(3). While the determination is discretionary, “[gnergl
approach is for a district court to . . . hold that supplemental jurisdiction should not beexkerci
where there is no longer any basis for original jurisdictiddhaffer v. Township of FrankljiNo.
09-347, 2010 WL 715349, at *1 (D.N.J. Mar. 1, 201€9e also United Mine Workers of Am. v.
Gibbs 383 U.S. 715, 72@.966) (encouraging federal courts to avoid “[n]eedless decisions of state
law™); Markowitz v. Ne. Land C@06 F.2d 100, 106 (3d Cir. 1990) (“[T]he rule within this Circuit
is that once all claims with an independent basis of federal jurisdiction banedismissed the
case no longer belongs in federal court.”). Hbegause Plaintiff's Lanham Act and patent claim

based on the patent pending in the United States are dismissed for failure tolatatethare is

8§ 1367(c) provides in full as follows:

(c) The district courts may decline to exercise supplemental jurisdiction over a
claim under subsection (a}-f
(1) the claim raises a novel or complex issue of State law,
(2) the claim substantially predominates over the claim or claims over which
the district court has original jurisdiction,
(3) the district court has dismissed all claims over which it has original
jurisdiction, or
(4) in excedtional circumstances, there are other compelling reasons for
declining jurisdiction.

28 U.S.C. § 1367(c).
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no other basis for federal questiarbgct matter jurisdiction. As a result, the Court declines to
exercise supplemental jurisdiction over Plaintiff's claim based on its Taiwaneset.

Moreover, because Plaintiff is granted leave to file an amended pleading, the Gourt als
notes the ftbowing. Retaining supplemental jurisdiction is a matter of discretdoda,476 F.3d
at 897.In Voda “the Federal Circuit made clear that it is almost always an abuse of disd¢cetio
use that supplemental power [of 28 U.S.C. § 1367(c)] to deal with infringement aliohang
foreign patents.”Fairchild Semiconductor Corp. v. Third Dimension (3D) Semiconductor, Inc.
589 F. Supp. 2d 84, 91 (D. Me. 2008). Of key concern to the Federal @Gieastitat “[b]Jased on
the international treaties thatethinited States has joined and ratified . . ., a district court’s exercise
of supplemental jurisdiction could undermine the obligations of the United States under such
treaties, which therefore constitute an excepti@rcumstance to decline jurisdictiacunder 8
1367(c)(4).” Voda 476 F.3d at 900. The Federal Circuit also explained that considerations of
comity, judicial economy, convenience and fairness also weighed heavily againssimgerc
supplemental jurisdiction over most foreign patent claifdsat 900-04.

As a result, assuming that Plaintiff will be able adequately replead claims biaér thve
Court has original subject matter jurisdiction, and assuming that Plaintiff's Tesegpatent
claims form part of the same case or controversycfwis not clear given the dearth of factual
support for Plaintiff’'s patent claim) such that the Court has supplemental gtinadithe Court
highly doubts that there will be a compelling reason to exercise its supplemestitjion. As
the Federal Circuit made clear Moda 8 1367(c)(4) strongly weighs against exercising
supplemental jurisdiction in the vast majority of cases.

Count One, therefore, is also dismisasdo Plaintiff's Taiwanese patent
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C. Breach of Contract (Count Four)

Conntek seeks to dismiss the breach of contract claim because it is not party to the
Agreement) Def. Br. at 1516. To state a claim for breach of contract under New Jersey law, a
party must allege, among other things, that “the parties entered into a corf@itack v. Quick
Quality Rests., Inc452 N.J. Super. 174, 188 (App. Div. 2017) (gilobe Motor Co. v. Igdalev
225 N.J. 469, 482 (2016)3ee also Comly v. First Camde?? N.J. Misc. 123, 197 (N.J. Sup. Ct.
1944) (“"However, it may be said that as a general rule an action on a contract cannatdiaedai
against a person who is not a party to it.”). Plaintiff does not plead that Conntek was a party to t
Agreement, nor is Conntek referenced anywhere in the Agreement 8seffompl. | 58, Ex. B.
Accordingly, Plaintiff cannot state a breach of contract claim as to Conntek basedllzyaa a
breach of the Agreement.

Plaintiff counters that even though it is not party to the Agreement, Conntek “identified
itself as part of the Well Shin business operation and was acting on behadfl &hvi located in
China.” PIf. Opp. at 11Plaintiff does plead that Defendants “acted as an agent for each other,”
are each “directly and vicariously liable to the plaintiffs,” and that “[e]achrdkzint is the alter
ego of each of the other defendants.” Compl. § 18. Plaintiff, however, pleads no futher fa
the Complaint to support any of these conclusory allegations. Further, Plaintifbfaiisvide
any legal support for its argument that a+samnatory to a contract should be liable for a breach

of that contract. The Court cannotetenine if Plaintiff sufficiently pleads a claim as to Conntek

% Plaintiff pleads that the Court also has supplemental jurisdiction ovetakedawclaim pursuant

to 28 U.S.C. 8§ 1367. Compl. 1419. As discussedplaintiff's federal intellectual property claims
are dismissed Therefore, the Court alsteclines to exercise supplemental jurisdictomer this
claim pursuant to 28 U.S.C. 8 1367(c)(3). However, because the Court will provide Plathtiff wi
leave to file an amended complaint, the Court addsd3sfendant’s arguments for dismissal
pursuant to Rule 12(b)(6).
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without such factual and legal support. Therefore, Plaintiff’'s breach of contaawtisldismissed
as to Conntek.
V. CONCLUSION

For the reasons set forth above, Deferngamidtion to dismisss GRANTED. Plaintiff is
granted leave to file an Amended Complainth respect to the dismissed claims. Plaintiff has
thirty (30) days to file an Amended Complaintjtiso chooses, consistent with this Opinion. If
Plaintiff fails to file an Amended€omplaint, thedismissed claims wilbe with prejudice. An
appropriate order accompanies this opinion.

Dated: May 4, 2020

O\ vVOON a vd

John Michael Vazquez, U.S.DlJ.
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