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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

INTERNATIONAL DEVELOPMENT LLC,
Plaintiff,
V. Civil Action N0.09-2495 (GEB)

SIMON NICHOLAS RICHMONDand

ADVENTIVE IDEAS, LLC, MARKMAN OPINION

SN A U N

Defendants.

BROWN, Chief Judge

This matter comes before the Court uparequest byhe partiedor claim construction
in aMarkmanhearing The parties identified seventeen (17) different terms that must be
construed in their Joint Claim Construction Charts (“477 JCC” and “827 JCC"). (Doc. Nos.
54-1, 542.) The parties filed theirp@ning briefs on July 20, 2010 (Doc. Nos. 60, 61), and their
responsive briefs on September 24, 2010. (Doc. Nos. 63, 6. tihe briefing was completed,
the case was put on hold for the pase of settlement negotiations. The parties failed to settle
the casexind theMarkmanwas rescheduled for November 4, 2010.
l. BACKGROUND

International Development broughig is a declaratory judgment actiagainst
Richmond and Adventive Ideas for noriringement and invalidjt of patents directed to solar-
powered garden lamps that can produce a variety of cofdirght. (Compl. at Y4; Doc. No. 1.)
There are two patents at issueS. Patent Numbers 7,196,4T@g“477 patent”) and 7,429,827

(the™'827 patent). The patents are both titled “Solar Poweraght Assembly to Produce Light
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of Varying Colors.” The ‘827 patent is a Continuation in PaCif*) of the ‘477 patent and the
patents share an almost identical specification. The primary differences béteeen
specifications are that the ‘827 patent includes one additional page of figures and their
accompanying descriptidfB27 patent, Figs. 11-13), arlde ‘827 patent’s Summary of
Invention describes the new claims. (‘827 patent, 1:38-3:55.)

After Defendants suggested to International Development’s customerts ghraiducts
infringed their patent, International Developméiad a Complaint (Doc. No. 1) alleging that it
did not infringe the patents and that gegentswvere invalid. The partiegquesteé Markman
hearingto construe the clan terms. @ November 4, 2010, this Court held the hearing and
decided the constructions of fourteen (14) of the seventeen (17) terms and set feaboihs on
the record. The remaining thré® terms are the subject of this opinion.

. DISCUSSION

A. Standard of Review

The first step in a patent infringement analysis is to define the meaningogredasche
claims of the patentMarkman v. Westview Instruments, Irs2,F.3d 967, 976 (Fed. Cir. 1995)
(en bang, aff'd, 517 U.S. 370 (1996). Claim construction, which serves this purpose, is a matter
of law exclusively for the courtld. at 979. Specifically, the focus of a court’s analysis must
begin and remain on the language of the claims, “for it is that language thatathte@ahose to
use to'particularly point[] out and distinctly claim[] the subject matter which thengate
regards as his invention.’Interactive Gift Express, Inc. v. Compuserve, 1866 F.3d 1323,
1331 (Fed. Cir. 2001) (quoting 35 U.S.C. § 112, T 2).

Generally, therés a presumption that the words of a claim will receive the full breadth of

their ordinary meaningNTP, Inc. v. Research In Motion, Lt892 F.3d 1336, 1346 (Fed. Cir.



2004). The ordinary meaning may be derived from a variety of sources; includingiént
evidence, such as the claim language, the written description, drawings, arasdaei{ion
history; as well as extrinsic evidence, such as dictionaries, treatisgpgeot testimony.ld.

When determining the ordinary meaning of the termscdluet must give primary
consideration to the intrinsic evidence, including the specificafidm specification “is the
single best guide to the meaning of a disputed tevfirdnics Corp. v. Conceptronic, InQ0
F.3d 1576, 1587 (Fed. Cir. 1996jlowever, it is improper to import limitations from the
specification to the claimsResonate Inc. v. Alteon Websystems, B8 F.3d 1360, 1364-65
(Fed. Cir. 2003).In addition to thespecification andntrinsic evidence, a court may also
consider extrinsic evidence when an analysis of the intrinsic evidence aleneatioesolve the
ambiguities of a disputed claim ternwitronics Corp, 90 F.3d at 1582-83.

The presumption of ordinary meaning may be rebutted if the patentee actedrasehis
own lexiographer by clearly setting forth a definition of the claim term unlike its ondarzd
customary meaningBrookhill-Wilk 1, LLC. v. Intuitive Surgical, Inc334 F.3d 1294, 1298-99
(Fed. Cir. 2003). The patentee’s intent to define the term must bdefeae the court will use
a passage redefine the term and impose limits on the ordinary meamiegck & Co, Inc. v.
Teva Pharms. USA, In@B95 F.3d 1364, 1370 (Fed. Cir. 2005). Indeed, the Federal Circuit has
“repeatedly encouraged claim draftenso choose to act as their own lexicographers to clearly
define terms used in the claims in the specificatiddiriorgchem Co. v. ITG11 F.3d 1132,
1136 (Fed. Cir. 2007).

When the patentee has not provided an explicit definition of a claim term, the words of a
claim are given their plain and ordinary meaning to a person of ordinary skiél artt

Vitronics 90 F.3d at 1582. The person of ordinary skill in the art is deemed to have read the



claim terms in the context of the entire patent, includnegspecification Phillips, 415 F.3d at
1313.

B. Application

While the Court construed the majority of the disputed terms &tidkemanhearing,
three require additional discussion. These term$&laeeswitch being exposed to provide access
thereo,” “switch being accessible to the user,” &adolar panel mounted on a surface of an
assembly The Court will discuss the terms in that order.

1 The switch being exposed to provide for access thereto

This term appears in claims 1 anddt@he ‘477 patent. (‘477 patent, Certificate of
Correction at 12.) Plaintiffproposes that the term should be consttoadeari'the switch is
immediatelyaccessibleo the user without the need to disassemble any component of the
lighting device.” (‘477 JC at 89; Doc. No. 54-1.) Defendants propose that the term should be
construed to mean “the switch is made visible to the user or deprived of shelteeotiqgndb
make it availabléo the user without the need for tools or destructiold”) ( The ssential
differencebetween the constructions is that Defendants’ construction allows the switeh t
under a shield or access panel so long as tools or destruction are not necessasy tioea
switch.

The Court adopts Plaintiff's construction becay&¢in this contextthe ordinary
meaning of the term “exposed” requitbat theswitch be on an external surface without any
cover between it and the us@) Defendant argued for this meaning in the prosecution history
in order to distinguish anothpatent and(3) this construction finds support in the specification.

Theordinarymeaning of the term “exposefi the context of a switch means that it is

“exposed” to things that are external to the device and not covered by anyoslsiehilar



object! Merely being accessible without tools is not sufficienlbe “exposed A car's gas cap
is not “exposetl because a metal shield covers it, but &asessiblavithout tools because the
user can simply open the shield to access the Agmen with its cap on does not have its tip
“exposed” despite the fact that it is easily accessible by simply removirgpherhus, the
ordinary meaning of the terfrexposeti suggests that there is no shietdp or other cover
intervening between the user and #witchand that access without the use of tools is
insufficient to be “exposed.SeeNTP, Inc. v. Research In Motion, Lt892 F.3d at 1346.

The prosecution history also strongly suggests that the word “exposed” should be
construed in line with its plain meaning, requiring it to be on an external suifheepatentee
distinguished the Shalvi patent by adding the word “exposed” to the languagefiotledrihis
patent was different than Shalvi because Shalvi’'s switch was not “expbsedas “hiddenor
not immediately accessible from outside the housimqevent switching ON and OFF by
unauthorized persons.” (Hilton Decl., Ex. C. at 11; Doc. No. 60-5) (emphasis added.)

Thus, if the ‘477 patent is truly distinguishablem Shalvi based orhe placement of its
switch,its switch must be different than the Shalvi switBecause the Shalvi switch was “not
immediately accessible from outside the housing,” then the ‘477 patent’s switath lvewal to
be “immediately accessibfeom outside the housitdg (SeeHilton Decl., Ex. C. at 11; Doc. No
60-5) Thus, the switch cannot be withirpkasticshield or coverit must beoutsidethe housing.
Further, in this same section of the prosecution histbeypatentee cited to a portion of the
specifcation toprove to the patent office that this change was supported in the original written

description. This portion disclosed a switch that was “on a downwardly fextaghalsurface.”

! This is fundamentally different from what it means to have a solar panel teapissed” to

light as reflected in the Court’s ruling on the “exposed to light” term. Lighpeameate clear
plastic, a user’s hand cannot. Thus, while a solar panel can be exposed to sunlighbegan thr
a clear plastic shield, a switch cannot.



(Id.) (emphasis added.) The patentee cannot distinguish grloy saying that its switch is
immediately accessible from outsideethousing and support thetange with a reference to a
switch on an external surface and then argue, contrary to the ordinary meaningeohttibat

an exposed switch may be inside the housing. Consequently, the prosecution history supports
construing the term to require tiihe switchbe on an external surface and accessifileout the
need to disassemble the ite@muse an access hatch of any kind.

The specification also supports this construction. The specification shows several
embodimentsvhere the switchs on arexternal surfacand no embodiments where the relevant
switch is inside the housing. In Figure 10 and its accompanying descriptiowjtitieis on an
external surface. The description states that:

The embodiment of FIG. 10 includes an ornamental garden light . . . . The
switches 40 and 65 would be mounted at an external surface of the base 74.

The switch 40 and/or switch 65 would be mounted on an externalkcsuof
the base 74, while the diode 42 would be exposed to sunlight.

(‘477 patent, 7:3-12.)

Even he primaryfigure that Defendants cit€jgure4, supports this constructiors
Defendants concedswitch 40is labeled on the drawingnd is on an exteal surface. (Defs.’
Br. at 23-24; Doc. No. 61.) This is the switch that is described in the claims, i.e., ttethait
is “operated to control delivery of electric power from the batieigperate said circuit (‘477
patent,Certificate of Corretion at 1.) This isdemonstrated by Figure 9, which shows switch 40
as the one that connects the battery to the circBee @lso477 patent, 4:20-25.) Defendant

cite the fact thaswitches69, 70, and 71 are not shown the external surface in Figurs$

2This is unpersuasive because there are many things in Figures 4-6 that ardetht lalfact,

in the cross sections in Figures 2 and 3, which show the insides of an embodiment, the switche
are similarly not labeled. Thus it is possible that the switches 69, 70 and 71 areddepiah
external surface but simply are not labeled.
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However, these are not the switches mentioned in the ¢leathgr they correspond to the
individual light emitting diodes and do not connect the battery to the circuit; they comaect
battery to the specdilamps. (‘477 patent, 5:15-35, Fig. 90 fact, these switches are explicitly
disclosedn some caseasbeing “not readily accessible by a user.” (‘477 patent, 5:30-35.)

In summary, lhe specification discloses embodiments where the relevant switch is on an
external surface but nowle discloses this switahithin a housing or under a shidluhat
requires an access hatctWhile the absence of such an embodiment from the specification is not
determinative, because the plain meaning of the term “exposed” requires thetgwich
extenal, treseembodiments suppattie meaning of the ternad do not impora limitation nto
them. See Phillips415 F.3d at 1320 (it is a cardinal sin of patent law to read a limitation from
the specification into the claims).

Consequently, this Court construes “the switch being exposed to provide acces’ thereto
as “the switch is immediately accessible to the user without the need to disasmeynble
component of the lighting device.”

2. Switch being accessible by a user

This term is different from thprevious term “switch being exposed to provide access
thereto” andshould be construed differently because it does not include the word “exposed” and
it appears ira different patenthe ‘827 patent (at claims 27 and 35). Nonetheless, both parties
propcse an almost identical construction for this term as for the previous term. Plaoypibsps
that the term should be construed as “the switch is immediately accessible tovdahaé the
need to disassemble any component of the lighting device.” (‘827 JCC at 15-16; Doc.2\o. 54-
Defendants propose that the term should be construed to mean “the switch beittpaoatite

user for use, without the need for tools or destructiold’ af 16.) Againthe essential



difference between the constnacts is that Defendants’ construction allows the switch to be
under a shield or access panel so long as tools or destruction are not necessasgtiha
switch.

This Court construes the term to allow a shield, an access panel, or some digassembl
because without the term “exposed,” the ordinary meaning of the term “ateesailudes
some effort by the userfThespecificatioralsosupports this construction.

Because this term does not include the word “exposed,” this tptansmeaning
suggests aanstructionthat restsomewhere between the parties’ propas@ts be accessible,
an item need not be available without any disassembling. Certainly, the tip opaibbfien is
accessible even if the cap must be removed from the'Bmd.shows thasomething can be
“accessible” even if some disassembly is required. However, there are alsthié¢warbe
taken apart without tools or destruction but require great effort to do so and would not be
considered “accessible.” For example, the plastagbelt covers near the door of some cars
can be removed without tools or destruction, but it would require substantial effort. €het ar
“accessible.” As such, the ordinamyneaning of the term is more like “the switch is accessible to
the user wthout substantial effort, tools, or destruction.”

The specification also supports the ordinary meaning of the term. Whilstdlush
Plaintiff's citation to the specification seemsctuntradictthe plain meaning of the term, upon
further inspectionusing Plaintiff's citation reads a limitation into the tertising this portion of
the specification would change the term from “accessiblefdadily accessiblé Further,the
original claimsof the ‘477 patent suggest that this portion of the §ipation refers to a different
claim.

The Plaintiff cites théollowing passage:



The switch 40 and/or switch 65 is/are mounted on the base 26 so as to be on a
downwardly facing external surfacd the base 26. This enables a user to
control the device ia readily accessiblswitches, without needing to remove

the cap assembly 24.

(‘827 patent, 8:3-7) (emphasis added.) This is the only place in the specifischécethe word
“accessible” is usenh the context othe switches However, it does soyladding an additional
limitation — “readily” —thatimplies even more ease of accessibility than “accessible to the user.”
See id. This passagelescribes what “readily accessibieeans notwhat “accessible to the
usef means Thus, reading this paggato define “accessible to the user, Pdaintiff does,
improperly reads thadditional limitation‘readily” into the claim.SeePhillips, 415 F.3d at
1320 (it is a cardinal sin of patent law to read a limitation from the specification entdaiims).
Further this passage frorie specification was present in thrgginal ‘477 patent and in
that patent the passage was reflected in the claims using the word “expbsed477 patent’s
claims reflected this language when it used the languagewitehdeingexposedo provide
for access thereto by a user” (‘477qydt 8:49-51) (emphasis added) and “the second switch
being operable to select a desired fixed colourexpibsedo provide access thereto by a user.”
(Id. at 8:12, 9:4-5, 10:9t1) (enphasis added.) It was only after the following embodiment was
added in the CIP that “accessible to the user” appeared as claim language:
To provide access to the batteries 33 and the switches 40 and 65, the lens 101
is rotated about the axis 119 relatite the base 106 so there is relative
movement between the flanges 116 and 117. This relative movement removes
the base 106 from the lens 101. Accordingly, a user may then manipulate the
switches 40 and 65.

(‘827 patent, 8:66-9:4.) Thus, when this disassembling embodiment was added, the claim

language “accessible to the user” also appeaidzhe, this would not be enough define the

® Defendant argues that to adopt Plaintiff's construction is to read this emimdintef the
patent. However, this is not the case because this type of arrangement isadlyeddimed in
the ‘827 patent’s first claim. (‘827 patent 9:10-30.)



term in a similar mannen the ‘827 patent becauiee‘477 patent’sspecification may disclose
what it does notlaim and thisCIP embodiment also appears in Claim 1 of the ‘827 patent.
(‘827 patent, 9:10-30.) Howevdrecause Plaintiff's reliance on the first passage reads “readily”
into the claim andne ordinarymeaning of the term “accessible” allows a persoperform
some disassembly, this embodiment does lend some additional support for the Court’s
construction.
Thus, this Court construes “switch being accessible to the user” to mean ititteisw
accessible to the user without substantial effort, tools, or destruction.”
3. A solar panel mounted on a surface of an assembly
This term appears in the ‘477 patent at claim 20. (‘477 patent, Certificate et@mr

at 2.) Plaintiff argues that the terms indefinite but does not take any other issue with
Defendants’ construction. (Pl.’s Br. at 19-21; Doc. No. 60.) Defendants’ construction is

The “surface” is any surface of “an assembly” (i.e. multiple parts) thates ab

to receive light, such as from the sun to permit the solar cell to generate

electicity, directly or indirectly. That “surface” can be covered by a

transparent or translucent cover, providing it is transparent or translucent to

light. Well-known that the “surfaces” of a hollow body include both internal

and external surfaces.
(‘477 JCC at 1611; Doc. No. 54-1.) While Defendants’ construction is somewhat confusing, it
clarifies wo elements: (1) “an assembly” means “multiple parsig(2) that assembly’s
surface, which is exposed to light, may be exposed through a transparent or tnaisbiiedd:
Thus,stated differeny, the construction might ba collection of parts having a surface that is
exposed to light, includingeing exposethrough a transparent or translucent cover, and a solar
cell being mounted on said surface.” For the reasons stated below, the Court will defe

Plaintiff's indefiniteness argument until summary judgment, and will adopt this iedif

construction.
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a. Indefiniteness

The Court defer®laintiff's indefiniteness argument until summary judgment because,
while indefiniteness has the same construction underpinningMaskananhearing, two reasons
make it more appropriate to defer it until summary judgmenth@high burden of proof
required to show indefiniteness and i(2)potentially dispositive, paté-invalidating nature.

First, there is a high burden of proof on a party challenging the patent based on
indefiniteness, which would be difficult to meet at this early stage. Indefess is proven only
“where an accused infringer showsddgar and convincingvidence that a skilled artisan could
not discern the boundaries of the claim” based on the intrinsic evidence or knowledge of the
relevant art areaHalliburton Energy Servs., Ing. M-l LLC, 514 F.3d 1244, 1249-50 (Fed. Cir.
2008) (emphasisdaled).

Second, rather than giving meaning to a claim, lgaikmanhearing is meant to do,
indefiniteness invalidates the patent claims entirélyxon Research & Eng'g Co. v. United
States 265 F.3d 1371, 1376 (Fed. Cir. 2001). This dispositive effect is more appropriately
tackled at summary judgment. Thus, this Court finds persuasive the determinatieveyalf s
other courts to defer indefiniteness until summary judgmgege.g, Intergraph Hardware
Techs. Co. v. Toshiba Coy@08 F. Supp. 2d 752, 773 n.3 (N.D. Cal. 2007) (“[The]
indefiniteness argument is inappropriate at the claim construction st&jeaf)nastem
Therapeutics, Inc. v. Viacell In2003 U.S. Dist. LEXIS 877, at *2 n.1 (D. Del. Jan. 13, 2003)
(“[T]he court will not address the@efendants’ indefiniteness argument at [Merkmanstage].”).
Indeed, the Federal Circuit Halliburton, Exxon andDatamizereviewed courts that dismissed

the case for indefiniteness at summary judgment, not at a\paidemanhearing. Halliburton,
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514 F.3d at 124%xxon 265 F.3d at 1373Patamize, LLC v. Plumtree Software, In€l7 F.3d
1342, 1347 (Fed. Cir. 2005).

It may be true that determinirige indefiniteness of claim language is a question of law
“that is drawn from the court's perfornaof its duty as the construer of patent claims,” which
is the same duty that gives rise to Markmanhearing. Exxon 265 F.3d at 1373. However,
this does not outweigh the previous practical considerations that militate agaenstiding
indefiniteress prior to the end afl discovery. Consequently, the Court will not entertain the
indefiniteness argument and will construe the term because it is “amenathstiction,
however difficult that task may be[.]JExxon 265 F.3d at 1375.

b. Construction of the term

Plaintiff does not take issue with Defendants’ construction othertharguing thathis
term is indefinite.

The Court construes the term “a solar panel mounted on a surface of an assehmay” in
with Defendantstonstruction becauseahconstructia has sufficient support in the
specification and therdinary meaning of the term supports the construction. As mentioned,
Defendantsconstruction haswo essential elements (1) “an assembly” means “multiple parts”;
and(2) that assembly surface, which is exposed to light, may be exposed through a transparent
or translucent shieldTheseelements find support in the specification.

First, Defendants’ construction of “an assembly” finds support in the ordinary meaning of
the term and invto assembly examples in the specification. The ordinary meaning of the term
“an assembly” i$ a collection of multiple parthat are attached to one anotherhich is
similar to Defendants’ constructiof.wo portions of the sgcification disclose assdates, one

which specifically relates to the solar parmth assembliegrecollections of parts. Se€477

12



patent, 3:184 (describing a “lens assembly” as a collection of pddgy, patent, 3:29-39.)
The portion that relates to the solar pategcribes the “cap assemply
Removably attached to the rim 22 is a cap assembly 24. The assembly 24
includes a cover 25 fixed to a base Zbhe base 26 is located beneath the
cover 25 and is shielded thereby. The base 26 and the cover 25 encompass a
chambe 27 within which there is a mounted moulding 28. The moulding 28 is
provided with battery compartments 32. The components of the circuit 29 are
located within the chamber 27, while the upper surface of the assembly 27 is
provided with the solar cell 30. The cell 30 is exposed through a central
rectangular aperture 31 of the cap 25.
(‘477 patent, 3:29-39.) Thus, the cap assembly, which the solar cell is mounted on is a collection
of connected parts. This is consistent with the ordinary meaning terthe
Second, the Defendants’ construction of “surface” as including a surface within a
transparent or translucent cover finds support in the languabge ofaim The embodirant
discussed immediately aboreentions that the cell is exposinlough araperture of the cap
However, this quote does not help this Court to determine whether the solar panel caimbe wit
an enclosed transparent shield. One of the diagrams may have such a shield, but leieks suffi
detail to be determinative. (‘477 patent, Fig. 2.) Further, the word “exposed” aoitext
could include a transparent shield, and so could the word “aperture,” which has a transparent
shield in the context of a camera@hus, this portion of the spécation does not dictate that the
panelbe on an external surface.
Further, even if the passage did require exposure withoamsparent or translucent
cover, the claim term is not limited to this embodimemhere is nothing in the surrounding
claim language that suggests that therabsewould have to be outside of the cover. The claim
simply states “a solar cell mounted on a surface of an assembly so as to be exjigisgd"t

(‘477 patent, Certificate of Correction.) Unlike a switch, a solar cell coukkpesed to light

within a transparent cover and still be able to create electrititg. context distinguishes the use
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of the word “exposed.” A person inside a window is exposed to sunlight, because the sunlight
able to strike him, but a switch ide a window is not bezise the window interferes with a
person’s ability to physically manipulate it. Thus, “exposed” in this context slogvuse of a
transparent cover.

Consequently, the Court construes the term “a solar panel mounted on a surface of an
assemblyto meart'a collection of parts having a surface that is exposed to light, including
being exposethrough a transparent or translucent cover, and a solar cell being mounted on said
surface.” However, this Court does so without prejudice to Plaintiff's abilityh@llenge the
validity of this claim for indefiniteness at the summary judgment stage.

1.  CONCLUSION

For the reasons set forth above, this Court construes “the switch being exposedi® provi
access thereto” as “the switch is immediately accessible testdravithout the need to
disassemble any component of the lighting devit®fijtch being accessible to the user” to
mean “the switch is accessible to the user without substantial effort, toolstracties”; and
“a solar panel mounted on a surfa¢@n assemblyto mearfa collection of parts having a
surface that is exposed to light, includimging exposethrough a transparent or translucent
cover, and a solar cell being mounted on said surface.” For the reasons set fortlecorthatr
theMarkmanhearing, the Court construes the remaining terms as set forth in the accomgpanyi

order.

Dated:November 12, 2010

/s/ Garrett E. Brown, Jr.
GARRETT E. BROWN, JR.U.S.D.J.
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