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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW JERSEY

TAKEDA PHARMACEUTICAL CO,

LIMITED, et al.
Plaintiff, : Civil Action No. 10-1723JAP)
V.
OPINION
ZYDUS PHARMACEUTICALS
USA INC, et al.
Defendant.

PISANO, District Judge.

Plaintiffs Takeda Pharmaceutical Company Limited, Takeda Pharmaceutic#is N
America, Inc., Takeda Pharmaceuticals LLC, Takeda Pharmaceutioaisca, Inc.,
(collectively, “Takeda”) and Ethypharm, S.AEfhypharm,”together with Takeda,
“Plaintiffs”) bring this patent infringement action under the HaMdxman Actagainst
defendants Zydus Pharmaceuticals (USA) Inc. and Cadila Healthcared{together,
“Defendants”)claiminginfringement of three patents alleged to covakeda’s Prevacid
SoluTab product (“SoluTab”). These patents are U.S. Patent Nos. 6,328,994 (the “ ‘994
patent”), 7,431,942 the “ ‘942 patent”), and 5,464,632 (the “ ‘63@pgt Presently before
the Court is a motion by Plaintiffs to dismiss Defendants’ Seventh Counterplaisuant to

Federal Rule of Civil Procedure 12(b)@)d to strike certain allegations in the counterclaims
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of patent misuse pursuant to Rule 12(f). The Court considers the matter without oral
argument pursuant to Rule 78. For the reasons below, Plaintiffs’ n@tgoanted

A. Defendants’ Counterclaims

Defendants Second Amended Answer and Counterclaims contain seven
counterclaims.The Seventh Coierclaim challenged in its entirety by Plaintiffislleges that
the ‘632 patent is unenforceable due to patent mistise. types of misuse are alleged. First
Defendants allege that Takeda, “at the urging of” Ethyphamentionally mislisted
[the'632 patent] in the Orandgook’ with respect tbSoluTab. Counterclain 43.

Defendants assert thalaintiffs listed the ‘632 patent in the Orange Book even though “they
were well aware that [the'632 patedtjes not cover in any of its claims the actual
composition of the product [SoluTabld. § 45. See alsad. 1 47 (“At the time of the listing,
and at the time of the commencement of this suit, [Plaintiffs] were aware tleabhtre

claims of [the ‘632 patent] covered the actual composition of [SoluTabPéjendants’

assert that as a result of the alleged mislistinger the HatclWaxman statutory scheme
Plaintiffs were able to obtain a 3fonth stay from the FDA's final approval of Defendants’
ANDA by filing a timely infringement suit.

Secomnl, Defendants allege that Plaintjffseing aware that the ‘632 patent did not
cover SoluTab, falsely marked SoluTab’s packaging with the ‘632 pdtestasserted that
Plaintiffs “purposely undertook deceitful marking of the patent number on itsriglsdfixed
to each and every bulk product package,” and understood that by doing so “they were
deceitfully indicating to the public that the product tzdmed therein was protected by such

patent.” Id. I 51. Defendants also bringaui tamaction pursuant to 35 U.S.C. § 292.

1 When the FDA approves a new drug application, it publishes a listing ofubeadd related patents in
Approved Drug Products with Therapeutic Equivalence Evaluatiise known as the “Orange Book.”
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Three other counterclaims contain allegations of patent misusiee Fourth, Fifth
and Sixth Counterclaims, which seek declarations of invalidity as to the ‘994, pha&ei®42
patent and the ‘63@atent, respectively, Defendants allege that the claims in each of the
patents are “invalid for failure to satisfy the provisions of the patent late dnited
States.”1d. 11 31 35, 39. inmediately thereafteDefendantdurtherallege that “the filing of
an objectively baseless lawsuit based on a patent that is understood to be invalid for
obviousness and continuing the prosecution of such case ... constitutes patent middse...”.
11 32, 36, 40.

Plaintiffs move to dismiss the Seventh Counterclaim and to strike the patent misuse
allegationsof theinvalidity counterclaimgspecifically paragraphs 32, 36 and 40). First, they
allege that the HateWaxman Act does not permit Def#ants’ patent misuse counterclaim
based on mislistingSecond, they contend that Defendants do not adequately plead mislisting
or false marking under the heightened pleading standard of Federal Rule ¢frGoatiure
9(b) or under Rule 8's notice pleading requirements. As to the Seventh Counterclaim,
Plaintiffs allege that Defendants do not set forth any supportive facts as to: (a) howbSoluTa
falls outside the scope of the ‘632 Patent; (b) Plaintiffs’ knowledge ofithe;5c) Plaintiffs
deceptive irent with respect to either the purported mislisting or the false marking; and (d)
how Ethypharm played any role in the purported mislisting or false markingkeda's
SoluTab. Similarly, with respect to the allegations of patent misuse within the dityali
counterclaims, Plaintiffs contend that Defendants do not set forth any suppactves to
(a) the specific prior art rendering each of the three paiesigit obvious; i) Plaintiffs’
knowledge of the same; and (c) the “objectively baselessteaf this lawsuit as to each of

the three patents-suit.



B. Leqgal Standard

Under Federal Rule of Civil Procedure 12(b)(6), a court may grant a motiomtisslis
if the complaint fails to state a claim upon which relief can be granted. Then$ai@ourt
set forth the standard for addressing a motion to dismiss under Rule 12(iB¢)At. Corp.
v. Twombly550 U.S. 544, 562, 127 S.Ct. 1955, 167 L.Ed.2d 929 (2007) TWamblyCourt
stated that, “[w]hilea complaint attacked by a Rule 12(b)(6) motion to dismiss does not need
detailed factual allegations, ... a plaintiff’'s obligation to provide the grounds of his
entitle[ment] to relief requires more than labels and conclusions, and ddarmacitationof
the elements of a cause of action will not do]ld” at 555 (internal citations omittechee
alsoBaraka v. McGreevey81 F.3d 187, 195 (3d Cir. 2007) (stating that standard of review
for motion to dismiss does not require courts to accept as true “unsupported conclusions and
unwarranted inferences” or “legal conclusion[s] couched as factual allggdtiginternal
guotation marks omitted)). Therefore, for a complaint to withstand a motion to slisnaisr
Rule 12(b)(6), the “[flactual allegations must be enough to raise a right toatebee the
speculative level, ... on the assumption that all the allegations in the complainegeén
if doubtful in fact) ...”"Twombly 550 U.S. at 555 (internal citations and footnote omitted).

The Supreme Court has emphasized that, when assessing the sufficiency of a civil
complaint, a court must distinguish factual contentions and “[tjhreadbare retithés
elements of a cause of action, supported by mere conclusory staterAshtsdft v. Igbal
129 S.Ct. 1937, 1949, 173 L.Ed.2d 868 (2009). When evaluating a motion to dismiss for
failure to state a claim, district courts conduct a-pact analysis.

First, the factual and legal elements of a claim should be sepafdted.

District Court nust accepall of the complaing wellpleaded facts as true, but
may disregard any legal conclusions. Second, a District Court must then



determine whether the facts alleged in the complaint are sufficient to show that

the plaintiff has a “plausible claim for refi” In other words, a complaint

must do more than allege the plaintiff's entittlement to relief. A complaint has

to “show” such an entitlement with its facts.

Fowler v. UPMC Shadysid®&78 F.3d 203, 210-11 (3d Cir.2009) (quotiggal, 129
S.Ct. at 1949-50)A complaint will be dismissed unless it “contain[s] sufficient factual
matter, accepted &sue, to ‘state a claim to relief that is plausible on its fackl."at 1949
(quotingTwombly 550 U.S. at 570). This “plausibility” determination will f&econtext
specific task that requires the reviewing court to draw on its judicial expergm common
sense.”Fowler, 578 F.3d at 21(citations omitted).
C._Analysis

1. Whether Defendantisuse Claimis Precluded

The Court first address@aintiffs argumenthat the HatchWaxman Act does not
permit Defendants to assert a patent misuse counterclaim based on the ahegegtigr
listing of the ‘632 patent in the Orange Bodkatent misuse igne of the equitable defense to
patent infringment. See U.S. Philips Corp. v. International Trade Cod24 F.3d 1179,
1184 (Fed. Cir. 2005). “The patent misuse doctrine, born from the equitable doctrine of
unclean hands, is a method of limiting abuse of patent rights separate from thetdatis.

B. Braun Medical, Inc. v. Abbott Laboratorjei?4 F.3d 1419, 1426 (Fed. Cir. 1997T.he
key inquiry under this fact-intensive doctrine is whether, by imposing the condition, the
patentee has impermissibly broadened the physical or temporalcddbpegpatent grat with
anticompetitive effect.”ld. (quotations omitted).

In support of their argument, Plaintifisst point to the authorization provided the Act

for a defendant in an infringement suit to assexunterclaim seeking an ord&quiing an



NDA holder to correct or delete patent information it submitted for listing in the &rang

Book. See21 U.S.C. § 355(j)(5)(C)(ii).Title 21, Section 355(j)(5)(C)(ii) of the United States

Code provides as follows:

(i) Counterclaim to infringemersdction

() In general
If an owner of the patent or the holder of the approved application
under subsection (b) of this section for the drug that is claimed by the
patent or a use of which is claimed by the patent brings a patent
infringement actioragainst the applicant, the applicant may assert a
counterclaim seeking an order requiring the holder to correct or delete
the patent information submitted by the holder under subsection (b) or

(c) of this section on the ground that the patent does nat elither—

(aa) the drug for which the application was
approved; or

(bb) an approved method of using the drug.

(I No independent cause of action

Subclause (I) does not authorize the assertion of a claim

described in subclause (I) in any civil action or proceeding other

than a counterclaim describadsubclause (1).
21 U.S.C. 8§ 355(j)(5)(C)(ii).Plaintiffs argue that this provisidimits counterclaims based
upon mislisting to those specified in the statute.

Plaintiffs alsorely uponSchwarz Pharma, Inc. v. Teva Pharmaceuticals USA, Inc.

2005 WL 4158850 (D.N.J. 2005)n the context of a HateWaxman infringement actighe
court inSchwarz Pharmadenied a motion to amend that soughadda counterclainfor

patent misus based on facts alleging timeproper listing ofa patent in the Orange Baok

Relying onprimarily onMylan Pharmaceuticals, Inc. v. Thomps@68 F.3d 1323 (Fed. Cir.



2001)(*Mylan”), the court irSchwarz Pharmaeld that'improper listing in the Orange
Book cannot be the basis of a misuse defense.” 2005 WL 4158850 at *7.

Mylaninvolved a claim that a particular patent was improperly listed in the Orange
Book because the patent did not claim a drug for which an NDA had been submitted, as is
required by 21 U.S.C. § 355(b)(1)Ttie applicant shall file with the application the patent
number and the expiration date of any patent which claims the drug for which tharmipplic
submitted the application or which claims a metlbdusing such drug and with respect to
which a claim of patent infringement could reasonably be asserted if a perscemsed by
the owner engaged in the manufacture, use, or sale of the drugVlylan, anANDA
applicantfiled a declaratory judgent action against the NDA holder and the FDA alleging
that the patent at issue had been improperly listed in the Orange Book becausntiaigat
not cover the branded drug product or a method for usinihi. plaintiff soughtdeclaratory
and injunctive relief including an injunction against the NDA holder requiring it to dledst
patent from the Orange Book and an injunction against the FDA to immediately agjove
plaintiffs ANDA. The district court granted the relief sought but, on appeal tine DA
holderthe Federal Circuit reversed, finding that the Federal Food, Drug, amefio Act
(“FFDCA™), 21 U.S.C. 88 301let seq, did not provide a private right of action for “delisting”
a patent from the Orange Bookhe Federal Circuitejectedthe ANDA applicant’'sargument
that its action arosender the patent laws (Title 35 of the United States Code):

Mylan[, the ANDA applcant,]argues that the action Bristthe
declaratory judgment defendant, would have brought is an action for

patent infringement under 35 U.S.C. § 271(e{2yhis section provides
that an applicant infringes a patent if it submits an ANDA “for a drug

2|n a declaratory judgment action, to determine which federal law is the b#isésdeclaratory plaintiff's cause
of action, the court looks to the action that the declaratory defendant hanédoroughtMylan, 268 F.3d at
1330.



claimed in a patent or the use of which is claimed in a patent ... before
the expiration of such patent.” 35 U.S.C. § 271(e)(2) (19®PH4)an

argues that had it filed an ANDA with a Paragraph IV certification, it
would have been charged with infringing tlB&5 patent.One of the
defenses, which Mylan argues would be available to it in Bristol’
hypothetical patat infringement suit, is that Mylan should not have been
required to file a Paragraph IV certificationtive first instance because
the ‘365 patent did not claim BuSpar or an approved method of using
BuSpar, and accordingly, Bristol impropesgybmitted he ‘365 patent

for listing in the Orange Book.

This assertion, however, is not a recognized defense to patent
infringement.

268 F.3d at 1330-31 (footnote added).

Having rejectedhe ANDA applicant’'sargument that its claimroseunder the patent
laws, the court thedetermined that the HatéWaxman Amendments the FFDCAalso
provided ncavenudor the relief soughtUltimately, the courconcludedhatthe ANDA
applicantwasimpropety attemping to bring an action for delisting under the FFDC2ee
268 F.3d at 1332 (“[W]e are forced to conclude that Mylan’s action here ... is in @ssenc
attempt to assert a private right of action for ‘delisting’ under the FFDCA.")

As noted inSchwarz Pharmdf|i]n response tdMylan, Congress created a limited
cause of action under FFDCA allowing a party accused of infringement under 35 8.S.C
271(e)(2) to bring a counterclaim to delist an allegedly improperly listedtpa?2é U.S.C. §
355(c)(3)(D)(ii)(1).” 2005 WL 4158850, *7 n.1As noted above, this provision permits a
counterclaim seeking an order requiring an NDA holder to correct or delet@agelBook
listing.

Not all courts are in agreemenith Schwarz Pharman the question of whether
mislistingcan form the basis of a misuse counterclai8ee Eli Lilly and Co. v. Wockhardt

Ltd., 2010 WL 2605855%.D.Ind. June 22, 2010) (noting disagreement among courts;



finding not futile amendments to add defense and counterclaim of patent misece bas
improper listing);Novo Nordisk A/S v. Caraco Pharmaceutical Laboratories, 64D
F.Supp.2d 661 (E.D. Mich. 20p@ejectingSchwarz Pharmadenying motion to strike
misuse defense based upon allegationspfoper listing);Astra Aktiebolag v. Kremers
Urban Development Co61 U.S.P.Q.2d 1767 (S.D.N.Y. 20q#@lenyingmotion to dismiss
counterclaimalleging misusevhere it was alleged the patent owfadsely certified thalisted
patent covered the approved product and that such false certification forced defefidaat t
Paragraph IV certification)As thisCourt views the issue, based upon its readingydén,

the question boils down to whether Defendant’s counterclaim is substantivelyarsato@
private action for violation of the FFDCGAsthe FFDCA does not create a private cause of
action, but rather confers all enforcement authority to the United States. 21 838 Ua);

In re Orthopedic Bone Screw Prod. Liab. LjtlP3 F.3d 781, 788 (3d Cir.1999) (“It is well
settled ... that thg=]FDCA creates no private right of action.’As Mylan held, this rule
extends t@ctiors based solely on a parg/violation of a requirement imposed by the
FFDCA. Mylan, 268 F.3dat 1332 see alsdvlylan Lab., Inc. v.. Matkayi7 F.3d 1130, 1139
(4th Cir.1993) (holding that claim brought under Lanham Act based solely on alleged
violation of FFDCA violates principle thaEFDCA does not create private cause of action).
However, as noted iMylan, the standards enunciated by the FFDCA may be used torsuppo
an independent cause of action. 268 F.3d at 1882ord in re Orthopedic Bone Screw
Prod. Liab. Litig, 193 F.3d at 790 (“A claim of civil conspiracy cannot rest solely upon the
violation of a federal statute for which there is no corresponding private rightiai.&¢

Zenith Lab., Inc. v. Abbott Lghl996 WL 33344963, *5 (D.N.J. Aug. 7, 1996) (“[A]



violation of the FDCA that gives rise to a separate cause of action does not necessarily lead
to the conclusion that such a claim is preempted.”).

By way of its patent misuse counterclaim, Defendants are alleging that thea&32
should be deemed unenforceable because Plaintiffs have invoked the provisions of the Hatch-
Waxman Act to “impermissibly broaden([] the physical or temporal scope ptteat grat
with anticompetitive effect.”B. Braun Medical, Ing.124 F.3d at 1426. As such, reference to
the standards enunciated by FFDCA is required to support the claim thatf®laave
improperly broadened the scope of their patent. However, likylan, Defendants’ misuse
counterclaim here does not merely use those standards to support an independent claim. The
central, if not sole, element of Defendants’ misuse claim is “that [Plaintiffs] pepsolisted
the ['632] patent because it does not comply with the requirements” of the FFE@AN,

268 F.3d at 1332. Indeed, the counterclaim alleges that

an [NDA] applicant is permitted ONLY to “submit information ... on those

patents that claim the drug substance that is the subject of thegendin

approved application or that claim a drug substance that is the same as the

active ingredient that is the subject of the approved or pending application.”

... Counterclaim Defendants listed [the ‘632 patent], containing solely

composition claims, in énOrange Book although they were well aware that

[the ‘632 patent] does not cover in any of its claims the actual composition of

[SoluTab]. Such mislisting constitutes patent misuse.

Counterclaim 11 44-45 (citation omitted). As such, the Court agrée$laintiffs’ argument
that Defendants’ patent misuse counterclaim is precluded Aeres core,Defendants
counterclaim alleges no more than that Plaintiffs violated the FEDIBwreforesuch a
claim is prohibited ConsequentlyDefendantsmisuse clainbased upon allegations that

Plaintiffs listed the ‘632 patent despite the patent not meeting tioéosiarequirements for

listing is dismissed.
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2. WhetherSeventhCounterclaim Meeté\pplicable Pleading Standards

Even if the Court had fountiatDefendants’ mislisting counterclaimas not
precluded, that claim as well as the false marking claim, neverthelesdfailstiffs contend
that the allegations for mislisting and false markmghe Seventh Qunterclaim fail to meet
the noticepleading standards of Rulea8dor the heightened pleading requirements of Rule
9(b) because, according to Plaintiffs, the Seventh Counterclaim (1) doesgéntfy any
elements of any claim of the ‘632 patent that Takeda’s SoluTab fails to me&f.Rt 6;
and (2)does not set forth any facts withspect to deceptive inteoh the part of Plaintiffs.

As to the firstassertionthe Court notes that central allegation dhe counterclainms that
“none of the claims of [the ‘632 patent] covers the actual composition of PrevacidaBSIuT
Counterclaim  47. Howevdhe counterclaim contaims factsupon which this allegation is
based. While a claim need not contain detailed factual sbegait must contain some facts
from which it can be inferred that such an allegaisgplausible “Conclusory allegations.
are not entitled to an assumption of truth at any stage in litigatiarre BP Lubricants USA
Inc., 637 F.3d 1307, 131Z¢d Cir. 2011)

As to Defendants’ falsmarking claimcase law i€learthatDefendants must plead
facts showing an intent to deceive and, furttieatpleadinga claim for false marking falls
within the scope of Rule 9(b)luniper Networks, Inc. v. Shgy --- F.3d---, 2011 WL
1601995, *3 (Fed. Cir. 2011)A"false marking claim requiresiantent to deceive the public
and sounds in fraudAs such, false marking claims must satisfy the heightened pleading
standard of FedR. Civ. P. 9(b), whiclprovides that “a party must state with particularity the
circumstances constituting fraud or mistake.”) (citations omitt&d)satisfy Rule 9(b),

although knowledge and intent may be averred generally and a plaintiff may plead upon
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information and belief, the complaint must contain sufficient underlying famts \ivhich a
court may reasonably infer that the defendant acted with the requisite staiel ofmre BP
Lubricants USA In¢.637 F.3d at 1311. Based on the underlying factual allegations of the
counterclaimn this casein order to allege the requisite intent to deceive in the 8§ 292 context,
Defendantstlaim should provide “some objective indication to reasonably infer that the
defendant was aware that the pdteid not cover the SoluTab product to which the patent
was affixed.Id. (citing Clontech Labs., Inc. v. Invitrogen Coyg06 F.3d 1347, 1352 (Fed.
Cir. 2005) (proof that the party making a misrepresentation had knowledge of its“falsity
enough to warrant drawing the inference that there was fraudulent intent”).

In response to Plaintiffs’ motioMefendants point to three allegations they claim are
sufficient to plead the element of deceitful intent:

(1) the false marking occurred “by marking the patent number on its labeling

affixed to each and every bulk package.” (Counterclaims { 50); (2) a

sophisticated drug manufacturer such as Takeda would understand that the

marking of such patent number would “dissuade generic manufacturers from

seeking to file an ANDA on the product and would be understood by the

“public, including generic manufacturers, pharmacies, and drug retailers, that

until the expiration of such patent that a generic product could not be made,

used, sold, offered for sale or imported into the United States witis&ing

patent infringement damages.” (Counterclaims 1 51 and 52); and Takeda, as a

sophisticated drug manufacturer, would understand that applying the mark to

its bulk product package “would delay entrance into supply agreements by

pharmacies and othdrug retailers with generic manufacturers based on a

perceived fear of potential patent infringement damages in accepting an offer

to-sell” and “ would dissuade pharmacies, drug retailers, health professionals

and consumers from seeking generic equivalemthe product.”

(Counterclaims 11 53 and 54).
Def. Brf. at 1112. Such allegations, however, fall short of satisfying the relevant pleading

standard with respect to element of intent, as they state little more than that Plaikid mar

the patent number on its product andchtdescribe theonsequenceatwatallegedi flow from

12



a patent being marked on a drug product. No facts are pled from tvbiCourtcan infer

that Plaintiffs falsely marked the product with an intent deceive the pudiaoted above,

the pleading does not allege facts, for exanfpbden which it can be inferred that Plaintiff
knew that the patent did not cover the product. Consequently, for the reasons above, the
Seventh Counterclaim shall be dismissed.

3. Whether Defendants’ Allegation of Patent Misuse In the Fourth, Fifth and Six
Counterclains Meet theShould be Stricken

The Fourth, Fifth and Sik Counterclaimswhich seek a declaration of patent
invalidity for the ‘994, ‘942 and ‘632 patent respectively, each contaifolfowing identical
paragraph:

[T]he filing of an objectively baseless lawsuit based on a patent that is

understood to be invalid for obviousness and the continuing prosecution of

such case after the rendering of the U.S. Supreme Court daS&of

International Co. v. Teleflex127 S.C. 1727 (2007), constitutes patent misuse,

and litigation misconduct.

Counterclaims 11 32, 36, and 40. Plaintiffs argue that these paragraphs should be
strickenpursuant to Rule 12(fecause these assertionsuarsupported by any factual
allegations. Rule 12(f) of the Federal Rules of Civil Procedure provides: “The court may
strike from a pleading an insufficient defense or any redundant, immatampaitinent, or
scandalous matter.” FeR. Civ. P. 12(f). “Immaterial materialis that“which has no
essential or important relationship to the claim for relief or the defenses fleaded.”
Delaware Health Care, Inc. v. MCD Holding €893 F.Supp. 1279, 1291 -1292. Qel.
1995). “Impertineritmaterial doesiot pertain, and is notecessary, to the isssiin question.

Id. at1292. “Sandalous” materidimproperly casts a derogatory light on someone ...

reflect cruelly upon the defendant’s moral charactefslhisepulsive language aletrac}s]

13



from the dignity of the court. Carone v. Whalenl21 F.R.D. 231, 232 (M.0Ra.1988)
(citations and quotations omitted).

Plaintiffs do not state how their motion to strike meets the standard of Rule 12(f).
Indeed, they do not even assert thath material isrfedundant, immaterial, impertinent, or
scandalous.”Fed.R. Civ. P. 12(f). Rather, thegssert that the material sought to be struck is
factually unsupported, “conclusory,” and “speculative.” PI. Brf. at 11-12; ReplyaBt 1-

12. Although Plaintiffscouch their argument in terms of Rules 12(f) and Ruleghpears
that Plaintiffs arattempting to use Rule 12(f) for a purpose better suited for a motion to
dismiss under Rule 12(b)(6).

A motion to strike under Federal Rule 12(f) is the appropriatedgrfor the

elimination of redundant, immaterial, impertinent, or scandalous matter in any

pleading, and is the primary procedure for objecting to an insufficient defense.

... Rule 12(f) also is designed to reinforce the requirement in Ruler&t]

pleadings be simple, concise, and dirddbwever, as the cases make clear, it

is neither an authorized nor a proper way to procure the dismissal of all or a

part of a complaint, or a counterclaim, or to strike an opposefitdavits.

But as is true in otharontexts, the technical name given to a motion

challenging a pleading is of little importance inasmuch as prejudice to the

nonmoving party hardly can result from treating a motion that has been

inaccurately denominated a motion to strike as a motion taigsBghe

complaint.
5C Wright and Miller, FedPrac. & Proc. Civ. (3d ed.) § 1380. Consequently, the Court shall
consider the motion as one to dismiss under Rule 12(b)(6), and to the extent that paragraphs
32, 36, and 40 of the counterclaiatsemptto essertclaims for patent misuse, such clam
shall be dismissed. Defendants’ pleading is completely devoid of factual suppbe f
allegations in the challenged paragraphs. Defendants do not identify any prilegad|g

rendering each of the patsrdbvious, and do not state any facts from which it can be inferred

that Plaintiffs had knowledge that each of the patents were invalid or that the pareseit
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is “objectively baseless.” Such bald and conclusory assertions simply $&dlte a claim
under the appropriate standard.

D. Conclusion

For the reasons abowlaintiffs’ motion is granted The Seventh Counterclaim and
the patent misuse claims contained in paragraphs 32, 36, and 40 of the counterclaims are
dismissed.

Where a pleadings dismissed on Rule 12(b)(6) grountis District Court must
permit a curative amendment, unless an amendment would be inequitable orAlgitan™v.
Parker, 363 F.3d 229, 235 (3d Cir. 2004). Consequently, Defendhalsbe granted leave

to file anamended pleading. An appropriate Order accompanies this Opinion.

/s/ Joel A. Pisano
JOEL A. PISANO, U.S.D.J.

Dated: May 252011
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