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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

DEPOMED, INC.
CIVIL ACTION NO. 13571 (MLC)
Plaintiff,
MEMORANDUM OPINION
V.

PURDUE PHARMA L.P., et al.,

Defendants.

COOPER, District Judge

This matter comes before the Courtampealpursuant to Fed. R. Civ. P. 72 and L.
Civ. R. 72.1(c) oplaintiff Depomedinc. ("Depomed”) Depomed appesirom the
Magistrate Judge’s August 16, 2016 Letter Ord8eedlkt. 176, 816-16 Magis. J. Letter
Order (the “Magistrate Judge’s Decisigrdkt. 177, Depomebiotice of Appea)! For the
reasons set forth herein, the Magistrate Judge’s Degssabfirmed

BACKGROUND

l. Discovery History

Depomedsought the assistancetbéMagistrate Judgmn resolving a discovery
dispute requestinghatthe Magistrate Judgénter alia, order defendants Purdue Phanfa.L

P.F. Laboratories, Inc., and Purdue Pharmaceuticalsdoliectively “Purdue”to produce

1 TheCourt will cite to the documents filed on the Electronic Case Filing System (“B@F&ferring
to the docket entry numbers by the designation of “dkt.” Pincites reference EG&tipagi
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relevant documents in respons®tpomedts Request for Production No. 47(Dkt. 138.)
Depomedargued that the deposition and trial testimony of Purdue engglayanultiple prior
and pendingdatchWaxmanlitigations involving the OxyContin®roductis likely to contain
information relevant to the present litigation. (Dkt. 138-&f)4Depomedalso argued that
Purdue should be required to produce responsive depositionatidirscripts in fairness to
DepomedasDepomechad already produced “deposition transcripts, discovery responses,
invalidity contentions, and claim construction bngffregarding the Patents-Suit from

prior litigations, outside of third party confidential infation.” (d. at 6.)

Purdue opposddepomeds requestarguing that thenformation Depomedought
wasirrelevant and that the production of such information would belyrburdensome and
disproportionate to the needs of the present litigation. (D4tai3.) Purdue explained that it
had previously prosecutégtenty-three 23) cases against numerous generic companies for
infringement and that those cases “involved different products adiffdi@nt patentthat
areirrelevant to the issues in this casdd.)( Purdue also argued that sisnilar discovery
requestso Depomedwverelimited to the patentm-suit. (1d.)

TheMagistrate Judgdirected the parties to submit additional informal letter briefing

regarding the relevance of the requested informatibeedkt. 176 at 1.)

2 Request for Production No. 47 seeks the production of “All pleadings, written discovery, expert
reports, briefing, deposition testimony, and hearing transcegésding the controlled release method
of OxyContin®, the formulation of OxyContin®, the sales of OxyContin®, thdicerisingor in-
licensing of intelleatal property for OxyContin® and the benefits and commercial success of
OxyContin®, in prior litigations or proceedings.DKt. 138 at5-6, n.4.) Depomecharrowed the

scope of Request for Production No. 47 to “seek the production of deposition and trial transcripts
rather than all documents from prior and pending litigatiom)’
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In response to the Magistrate Judgetguest for additional briefin@epomedargued
thatPurdue’s prior litigations include Hatéaxman cases “involving the accused product
OxyContin®,” and that there “is a very high probability” that Riergroduced witnesses to
testify on issues relevant to the present litigation, such asttiedrug in OxyContin® is
releasd over time,” “the degree of swelling of OxyContin®,” and “how Oxy(ied
remains intact over tinie (Dkt. 172at 1-2.) To support this argument, Depomed pointed to
information discussed in trepecificatios of U.S. Pat. Nos. 7,674,793he 799 patent”)and
8,114,383 “the ‘383 patent”). Id.) Depomedalso argued that “Purdue has likely produced
witnesses in prior litigations who testified regarding the extewhich the infringer (here
Purdue) has made use of the invention, the value ofusaglithe benefits of the controlled
release delivery system used in OxyContin®, and the commercial sotcasyContin®:.

(Id. at 2.) To support this argument, Depometedthat: (1) Purdue previousbfferedto
produce transcripts of one employee, Mr. Mannion (Purdue’s Sr. Diré®baomaceutics);
(2) an inventor of several of Purdue’s previously litigated patedssignated as a 30(b)(6)
witness in this case; and (dy. Gasdia, Purdue’s Vice Presidémt Sales and Marketinis
designated as a Rule 30(b)(6) witness in this @aadpreviously testified in a 2013 trialld()
Depomedagainargued that Purdue should be required to produce depositionadnd tri
transcripts as a matter of fairn@ssiew of Depomed’s production containing similar
information (Id. at3).

In response, Purdue argued thatdhientsin-suit in the present litigation were not
litigatedin Purdue’s twengghree (23) previous casgprosecuted against ten (10) generic
companies. (Dkt. 175 at 1.) Purdue explained that its preitigaons concerned “whether
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proposed generic versions of OxyContin® infringe ten (10) differateints owned and/or
licensed by Purdue, and the validity of those paterfid.) Purdue furtheargued thathe
patents cited by Depoméal support its relevance argument, i.e., the ‘799 patent and the ‘383
patentwere irrelevant because those patents focused on technologynthtadt issue in the
present litigation. Seeid. at 1-2.) Purdue also noted that the prior litigatiamsl testimony
of Mr. Gasdiadid not focus on Depomed’s patents or the value of Depomed’siovéid.
at 2.)

Purdue again argued that “fairness does not support grantingcbeeaty that

Depomed requests” because its previous discovery requests pertaeepai®ntsn-suit.

(1d.)
Il. The Magistrate Judge’s Decision

On August 16, 201&he Magistrate Judgetenied Depomed’s request that the Court
order Purdue to produce relevant documents in response to DepomegstRaq
Production No. 47. Seedkt. 176.)Specifically, the Magistrate Judge held:

The Court is unpersuaded by Plaintiff's arguments. Imeélisrd, the Court finds

that Plaintiff has failed to support either its assertions concerning the “géry hi
probability” that Defendants have produced witnesses to “testify ragardi
characteristics of OxyContin® relevant to key infringement issues here,” or its
contentions regarding the likelihood that witnesses from prigatiins would

have testified regarding the use and value of the invention at issue. As
Defendants note, the patents asserted by Plaintiff here were not litigated in the
prior cases involving Purdue. “Rather the dispute in those cases was over
whether proposed generic versions of OxyContin® infringe ten (10) different
patents owned and/or licensed by Purdue, and the validity of those patents.
(Letter from Liza M. Walsh to Hon. Tonianne J. Bongiovanni of 7/29/2016 at
1). Further, with respect to Plaintiff's fairness argument, the Court note that the
prior litigations from which Plaintiff produced information all involved 8ame
patents being asserted here. Under these circumstances, the Court finds that the



information requested in RFP 47, even as narrowed, is not relevant. Therefore,
Defendants need not produce same.

(Id. at2-3.)
lll.  Appeal From the Magistrate Judge’s Decision

On August 22, 2016, Depomed filed thjgpeal from the Magistrate Judge’s Decision.
(Seedkt. 177.)

A. Depomed’s Arguments in Support of Appeal

On appeal, Depomed argues that the Magistrate Judge’s Decision, degyorged’s
request that the Court order Purdue to produce relevant docum&#sanse to Depomed’s
Request for Production No. 47, was clearly erroneous and misappliesvth(Dkt. 1772 at
7.) Depomed takes issue with the Magistrate Judge’s findings thaniedgfailed to
support either its assertions concerning the ‘very high prolyathit Defendants have
produced witnesses to ‘testify regarding characteristics of OxyCorgle@ant to key
infringement issues here,’ or its contentions regarding thehidadi that witnesses from the
prior litigations would have testified regarding the use and vélie anvention at issue.”
(Id. at 910.) In particular, Depomed argues thnaits July Z, 2016 letter (dktl72) it
explained why prior testimony from Purdue witnesses identifidueipresent litigation
would likely contain relevant information. (Dkt. 227at 910.) Depomed also argued that
the Magistrate Judge overlooked the information Depomed was astgling i.e.,
information about the product OxyContin® itself, and netRlurdue patents or proposed

genercs productghat were the subject of priBurduditigation. (Id. at 1611.)



Depomedmnaintained its fairness argument, and also argue{ffetenial osuch
discovery would be highly prejudicial because it denies Depamgehchment
opportunitiesand (2) that the information it seeks could not be undulyemsaime to
produce (Id.)

B. Purdue’s Arguments in Support of Magistrate Judge’s Decision

In opposition, Purdue argues that the Magistrate Judge’s Decisidf)was an abuse
of the Magistrate Judge’s broad discretionw@snot based on any clearly erroneous factual
finding, and(3) was not contrary to law.Séedkt. 181.) In particular, Purdue argues that the
patents asserted in the previous litigation concern different tegemknd infringement
issues than thgatentsin-suit asserted ithe present litigatiar(ld. at 7-9.) Purdue also argues
that the prior testimongf an inventor of a previously litigated patent and the priantesty
of Purdue’s Vice President for Sales and Marketing, both of wiawa beenlesignated as
Rule 30(b)(6) witnesses in the present litigation, are not necessasietiue to the
differing technology and infringement isswéshoseprior litigations (Id. at8-9.) Purdue
again argued that fairness does not dictate a different resultsiaslés discovery requests
were limited to the @tentsin-suit in the present litigation(ld. at9-10.)

Purdue further argues that Depomed’s argument that the Magistrate Judga@Deci
was contrary to law is unsupported as Depomed did not “identifgtatwte, case law, local
rule or other applicable law” that the Magistrate Judge “misinterpretecapptied.”(ld. at

10.)



STANDARD OF REVIEW

Magistrate Judges may hear and determine anispositive prerial matter
pending before the court pursuant to 28 U.§.636(b)(1)(A). A party may appeal a
Magistrateludge’s non-dispositive order withidi4 days of being served with a copy of the
order. FedR.Civ.P. 72; L.Civ. R.72.1(c). The district court will only reverseMagistrate
Judge’sorder on a pretrial matter if it is “clearly erroneous or contrary to lawmJ.23C.8
636(b)(1)(A); FedR. Civ. P. 72(a); LCiv. R. 72.1(c)(1)(A). “Afinding is clearly erroneous
when although there is evidence to support it, the reviewing @otine entire evidence is left

with the definite and firm conviction that a mistake has been e Marks v. Struble

347 F.Supp.2d 136, 149 (D.N.J. 2004) (citation and alteratrotted). Mere disagreement
with the MagistrateJudge's findings is sufficient for reversal, and ai€ict Judge may not

consider evidence not before tagistratelJudge.SeeHaines v. Liggett Grp. Inc., 975 F.2d

81, 91 (3dCir. 1992); Andrews v. Goodyear Tire & Rubber Co., 191 F.R.D6S9D.N.J.

2000).A ruling of a Magistrate Judge is “contrary to law if the Magistdatdge
misinterpreted or misapplied the applicable laMarks 347 F.Supp.2d at 149
The appellant bears the burden of demonstrating thixtdlyéstrateJudge's decision

meets the standard for reversal. Exxon Corp. v. Halcon Shippin@36d-.R.D. 589, 591

(D.N.J. 1994).When an appellant “seeks review of a matter within the purview of the
Magistrate ddge, such as a discovery dispute, an even more deferential sttredaolise

of discretion’ standard, must be applieddninklijke Philips Elec N.V. v. Hunt Control Sys.,

Inc., No. 123684 2014 WL 5798109, at *2 (D.N.J. 2014)uptingSalamoner. Carter’s

Retall, Inc, No. 095856, 2012 WL 821494, at *4 (D.N.J. 20L2Under this standard, the
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Magistrate Judge’s discovery decision is entitled to great deferenceramdrsed only upon

an abuse of discretion. Halsey v. Pfeiffer, No1@88,2010 WL 3735702, at *1 (D.N.J.

2010) ¢iting Kresefsky v. Panasonic Communs. & Sys. Co., 169 F.R.[B454).N.J.

1996));see als&.G. v. Winslow Twp. Bd. of Educ., No. 8278, 2015 WL 3794578t *2

(D.N.J. June 17, 2015)[8]incethe magistrate judge is fully involved with the facts and
record of the case, district judges give significant deference to anaiEgedge's discovery
rulings”’ (citations omitted)).
DISCUSSION
As an initial matterDepomed’'sxhibits 711 attachedo Depomed’s Reply Briekge
dkt. 185) andheassociated argument were paésented to thielagistrate Judgeand

therefore cannot be taken into consideration on the district couresw&aeCelgene Corp.

v. Natco Pharma LtdNo. 105197, 2015 WI14138982at *2 (D.N.J. July 9, 2018)A]

district court may not consider any evidence which was not preseritezimagistrate
judge.” (citations omitted))The portios of Purdue’s SuReply &eedkt. 205) and
Depomed’'Reply to Purdue’s StiReply Geedkt. 210)addressingxhibits andarguments
outside of the reviewable record similarly cannot be taken into coritideBeeid. The
Court has reviewed the parties’ papers that are relevant to the apbeahcludes that
Depomed hasot met its burden of demonstrating that the Magistrate Judge's@egias

“contrary to law” or “clearly erroneous.”

3 Even if the court were to apply the “abuse of discretion” standard of review, Depomed would be
unable to meet this higher more deferential standard.
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The Court is not persuaded that the Magistrate Jutigisalfinding, thatDepomed
failed to support its assertions or contentions regarding the redegthe prior testimony of
Purdue witnesses, was clearly erronedhe Magistrate Judge’s Decision noted that the
patents asserted by the Plaintiff were not litigated in the prior icasbgang Purdue. $ee
dkt. 176 at 2.) Rather, the prior litigation involved whetheppsed generic versions of
OxyContin® infringed ten (10) different patents owned and/or licemg&tirdue. 1(l.) The
fact that an inventor of several of Purdigatents in dispute in prior litigation has been
designated as a Rule 30(b)(6) witness in this case with respezt thadnacteristics and
formulations of OxyContin®” does not necessarily meanttieae is & very high
probability’ thatwitnesspreviousy testified regarding characteristics of OxyContin®

relevant to key infringement issues here. This is becausatt@gn-suit were not at issue

in those previous litigationdvloreover prior testimony relatingp the debut of OxyContin®
not being marked bYfanfareé does not necessarily mean that there'igeay high
probability’ thatwitness would have testified regarding the use and value of et at
issuehere Again, this is because thatentsin-suit were not at issue in those previous
litigations.

This Court is also not persuaded that the Magistrate dwage®okedor misinterpreted
the extent of the information Depomel“actually seekingg There is no indication the
Magistrate Judge overlooked or misinterpreted the scope of DepomedésHeqg&roduction

No. 47, as restategerbatim in the Magistrate Judge’s DecisioBeddkt. 176 at 1.)



The Court also agrees with the Magistrate Judge’s Opinion with respect to Dep@mneelss f
argumentContrary to the information Depomed seeks, the information Phatlieequested
was directly related to thafentsin-suit inthis litigation.

The Court is not “left with the definite and firm conviction thahistake has been
committed,” and therefore the Magistrate Judge’s Decision is not “cézaslyeous.”See
Marks 347 F.Supp.2d at 149. The Magistrate Judge’s Decision isalSmontrary to law”
because the Magistrate Judge did not misinterpret or misiedbw,seeid., nor did the
Magistrate Judge overlook any law or fact. L. Civ. R. 72.1(c)(1)(A)

CONCLUSION

For the reasons stated above, the Court will affirm the Magistidge '3uDecision.
The Court will issue an appropriate Order.

s/ Mary L. Cooper

MARY L. COOPER
United States District Judge

Dated: October 14, 2016

10



