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UNITED STATESDISTRICT COURT
DISTRICT OF NEW JERSEY

WARNER CHILCOTT COMPANY, LLC, Civil Action No. 13-6560 (MLC)
Plaintiff,

V. MEMORANDUM OPINION
MYLANINC, et al.,

Defendants.

This matter comelkefore he Court upon Defendants Mylan Inc., Mylan Pharmaceuticals
Inc. and Famy Care Ltd.’s (collectively, “Defendants”) motion for leaentend their inalidity
contentions (Docket Entry N60). Plaintiff Warner Chilcott Company, LLC'Plaintiff”)
opposes Defendants’ motion. For the reasons stated below, Defendants’ motion is DENIED

l. Background and Procedural History

The Court and the parties are very familiar with the facts underlying thisrraatieell as
the issues presented in Defendants’ motion. As such, the Court shall neitherhedtatts tof
this case nor repeat the arguments made in support of and in opposition to Defendants’tmotion a
length.

This is a patent infringement case involving United States Patent No. 7, 704,984 (the
“9 84 patent”), which covers the use of Lo Loestrin® Fe and claims a particulawadradt
female contraceptiomvolving a 28-day oral contraceptive regimen, including 24 active tablets
comprised of norethindrone acetate and ethinyl estradiol, 2 activestablaprised of ethinyl
estradiol and 2 placebo tablets comprised of ferrous fumdpéetiff claims that Defendants’

generic version of Lo Loestrin® Fe, for which Defendants have filed an Abtedwwew Drug
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Application (“ANDA”) with the FDA, and which allegedly is also composed o&2#ve tablets
containing norethindrone acetate and ethinyl estradedfi2etablets of ethinyl estradiol and 2
placebaablets of ferrous fumaratafringes the ‘984 patent.

After this case was filed on October 2013, but before Defendants filed their Answer
on May 20, 2014a decision was renderguthis District in- Warner Chilcott Co. v. Lupin Ltd.,
et al, Civil Action No. 11-5048 (JAP) (the “Lupin matter”) — involving the ‘984 patéltiere
on January 17, 2014, the Court held tlaims 19 of the ‘984 patent were not invalid for
obviousness under 35 U.S.C. § 103(a)(2008arner Chilcott Co. v. Lupin Ltd., et aCivil
Action No. 11-5048 (JAP) 6228, 2014 U.S. Dist. LEXIS D.N.J. Jan. 17, 2014)

OnJune 30, 2014, the Court conducted the Initial Pretrial Conference in this matter and
on July 2, 2014, the Court entered a Letter Order setting the schedule that would govern this
litigation. (Seeletter Order of 7/2/2014; Docket Entry No. 37). According to that schedule,
Defendants were to serve their invalidity contentions and non-infringemeehtons by
August 6, 2014. Id. at 2). Thatate was later extendéol August 20, 2014seeOrder of
8/5/2014; Docket Entry No. 3%nd Defendants timelyesved their invalidity contentions and
non-infringement contentions on saidte.

On October 6, 2014he Court entered a Letter Ordenanding the schedule(Letter
Order of 10/&2014; Docket Entry No. 43). According to this schedBlaintiff's respose to
Defendants’ invalidity contentions was due on October 20, 2014, fact discovery wadest to ¢
on May 15, 2015 and opening expeeports were duen May 28, 2015.1¢.) In accordance
with this schedule, Plaintiff served its responsive contentions on October 20, 2014.

On October 22, 2014, the United States Courtmbesals for the Federal Circuit issued

its opinion inWarner Chilcott Company, LLC v. Lupin Ltd., Lupin Pharmaceuticals, Inc.,



Amneal Pharmaceuticals of NY, LLC, and Amneal Pharmaceuticals,dffi@ing the District
Court’s decision irthe Lupin matterwhich, as noted above, helht claims 19 of the ‘984
patent were not invalid for obviousness under 35 U.S.C. § 103(a)(2006).

In December 2014l Defendants hereonsidered filing a petition fonter partesreview
(“IPR”) alleging invalidity of the ‘984 patentTo assist them with said efforts and to aid them in
this casein late December 2014, Defendants hired Dr. Michael A. Thomas,, sl jacticing
obstetrician, gynecobist and reproductive endocrinologisgeéDecl. of Brie L.B. Buchanan
19 3 5-6, 8; Docket Entry No. 61; Ex. C to the Decl. of Brie L.B. Bucha@art, of Michael A.
Thomas] 2; Docket Entry No. 613). “As part of Dr. Thomas’s research in preparing his
declaration to the IPR petition, Dr. Thomas aided Defendants in performintethegarches
and making Defendants aware of the existence of additional prior art refe@rt arguments to
be used for his declaration and in support of the IPR petitid®e€ecl. of Brie L.B. Buchanan
16).

Ultimately, Defendant Mylan Pharmaceuticals Inc. (“MPIfiled the IPR petition on
February 3, 2015. The IPR petition includes 15 publications that qualify as prior art384he
patent that were not included in Defendamigial invalidity contentions.These publications
wereprimarily usedoy MPIto demonstrate the “general knowledge in the @rtsf a personal
of ordinary skill in the art (“POSITA”as well as to showhe motivation to combine the primary
references that invalidate the ‘984 patent. The IPR petition also inywieesrt canbinations
that differfrom those set forth in Defendants’ initial invalidity contentio8gecifically the prior
art combination included in the IPR either rearrange the combinatlmrtjse the same art
disclosed and addressed in Defendanitial invalidity contentionsor use alternative types of

references which disclose substantially similar if not identical informatitimeazferences



relied on in Defendants’ initial invalidity contentions in order to meet the stattgquirements
applicable to the IPR petition.

On March 20, 2015, the Court held a status telephone conéene this matter.
Defendants did nahention itsintention to seek to amend their invalidity contentions during the
conference.Yet onMarch 30, 2015, Defendants contacted Plaintiff seeking Plaintiff's consent to
Defendantstequest to file amended invalidity contentions. While Defendaitisliy made this
request on March 30, 2015, they did not provide Plaintiff with their proposed amendedtiyvalid
contentions until April 21, 2015.SgéeDecl. of Brie L.B. Buchanan { 15

Defendants initially believed that Plaintiff would consenti® tequestas the parties
considered reciprocal amendments to their reidgecontentions and Defendants had agreed to
stipulateto infringements to Claim 6 of the ‘984 patent, the only claim at issue in this litigation
(seeStipulation and Order of 3/26/2015; Docket Entry No.. 5fhe latter agreemesaved
significantresourcesn discovery. Ultimately, however, on April 29, 2015, Plaintiff informed
Defendants that it refused to consent to Defendants’ request to amend.

Immediately thereafter on Mal, 2015, Defendants, pursuant to the undersigned’s
preferences, submitted a letter application seeking permission to file amevaledtity
contentions. Given the significance of the issue, the Court advised Defendanta forfital
motion to amend their invalidity contentions. Defendants did so on May 14, 204Bocket
Entry No. 60). Aware of the potential impact on upcoming deadlines, like expert disdbeery
Court set an expedited briefing schedule on Defendants’ mot8weL étter Order of 5/18/2015;
Docket Entry No. 63). The Court considers said motion herein.

Through their motion to amend, Defendants seek to amend their invalidity contentions to

addthe 15 new prior art references and 3 new obviousness combinegl@tupon in their IPR



petition and to reference the petition itself. Defendardsethat their motion to amend under
L.Pat.R. 3.7 should be grantedcause Defendants were diligent and Plaintiff will not be
prejudiced by the amendment. In this regardebeénts claim that their motion is timely
because it was made before the close of fact discowetl/before Plaintiff's August 7, 2015
deadline for submitting its responsive invalidity expert reports and the tgaldiget been set.

Further Defendas argue that they made their request promgdtsr discovering the
additional prior art, prior art combinations, and arguments, which were found afterticgnsul
with their expert, Dr. Thomas. Defendants contend that they newly discoveredatitor wa
not as readily known to them as it was their expert who, because of his background as a
practicing physician in the contraceptive arts, has more laaalyledge and access to the art.
Defendants also note that the newly discovered information was not the subject of the previous
litigation, i.e., the Lupin matter, which addressed the validity of the ‘984 pa@efendants
claim that they should not be penalized for continuing to diligently investigate tttexrma
particularly since Plaintiff was awaod the new prior art references and combinations in
February 2015, three months before the close of fact discovery and before esquertngi even
began.

In addition,Defendants claim that the new prior art combinations and arguments rebut
certain secondary considerations asserted in Plaintiff's responsivatoomse By way of just
one example, Defendants contend that their proposed amendments work to di&graies
argument in its responsive contentidat the fact that Lo Loas® FE demonstrates similar
efficacy on the Pearl Index as Loestrin® 24, despite the fact that the tatjemak almost
double the amount of estrogen as the former, slaowsexpected result that establishes a

secondary consideration of non-obviousneSsnilarly, Defendants argue that the new prior art



combinations and arguments counter the numerous statements contained in flaspffhsive
contentions which allege a lack of motivation to combine the prior art to arrive at the
contraceptive mettibdisclosed in the ‘984 patentis a result, Defendants claim that their early
and continued investigation of “their claims and defenses with the aid of Dr. Thomas and prompt
effort to incorporate the results of that investigation into their contergtomsgly demonstrates
that Defendants have displayed the utmost diligence in this case.” (Def.BReptys).

Defendants also argue that Plaintiff will not be prejudiced by their proposediaraets
to their invalidity contentions. In this regard, Defendants note that Plaintiff badre
possession of the IPR petition since February 4, 2015 and, as such, will have had over 6 months
to consider the proposed supplemental prior art and rearranged prior art canbiaatl
arguments before filing itsxpert report. Additionally, Defendants argue that their proposed
amended invalidity contentions rely on the same invalidity theories and much of éh@isam
art references as set forth in their initial contentidnsleed, Defendantdaim that the ne
analysis contained in the proposed amended invalidity contentions is no more conhfiaate
that set forth in their original contentioas the new prior art references merely supplement
Defendants’ existing arguments regarding the knowledge of a PO8id rearrange
combinations to include prior art already disclosed in their contentions. Moreovendasts
note that on theameday Plaintiff filed its opposition to this motion, it also filed a Patent
Owner’s Preliminary Statement responding to addressing each and every reference and
argument set forth in MPI's IPR petitionld(at 2). As such, Defendants claim there is no
prejudice.

Defendants further argue that the lack of prejudice can be demaomhblydtes fact that

their proposed amendments to their invalidity contentions will cause no disruption tsehe ca



schedule.Specifically, Defendants claim that their proposed amendments will retuire
additional fact discovery because the only issue to be litigated remairadithg wf Clam 6 of
the ‘984 patent, which shall be addressed in expert discovery, which, at the time rmictten,
had not yet startedDefendants argue that Plaintiff will have ample time to investigate
Defendants’ invalidity claims and defenses in expert disgovFurther, Defendants note that
the parties have agreed thd¥larkmanhearing is not necessary and Defendants agreed to
stipulate to infringement. For all of these reasons, Defendants claim that Rlaitiffot be
prejudiced by their proposed amended invalidity contentions. Given Defenaléeysd
diligence and the lack of prejudice to Plaintiff, Defendants argue that thgoed cause to
permit their amendments undefPat.R. 3.7.

Plaintiff, however, argues that Defendants’ motion to amend should be denied because
Defendants failed to act diligently and because Plaintiff will be prejddgehe proposed
amendmentsWith respect to diligence, Plaintiff notes that Defendants’ motion to amend their
invalidity contentions comeapproximately & months after the Districtdlirt first upheld the
validity of the ‘984 patent in the Lupin matter, 9 months after Defendantsdiratdstheir
original invalidity contentions, 6 months after Plaintiff served its resporgsintentions, 6
months after th&ederal Circuitaffirmed the District Court’s decision in the Lupin matter, and 3
months after MPI filed its IPR petition

Plaintiff argues that Defendants’ failure to move to amend in a timelier fashion
demonstrates a lack of diligench this regardPlaintiff contenls that nothing outside of
Defendantstontrol has changed since it first filed its invalidity contentions to justify the
proposed amendments at this junctupdaintiff argues that Defendants, as ANDA filers, have

more information thamost at the outset of litigation. Further, Plaintiff claims that, here,



Defendants hade benefit of the trial in the Lupin matter and the District Court’s decision
upholding the validity of the ‘984 patent months before they filed their original imyalid
contentions. Indeed, Plaintiff claims that Defendants had every incentive to doetstefirom
the immediate outset of this litigation because of the fact that the ‘984 paterdaaly a
withstood judicial attack Despite this fact, Plaintiff claims Defendants failed to act diligently.

Plaintiff argues that Defendants provide no explanation as to why they failedoteunc
the public documents identified by Dr. Thomas. Plaintiff claimshbkeg, in contract to other
mattersthe new prior art refences do not involve ngmdblic materials.Instead, the prior art
references identified by Dr. Thomas are all public documents. Plaintifi<that the fact that
Dr. Thomas was a better researcher than Defendants does not prove that Degatddnt
diligently. Indeed, Plaintiff argues that it was Defendants’ responsibility to conduatyendil
appropriately tailored search for relevant prior art from the ouBaintiff contends that
Defendants, who are sophisticated pamras are familiar with ANDA litigation, knew that they
would need an expert on validity, and the fact that they waited 4 months after #ing th
contentions to consult with an expert and then more than 3 months after to seek to amend
establishes that they were not diligent.

In addition,Plaintiff claims that Defendants were rditigent in seeking to amend their
prior art combinations. In this regard, Plaintiff takes issue with Defendantseeiing to add
the ‘394 patent, the Sulak reference and the Loestrin 1/20 regimen to its obviousness
combinations. Plaintiff notes that each of thesferences were in Defendants’ original
contentions and argues that the District Court addressed same in its decisehupih Matter.
As a result, Plaintiff claims that there is diligent reason why Defendants did not include these

references in theworiginal obviousness combinations.



Similarly, Plaintiff argues that there is nothing in its responsive contentionsnhacts
Defendants’ lack of diligenda seeking to amend soen Plaintiff claims that because of the
trial in the Lupin matter, Defendants knew or should have known Plaintiff’'s positioreltéey
even served their original invalidity contentiorfaurther, Plaintiff argues that the District Cqurt
in its Januaryl7, 2014 decision in the Lupin mattarade factual findings abobibththe relative
contraceptive efficacy of Lo Loestrin® to Loestrin® 24 as well as about ¢ckeofanotivation.

As such, Plaintiff claims that its response to Defendants’ invalidity coatentioes not provide

a basis for finding that Defendants acted diligently in seeking to amend novweoWwoy Plaintiff
contendghat even if there was something in its respansontetions that triggered

Defendants’ decision to seek to move to amend their invalidity contentions, Defénelgunest

should be denied because the Local Patent Rules “do not contemplate never-ending ping-pong.”
(Pl. Opp. Br. at 14).

Given Defendats’ alleged lack of diligence, Plaintiff argues that their motion teraimn
should be denied. However, to the extent the Court were also to consider prejudic#, Plainti
claims that the motion must be denied because Defendants’ proposed amendmersichdepr
Plaintiff. In this regard, Plaintiff claims that additional fact discovery will beeasary because
Defendants are attempting to leverage their expanded proposed amendedyiroaadidittions
into “topics” on which they seek Rule 30(b)(6) depiosi testimony. Further, Plaintiff claims
that the scope of the proposed amendments is prejudicial as Defendants’ poterdieress
combinations would be expanded from 5 to hundreds, if not thousAddg#ionally, Plaintiff
claims that it will be pgjudiced by having to prepare a response to Defendants’ amended
invalidity contentions. As a result, Plaintiff claims that Defendants’andt amend should be

denied.



1. Analysis
A. Standard of Review

This District’s Local Patent Rules govern Defendants’ motion to amend thaliciity
contentions. The Local Patent Rules “exist to further the goal of full, tidietpvery and
provide all parties with adequate notice and information with whichigatié their cases.”
Computer Acceleratioorp. v. Microsoft Corp.503 F.Supp.2d 819, 822 (E.D. Tex. 2007)
(internal quotation marks and citation omitted)deed, they “are designed to require parties to
crystallize their theories of the case earlyhe litigation and to adhere to those theories once
they have been disclosed&tmel Corp. v. Info. Storage Devices, |ndo. C 95-1987 (FMS),
1998 U.S. Dist. LEXIS 17564, at *7 (N.D. Cal. Nov. 5, 1998). As such, unlike proposed
amendments of the pleadings, which are liberally granted pursuas.®.€v.P. 15,
amendments to invalidity contentions are governed by the more conservative stahdantth
in L.Pat.R. 3.7.See Id (noting that “the philosophy behind amending claim charts is decidedly
conservative and designed to prevent the ‘shifting sands’ approach to claim domstiuchus,
while L.Pat.R. 3.7 certainly “is not a straitjacket into which litigants aresld¢fom the moment
their contentions are served,” the “modest degree of flaxilthat it providesto amend “at
least near the outset[,]” must be viewed in the context of the Local Patentdelesching
goal of having the parties establish their contentions earlf{omcast Cable Communs. Corp.,
LLC v. Finisar Corp, No. C 06-04206 WHA, 2007 U.S. Dist. LEXI& *5 (N.D. Cal. March 2,
2007).

As just noted, Local Patent Rule 3.7 governs amendments of invalidity contentions.
Pursuant to L.Pat.R. 3.7, “[ajmendment of any contentions . . . may be madbs ontier of the

Court upon a timely application and showing of good cause.” L.Pat.R. 3.7 sets forth a “[n]on-

10



exhaustive” list of “examples of circumstances that may, absent undue preguttieeativerse
party, support a finding of good cause[,]” onentiich is “recent discovery of material prior art
despite earlier diligent search[.L..Pat.R. 3.7(b).Under L.Pat.R. 3.7, good cause “considers
first whether themoving party was diligent in amending its contentions and then whether the
non-moving party would suffer prejudice if the motion to amend were grangaxskf, Inc. v.
Tech. Prob. Ltd.Case No. 5:08v-00877 JF/HRL, Case No. 5:@8-00882 JF/HRL, Case No.
5:08cv-05398 JF/HRL, 2010 U.S. Dist. LEXIS at *3 (N.D. Cal. Sept. 10, 2010) (ddidg
Micro Intl'l Ltd. v. Monolithic Power Sys., Ind67 F.3d 1355, 1366-68 (Fed. Cir. 2006)).
Importantly, absent a showing of diligence, the Court does not reach prejBeied&Varner
Chilcott Co., LLC v. Lupin LtdCivil Action No. 11-7228 (JAP), 2013 U.Bist. LEXIS
116988, at *5 (D.N.J. Aug. 19, 2013) (citiAgple v. Samsun@ase No.: 115V-01846+LHK,
2012 U.S. Dist. LEXIS 83115, at *13 (N.D. Cal. Mar. 27, 2012) (collecting cases)).
The party seeking to amend its contentions bears the burden of establishing diligence.

02 Micro, 467 F.3d at 1366. When a party seeks to amend based on the recent discovery of
material prior artin order to establish diligence, the party must showtlaated “pranptly [in]
moving to amend[.]’O2 Micro, 467 F.3d at 1363. This comports with L.Pat.R. 3.7’s
requirement thaapplications to amend be “timely.” Further, in determining good cause and
diligence, the Court may also consider other facts agch

(1) the reason for the delay, including whether it was within the

reasonable control of the party responsible for it; (2) the

importance of what is to be excluded; (3) the danger of unfair

prejudice; and (4) the availability of a continuance and the
potential impact of a delay on judicial proceedings.

11



Warner Chilcott Civil Action No. 11-7228 (JAP), 2013 U.S. Dist. LEXIS 116988, at *5-6
(citing Oy Ajat, Ltd. v. Vatech Am., In€ivil Action No. 10-4875 (PGS), 2012 WL 1067900, at
*20-21 (D.N.J. Mar. 29, 2012) (collecting cases)).

B. Diligence

Here, the Court finds that Defendants have not carried their burden of estalihsiting
they acted diligently in seeking to amend their invalidity contentions. As sud@ptirefinds
that good cause does not exist to permit the amendments under L.Pat&e\&ial factors
have led the Court to reach this conclusion. For example, nathgignificanceoutside of
Defendants’ control hasccurred to warrarthe amendment of their invalidity contentions now.
This is not a situation whefaintiff produced norpublic material causing Defendants to seek
to amend their contentions. Instead, all of the references Defendants seek toeaiddiny
Dr. Thomas in the public domain.

Defendants have provided no credible explandbonvhy they could not have found
these prior art references sooner. While the Court appreciates that Dr. Theozase of his
background as a practicing physician in the contraceptive arts, has mgr&nmeadedgeof and
access to the athis is insufficient to estabhsdiligence. Defendants are certainly correct that
they were under no obligation to retain an expert prior to serving their invalhtgrdions.
However, Defendants’ diligence is measured from the time within which they shaeld ha
uncovered the information at issue, not from when their expert discovered Saméazz
Pharms., Inc. v. Roxane Labs., InCivil Action: 106108 (ES), 2013 U.S. Dist. LEXIS 28374,
at *7 (Feb. 28, 2013) (holding that movant must prove that it was diligent both througle obu
discovery and “that it was diligent in its search for relevant prior adrijler these

circumstances, where Defendants not only had the benefit of Plaintiff's AND# &itne they
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filed their invalidity contentions, but also had the beradfthe District Court’s decision in the
Lupin matter upholding the validity of the ‘984 patent for 7 mopti@r to serving their initial
invalidity contentions, Defendants should have put their best foot forward from the dtifeet
some reason Defdants did not believe that they were capable of conducting the targeted
searches needed to discover the relevant prior art, they should have hiredrato drguve
helped them at that time; not because expert opinions need to be included in a patiityinva
contentions, but because Defendants were incapable of making a diligent sdeayahane.
Moreover, even if the Couwvtere to disregard the fact that Defenddratge not
satisfactorily explained kay they were unable to discover the public prioreferences they
now seek to add without Dr. Thomas'’s assistance, the Court would still determine that
Defendants were not diligent in seeking to amend. In this regard, Dr. Thombhseaudalsy
Defendants in late December 2014 to assist them with thegpamtion of the IPR petition and
with this case. Despite the fact that the IPR petitrdmch included the prior art references and
arguments Defendants now seek to add, was filed on February 3, 2015, Defendants waited until
March 30, 2015, almost 2 mihrs later, to ask Plaintiff to consent to their request to amend their
invalidity contentiois. No mention of Defendants’ intention to seek to amend their invalidity
contentions was made during the Court’s March 20, 28l&phone conference with the parties
even though that conference was hdddldys after the IPR was filed ah@ daysprior to
Defendants seeking Plaintiff's conseriturther, Defendants did not even provide Plaintiff with
their proposed amended invalidity contentions until April, 21, 2015, 76 days after the IPR
petition was filedand 22 days after they initially asked Plaintiff for consent. Defendants provide
no reason for the delay in seeking Plaintiff’'s consent to their proposed amendroept texsay

that Plaintiff had access toethPR petition since February 4, 200\&hile that fact might bear
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significantly on prejudice, it does little if nothing to cure Defendants’ lackligfetice. The
Court would be hard pressed to find such unexplailedayacceptable in any caseytht is
particularly troublinghere(1) where Defendants not only had access to Plaintiffs ANDA at the
time they filed their initial invalidity contentions, but also had access to the District'€
decision in the Lupin matter upholding the validity of the ‘984 patent for 7 months prigi2)and
where they learned of the Federal Cirsugtffirmance of the Lupin decision on October 22,
2014, 2 months prior to retaining Dr. Thomas and well over 3 months before MRhél&eR.
Plaintiff's service of its rgponsive contentions on October 20, 2014 doebanst any
impact on the Court’s decision. Firgtappears thaPlaintiff disclosed its position regarding
boththe allegedinexpected result of Lo Loestrin® FE and Loestrin@asing similar
contraceptive efficacy, despite thdiffering estrogen levels, establishing a secondary
consideration of non-obviousness as well as the alleged lack of motivation to combinerthe pri
art to arrive at the contraceptive method disclosed in the ‘984 patent in tmerhatper. Indeed,
it appearghat the District Court discussékese topics in its Opinion in that cassee Warner
Chilcott Co., LLC v. Lupin Ltd2014 U.s. Dist. LEXIS 6228 at *35-4@s a result, Defendants
should have been in a position to address saarleer in this litigation.Second, even if these
issues were not fully flushed outthe earlier litigation, the Local Patent Rules do not explicitly
contemplatea defendant amenaj its invalidity contentions in response to a plaintiff's response
to said defendant'sriginal invalidity contentions. Instead, the Local PateateRcall for a
party to first file its invalidity contentions and then, 45 days later, for thg paeking to uphold
the validity of the patent tolé its responsesSeel.Pat.R. 3.6(c), 3.6(i)That's where the back
and forth ends. While it is true that the Local Patent Rules do contemplate amenikensmt

made under certain circumstan¢ssel.Pat.R. 3.7)those circumstances aren’t preseete
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Third, and perhaps most importantly, even if the Court were persuaded that Rlaeggbnsive
contentions provided some basis for Defendants’ proposed amendments, as discussed above, the
Court finds thaDefendants faéd to pursue said amendmeinis timely manner.

For all of these reasons, the Court finds that Defendants have failed to carbytbem
of establishing that they acted diligently in seeking to amend their invaliditgrdoorts.

C. Prgudice

Because the Court has determined that Defendants were not diligent in moving to amend
their invalidity contentions, the Court does not reach the issue of prejudice. The Court does
however, notehat given the fact that Plaintiff has already fileBaent Owner’s Preliminary
Statementn the IPR petition proceedingssentially addressing the new prior art references,
combinations and arguments sought to be included in Defendants’ proposed amended invalidity
contentions, the Court suspects that prejudice would not exist here.

1. Conclusion
For the reasons stated above, Defendants’ motion to amend their invalidity contisntions

denied. An appropriate Order follows.

Dated: June 9, 2015

s/Tonianne J. Bongiovanni
HONORABLE TONIANNE J. BONGIOVANNI
UNITED STATESMAGISTRATE JUDGE
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