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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

SANOFI-AVENTI S U.S. LLC aal, Civil Action Nos. ~ 15-289 IAS)(LHG)

plaintiffs. 15-1836(MAS)(LHG)

V.

BRECKENRIDGE PHARMACEUTICAL,

INC., MEMORANDUM OPINION & ORDER

Defendant.

Presently before the Cousta dispute as to the terms of a proposed Discovery
Confidentiality Orde*DCO”). The partiesubmitted a joint letter to the Cowweeeking entry
of a DCO to which they have agreed with the exception ofssue the scope othe access to
certain highlyconfidential materialghat will beconferred upon onie-house attornefor
DefendanBreckenridge Pharmaceuticéhc. (“Breckenridge”) Letter of July 16, 2015 (“Joint
Letter”) [Docket Entry No. 41}.

Pursuant to Fed. R. Civ. P. 78, the Court has reviewed the subnuf#ienparties
without oral argument. For the reasses forthbelow,Breckenridge Pharmaceutitsatequest
that their inhouseattorneybe permitted access to outsicieunsel-only documents is hereby
GRANTED, with certain limitations as set forth below
l. BACKGROUND

This disputeis one of many moving parts ocomplexwhole. To datePlaintiff Sanofi-

AventisU.S. LLC (“Sanofi”) hasfiled at least sixteeseparate suits againmshe defendants,

! Docket Entry Numbereferences are to the -£5-289docket.
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alleginginfringement ofthree patents directed to the gmtostateeancer drug, JEVTANA®
In the two captioned suits against Breckenridge, the péadessubmitted gproposeddCO
[Docket Entry No. 41 pp. 9-33], tehich the parties have jointly stipulatesith the exception
of the accesto highly confidential documents that will be permitted Breckenridge’s in
house counsel, Robert Vroom, Esqg. (“Vroom”). The DCO provioleisvo designatiorievels
for protected discovergnaterials: CONFIDENTIAL” and“HIGHLY CONFIDENTIAL,
OUTSIDE COUNSEL EYES ONLY."DCO at116-8. The parties agree that Vroamy
have access to materials mark@ONFIDENTIAL,” but disagreeas to hisaccesgo the
highertier materials marked “HIGHLY CONFIDENTIAL, OUTSIDE COUNSEL EYES

ONLY.”

I. THE PARTIES’ POSITIONS

A. Breckenridge’s Arguments

Breckenridge’portion of the jointetteris supporéd bya declaratiorirom Vroom
himself(“Vroom Dec.”) [Docket Entry 41-2] andrgues that it specifically created {hesition
of Litigation Counsel so that one of its in-house attorneys could function as an outsideyatt
Joint Letter at 1Yroom Dec.f 7. To that end, Vroom does not engageompetitve
decisionmakingt Breckenridgein fact he is ethically walled off from all competitive
decisionmaking Joint Letter at 1; VroorDec. 1. Specifically, le is “not involved in pricing,
product design, patent prosecution, or decidliog which brand-name drug products
Breckenridge willsubmitANDA applications” noris he“involved in determining which
companies Breckenridge will partner with.” Vroom D%d. MoreoverBreckenridge’s
proposed DCO would bar Vroom from engaging in these andbsiaciivities during this

litigation and for one year thereafter. Vroom Dg6; DCOp. 11.



Vroomworks chiefly fromhome or from the offices of Breckenridge’s outside counsel
in Washington, D.C. and Virginia, although ¢tmncedes that heboes work apmximately
fifteendays per yeaat a Breckenridge corporate office in New York shared by Breckenridge’s
other three irhouse counsel. Vroom Deg8. Vroom does not have access to Breckenrglge’
networked drives, nodoes Breckenridge have acces¥toom’s computer or his drives.

Vroom Dec. 9.

Breckenridgecites authority from the Court of Appeats the Federal Circuit and other
districts that have permitted-hmuse counsdull access to confidential materialoint Letter
at 2. This line of cases follows guidance fromFeéeral Circuit inJ.S Steel Corp., et al. v.
United Sates, 730 F.2d 1465 (Fed. Cir. 1984), which held that the in-house status of counsel
“cannot alone create [@robability of serious risk to confidentiality and cannot therefoneeser
as the sole basis for denial of accedsl”at1469. Rather, a casby-case and attorndyy-
attorney inquiry should be performad towhether ann-house counsangages in competitive
decisionmakingtatmight pose a risk of inadvertent disclosure of protected informaSea.

id. As noted above, Breckenridge asserts that Vroom engages in mayaétitive
decisionmaking. Breckenridgéso argues thatt would suffer significant harm if it were
effectively deprived of Vroom’s counsel should Vroom be barred fr@rewingthe full
breadth of discovergnaterials

Breckenridge alsootes that Plaintiff offered to allow Vroom full access if similar
access were granted to Plairgifin-house counselyith some restrictions. According to
Breckenridge, this belies any real concern as to the protection of infornfafimom is given

full access.Joint Letter an.2.



Finally, Breckenridge oppos&anofi’'svarious procedurarguments. It disagrees Wit
Sanofi’spositionthatthe Court should enter the form DCO provided by the Local Rules
because the parties were unable to reach agreehgent 3. It likewiserejectsSanofi’'s
argument thaBreckenridge bears the burdeirshowing good cause faddingan exclusioro
the DCOfor Vroom. Rather, Breckenridge argu&anofi should have to shouldeatlburden
becausét is attempting to add an additional restrictidd. Breckenridgealsodisputes the
relevance oSanofi'sinvocation of New Jerseand New York Cart Rules for the proposition

that Vroom cannot practice as part of Breckenridge’s trial team.

B. Sanofi’'s Arguments

In asingle paragraph, Sanofi argues that full disclosure to Vroom poses a serious risk
because Breckenridge ismall companynd its four in-house lawyers work as a team. Joint
Letter at 6.Also, Breckenridge’s reporting structure is problematic insofafraem reports
directlyto the general counsel, who also serves as Vice President of CorporatgyStrhte
Sanofialsocontendghatdisclosing information about narabazitaxel product® Vroom
poses a specific risk because Breckenridge files generic applicationsforgaeutical
products both for itself and for its potential partnds. Sanofi also points to Vroag's history
of negotiating settlement agreements for Breckenridge and arguesathiaghim access to
Sanofi’s sensitive financial information will give Breckenridge a competitivaatage in
future settlement agreementsl.

Sanofi contends that Breckenridge would suffer no prejudice if Vroom is denied full
access to discovery. It rejects Breckenridge’s argument that Vroom nédedeésgo perform
his role aspeculative at bestd. In particular, Sanofirgues that Breckenridge has failed to

adequately explain why Vroom needs access to highly sensitive business panthfim@ncial



information. Id. In addition, Breckenridge has hired two outside law firms to represent it, one
of which is among the 100 largest firms in the countdy.

Sanofi distinguishes thmajority of the cases cited by Breckenridgethe basis that
theydealtwith singletiered DCQO'’s effectively presenting those courts wéttmore problematic
all-or-nothing decision Joint Letter at 4Here, by contrast, thenly dispute is whether Vroom
may access a narrow subset of the most clapadydeddocuments: (1) sensitive financial or
business information and future marketing plans and forecasfgo@ssesand(3)
information about nomabazitaxel productdd. Sanofiseparatelyistinguishegach of the
cases cited by Breckenridgeatdo addresgwo-tiered DCO's. Sanofi points out that the court
in Intervet, Inc. v. Merial Ltd., 241 F.R.D. 55 (D.D.C. 2007), grantaccess tdighly
confidential documents to in-house counsel \Whd asserted that shad arexpertisehat
outside counsel did not share. 241 F.R.D. at 56. By contrast, Vroom makes no sudci claim
special expertiseAccording to SanofiQorint Communications Co. L.P. v. Big River Telephone
Company, LLC, Civ. No. 08-2046, 2008 WL 440169D. Kan.Sept. 16, 2008)s also
distinguishable because the in-house counsel in that case worked exclusively itythe pa
litigation department2008 WL 4401690at *3.

In support of its position, Sanofi directs the Court’s attention to two decisions which
denied in-house counsel access to confidential documatdsCorp. v. VIA Technologies.

Inc., 198 F.R.D. 525, 530 (N.D. Cal. 200@apdInter-Med Inc. v. AS Medical Inc., Civ. No.
09-383, 2010 WL 2679992 (E.D. Wis. July 1, 201@). at 5.
Sanofifurtherargues thaNew Jersey Court Rule 1:27¢a) & (d) and Mw York Codes,

Rules, and Regulations 522.4(b) prohibit Vrofsom acting as outside counsdl. at 5. It also



points to the Local Patent Rules, which distinguish between in-house and outside cotmesel in t
context ofaDCO. Id.

Finally, Sanofi regonds that it was willing tacompromisehe issue by way of a side
agreement, but that agreement would have had additional ressictioint Letter at.4.

Sanofi does not indicate what those restrictions were.

[I. STANDARD

The Third Circuif hasyet toopineas tothe standarébr detemining whether inrhouse
counsel should be permitted accesstderials designated confidentiadder a DCO In the
absence ot hird Circuit authority, courts ithis circuithave looked to guidance provided the
Federal Circuiin U.S. Stedl Corp. v. United Sates, 730 F.2d 1465 (Fed Cir. 1984)J.S.
Sed”). See, eg., Warner Chilcott Laboratories Ireland Ltd. v. Impax Labs., Inc., Civ. No. 08-
6304, 2009 WL 36227947, at *2 (D.N.J. Oct. 29, 200%afner Chilcott”); Affymetrix, Inc. v.
[llumina, Inc., Civ. No. 04-901, 2005 WL 1801683, at *2 (D. Del. July 28, 20G&)penter
Tech. Corp. v. Armco, Inc., 132 F.R.D. 24, 27 (E.D. Pa. 1990).

In U.S Stedl, the Federal Circuhield that an attorney’s “status ashiause counsel
cannot create the probability of serious risk to confidentiality and cémeafore serve as the
sole basis for denial of access.” 730 F.2d at 1469. Rather, courts are to ecmdstep
analysis. First, courts are to asseé$w]hether an unacceptable opportunity for inadvertent
disclosure exists.ld. For the purposes of thassessment, the Federal Cirmbservedhata

court may consider aattorney’sinvolvement in “competitive decisionmiglg” as a serviceable

2 While the parties do not brief a choice of law issue, their submiss@mmeron decisions from the Court of
Appealsfor the Federal Circuit. The Court recognizes thahegally speakindzederal Circuit law aatrols

matters that implicate substantive patent laWile routine discovery disputes such as this arecontrolled by the
law of the regional circuitln re Spalding Sports Worldwide, Inc., 203 F.3d 800, 803 (Fed. Cir. 2000).



shorthand.ld. at 1468 n.3.The Federal Circuit describ@dmpetitive decisionmaking as “input
into pricing, product design, etcld.

Seconda court‘mustbalancdrisk of disclosurepgainst the potential harto the
opposingparty from restrictions imposed on that party’s right to have the benefit of counsel of
its choice” In re Deutsche Bank Trust Co. Americas, 605 F.3d 1373, 1380 (Fed. Cir. 2010)
(citing U.S. Stedl, 730 F.3d at 1468).In balancing these conflicting interests the district court
has broadliscretionto decide what degree of protection is requirdd.”

V. ANALYSIS

The first question the Court must consider is whether allowing Vroom access to highl
confidential information would create an unacceptable risk of inadvertent digclogwoom
assert®n behalf of Breckenridgghat hedoes not andannot participate in competitive
decisionmaking. Vroormdec.{ 4. $ecifically, he is not involved in pricing, product design,
patent prosecution, or deciding whiclabdname drug products Breckenridge pursues or with
whom Breckenridge partnersd. Moreover, the terms of the DCO would bar Vrolsom
these and other activities during the course of this suit and for one yeartdreleaf] 5.

Vroom attestghat, apart from approximately 15 days per year, he works either from homne or a
the office of outside law firms. Also, his computer cannot be accessed tkeBrielge nor

vice versa. Moreover, Vroom is apparently the only Litigation Counsel within Bradge.

See generally, Vroom Dec. 1B; Declaration of Liza Walsh at Exhibit A.

Sanofi does not contertdat Vroom participates in competitive decisionmaking at
Breckenridge. Rather, Sanafigueghat other factorprovide good cause fdimiting his
access to highly confidential information: Breckenridge is a small company; atistézgn has

only four members; Vroom reports to a general counsel who also has aceagsgitive title;



andBreckenridge files generic pharmaceutical applications felf ésmd others. Joint Letter at
6. Sanofialso refers tdext it gleanedrom Breckenridge’s corporate websgeggestinghat
Vroom’s position is part of an in-house litigation team, rather than sole litigation tounse
Sanofi cites no authority in support of these factors, and the Court was unable to lpcate an

The weight of Sanofi’'s assertions, including the generic pagie must be balanced
against Vroom'’s specific declaration that sets out his discrete function areparatson fom
the rest of Breckenridge, including its other in-house attorneys.

Under similar circumstances) Matsushita Elec. Indus. Co., Ltd. v. United Sates, 929
F.2d 1577 (Fed. Cir. 1991), the Federal Circuit reversed a lower court’s denial of coalfidenti
access to #nouse counsel. 929 F.2d at 1580. Watsushita panel reasoned that “to be
denied access to confidential information merely because tlveyrégular ‘contact’ with those
who are involved in competitive decisionmaking . . . would disqualify almost all in-house
counsel and thus effectively constitute the very per se rule we rejeciie Bieel.” Id.
(emphasis omitted). Here, Vroom’s contact with others within the corporation,regulat,
cannotalonedisqualify him.

Likewise, n Affymatrix, Inc., adistrict court in Delawar&und that an entire in-house
litigation unit was entitled to access to confidential documents, given procedfeggliards the
corporation had put into place to reduce the risk of inadvertent disclosure, includirggisgpa
the unit’s offices and its computer systems and isolating the unit’'s attornaysdmpetitive
decisionmaking. 2005 WL 1801683, at *2-f3ere, Breckenridge has introduced similar
safeguards and Vroom, as a single attorney, arguably poses an even lower risk aemadve

disclosure.



Sanofi also argues that becadseom negotiates settlement agreements, granting him
access to Sanofi’'s senstifinancial information would give Breckenridge a competitive
advantage in any future settlement negotiatibnresponseBreckenridge cites district courts
rejection of thisargumenbn the basis that “settlement of patent cases, usually by ligemsin
part of litigation.” Trading Technologies Intern., Inc. v. epeed, Inc., Civ. No. 04-5312, 2006
WL 1994541, at *2 (N.D. lll. July 13, 2006). The Court finds this reasoning persuasive.
Sanofi’'sargument would require courtseaclude any attornethat had reviewed an
opponent’s financial information from participating in settlement negotiations cdtmsnon
practice forcorporate litigant$o exchange such information during a suit #reh expect
advice from their litigation counsel as to hovsbt® settle their dispute.

Having considered the parties’ arguments, the Court finds Vroom’s assertions
compelling. In short, it is difficult to imagine how Breckenridge might furth@ate Vroomin
order to reduce the risk of inadvertent disclosuhether or not he can be accurately
described as paof an “in-house litigation team” as the Breckenridge website states, Vroom has
been functionally, geographically, and technologically isolated from his.p@&aesundersigned
finds this is enough. For the foregoing reasons, the Court finds that Vrasmabengage in
competitivedecisionmaking.Moreover, gven the protections Breckenridge has put into effect
and the term#o be imposed by the proposed DCO, the Chutherfinds that the risk of
inadvertent disclosure posbkg Vroomis minimal.

Having considered the risk of inadvertent disclosure, the Court turns raxt to
assessment dihe harm tdBreckenridge if Vroom were denied acceSanofi contends that
Breckenridge has failed to explain why Vroom needs access to the highly coafidenti

documents. Because Sanofi has agreed to disclose to Vroom all but a narrow subsetsf the



sensitive materials, any harm to Breckenridge should be miniBratkenridgeclaims,
however thatthis harm would be significant, given that documents indaisgory will inform
its patent invalidityposition. Joint Letter at 3.Indeed Vroom states in hi®eclaration that he
need such accesw propely advise Breckenridgeo take and defend depositions, work with
experts, arget motions, and examimvatnesses at trialVroom Dec. § 3. The Coualso
accords weighto the fact thaBreckenridge createthe position of Litigation Counsel in 2009
andhasmaintained ifor thevery purpose being considerédreand consistent witthe
opportunity afforded by the Federal Circuit’s decisiotJif. Steel. Accordingly, the Court
finds that Breckenridge wouid fact be harmed if Vroom were denied full access to the
confidential documents in this matteegardless of whether the informat@anissue isleemed
confidential or highly confidentialBecause the safeguards puplace by Breckenridge mean
that the risk of disclosuris minimal, the Court finds that the harm to Breckenridge clearly
outweigls thatrisk.

Finally, Sanofiattempts to reouch Breckenridge’s request as segk/room’s
classifiaation as outside counsel when he is in fact in-hodsent Letter at45. Sanofi
contends that this would confliatith the New Jersey Court Ruldege New York Court Rules,
and this District’s Local Patent Rulesach of which definds-house counselBreckenridge
does not, however, disputeat Vroom is irhouse counsel and the Court fails to see how this is
relevant The question is whether an in-house attorney uvidem’s circumstanceshould be
permitted access to documents typically limited to outside coubabklsaside, the case law
recognizes conditions under which this is appropriate, and the undersigned finds that

Breckenridge has met these conditions.

10



V. CONCLUSION
For the reasons set forth above, the Court finds that Vroom should be permitted full

access to matials marked confidential and highly confidential under the DCO.

THEREFORE, for the reasons stated above, and for good cause shown,

IT IS on this25" day ofJanuary, 2016,

ORDERED thatBreckenridge’sequesthat its inhouse Litigation Counsel, Robert
Vroom, be permittecaccesdo confidentialinformation includingthat which ismarked
“HIGHLY CONFIDENTIAL, OUTSIDE COUNSEL EYES ONLY” under the proposed
Discovery Confidentiality Orders GRANTED; and it is further

ORDERED that Vroom is not to review, sw@ror access angformation designated by
SanofiasOUTSIDE COUNSEL EYES ONLYwhile at any Breckenridge facilityand it is
further

ORDERED thatBreckenridge is to continue to maintain seacamputer facilities for
Vroom, such that Vroom does not have access to Breckenridge’s network drives and

Breckenridge does not have access to Vroom’s computer; and it is further

ORDERED thatBreckenridge is to immediately inforBanofiif the nature of Vroom'’s
role or facilities change; and it is further

ORDERED that, with the modifications Ordered above, the Cauinerwise accepts the
limitationsto theDiscovery Confidentiality Order proposed by Breckenrjdael it is further

ORDERED thatwithin 5 days of the entry of this Order, the parties are to submit a
Discovery Confidentiality Ordeconsistent with this decision

LOIS H. GOODMAN
United States Magistrate Judge
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