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UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY
COCHLEAR LTD,, : Civil Action No. 18-6684BRM DEA
Plaintiff,
MEMORANDUM OPINION
V. : AND ORDER
OTICON MEDICAL AB , et al.,

Defendants.

ARPERT, United States Magistrate Judge

This matter comes before the Court on a Motion by Plaintiff Cochleafdrtd.
leave to file an Amended Complaint pursuant to Fed. R. Civ. P. 15 and 16, as well as L.
Civ. R. 3.7. ECF No. 57. Plaintiff also sed&ave to amends Infringement
Contentionsas well ago amend itsesponses to Defendant’s Invalidity Contentidds.
Defendant Oticon Medical ABpposes th&lotion in its entiretySee ECF No. 69.
Having reviewed thearties’written submissions ahconsidered the Motion without oral
argumenpursuant to Fed. R. Civ. P. 78, for the reasons stated below, Plaintiff's Motion
is GRANTED.

l. FACTUAL BACKGROUND AND PROCEDURAL HISTORY

Because the Court writes for the parties, it recites only those facts and the
procedurahistory necessary to its dispositib@n April 13, 2018, Cochlear filed a
Complaint alleging that Oticon’s Ponto BHX ant infringed on Cochlear’s 807 patent

for a “Bone Anchor Fixture for a Medical Prothesis.” ECF No. 1. More plainly, the

1 For a fuller review of the facts of this matter, see U.S. District Judgea B: Martinotti’s Opinion filed
October 26, 2018. ECF No. 54 a137.

Dockets.Justia.com


https://dockets.justia.com/docket/new-jersey/njdce/3:2018cv06684/372559/
https://docs.justia.com/cases/federal/district-courts/new-jersey/njdce/3:2018cv06684/372559/101/
https://dockets.justia.com/

Patent covex a bone-anchoring screw that has two, distinct screw. ECF No. 37-2, Ex. 5;
ECF No. 3-4,18At the same timeCochlear filed a Motion for a Preliminary Injunction,
seeking to prevent Oticon from selling thento BHX Implant. ECF No. 3. Oticon filed

its Answer to the Complaint in July 2018. ECF No. 35. Following an August 23, 2018
Initial Conference, this Court issued a Discovery Plan and Order on September 12, 2018.
ECF No. 50. Pursuant to that Order, the last day to file a Motion to Amend Pkeadiag

set for October 1, 2018d. at 5. Among other relevant dates included in that Order,
October 9, 2018 was set as theadlinefor service ofinvalidity Contentions, with

October 15, 2018eingthe date for responses to Invalidity ContentiddsThe Order

was silent abounydeadlines for amending Invalidity Contentions and Respombes.
Orderdid statethat while the Parties exchanged initial disclosures on July 31, 2018, they
“have not yet commenced formal discovenyat §2. The Order did nett a date for

the end of discovery. U.S. District Judge BriarMRurtinotti denied théviotion for
PreliminaryInjunction on October 26, 2018. ECF No. 58- Plaintiff filed the instant

Motion to Amend on December 4, 2018. ECF No. 57. Pursuant to the bgefiedule

agreed to by the Parties and Ordered by this Court, ECF No. 64, Oticon’s opposition was
filed on January 9, 2019, ECF No. 69, while Cochlear filed a Reply on January 23, 2019.
ECF No. 74.

Il. DISCUSSION
A. Amending the Complaint

1. Cochlear’s reasors for amending the Complaint.
Cochlear seeks to amend the Complaint to add an allegation that Defendants
willfully infringed the ’807 patent and to seek increased daméaggesproposed

Amended Complaint at ECF No. 58-1, Exhibit A at 1131,b. At the heart of the willful-



infringement claim is Cochlear’s assertion that Oticon hired the inventbe &07

patent, Lars Jinton, and then had Mr. Jinton, among other things, “lead Oticon Medical’'s
development of infringing features of the Ponto BHX implaltt."at 23. Because of

Mr. Jinton’s employment history with Cochlear and his being thetiomenamed holder

of thepatent Cochlear contends, Oticon “knew or should have known, immediately upon
becoming aware of th807 patent, that the Ponto BHMplantinfringed that patent.”

Id. at 25. As a result, Cochlear contends, Oticon’s “infringement of the '807 patent w
willful.” 1d. at §31. Because it now believes the infringement was willful, Cochlear seeks
“increasing damagesld. at p.18,1b.

Procedurally, Cochlear contends the Motion should be granted purstiaat to
liberal standard of Fed. R. Civ. R. 15, which states that a “court should freely give leave
[to amend a pleading] when justice so requir8se€’Pl. Br. in Support of Mot. to Am.
Complaint, ECF No. 59 at p.guoting Rule 15). CochleasaysRule 15 should govern
the Motion because “[flact discovery is not close to completion; it has baaeigdstand
no deadline for finishing fact discovery has even been set. Expert discovery fias not

begun.”ld. at p.10. Cochlear citdsigh 5 Games LLC v Marks for the proposition that,

as U.S. Magistrate Judge Mark Falk thetegted, “it makes zero sense to hold Plaintiffs to
an amendmerdeadline of December 2014 when discovery may now remain open well
into 2016.”Id. at p11 (Quoting High 5 Games2017 WL 349375 at *3 (D.N.J. 2017).

Still, Cochlear is cognizant that the Court set October 1, 2018 as the deadline for
filing anymotion to amend a pleading or add a pa#eg Pl. Br. in Support of Mot. to
Am. Complaint, ECF No. 59 at p.3. Rule 16 applies “where a motion to amend is made

after a scheduling order deadline has pasdddat 910 (Quoting Jani v. The Provident




Bank 2016 WL 830802, at *1 (D.N.J. 2016). Cochlear contends the Motion should be
granted even under the stricter standard of Rule 16, which requires a showing of “good
cause.’ld. at 10(quoting Rule 16). Cochlear quotes thaniCourt to the effect that a
“moving party may show good cause by establishing ‘that the scheduling order deadline
could not be reasonably met despite the party’s diligenk.at 910 (Quoting Jani

2016 WL 830802, at *4. Cochlear contends the October 1, 2018 deadline for motions to
amend could not be met because it did not redbivdiscovery from which it learned of

Mr. Jintoris rolefrom Oticon untilOctober 4, 9 and 11, 20118l at pp.4-5Cochlear
saysthat“[b]y October 23, 2018 Cochlear had diligently uncovered the evidence in this
document production” that it now seeks leave to include in its pleadithgs.1213.

Cochlear contends that upon learning of these facts it quigidgd the prospect of
amending the Complaint with Oticon, which “declined towdtpe to any of the
amendments.ld. at p.8. ThusCochlearsays,"strictly applying the October 1, 2018 date

to amend the pleadings would be incongruous and unjdsat p.11.

2. Oticon’s objections to amending the Complaint.

Oticon nowhere addresses Cochlear’s contention that the Court should be guided
by the Rule 15 standard in considering the Motion. Instead, Oticon focuses its oppositi
on Rule 16’s required “good cause” showing, which it contends Cochlear can not meet.
First, Oticon sayaVir. Jinton’s employment at Oticon was wkhown in the industry
and was publicized on Oticon’s websifee Def.’s Br. in Opp., ECF No. 69 at pp.2-3.
Therefore, Cochlear was on notice of this information before it filed the Carhplad
cannot claim to have first learned of Mr. Jinton’s involvement in designing Oticon

products until after the October 1, 2018 deadline had lapsed for motions to amend the



pleadings. More substantively, Oticon contends Mr. Jinton did not work on the Ponto
BHX, but rather on other products, includiagredecessor product calleédnto Wide.

Id. at p.2. Oticon contends Ponto Wide is not an infringing praalutthat Cochlear
recognized tis during the Preliminary Injunction stage of this litigatwhenPlaintiff
arguedthat “Oticon Medical could avoid the hardship of an injunction by ‘simply
return[ing to selling the implant it offered prior to the BHX implantld. at 2 Quoting
Pl.’s Mem. in Support of Prelim. Inj., ECF No. 3-1 at p.16.

Oticon further contends that, even if Cochlear did not learn about the implications
of Mr. Jinton’s Oticon employment until after October 1, 2018, Coclal@anot meet the
“good cause” @ndardoecause itvas not diligent in pursuing discoverphat is because,
Oticon asserts, Cochleaited until August 31, 2018 to serve its discovery requests
while, pursuant to Fed. R. Civ. P. 26(d)(1);ould have served thosécovery requests
on July 17, 2018, the date of the Rulec@@ferencéetween the partiekd. at pp.8-9. A
consequence of Cochlear’s delay, Oticon contends, was a deadline for discovery
production that fell after the scheduling order’s deadline for filing motions émduid.
at p.9. Oticon further contends that Cochlear was not diligent in reviewing shvdry
becauseCochlear failed to “factor it into its October 15, 2018 contentidis 4t p.11.

Finally, Oticon contends the Motion is an attempt by Cochleenange direction
after the Court “rejected the flawed theories in Cochlear’s preliminamyatign
application.”ld. at p.5. “[R]eturning this case to the starting gate” by granting leave to
amend the Complaint, Oticon contends, would prejuitliog “forcing Oticon Medical to
devote substantial resources to defend against what Cochlear now tacitly sovaeda

ill-formed and poorly developed theory of its case.at p.5-6.



3. Cochlear’'s Reply

Cochlear replies that Oticon’s contention that all the facts about the alleged
willful infringement were known to Cochlear bef@echlearfiled the Complaint is
bdied by the fact that Oticondocuments describing its product in detail and the role
Mr. Jinton played in its development was produced in discadesigrated as “Highly
Confidential—Outside Attorneys’ Eyes Only,” pursuant tdiscovery confidentiality
agreement between the Partig=e Pl. Reply Br., ECF No. 74 at p.1.

Cochlear further contends that Oticon’s suggestion that Cochlear is abandoning its
initial allegations and recasting its caseeiButtedby the fact that the proposed Amended
Complaintstill includes “[e]very allegation made when the case was filed All
Cochlear seekto accomplish via the Motioit says,s the addition of “facts and claims
based on newly discovered evidende."Cochlear notes that the preliminary injunction
was “a hearing in which neither party [is] required to prove his case in full'harsdthe
denial of a preliminary injunction “does not foreclose Cochlear from taking discovery

and proceeding with its case on all theoriéd.’at p.2 quoting lllinois Tool Works, Inc.

v. Grip-Pak, Inc, 906 F.2d 679, 681 (Fed. Cir. 1990})ing PPG Indus., Inc..vGuardian

Indus. Corp., 75 F.3d 1558, 1567 (Fed. Cir. 1996).

More specifically, Cochlear contends that while the Oticon welustgified Mr.
Jinton as Oticon’s Director of Engineering it is silent about Mr. Jinton’sc¢taed
personal role designing the Ponto BHX implant, which igaéd for the first time in
Oticon’s confidential production documenttd: at p.6.RegardlessCochlear contends,
the factual basis of Oticon’s opposition to the Motion is “not particularly proper for a

motion to amend, essentially treating the moti&a bne for summary judgmentd. at



p.3. Cochlear cites two cases, Sprint Comm’ns Coime Warner Cable, Inc2013 WL

6589564 (D.Kan. 2013) and Prism Techs., LLC v. Adobe Sys., Inc., 2012 WL2577213

(D.Neb. 2012), for the proposition that a Complaint can be amended to include willful-
infringement claims where leave to amend was sought well after a deadline tb amen
pleadings had passed because the patent owner did not learn relevant factsuim@taf
deadline had passddL at p.8.Here, Cochlear agends, it did not learn about Mr.
Jinton’s role in working on the accused implant until aftezceived discoverfrom
Oticon Id. at p.8-9 Also, Cochlear says'Oticon’s protest that Mr. Jinton did not work
on the accused Ponto BHX implant is factually incorrdct.at p.8 €iting Def.’s Opp.,
ECF No. 69 at pp.2,9). Cochlear contends the discovery produced by Oticon shows that
Mr. Jinton worked on a Wide Dianes Implant that is the basis of the Ponto BHX
implant.ld. at p.5. ThusCochlear saysyir. Jinton was “personally and directly involved
in desiging the BHX implant, although it was not called that at the ting:.As a result,
Cochlear contends, Cochlear has good cause to add an allegation of willful m&inge
and “Oticon’s arguments to the contrary are not meritoridds.”
B. Amending the Infringement Contentions
1. Cochlear’s reasons for amending the Infringement Contentions.
Cochlear seeks leave tmand its Infringement Contentions in order to add

allegations of willful infringement based on the claims detailed above rela@itton’s
hiring of Mr. Jinton and Mr. Jinton’s subsequent involvement with the Ponto BHX
implant. See proposed Amended Infringement Contentions, ECF No. 58 dtigi¢. too
Cochlear contends it was “diligent” in seeking leave to amend because it brought the

evidence it found in “recently uncovered nonpublic evidence” discovery to Oticon’s



attention “within weeks of receiving thpFoduction.”See PI. Br in Support, ECF No. 59
at p.15. It further contends that Oticon will not suffer “undue prejudice, asphaave
just barely started fact discovery, expert discovery has not yet begun anchsedates
have yet to be calendaredd.

Cochlear also seeks leave to amend its infringement claims regarding what it calls
amicrogroove on the bonanchoring screwd. As with the willfukinfringement claim,
Cochlear says leave to amend should be granted because it “diligently served its
production requests” and then “diligently uncovered the evidence in the resulting
document production that Oticon’s Ponto BHX implant has an infringing micro grove.”

Id. Cochlear further contends that it “promptly alerted Oticon that Cochleardvante
update its infringement contentions in view of” the above claims in late October 2018 and
sent its proposed amendedringemeniContentions to Oticorid. at p.15-16.

2. Oticon’s objections to amending the Infringement Contentions.

Oticon contends Cochlear’s Motidwere alsas “untimely and unsupported by
[the] ‘good cause™ required by Rule 18ee Def.’s Opp. Br., ECF No. 69 at p.11.

The Motion is untimely, Oticon contends, becaGsehlearhad orshould have
had via reasonable pitegation due diligence notice of what Cochlear describes as the
Ponto BHX'’s infringing micrgroove before Cochlear filed its Complaild. at pp.11-

12. Oticon makes two arguments. First, Oticon says the Ponto BHX has been in the U.S.
marketplace since mi#015, so Cochlear should have been able to get either a version of
or photographs of the Ponto BHX implant before filing the Complaint that would have
“revealed the structure Cochlear now sa&e ‘circumferential groove.’1d. at p.12.

Second, Oticon says Cochlear should have been able to learn fromrpatgials such



as the Oticon website, that the previous Ponto Wide product on which the Ponto BHX

implant is based included a “‘micro groove on the bfam#g surface of the implant’s
screw head.”ld. The websiteit sayseven included a photogragiatlabeledthe “micro
groove” anddiscussedts purposeld. “The presence of the ‘micro groove’ in the
previous-generation non-infringing product,” Oticon contends, “would have alerted a
reasonable and diligent litigant to the possibility of a similar structure apgearithe
‘Ponto BHX.” Id. at p.13.

Oticon also contends the Motion is unsupported by good cause because the
proposed amendments will harm Otictsh.OticonsaysCochlearis seekng merely to
switch infringement theories after Oticon was forced to “devote substag@irces to
defend against @hlear’s preliminary injunction moticha forum in which the Court
“rejected Cochlear’s first and best theory of infringemelat.’at pp.1,6,13. Granting this
Motion, Oticon contends, “threatens yet another round of redundant costs on Oticon
Medical, agCochlear] returns to the starting line” of this litigatiod. at p.13.

3. Cochlear’'s Reply

Cochlear responds thié$ Motion is timely because Cochlear diligently served
production requests within a week of théial Conference, and it then diligently
uncovered the evidence of the infringing mignmove after Oticon produced its
discovery.See Pl. Reply Br., ECF No. 74 at p.10. Cochlear contends also that it was
diligent in informing Oticon of its intent to amend the Complaint and Infringement
Contentions based on the documents Oticon produded.

Cochlear rejects Oticon’s contention that the Ponto BHX microgroove was readily

knowable either from obtaining the product or from surveying publicly available



materials to discern the engineering of thatdoict.ld. at p.11. First, Cochleargsthat,
contray to Oticon’s contention, the Ponto BHX “implant is not easily obtainable by a
competitor to Oticon.Td. Cochlearfurtherasserts that it “did not have access to a Ponto
BHX implant until Oticon produced one in October 2018."Second, Cochlear said the
publicly available materials “did not, however, clearly show the geomé&thganicro
groove in the Ponto BHX implantld. What public documents showed, Cochlear
contends, was “one groove in the Ponto BHX implait.But, it was not until receiving
documents from Oticon—documents Oticon “designated Highly Confidential—Outside
Attorneys’ Eyes Only*—that Cochlearsays it was able to observe that the “Ponto BHX
implant has a second infringing circumferential groovlee-micro groove.1d. at pp.11-
12. Cochlear further contends that, even if Cochlear had discovered that information on
Oticon’s website, Oticodescribes the rarogroove as under a flange, while the
confidential drawings produced by Oticon show that this microgroove “is not under the
flange, but rather between the flange and the threads of the impthmit'p.12. Because
it was only with the assistance ofi€n’s discoverythat Cochlear was able to realize the
“true nature” of the Ponto BHX micgooove, Cochlear contends Oticon has “no grounds
for charging Cochlear with ignoring publicly available information and not comduat
reasonable investigation.d.

C. Amending Responses to @icon’s Invalidity Contentions

1. Cochlear’s reasons for amending its responses to Oticon’s
invalidity contentions.

Cochlear seeks to amend its responses to Oticon’s invalidity contentions in order
to add a fourth response assegtthat Oticon can not lawfully challenge the validity of

the’807 patent because what it alleges are the infringing features of Oticon’s BHX

10



implant were developed by Mr. Jinton, waibone timevas the named holder of the 807
patent.See Proposed Amended Responses to Invalidity Contentions, ECF No. 58, Exhibit
F at 8H.Cochlear contends that, because Mr. Jinton was the named holder of the '807
patent before he assigned that patent to CogHiaintiff can invoke the doctrine of
assignor estoppel, a legal theory that prevents the assignor of a patentdrom la
challerging the validity of that same paterd.

Cochlear repeathie same “good cause” arguments that it raisesipport its
Motion seeking leave to amend the Infringement Contentiontha@@bmplaint namely
that it discovered Mr. Jinton’s alleged patrticipation in the development of the inffing
Ponto BHX characteristics through diligent efforts and that granting leaar@énd will
not harm Oticon because the Parties have only just begun fact discovergraynchse
dates have notetbeen determinedd. at pp.18-19.

2. Oticon’s objections to amending the responses.

Similarly, Oticon repatsits prior objectionshere though it adds some details.
First, Oticon contends the Motion as to the responses is untimely because drs Jint
work on the Ponto Wide pduct “could have readily been discovered had [Cochlear]
exercised reasonable diligence.” Depp. Br., ECF No. 69 at p.11. Second, Oticon
disputes Cochlear’s contention that Mr. Jinton “was deeply involved in the design of the
accused ‘Ponto BHX’ productld. at p.10, n.6. Instead, Oticon contends, “all the
evidence indicates that Mr. Jinton worked not on the accused ‘Ponto BHX’ device, but on
the ‘Ponto wide,” which Cochlear itself has identified as noninfringing, and isused

in this case.ld.

11



Oticon further contends that the Motion is procedurally improper because “the
defense of assignor estoppel is not raisable merely by inclusion in the contémisons
Cochlear propose#d. at n.7 Rather, Oticon says,ifhdefense must be raised, and
recited with spedicity, in the pleadings.1d. (citing Fed. R. Civ. P. 8(c)). Oticon thus
concludes that “Cochlear’s motion, by failing to seek leave to amend its Goaimer
Answer, thus seeks incomplete relief even for its own objectiles.”

3. Cochlear’s reply.

In reply, Cochlear contends that “Oticon’s repeated claim that Mr. Jinton did not
work on the accused Ponto BHX implant is false."Rélply Br, ECF No. 74 at p.13.
Instead, Cochlear contends, “the documents recently produced by Oticon show that Mr.
Jinton designed the implant that became the Ponto BHX implant,” even if that implant
was not therxplicitly called the Ponto BHXd.

Axiomatically, Cochlear contendgecause information about Mr. Jinton’s “direct
‘hands on’ role in the design of the Ponto BHX implant was not known” by Cochlear
until Cochlear received Oticon’s discovery “Cochlear could not have raisedsigaas
estoppel defense earlier.” Id.

Finally, Cochlear disputes Oticon’s contention that the Motion is procedurally
deficientas to the defense of assignor estoppel. Cochlear contends that should the instant
Motion be granted Oticon “will then need to ansftbe Amended Complainthnd
[amend its]counterclaim, and then Coelalr can answer the counterclaim” and raise the
estoppel defense there, tod. at p.14.

[I. LEGAL STANDARDS

1. Leave to File an Amended Counterclaim

12



Pursuant to Fed. R. Civ. P. 15(a)(2), the Court “should freely give leave [to

amend] when justice so requireséd also Bjorgung v. Whitetail Resort, L,F’550 F.3d

263, 266 (3d Cir. 2008)) and that the decision to gramb@onto amenda pleading rests

in the sound discretion of the district cowsagalso Zenith Radio Corp. v. Hazeltine

Research, Inc401 U.S. 321, 330 (1971gee also Morton International, Inc. v. A.E.

Staley Manuf. C9.106 F.Supp.2d 737, 744 (D.N.J. 2000)). Further, the Court notes that

it “has discretion to deny the request only if the party’s delay in seekingetodais

undue, motivated by bad faith, or prejudicial to the opposing party.” Adams v.

Gould 739 F.2d 858, 864 (3d Cir. 1984e also Foman v. Davis371 U.S. 178, 182

(1962); Arthur v. Maersk, Inc434 F.3d 196, 204 (3d Cir. 2006); Hill v. City of

Scranton411 F.3d 118, 134 (3d Cir. 2005).

Delay becomes “ungg” and thereby creates grounds fatistrict court to refuse
to grant leave, when it places an unwarranted burden on the Court, when the movant has
had previous opportunities to amend, or when it becomes prejudicial to the opposing

party.See Adams 739 F.2d at 868see also Cureton v. NCAA 252 F.3d 267, 273

(2001). “[T]he Third Circuit has consistently recognized that ‘prejudice to the non-

moving party is the touchstone for the denial of an amendm@&uhihdler Elevator

Corp. v. Otis Elevator Cp2009 WL 1351578, at *3 (D.N.J. 2009¥e also Arthur,

supra, 434 F.3d at 204uoting Cornell & Co., Inc. v. Occupatiml Safety & Health

Review Commn, 573 F.2d 820, 823 (3d Cir. 1978)). “In determining what constitutes

prejudice, the Second Circuit considers ‘whether the assertion of the new dalch ()
require the opponent to expend significant additional resources to conduct discovery and

prepare for trial; (ii) significamy delay the resolution of the dispute; or (iii) prevent the

13



plaintiff from bringing a timely action in another jurisdictionLdng v. Wilson 393 F.3d

390, 400 (3d Cir. 2004¥%ee also Block v. First Blood Assocs988 F.2d 344, 350 (2d

Cir. 1993). The Third Circuit has “endorse[d] the Second Circuit approbth.”

The Court notes that “in determining the futility of an amendment...[it] appiées t
same standard of legal sufficiency as applie[d] under Rule 12(b)(6) aacept[s] as
true allfactual allegations contained in the proposed amended [pleading] and any

reasonable inferences that can be drawn from them.” Walls v. County of C&t@én

WL 4934052, at *2—-3, 2008 U.S. Dist. LEXIS 92940, at *6—7 (D.N.J. 2G@8);

also MedPointe Healthare, Inc. v. HiTech Pharm. Co., Inc380 F.Supp.2d 457, 462

(D.N.J.2005);_Alvin v. Suzuki227 F.3d 107, 121 (3d Cir. 2000); Brown v. Philip

Morris, Inc, 250 F.3d 789, 796 (3d Cir. 2001). “[I]f the proposed amendment is frivolous

or advances a claim defense that is legally insufficient on its face, the court may deny
leave to amend” but where the “proposed amendment is not clearly futile, thenodenial

leave to amend is impropekarrison Beverage v. Dribeck Importers, 33 F.R.D.

463, 468—69D.N.J.1990);see also Crete v. Resort Condos., IhtLLC, 2011 WL

666039, at *10-11, 2011 U.S. Dist. LEXIS 14719, at *31-32 (D.N.J. 2011); Lorenz v.
CSX Corp, 1 F.3d 1406 (3d Cir. 1993). The Court “determines futility by taking all
pleadedallegations as true and viewing them in a light most favorable to [the moving

party].” Great Western Mining & Mineral Co. v. Fox Rothschild LIA5 F.3d 159, 175

(3d Cir.2010).
2. Leave to File Amendednfringement Contentions
Pursuant to Local Patent Rule 3.7, leave to amend infringement contentions may

be granted “by order of the Court upon a timely application and showing of good cause.”

14



The Local Patent Rules “exist to further the goal of full, timely discovedypaovide all
parties with adequate no& and information wi which to litigate theicases.”

Computer Accelerations Corp. v. Microsoft Cos03 F.Supp.2d 819, 822 (E.D.Tex.

2007). “The rules are designed to require parties to crystallize their thebtlee case
early in thditigation and to adhere to those theories once they have been disclosed.”

Atmel Corp. v. Info. Storage Devices, In£998 WL775115, at *2 (N.D.Cal. 1998).

Furthermore, the courts have recognized several factors that should be weighed in
determining wheter good cause exists such that leave to amend infringement contentions
should be granted:

(1) the reason for the delay and whether the party has been

diligent;

(2) the importance of what the court is excluding and the

availability of lesser sanctions;

(3) the danger of unfair prejudice;

(4) the availability of a continuance and the potential impact of a

delay on judicial proceedings.

See Davis-Lynch, Inc. v. Weatherford Irit'Inc., 2009 U.S. Dist. LEXIS 1644, at

*8, 2009 WL 81874 (E.D.Tex. 2009%iting Computer Acceleratiarb03 F.Supp.2d
819).

Rule 3.7 “is not a straitjacket into which litigants are locked from the moment
their contentions are served,” but instead, “a modest degree of fleXjib’iggs], at least

near the outsetComcast Cabl€ommuns. Corp. v. Finisar Cor2007 WL 716131, at

*2 (N.D.Cal. 2007). Therefore, while the Local Patent Rules strive to have a party
establish their contentions early on, it is important to recognize that “preliminary

infringement contentions are still preliminargGéneral Atomics v. AxisShield

ASA, 2006 WL 2329464, at *2 (N.D.Cal. 2006).

3. Leave to File Amended Invalidity Responses

15



The same Local Patent Rule that governs amending Infringement Contentions
also applies to motions seeking leavaneend Invalidity ResponseSee AstraZeneca

AB v. Dr. Reddy’s Labs. Inc., 2014 WL 1292226, at *5 (D.N.J. 2014). Rulp&mits

Invalidity Responses to be amended “by order of the Court upon a timely application and
showing of good causeld. (quoting L. Pat R. 3.7). Pursuant to Rule 3.7, a court may
permit a party to amend its invalidity contentions provided the following three migme

are established: (1) the moving party makes a timely application to the cotiner@)s

good cause for the amendment; and (3) there is no undue prejudice to the adverse party.

Id. (citing Jazz Pharmaceuticals, Inc. v. Roxane Laboratdnes,2012 WL 3133943 at
*2 (D.N.J. 2012)). “The rule provides a ‘non-exhaustiig’ of examples of
circumstances thahay support a finding of good caligkat includes the “recent
discovery of nonpublic information about the Accused Instrumentality which was not
discovered, despite diligent efforts, before the service of the Infringe@uantentior’

Id. (quoting Rule 3.7)Here tm, as U.S. District Judge Joel A. Pisano discussed, the
“Local Patent Rule'saare designed to require parties to crystallize their theories of the
case early in the litigation and to adhere to those theories once they have been

disclosed.”ld. (quoting King Pharmaceuticals. Inc. v. Sandoz, Jr2010 WL 2015258,

at *4 (D.N.J. 2010). “However, while amendments to contentions are not granted as
liberally as requests for amendments to pleadings, the Patent Rulesoetainlegree of
flexibility and are not intended to e straitjacket into which litigants are locked from

the moment their contentions are servett’”

IV.  ANALYSIS

A. Leave to Amend the Complaint.
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Pursuant to Fed. R. Civ. P. 15(a), a party can amend its pleadings as of right
within 21 days after the service of either a responsive pleadiadgraie 12 motion,
whichever is earlieDefendant was served the Complaint in April 2018, ECF No. 15,
and Oticon filed its Answer and Counterclaim on July 2, 2018. ECF No. 35. As a result,
Cochkar’s deadline foan“as of right” amendment of the Complalms passed.

Pursuant to the Federal Rules of Civil ProcedBtaintiff now can amend the Complaint
“only with the opposing party’s written consent or the court’s ledved. R. Civ. P.
15(a)(2).As Defendant opposes the instant MotiBtgintiff requires this Court’s leave
amend the Complaint.

Plaintiff contends the Motion should be governed solelyhbyénient standards
of Fed. R. Civ. P. 15, pursuant to which the Court “should freely give leave [to amend]

when justice so requiresSee also Bjorgung v. Whitetail Resarsupra, 550 F.3dt 266.

In such cases, the decision to grani@ionto amenda pleading rests in the sound
discretion of the district courfee Zenith Radig supra, 401 U.Sat 330;see also Morton
International supra, 106 F.Supp.2dt 744. Under Rule 15, the Motionay be denied
“where it is apparent from the record that ‘(1) the moving party has dentedsiradue
delay, bad faith, or dilatory motives, (2) the amendment would be futile, or (3) the

amendment would prejudice the other party.” Young v. United States, 152 F. Supp. 3d

337, 353 (D.N.J. 2015¥iting United States ex rel. Schumann v. Astrazeneca Pharms.

L.P., 769 F.3d 837, 849 (3d Cir. 2014jufting Lake v. Arnold 232 F.3d 360, 373 (3d

Cir. 2000)).
Defendant contends the Motion should be goveswdelyby Fed. R. Civ. P. 16,

which appliesto Motions filed after deadlines set hycourt Pursuant to Rule 16, the
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party seeking to amend a pleading after the deadline set by an apidaddeling order

must demonstrate “good cause” for modifying the order. Fed. R. Civ. P. 16(b)(4). “Good
cause may be satisfied if the movahows that their delay in filing the motion to amend
stemmed from any mistake, excusable neglect, or any other Vetich might

understandably account for failure of counsel to undertake to comply with the Scheduling

Order.”Young v. United States, 152 F. Supp.a88@52-53 ¢iting Fermin v. Toyota

Material Handling, U.S.A., Inc2012 WL 1393074, at *3 (D.N.J. 2PJ(internal

guotations and alterations omitteBursuant to this Court’s Discovery Plan and Order
dated September 12, 2018, the last day to file a Motion to Amend Pleadings was October
1, 2018. ECF No. 50 at 5. Thidaintiff’'s Motion was filed after this Court’s deadline.

In actuality, both Rules gover#here a Motion for Leave to Amend comes after
a courtimposed deadline, the lenient Fed. R. Civ. P. 15(a)(2) standard that “[t]he court
should freely give leave when justice so requires” yields toghed causerequirement

of Rule 16. Sang Geoul Lee v. Won Il Park, 720 F. App’x 663, 669 (3d Cir. 2017). Thus,

Plaintiff first mustshow it may modify the Scheduling Order pursuant to Rule 16 to
allow an amended pleadifiged out of time, and thert must show that it may file the

amended pleading under Rule 15. Young v. United States, 152 F. Swgi@52d

This Court’s inquiry begins then with the question posed by Rule 16, namely
whether Plaintiff has “good cause” for modifyitige Scheduling Order settingeh
October 1, 2018 deadline for motions to amend a pleading in order to consider this
Motion timely filed

Plaintiff seeks to amend theo@plaint to add count of willful infringemertee

proposed Amended Complaint at ECF No. 58, Exhibit A at §18. This claim is evidenced,
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Plaintiff contends, by thassertiorthat Mr. Jinton not only was employed by Oticon but
thathe also led the work on the aspects of the Ponto Bip¥antthat Cochlear alleges
infringe its’807 patentld. at 123 Plaintiff contends it learned of Mr. Jinton’s precise

role from discovery it received from Oticon only after the deadline had passed, ntaking
an impossibility for it to have adhered t@tlctdoer 1, 2018 deadline for Motiorier

Leave to AmendSee PI. Br., ECF No. 59 at p.3.

Oticon disputes this contentiosgying Mr. Jiton’s employment was a matter of
public knowledge and even advertised on Oticon’s website through, among other things,
the publication of a white paper written by Mr. JintS8ee Def. Opp. Br., ECF No. 69 at
pp.2-3. Oticon further contends that Mr. Jinton did not work on the Ponto BHat.
p.2.In addition but relategto its denial of Cochlear’s factual assertion, Oticon contends
there is no “good cause” to ignore the October 1, 2018 Motion deadline because Cochlear
“failed to undertake a full investigation of the accused product before filing kit
p.1. If Cochlear had undertaken such an investigation, Oticon contends, Cochlear would
have learned of Mr. Jinton’s employment at Oticon before filing the Complldirat p.6.
Thus, this Court, Oticon contends, should not reward Cochlear for failing to fully
investigate this point before instituting this litigatidd.

Cochlear responds that if Mr. Jinton’s precise duties were publicly known, why
did Oticon produce discovery containing such information under the label “Highly
Confidential—Outside Attorney’s Eyes Only?l. Reply Br, ECF No. 74 at p.1.

Cochlear states that, “[i]f all of these facts were really known publiaiy @ticon

violated the Protective Order by designgtand maintaining the confidentiality of these
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documents.’ld. Instead Cochlearsays “[t]he truth is, however, that the information was
not public.”1d.

As stated above, “[g]lood cause may be satisfied if the movant shows that their
delay in filing the motion to amend stemmed from any mistake, excusable negkaty,
other factor which might understandably account for failure of counsel to undertake to

comply with the Scheduling Order.” Young United States152 F. Supp. 3dt352-53,

(citing Fermin 2012 WL 1393074, at *3. Cochlear contends it was impossible to meet
the October 1, 2018eadlinebecause it did not learn of the link between Mr. Jinton’s
Oticon duties and the alleged infringement until Oticon produced requested discovery
after thatdeadine.

The Court is not persuaded by Oticon’s suggestion that the Motion ought to be
denied because Cochlear failed to conduct a full investigation into the allegedingri
product. Fed. R. Civ. P. 11 requires an inquiry “reasonable under the circumstances” such
that a party can certify that, among other things,diaims in a pleading are warranted by
existing law and the factual contentions have evidentiary support. Rule 11 provides that
the evidentiary support may become apparent “after a reasonable opportufutihtar
investigation or discovery.” Fed. R. Civ. P. 11(b)(3). The Court is unawamydiigher,
full investigationduty seeminglyreferred to by Oticonand Oticon has presented no case
law to support this positiofzurthermorethe Court concludes that Cochletarthe extent
it could have suspected Mr. Jinton’s role in developing the allegedly infringingteigiiec
the Ponto BHX implantexercised reasonable prudence in waiting to receive evidentiary
support for this assertion in discovery befseeking leaveotadd a willful-infringement

allegationto the Complaint.
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The Court also is not persuaded by Oticon’s contention that Cochlear did not
conduct discovery diligently because it was possible pursuant to Rule 26(f) for Cochlear
to have served discovery reqtetas early as July 17,” the date of fiegties’ Rule 26
meeting rather tharserving those requests at the end of August. Def. BppECF No.
69 at p.9. But, the Certification of Robert Courtney, counsel of record for Oticon Medical
AB and Oticon Medical LLC, makes clear Cochlear did pursue discoMeggntly.
First, six days after the Rule Beeting of thgparties Oticon received Cochlear’s
proposals for gint discovery plan and scheduling order. Courtney Cert., ECF No. 69-1
at 15. Oticon disagreed with certain aspectsatfgtoposed scheduling ordéd. at 6.
The Partieshenattended a Rule li@itial Conference on August 23, 2018, at which the
Court “made determinations regarding the schedule and instructed that tbg qaotit
a revised joint discovery plan, which was submitted August 30, 20d.&t 8. Cochlear
served its first discovery requests on Oticon the next day, on August 31 @Ct3][10.
In light of the active discussions of the parties regarding discovery and schesisllies,
as well as the Court’s requirement that the parties submit a revised joint dysglaver
the Court declines to interpret the roughly one mdmtm when it was technically
possible for Cochlear to have served discovery requests pursuant to Rutbe?@ate
on whichCochlear actually servetiscovery requests as evidencing a-kbssrdiligent
effort on Cochlear’s partndeed, the Coudoncludes Cochlear’s service of discovery
requests the day after tparties submtedan agreedo joint discovery plamsevidence
of its diligence.

The Court also does not find a lack of diligencéhmtiming of the actua¥lotion

for Leave to Amend, which was filed on December 4, 2018, or the first Tuesday of the
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month. ECF No. 57. The deadline set by this Court’s scheduling order was the first
Monday of October 2018, or a difference of 64 days. The Court does not agree with
Oticon’s characterization of that interregnum as “so long after the Scahgdder’s
deadline for such a motion.” Def. Ofr., ECF No. 69 at p.6. Firsivhile Cochlear cites
two cases in which leave to amend after a scheduling order deadline wasl gfgmint
Comm’ns, supra, 2013 WL 6589564 (granting patent owner leave to amend though leave
was sought four months after the deadline had passedPresmd Techs.supra, 2012 WL
2577213 (granting leave to amend after the deadline had passed and just five months
before trial),Oticon cites no case law supporting the contention that a “so long” period of
64 days constitutes a delay of such length as to disqagliirty as diligenand to
support denying leaveto-amend motion. The Court finds the conclusionthoke cases
persuasiveSecond, Cochlear contends it contacted Oticon on October 23, 2018 to raise
the prospect of amending its Complaint amidihgementContentions. Pl. Bf.ECF No.
59 at p.8. Three days later Cochlear sent the proposed Amended Complaint to Oticon,
which “declined to stipulate to any tife amendmentslt. Cochlear does not say when
it received Oticon’s response declining to stipulate to the proposed amendmingliets,
Oticon says it responded promptly. Regardlgss,clearto the Court from this sequence
both that Cochlear advanceamd the path to the instant Motion in a diligent manner and
that Oticon was aware of Cochl&aintentions from the earliestagesameliorating any
potentialprejudice to Oticon.

In the alternative, Oticon urges the Court to reject Cochlear’'s motion because
Oticon denies that Mr. Jinton worked on the allegedly infringisygects of th@onto

BHX implant. The Courtleclinesto reach thatonclusion, observing that the dispute
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over whether Mr. Jinton worked on the Ponto BHX implant or the antecedents of the
allegedly infringing aspects of the Ponto BHXhe type of factual contentiantended
to be tested through litigation and not through the vehicle of a Motion for Leave to
Amend a Pleadingilso, and as discussed below, it is well-established that the Court’s
Rule 15 inquiry assumes the truth of all facts contained in a proposed amended pleading
Thus, Oticon’s opposition on such grounds is not pertinent.

After considering the relevant factors, the Court finds Cochlear has met the
“good cause” standard of Rule 16 required to amend the Scheduling Order aiie thus
Court will considethe Motion as timely filed.

Having considered the Motion through the prism of Rule 16’s “good cause”
standard, the Court now must examine the proposed Amended Complaint through the

lens of Fed. R. Civ. P. 15. Sang Geoul Lee v. Won Il Park, supra, 720 K &%&9

(citing, e.g, Holmes v. Grubman, 568 F.3d 329, 334-35 (2d Cir. 2009) (noting that

“where...a scheduling order governs amendments to the complaint...'the lenientdstanda
under Rule 15(a)...must be balanced against the [good cause] requirement

under Rulel6(b)™). As stated above, the Court “has discretion to deny the request only if
the party’s delay in seeking to amend is undue, motivated by bad faith, or prejudicial to
the opposing party. Adams supra, 739 F.2dt864;see also Foman supra, 371 U.Sat

182; Arthur supra434 F.3dat 204;Hill v. City of Scrantonsupra411 F.3dat 134.

Delay becomes “undue” when it places an unwarranted burden on the Court,
when the movant has had previous opportunities to amend, or when it becomes
prejudicial to the opposing partgee Adams 739 F.2d at 868ee also Cureton supra,

252 F.3dat273. “[T]he Third Circuit has consistently recognized that ‘prejudice to the
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non-moving party is the touchstone for the denial of an amendment.” Schindler
Elevator supra, 2009 WL 1351578, at *&e also Arthur, supra, 434 F.3d at 204
(quoting Cornell supra, 573 F.2dt 823).

The Court concluded in its Rule 16 analysis that Cochlear had been diligent in
pursuing the instant Motion. The Court concludes thattiterefore axiomatic that there
can be no “undue delay” as contemplated by Ruld&ftbnately, howeverthe Third
Circuit has stated that “lie question of undue delay, as well as the question of bad faith,
requires that we focus on the plaintiffs’ motives for not amendiery tomplaint to
assert this claim earlier.. Adams supra,739 F.2dat 868. Here, Plaintif§ motion isto
add a claim of willful infringemenbased on information Plaintiff says it learned of from
discovery it received only after the motitmamend deddhe. The Court sees no bad
faith in this explanation.

The Court next addresses the question of prejudice to Oticon. “In determining
what constitutes prejudice, the Second Circuit considers ‘whether the assettiemeiv
claim would: (i) require thegponent to expend significant additional resources to
conduct discovery and prepare for trial; (ii) significantly delay the uéisol of the
dispute; or (iii) prevent the plaintiff from bringing a timely action in another

jurisdiction.” Long v. Wilson supra, 393 F.3dt 400;see also Block v. First

Blood, supra988 F.2dat 350. The Third Circuit has “endorse[d] the Second Circuit
approach.’1d.

Oticon’sbriefis devoid ofanyRule 15-based oppositiomo the extent that
Oticon’s contentiorthatthe proposed Amended Complaint would harm Oticon by

“threaten[ing] yet another round of redundant costs” on Oticon constitutes a Rule 15
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argument, the Court is not persuaded. Here, the Court is guided freasiomingf U.S.
Magistrate Judge Mark Falk, who in granting a Motion for Leave to Amehmran

L’Oreal Wrinkle Cream Mktqg. Practices Litigobseredthat ‘it makes zero sense to hold

Plaintiffs to an amendment deadline of December 2014, when discovery may now remain

open well into 2016.1" Oreal 2015 WL 5770202, at *3 (D.N.J. 2015). While Judge

Falk’'s observation was made in the context of a Rule 16 analysis, it is germarferhere
in the instant mattedticon seeks to hold Cochlear to an amendment deadlinepaeen
pushed for by Cochlear, when there is no end date for discovery. Because there is no set
end for discovery, granting the instant Motion can not on its face significardly de
resolution of this litigation, while Defendawill have ample time teonduct any
discovery necessitated by the proposed Amended Complaint. Furthermore, the Court
observes that the willful-infringement allegation is drawn, Cochlear says dismovery
produced by Oticon, a circumstance that likely will obviate Oticon’s discovexsria
order to counter Plaintiff's claimhus, the Court concludes that granting the Motion
would notresult in anyundue prejudice to Defendant.

“[1] n determining the futility of an amendment...[the Cpapplies the same
standard of legal sufficiency as applie[d] under Rule 12(b)(6)” and “acceptjsieaall
factual allegations contained in the proposed amended [pleading] and any reasonable

inferences that can be drawn from them.” Walls v. County aides supra, 2008 WL

4934052, at *2—3 (D.N.J.2008%e also MedPointe Healthcarsupra,380 F.Supp.2at

462; Alvin v. Suzukisupra, 227 F.3dt121; Brown v. Philip Morrissupra, 250 F.3dt

796. “[1]f the proposed amendment is frivolous or advancgaim or defense that is

legally insufficient on its face, the court may deny leave to amend” but wieere th
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“proposed amendment is not clearly futile, then denial of leave to amend is

improper.”Harrison Beveragesupra, 133 F.R.D.at 468—69;see also Crete v. Resort

Condos., supra, 2011 WL 666039, at *10-11 (D.N.J. 2011); Lorenz v, &&p¥xa, 1

F.3d 1406. The Court “determines futility by taking all pleaded allegations as true and

viewing them in a light most favorable to [the moving part@réatWestern Mining

supra, 615 F.3dt 175.

Plaintiff contends the proposed Amended Complaint would not be futile because
the documents it received in discovery from Oticon “plainly support an assertion of
willful patent infringement.” Pl Bf.ECF No. 59 at p.12. Defendant makes no futility
argument in its opposition to the MotidRather Defendant disputes the factual basis of
the willful-infringement claim, namely that Mr. Jinton while employed by Oticon “led
Oticon’s development of the Ponto BHX imptdo compete with the implant he
designed for Cochlearld at p.3, Def. Opp. Br., ECF No. 69 at p.2. However, for the
purposes of a Motion to Amend analysis, it is well established that the Court takes al

pleaded allegations as trigee GreatWestern Mining, supra, 615 F.3d at 175.

Furthermorethe willful-infringement claim is not a new theory of the case, as
asserted by Defendant, but rather a heigptedding of the infringemertireadyput
forth by Plaintiff in the ComplainiAs stated by the Federal Circuit,d@stablish willful
infringement‘a patentee must show by clear and convincing evidence that the infringer
acted despite an objectively high likelihood that its actions constituted infrengeof a

valid patent; pateneemust also show that the infringer knew or should have known of

this objectively high likelihood.” Trading Techs. Int’l, Inc. v. eSpeed, Inc., 595 F.3d 1340

(Fed. Cir. 2010) (internal citations omittedijting In re Seagate Technoloqgy, LLC, 497
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F.3d 1360,1371 (Fed. Cir. 2007), abrogated by Halo Electronics, Inc. v. Pulse

Electronics, Inc., et 91136 S.Ct. 1923 (2017Assuming as true all facts contained in the

proposed Amended Complaint, the Court concludes that the proposed Amended
Complaint is not facially futile. Accordingly, Plaintiff's Motion for Leavee Amend the
Complaint isGRANTED.
B. Leave to Amend thelnfringement Contentions
Pursuant to Local Patent Rule 3.7, leave to amefnohfiementContentions may
be granted “by order of the Court upon a timely application and showing of good cause.”
This Court’s Scheduling Order of September 10, 2&t% deadline fahe
disclosure of hfringementContentionf August 30, 2019. Cochleaaysit timely
served itdnfringement Contentionsee Chapman Cert., ECF No. 58 at p.14,914.
Plaintiff now seeks to amend itsflingementContentions to add the sarfaetual
assertions supportirtge willful -infringementclaimin its proposed Amended Complaint,
namely that Mr. Jinton designed for Oticon an implant having features thagedri
Cochlear's807 patentSee Exhibit D to Chapman Cert., ECF No. 58 at p.BBaddition,
Plaintiff's proposed amended Infringement Contentions states: “Oticon alscoknew
should have know that#view of its privity with Mr. Jintor—the doctrine of assignor
estoppel would preclude Oticon from challenging the validity of the '807 patent.”
Cochlear addhat its proposed amended disclosures “are supported by documents
produced by Oticon and not otherwise in Cochlear’s custody, possession and dahtrol.”
Theparties here essentially repeat their arguminta the Motion for Leave to

Amend the Complaint. Cochlear assértsas“good causéto amendbecause the

addition of the willful-infringement contention is based on discovery received from
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Oticon after theMotion deadline set by this Court. Oticon, in addition to disputing the
factual assertion grounding this proposed AmendéthgementContention, contends
Plaintiff lacks the god cause required by the Rules because it believes Plaintiff was not
diligent either in conducting discovery or in conductingeipgation investigation into

Mr. Jinton’s employment parameters with Oticon. That said, Oticon addfé¢hlate
concerning the doctrine of assignor estoppel is improper “because the ddfassignor
estoppel is not raisable merely by inclusion in the contentions....The defense must be
raised, and recited with specificity, in the pleadings” pursuant to Fed. R. Civ. P. 8(c).
Def. Opp.Br., ECF No. 69 at p.10, n.7. Cochlear responds that should the Court grant
leave to amend the Complaint, Oticon wiledeto answer the Amended Complaint and
thus to amend its Counterclaim. PIl. Reply Br., ECF No. 74 at p.®h, Qochlear
contends, itvill be able toraise the assignor estoppel defense in its Answer to any
Amended Counterclaim brought by Oticdd.

The LocalPatentRules “are designed to require parties to crystallize their theories
of the case early in the litigation and to adhere to those theories once they have been
disclosed.”Atmel, 1998 WL 775115, at *2. Distinguishable from the liberal steshéar
amending the pleadings, “the philosophy behind amending claim charts is decidedly
conservative, and designed to prevent the ‘shifting sapsoach to claim
construction.”ld. However, Rule 3.7 “is not a straitjacket into which litigants are locked
from the moment their contentions are served,” but instead, “a modest degree of

flexibility [exists], at least near the outse€dmcast Cablesupra, 2007 WL 716131, at

*2. Therefore, while the Local Patent Rules strive to have a party estdigish t
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contentions early on, it is important to recognize that “preliminary infringement

contentions are still preliminaryGeneral Atomicssupra, 2006 WL 2329464, at *2.

In deciding whether Plaintiff's proposed amended contentions would unfairly
prejudice Defendant, the Court considers whether permitting the proposed amendment
would (1) require Defendant to expend significant additional resources, or (2)

significantly delay resolution of the dispute. TFH Publications, Inc. v. Doskogil G .,

705 F. Supp. 2d 361, 366 (D.N.J. 2010). Forsidmme reasons stated above in reviewing
each of these factors in the context of the proposed Amended Complaint, the Court finds
thatgranting leave to amend Plaintiff's Infringement Contentions would not require
Defendant to expend significant additional resources nor would it significantly dela
resolution of the dispute. With no set end of discovery, Defendant will have ample
opportunity to seek discovery to counter Plaintiff's proposed Amended Infringement
Contentionsand it is axiomatic that granting the Motion will not significantly delay

resolution of litigation in which discovery has no end d&e.also Moore v. Integrated

Test Arizona Corp., 2010 WL 1333289, at *4 (D. Ore. 2010) (noting that while discovery

is open, the prejudice is not so great as to warrant denying an opportunity tars/arma
the merits) Also, the Court observes again that Cochlear seeks to add a heightened claim
of the same infringement already presented in the Comtaad not a new or unrelated
Infringement Contention. Accordingly, the Court finds that good cause exptarb
Plaintiff's Motion seeking leave to amend its Infringement Contentions.

C. Leave to Amend the Invalidity Responses

Cochlear seeks leave to amendritglidity Responses to include its contention

that Oticon is estopped from challenging the validity of 80& patent by the assignor
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estoppel doctrine, made relevant here because of Oticon’s employment oftbir.ahd
Mr. Jinton’s involvement with the development of the infringing aspects of the Ponto
BHX device.See Proposed Am. Invalidity Responses at ECF No. 58, Exhibit F at p.167.
The same Local Patent Rule that controls Infringement Contentions als@applie
here.Rule 3.7 allows a party to amend invalidity responses/contentions “by order of the
Court upon a timely application and showing of good cause.” Pursuant to thisdule, “
court may permit a party to amend its invalidity contentions provided the faljthree
elements are established: (1) the moving party makes a timely application doitih€2)
there is good cause for the amendment; and (3) there is no unduecer&juitie adverse

party.AstraZeneca v. Dr. RedtyLabs, supra, 2014 WL 1292226, at *&tfng Jazz

Pharmasupra, 2012 WL 3133943 at *2. Among the “rextraustive” list of

circumstance contemplated by the Rule that may support a finding of good isatlnge
“recent discovery of nonpublic information about the Accused Instrumentality wiaish w
not discovered, despite diligent efforts, before the service of the Infringement

Contention.” AstraZeneca v. Dr. Reddy'’s, 2014 WL 1292226, atjiéting R. 3.7(c)).

As discussed abovéneélLocal PatentRules “are designed to require parties to
crystallize their theories of the case early in the litigation and to adhdresi theories
once they have been disclosedtimel, supra, 1998 WL 775115, at *2. Distinguishable
from the liberal standard for amending the pleadings, “the philosophy behind agendi
claim charts is decidedly conservative, and designed to prevent the ‘sk#tidg’
approach to claingonstruction.d. However, Rule 3.7 “is not straitjacket into which
litigants are locked from the moment their contentions are served,” but insteaddést

degree of flexibility [exists], at least near the outs€bincast Cablesupra, 2007 WL
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716131, at *2. Therefore, while the Local PatenteRdtrive to have a party establish
their contentions early on, it is important to recognize that “preliminary infringeme

contentions are still preliminaryGeneral Atomicssupra, 2006 WL 2329464, at *2.

The arguments of both parties on this ptangely reprisethose for the Motion
for Leave to Amendnfringement Contentions. And, for tkame reasons stated above
in reviewing each of these factors in the context of the proposed Amended Infrmigeme
Contentions, the Court findkere isgood @use to grant leave to amend: because of
relevant facts revealed in discovery that wesduced after the Motion deadline, and
becausehe Court concludes there is no undue prejudice to the adversegshy
Amended Invalidity Responses will not require Defendant to expend significant
additional resources nor would it significantly delay resolution of the disputb.n/iset
end of discovery, Defendant will have ample opportunity to seek discovery to counter
Plaintiff's proposed Amended Invalidity Resg@&s and, as stated abowés axiomatic
that granting the Motion can not significantly delay resolution of litigationhichv

discovery has no end daf&e Moore v. Integrated Test Arizona, supra, 2010 WL

1333289, at *4 (noting that while discovery is open, the prejudice is not so great as to
warrant denying an opportunity to try claims on the memtsgordingly, the Court finds
that good cause exists to grant Plaintiff's Motioramend itsinvalidity Responses.

D. CONCLUSION AND ORDER

The Court having considered the papers submitted and for the reasons set forth
above,

IT IS on this 29th day of July 2019
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ORDERED that Plaintiff's Motion to Amendhe Complaint [ECF No. 57%
GRANTED and that Plaintiff shall do so Byugust 9, 2019 and it is

FURTHER ORDERED that Plaintiff’'s Motion to Amend itkocal Patent Rule
3.1 Infringement Contentions GRANTED; and it is

FURTHER ORDERED that Plaintiffshall servats Amended Infringement
Contentionsho later tharAugust 9, 2019;and it is

FURTHER ORDERED that Plaintiff shall serve itmended Invalidity

Responses Contentions no later tAaigust 9, 2019.

s/ Douglas E. Arpert
DOUGLAS E. ARPERT
United States Magistrate Judge
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