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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW JERSEY

RANDALL BATINKOFF
and TOP SECRET,

Plaintiffs,
CaseNo. 3:18¢ev-16388BRM-LHG

CHURCH & DWIGHT CO., INC. OPINION
AND MARK H. KRESS :

Defendans.

MARTINOTTI , DISTRICT JUDGE

Before the Court is Defendar¥ark H. Kresg“Kress or “Defendant) Motion to Dismiss
Plaintiffs Randall Batinkoff (“Batinkoff’) and Top Secrst (“Top Secré?) (collectively,
“Plaintiffs”) Second Amended Complaint pursuant to FederalRuil€ivil Procedure 12(b})
for lack of personal jurisdiction and 12(b)(6) for failure to state a claim upon whiehaah be
granted (ECF No0.40.) Plaintiffs oppose the Motion. (ECF No. 49.) Kress has filed a Reply. (ECF
No. 52.) Also before the Court is Plaintiffs’ Motion to DismessDefendant Church & Dwight
Co. Inc.’s (“Church & Dwight” or “Defendant”) Counterclaims | and Il failure to statea claim
upon which relief can be granted under Federal Rule of Civil Procedure 12(b)(E)N&@9.)
Church & Dwight opposes that Motion. (ECF No. 54.) Plaintiffs have filed a Reply. (ECF No. 56.)
Having reviewed the filings submitted in connection wita motiors and having declined to hold

oral argument pursuant to Federal Rule of Civil Procedure 7&(b)he reasons beloand for
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good cause showKress’sMotion to Dismiss iSSRANTED in part andDENIED in part, and
Plaintiffs’ Motion to Dismiss Chich & Dwight's Counterclaims | and 1l BENIED.

l. FACTUAL BACKGROUND AND PROCEDURAL HISTORY !

A. Factual Background

At issue in this litigation are patents that make possible sprdyair.Randall Batinkoff is
a California actorwho isthe namednventor of U.S. Patent No. 7,841,494 (“the '494 patent”),
which was issued November 30, 201®e¢ondAm. Compl. ECF No.34)11 1, 3, 7, Ex. A (ECF
No. 341) at 30 (Batinkoff Feb. 12018 email)) The 494 patent, titled “Pump Dispenses’a
one-handed pump cap for dispendiagr fiberswithout clogging. id. 117 9, Ex. 1 at 30.)

Top Secret is California corporation with a principal place of business at 1413 Ashland
Ave, Santa Monica, Calif., 90403d( 1 2.) Batinkoff is president of Top Secréd. ] 3.)Batinkoff
is the sole assignee of the '494 patekd. { 10.)Plaintiffs do not statevhen Top Secret was
incorporatedr began operationBlaintiffs sayTop Secret had an “implied right” to the invention
until March 11, 2019, whemop Secret entered an “exclusive license agreement” for the patent.
(Id. T 4.) Under that agreement, Batiffk@tains rights to the '494 patentd()

Kressis a California resident who holds U.S. Patent No. 8,172,115 (“the '115 patent”),
called “Hair Building Solids Dispenséor One Handed Operation” and issued May 8, 202
11 6, 67.) Kreskounded and was chief executive of a Delaware corporation &kexicer Forrest,

Inc. (“Spencer Forrest”)with a principal place of business at 1122 Tower Road, Beverly Hills,

! For the purposes of this Motion to Dismiss, the Court accepts the factualiatiegat the
Amended Complaint as true and draws allnefees in the light most favorable to PlaintBke
Phillips v. Cty. of Allegheny515 F.3d 224, 228 (3d Cir. 2008). Furthermore, the Court also
considers any “documeiritegral to or explicitly relied upom the complaint.’In re Burlington
Coat FactorySecs. Litig.114 F.3d 1410, 1426 (3d Cir. 1997) (quotBitaw v. Dig. Equip. Corp.

82 F.3d 1194, 1220 (1st Cir. 1996)).



Calif., 90210. d. 11 6 16, 37.) Spencer Forest saldprayon hairproductline calledToppik™
that includes a cap that “allows for a more precise application” of hair filbetr§y0, 17.)

Plaintiffs argue lte '115 patent is an attempt to copy Batinkoff's invention and is likely
invalid over the '494 patentld, § 26).Plaintiffs further contend Kress was the public face of
Toppik™, appearing in commercials on behalf of the product, as well as directing and managing
all of Spencer Forrest’s business activities, “including infringing activitie=ged in this
Complaint until [Spencer Forrest’s] sale to Church & Dwight on January 4,”20d4.61 19 23.)
Spencer Forrest soltbppik™ in New Jersey, to Bed BathhBeyond in Union, New Jersey, and
to Harmon Stores in Manalapasew Jersey and in BricktowNew Jersey ld. 11 2022.) “Kress,
on at least one occasion, sold the accused infringing product to a resident of New Jersey through
[Amazon.com].” (d. 1 18.)

Plaintiffs allege Church & Dwight, and Spencer Forrest and Kress before January 4, 2016,
infringed the '494 patent by sellin§oppik™ products using théToppik Hair Fibers Spray
Applicator (also marketed d®ppik™ Hair Spray Applicator).”Id. 1 56.) Paintiffs further allege
Kress failed to pay either Plaintiff any royalty for sales of infringing producte st least 2012,
while Church & Dwight failed to pay any royalty for the sales of its infringing prodiicte s
January 4, 2016ld. 1 5#58.) As a result, Plaintiffs allege damages of lost profits because of the
infringing sales by Kresss Spencer Forrestand Church & Dwight. Id. 11 5960.)

B. Procedural History

Batinkoff filed a Complaint on November 21, 2018, alleging one count of direct
infringement against Church & Dwight and one count of direct infringement against Kress
pursuant to the “Patent Laws of the United States, 35 US.C. &t18dq(sic]” (ECF No. 1 11 4,

1426, 3%#59.) Church & Dwight filed a Motion to Dismiss that Complaint pursuant to Federal



Rule of Civil Procedure 12(b)(6). (ECF No. 8.) Batinkoff fled an Amended Complaint on
February 4, 2019. (ECF No. 9.) The Amended Complaint added three claims of infringement
against Church & Dwight, while grounding three of the now tmunts against Church & Dwight

in provisions of 35 U.S.C. § 271(a), (b), and (). {1 1457.) The Amended Complaint similarly
added three claims of infringement against Kress, grounding threermdiHeur counts against
Kress inthe sam@rovisions ofTitle 35. (d. 11 5898.) The next day, the Court terminated Church

& Dwight’'s Motion to Dismiss the Complaimtut graned Defendant permission to file a Motion

to Dismiss the Amended Complaint by February 25, 2019. (ECF No. 11.) Church & Dwight filed
an Answer to the Amended Complaint on February 19, 2019. (ECF No. 18.) Batinkadf Iekbelr
application incorrectly as a motion, seeking leave to amend the Amended Complaint on March 15,
2019. (ECF No. 21.) After hearing from the parties on the application and by Letter Order dated
April 23, 2019, the Court set a deadline of April 26tfa filing of a Second Amended Complaint.
(ECF No. 32.)

Batinkoff sought a twaveek extensiofECF No. 39, and a Second Amended Complaint
was filed on May 10, 2019 (ECF No. 3%he Second Amended Complaint added Top Secret as
a Plaintiff. (d.) Church & Dwight filed an Answer to the Second Amended Complaint on May 23,
2019, denying any infringement. (ECF No. 39.) The Answer included Counterclaims | and I,
seekingdeclaratory judgments that all claims of the '494 patent are invalid, void, or uneibfercea
and that Church & Dwight did not infringe the '494 pateldt. {{ 615.)

In lieu of filing an AnswerKress filedthis Motion to Dismiss on May 24, 2019. (ECF No.

40.) Plaintiffs filed opposition to the Motion on Jur® 2019. (ECF No. 490n June 13, 2019,
Plaintiffs filed thar Motion to DismissChurch & Dwight's Counterclaims | and Il. (ECF No. 49.)

Kress filed a Reply to his Motion to Dismiss on June 24, 2019. (ECF No. 52.) Church & Dwight



filed its opposition to PlaintiffsMotion to Dismiss its Counterclaims on July 1, 2019. (ECF No.
54.) Plaintiffs filed theilReplyon July 8, 2019. (ECF No. 56.)

Il LEGAL STANDARD S

A. Rule 12(b)(2) Standard

A plaintiff bears “the burden of demonstrating facts that establish[] persoisaligtion.”
Fatouros v. Lambrakis627 F. App’x 84, 8@7 (3d Cir. 2015) (citindMetcalfe v. Renaissance
Marine, Inc, 566 F.3d 324, 330 (3d Cir. 2009) (quotkigker v. Roche Holdings, L{d®292 F.3d
361, 368 (3d Cir. 2002)). A court “must accept all of the plaistdfiegations as true and construe
disputed facts in favor of the plaintiff?inker, 292 F.3d at 368 (quotir@arteret Sav. Bank, F.A.
v. Shushan954 F.2d 141, 142 n.1 (3d Cir. 1992)). Pursuant to Federal Rule of Civil Procedure
4(e), a district court myaexercise personal jurisdiction according to the law of the state where it
sits. “New Jersey’s lonrgrm statute provides for jurisdiction coextensive with the due process
requirements of the United States Constitutidvilfer Yacht Sales, Inc. v. Sm;jtB84 F.3d 93, 95
(3d Cir. 2004) (citing N.JCt.R. 4:4-4(c)). In other words, this Court’s jurisdiction is “constrained,
under New Jersey’s lorgrm rule, only by the ‘traditional notions of fair play and substantial
justice’ inhering in the Due Process Clause of the Constitut@arteret Sav. Banko54 F.2d at
145 (quotingIint’l Shoe Co. v. WashingtpB26 U.S. 310, 316 (1945)). “Thus, parties who have
constitutionally sufficient ‘minimum contacts’ with New Jersey are subject to sué.thdiller
Yacht Sales384 F.3d at 9€citing Carteret Sav. Banko54 F.2d at 149).

The Supreme Court has defined two categories of personal jurisdiction: specific
jurisdiction and general jurisdictiomaimler AG v. Baumgns571 U.S. 117, 119 (2014) (citing
Int'l Shoe Co, 326 U.S. at 317xee alsdMetcalfe 566 F.3d at 334 (“Minimum cadacts can be

analyzed in the context of general jurisdiction or specific jurisdiction.”). Sp@aifsliction exists



when the suitaris[es] out of or relate[s] to the defendantontacts with the forurhDaimler AG
v. Bauman571 U.S. 117, 127134 S. Ct. 746, 754 (2014) (citihtelicopteros Nacionales de
Colombia, S.A. v. Haly66 U.S. 408, 414, n.8, 104 Gt. 1868, 80 L.Ed.2d 404 (19843 eneral
jurisdiction requires continuous and systematic contacts, and exists in “situatieresavoreign
corpaation’s ‘continuous corporate operations within a state [are] so substartialf such a
nature as to justify suit against it on causes of action arising from dealing$yahsitect from
those activities.”1d. (quotingInt’l Shoe Co. 326 U.S. at 318).

“Under traditional jurisdictional analysis, the exercise of specific pefganadiction
requires that the ‘plaintiff’'s cause of action is related to or arises out deteadant’s contacts
with the forum.” Toys “R” Us, Inc. v. Step Two, S,AR18 F.3d 446, 451 (3d Cir. 2003) (citing
Pinker, 292 F.3d at 368.) The defendant must have “purposefully directed’ his activities at
residents of the forum and the litigation [must] result[] from alleged injuri¢sahse out of or
relate to’ those activitiesBurger King Corp. v. Rudzewic471 U.S. 462, 474 (1983Yetcalfe
566 F.3d at 334. Further, the Due Process Clause of the Fifth Amendment requiras that
“defendant has constitutionally sufficient ‘minimum contacts’ with the forum” @rad “the
courts jurisdiction comports with traditional notions of fair play and substantial justieker,
292 F.3d at 369 (citinBurger King Corp.471 U.S. at 474 arldt’| Shoe Co, 326 U.S. at 316).

While the Supreme Counasnotruledout thepossibilityanindividual could besubjectto
generajurisdictionbecausef “continuousandsystematicontacts’with theforum, the Courhas
appliedgenerajurisdictiononly to corporate defendant&oodyear Dunlofires Operations S.A.
v. Brown 564U.S.915, 924(2011) (“For anindividual, the paradigm forurior the exerciseof
generajurisdictionis the individual’sdomicile;for a corporation it is anequivalenplace,onein

whichthe corporationis fairly regarded as at honi® (emphasisadded): It maybetha whatever



specialrule existspermitting continuousand systematicontacts. . .to supporturisdiction with
respectto mattersunrelatedto activity in the forumappliesonly to corporations.”Burnhamv.
Superior Court of CaJ495U.S.604, 610 n.x1990).

B. Rule 12(b)(6) Standard

In decidinga motion to dismisspursuanto FederalRule of Civil Procedurel2(b)(6), a
district courtis “requiredto acceptastrue all factualallegationsin the complainianddraw all
inferencesn thefactsallegedin the lightmostfavorableto the[plaintiff].” Phillips, 515 F.3dat
228.“[A] complaintattackedby a Rule 12(b)(6inotionto dismissdoesnot needdetailedfactual
allegations.”Bell Atl. Corp.v. Twombly 550U.S.544, 555 (2007{citationsomitted).However,
the plaintiff's “obligation to provide the ‘grounds’ of hi&ntitle[ment]to relief’ requiresmore
thanlabelsand conclusionsand a formulaic recitationof theelementsof acauseof action.”ld.
(citing Papasanv. Allain, 478U.S. 265, 286(1986)).A courtis “not boundto acceptastrue a
legalconclusiorcouchedasafactualallegation.”Papasan478U.S.at 286.Instead assuming the
factualallegationsan the complainaretrue, those’[flactual allegationamust be enougto raisea
right to relief abovethe speculativdevel.” Twombly 550U.S. at 555.

“To survive amotion to dismiss,a complaint mustontain sufficient factual matter,
acceptedastrue, to ‘state a claim for relief thatis plausible orits face.” Ashcroftv. Igbal, 556
U.S.662, 678 (2009(citing Twombly 550U.S.at570).“A claim hasfacial plausibility whenthe
pleadedfactual contentallows the courtto draw the reasonablenferencethat the defendants
liable for misconductlleged.”ld. This “plausibility standardrequiresthatthe complaintllege
“more than a sheerpossibility that a defendanhasactedunlawfully,” but it “is not akin to a
probability requirement.”ld. (quotingTwombly 550U.S. at 556).“Detailed factualallegations”

are not required, butmore thanan unadorned, theefendanharmedme accusation’must be



pleackd it must includéfactual enhancementsind not just conclusostatementsr arecitation
of theelementof acauseof action.Id. (citing Twombly 550U.S. at 555, 557).

“Determiningwhethera complaintstatesa plausibleclaim for relief [is] . . . a context-
specifictask that requires thaeviewing courtto draw on its judicial experienceand common
sense.”Igbal, 556 U.S. at 679.“[W]here the well-pleadedfactsdo not pemit the courtto infer
more than the mere possibility of misconduct, the complairtas alleged—but it has not
‘show[n]'—'that the pleaderis entitledto relief.” Id. at 679 (quotingFed.R. Civ. P. 8(a)(2)).
However, courts are “not compelledto accept ‘unsupported conclusionand unwarranted
inferences,”Barakav. McGreevey481 F.3d 187, 198d Cir. 2007) (quotingschuylkillEnergy
Res.Inc. v. Pa. Power & Light Co, 113 F.3d 405, 4173d Cir. 1997)), nor‘a legal conclusion
couchedasafactualallegation.” Papasan478U.S. at 286.

While, asa generalrule, the courtmay not consideranything beyondhe four cornersof
the complaint on anotionto dismisspursuanto Rule12(b)(6),theThird Circuit hasheldthat“a
court may considercertainnarrowly definedtypes ofmaterialwithout converting thenotion to
dismiss[to onefor summaryjudgment pursuarb Rule 56].”In re RockefellerCtr. Props.Sec.
Litig., 184 F.3d 280, 28Bd Cir. 1999).Specifically,courtsmayconsider any “documetmtegral
to or explicitlyrelied uponin the complaint.”Burlington Coat Factoryl14 F.3dat 1426 (quoting
Shaw 82 F.3dat 1220).

1. DECISION

A. Kress’s Motion to Dismiss

Kress contends &Court should grant his Motion to Dismiss because the Court lacks

personal jurisdiction over him and because Plaintiffs have not stated a claim agaiftstwhich

relief can be grantedS€eECF No. 41.)'Because this action arises under the Patent batse



United Sates the Court must apply the precedents of the United States Court of Appeals for the
Federal Circuit, which has jurisdiction over any appeal of this judgm&arner Chilcott
Laboratories Ireland Limited v. Impax Laboratories, In&o. 2:08-cv—-06304,2012 WL
12980525, at *3 (D.N.May 1, 2012 (citing 28 U.S.C. 81295(a)).The Court first examines the
guestion of whether it has personal jurisdiction over Kress before congidbe merits of
Plaintiffs’ claims against himiVyrough& Loser, Inc. v. Pelmor Laboratories, In&76 F.2d 543,
547 (3d Cir. 1967)citing Arrowsmith v. United Press Internationa320 F.2d 219, 221, 6
A.L.R.2d 1072 (3d Cir. 1963)).
i. Personal Jurisdiction?

As a general propositiolaintiffs “bear[] theburden of establishing sufficient facts to
show that jurisdiction exisfsInternational Playthings LLC v. Toy Teck Ltd., LIN®. 2:116832
2013 WL 8184357, at *2 (D.N.July 23, 2013) (citingVlarten v. Godwin499F.3d 290, 29596
(3d Cir. 2001) however, becaudsie Court has not held an evidentiary heariRtgintiffs bear
only the burden of proving prima faciecase of personal jurisdiction over the movidgfendant.
See Metcalfeb66 F.3cdat 330.

Kress contest whethera New Jerseylistrict court has personal jurisdiction over him
individually, asa California resident. (ECF No. 41 at Tg establish @arima faciecase of general
jurisdiction, Plaintiffs must show Kress’s contacts with New Jersey eoatifiuous and

systematic."Megaparts v. HighCom Sec., INnR010 WL 2652494, at *3 (D.N.2010) (citing

2 Plaintiffs contend this Court has subjecatter jurisdiction over this action pursuant to 28 U.S.C.
88 1331 and 1338(a). (ECF No. 34 1 11.) Neither Defendant contesésthisis well established
District Courts have jurisdiction over “any Act of Congress relatingatents, plant variety
protection, copyrights and trademarkRUritgers, The State University v. BioAr@glutions, Ltd.
2017 WL 1395486, at *4 (D.N.J. 2017) (citing 28 U.S.C. 8§ 1338{&au}, this Court has subject
matter jurisdiction over this litigation.



Helicopteros466 U.S. at 414) Phila. Macaroni Co. v. ltalpasta Ltdtands for the proposition
general jurisdiction is lacking if a defendant conducts only minimal business activitye i
relevant forum and where such activity does not qualify as the defendantad “lared
butter.” 2AL0 U.S. Dist. LEXIS 39030, at *¥45 (E.D.Pa. 2010) (citingsehling v. St. George’s
Sch. of Med., Ltd773 F.2d 539, 54243 (3d Cir. 1985) (concluding medical school lacked
continuous and substantial business relationship with Pennsylvania despiteinglirect
advertisements toward Pennsylvania, having 6% of its students from Pennsylvania, and conducting
a joint international program with a Pennsylvania college)).

Kress claims Plaintiffs cannot establish general jurisdiction over him kebaulsas not
maintained continuous and substantial affiliations with New Jerdely.af 5 (citing Patent
Incentives, Inc. v. Seiko Epson Corf®88 WL 92460, *4 (D.N.J. Sept 6, 1988}f'd, 878 F.2d
1446 (Fed. Cir. 1989))

In the Second AmendedComplaint, Plaintiffs contendKress is subject to general
jurisdiction® but in opposingKress’s Motion to DismisPlaintiffs argue only for specific
jurisdictionover KressBecause Plaintiffs do not argue for general jurisdiction in their opposition
to this Motionand the only argument made the Second Amended Complaint is comprised of
one conclusionargentence with néurther evidentiary support, the Court declines to conclude
Kress is subject to general jurisdiction of this Court. Therefore, the Court tudse$s’s
arguments that this Court does not have specific jurisdiction over him.

Plaintiffs advancehree grounds for this Court’s personal jurisdiction over Kress: Kress'’s

actions as an individual touching New Jersey; Kress’s actions as the alter egoaar Hmerest

3 The Second Amende@omplaint reads: “Kress is subject to general jurisdiction because the
cause ofaction for patent infringement does not ‘arise out of or is unrelated to the defendant’s
contacts with the forum.” (ECF No. 34 § 24.)

10



and Kress'’s actions as an executive of Spencer Forrest who is personally liaiikntoonal torts
like infringement that he personally directeio establish aprima facie case of specific
jurisdiction Plaintiffsmust show (1Kress“purposefully directedtis] activities afNew Jersey]

(2) Plaintiffs’ claim “arisds] out of or relate to at leashe of those activitiesand (3) “the exercise

of jurisdiction otherwise comport[s] with fair play and substantial justieéSandy Lane Hote
496 F.3dat 317 (internal quotations anditations omitted) “[P]laintiff may not rely on bare
pleadings alone” in such a showing, “but must come forward with affidavits and other enmpet
evidence establishing with reasonable particularity the nature and expigfehdant’s contacts
with [New Jersey]."SeeSadek v. Horovz, No. 162187, 2013 WL 12149254, at *6 (D.N.J. Mar.
28, 2013) (citingVietcalfe 566 F.3d at 330).

“Whether a plaintiff's claimsarise out of or relate tdhe defendant’s contacts with the
forum state depends, in part, on the type of claim brguBlatnziger & De Llano, LLP v. Morgan
Verkamp LLC 948 F.3d 124, 130 (3d Cir2020) (citing O’Connor, 496 F.3d at 317
(quotingHelicopteros 466 U.S. at 41Q. Tort claims “require[] a closer and more direct causal
connection than” bufor causationDanzger, 948 F.3dat 130 (citingO’Connor, 496 F.3d at
320-23) The defendant must have benefited enough from the forum state’s laws to make the
burden of facing litigation there proportional to those benddsziger 948 F.3dat 130 (citing
O’Connor,496 F. 3d at 323 (citin§chwarzenegger. Fred Martin Motor Co, 374 F.3d 797, 802
(9th Cir. 2004))Intentional torts require more: “The defendant [must have] expressly aisled [it
tortious conduct at the forum” to make the forum “the focal point of the tortious
activity.” Danziger 948 F.3dat 130 (citingIMO Industries,Inc. v. Kiekert AG, 155 F.3d 254,
26566 (3d Cir. 1998). And “the plaintiff [must have] felt the brunt of the harm in the

forum.” Danziger 948 F. 3d at 130 (citing/O Industries 155 F. 3cht 265—66.

11



The Courtwill examine eacbf Plaintiffs’ allegedgrounds for jurisdiction in turn.
a. Jurisdiction Over Kressas an Individual
Kress contends Plaintiffs cannot establish specific jurisdicigr him as an individual
because that requires showing the claims in the Second AmEndgalaint are related to or arise
out of contacts Kress had as an individual with New Jer&kyat(s (citing Dollar Savings Bank
v. First Security Bank of Utalr46 F.2d 208, 211 (3d Cir. 1984) (footnote omitt@¢dypwever,
Kressargueshe personally has not engaged in any activities that could gpdeificjurisdiction
over him in New Jersey becsihis'sporadic contacts with New Jersey are unrelated to plaintiffs’
infringement claim.” [d. at 5 (citingDollar Savings Bank746 F.2d at 211).)
Plaintiffs counter thatspecific jurisdiction exist®ver Kress personallypecause Kress
purposely directed activities at New Jersey, including:
e Personally psecutingthe 115 patent on which he is a named
inventorvia the New Jersey law firm of New Jersey law firm of

Lerner, David, Littenberg, Krumholtz, & Mentlik LLRd( T 26);

e Personally assigning Power of Attorney over to that Westfield,
New Jersey law firngid.);

e Personally negotiating and executing the $175 million sale of
Spencer Forrest to Church & Dwight, of Ewindew Jersey(id.
1130);

¢ Personallyassigning the Toppik™ trademark to Church & Dwight
in New Jerseyid. 129); and

¢ Personally assigning the '115 patent to Church & Dwight in New
Jerseyig. 1 28).

Kresscounters that actions such as prosecuting the patent and assigning power of attorney
through a New Jersey law firm, or even negotiating the sale of Spencer Forresgrngdbie
trademark and patent to Church & Dwight cannot serve as the basis of spesdicijion because

those actions are unrelated to any infringement alleged in the Second Amended Complaint.

12



The Court agreeandconcludes that, even if these transactions were enough to constitute
sufficient activities directed at New Jersey, Plaintiffs’ claims do not arise frese thctivities.
Infringement involves thémaking, using, offering to sell or sellihgf any patented invention.

35 U.S.C. § 271(a). Inducing infringement pursuant to 8§ 271(b) reqoepeedicateactof actual
infringement, meaning 8 271(a)’s making, using, offering to sell or the sale of any patented
invention. It is seHevident that prosecuting a patent and assigning power of attorney are not acts
that make, use, offer to sell or sell a patented inveniigim. v. Buick Motor Co, 88 F.2d 947
951 (8th Cir. 1937), cert. denied301 U.S. 702, 57 S. Ct. 932, 81 L.Ed. 13%&hearing
denied 302 U.S. 77358 S.Ct. 6, 82 L.Ed. 599" Infringement ordinarily is present when one
person makes, uses, or vends a patented device or article, not when the user, makery or vendo
makes an effort to obtain a patent, for a similar, or even an identical devicieler’alaintiffs
have provided no case law establishing the proposition that the prosecution of a patent or the
engagement of a law firm in and of themselves constitute the making, using, offerith@itdhse
selling of any patented invention. Therefore, the Court concludes there is no specdictjons
over Kresaunder this Plaintiffs’ theory.

b. Jurisdiction Over Kress via Alter Ego Liability

Plaintiffs contend specific jurisdiction exidiecause&pencer Forrestas the alter ego of

Kress and that corporation’s purposefully directed New Jersey activitiesiadcl
¢ Selling the allegedly infringing Toppik™ on twarebsites that
“were highly interactive and contained information about the
infringing product, advertisements about the infringing product and
allowed customers to create online accounts, make payments by
credit cardover the internet and telephone and leave comments, all
of which were accessible to residents of New JersseECF No.

48 at 5;see als@&CF No. 34 { 17);

e Selling the allegedly infringing Toppik™ products to a Bed Bath
& Beyond Store in Unionew JerseyECF No. 341 20); and

13



e Selling the allegedly infringing Toppik™ products to Harmon
Stores in Bricktown, New Jersey and in Manalapan, New Jatsey (
19 21, 22).

Plaintiffs thenallege Spencer Forrest was the alter ego of Kress because:
e He founded and was chief executive of Spencer Foicedt 16);
e He owned Spencer Forresl.(f 23)4
¢ He directed and managed all Spencer Forrest’'s business activities,
including the infringing activities alleged in the Second Amended
Complaint . § 23);
e He negotiated the sale of the allegedly infringing Toppik™
products to a Bed Bath & Beyond Store in Union, New Jeiigey (
1 20);
e He negotiated the sale of the allegedly infringing Toppik™
products to Harmon Stores in Bricktown, New Jerseyl in
Manalapan, New Jerseid (11 21, 22); and
e He was the public face of Spencer Forrest, personally appearing in
Spencer Forrest’'s commercials and describing himself there as the
“CEO/Creator of Toppik”if. 1 19)>

Plaintiffs contendthat, lecause Spencer Forrest was the alter ego of Kress, sathain

would otherwise be attributed to the corporation should be attributed to Kress, meaning that the

4 Plaintiffs allege Kress owned Spencer Forrest (ECF N§. 3% but describe him elsewhere as
“aformer owner of Sparer Forrest”id. 1 6)(emphasis added), though later alleging Kress “solely
collected approximately $175 million dollasiq] of the sales proceeds” from the sale of Spencer
Forrest. [d. 1 23.)In opposing the Motion, Plaintiffs describe Kress as the Founder and sole owner,
and ascribe to him the additional corporate titl€@sidenbf Spencer Forrest. (ECF No. 48 at

9.) In a September 24, 2019 Letter to the Court, Kress says discoverg Bhesg alternated the
titles of President, Chief Executive and Chief Financial Officer with hispexise during the
period of alleged infringing activities. (ECF No. 63 at 1.)

5 At least one ad can be viewedhips://www.youtube.com/watch?v=YdkBKWsrf§ECF No.
34 1 19 (last checked dniarch 3Q 2020.) In the ad, Kress claims evented Toppik™ to solve
his own thinning-hair problem.

14



undisputedpecific jurisdictiorthis Court has ove8pencer Forrests a result of that corporatisn
New Jerseydirectedactivitiesalsoshould attach to Kress. (ECF No. 48 at 15-16.)

Kress does not contetste argument that this Court has spegiiitsdiction over Spencer
Forrest. Instead, Kresontests Plaintiff's alter ego theory that this Court’s specific jurisdiction
over Spencer Forrest also emtls to Kress himself. Thus, the Cdindt must examine the case
for specific jurisdiction over Spencer Forrest.

Plaintiffs claim Spencer Forrest’s sales to a Bed Bath & Beyond store andatmmon
Stores locations in New Jersey constitBpencer Forrestpurposely directed activitiesitNew
Jersey This Court has recognized that in patent cases “where a defendant infringer ristshow
have sold the allegedly infringing product in the forum state, the forum may exemeséic]
jurisdiction over the defendantVP Intellectual Properties, LLC v. IMTEC Coydl999 WL
1125204, at *5 (D.N.J. 1999) (quoti@steotech, Inc. v. Gensci Regeneration Sciences,6Inc.,
F. Supp. 2d 349, 354 (D.N.J. 199&titing Beverly Hills Fan Co. v. Royal Sovereign Cogd.,
F.3d 1558 (FedCir. 1994)).) Regardless of the quantity of products sold or the shipping method
used, the sale of patented products to buyers in the forum state creatésjgpsdittion over an
out-of-state sellerSee geneally North Am. Philips Corp. v. American Vending Sales, B F.3d
1576, 157980 (FedCir. 1994) (finding that goods shipped to sellers f.0.b. were sold in the
purchaser’s stateBeverly Hills Fan21 F.3d at 1570 (finding jurisdiction in patent cageere
sales were made to customers in the forum state). Spencer Forrest ab&yédly infringing
products to at least three New Jersey purchasers. Therefore, the Coutrthndsxercise specific
jurisdiction over Spencer Forrest. Having concluded specific jurisdiction exists peaces
Forrest, the Court now must determine whether that jurisdiction extends wasrése alter ego

of the corporation.
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Plaintiffs argue specific jurisdiction exists over Kress because Spencesthaally was
the alter ego of Kress and that Spencer Forrest operated on behalf of KresscdGmisss that
Plaintiffs have it backward: Spencer Forrest did not operate on behalf af Ktgsather as chief
executive Kress acted on behalf of Spencer Forrest. (ECFINat 4.) Kress further contends
Plaintiffs make “no allegations that Spencer [Forrest] was the alter ego ¢oalymKress.” (d.
at 2.) The Court agrees.

The New Jersey Supreme Court recognizedantrona corporation is an entity separate
and distinct from its owners, and thus owners as a general proposition are shieldeahbitiyn li
for the actions of the corporatiof68 A.2d at 164, 94 N.J. at 580L. Similarly, in New Jersey it
is well established that a corporate officer does not incur perdiability for the torts of a
corporation “merely by reason of his official charactétiarles Bloom & Co. v. Echo Jewelgers
652 A.2d 1238, 1243, 279 N.J. Super. 372, 381 (N.J. Super. App. Div. 1888¢ver, ourts
may “pierce” this liability shield ipon a finding that the [owner] so dominated the subsidiary that
it had no separate existence but was merely a conduit for the pafent;dn 468 A.2d at 164.
In the Third Circuit, courts consider “six informative but not necessarily disposativers” when
deciding whether there is a unity of interest between the owner and the corporation:

1) gross undercapitalization;

2) a failure to observeorporatdormalities, the nonpayment of
dividends;

3) the insolvency of the debtor corptioa at the time;

4) siphoning of corporate funds by the dominant stockholder;

5) nonfunctioning of other officers or directors, absence
of corporateecords; and

6) the fact that theorporationis merely a facade for the operations
of the dominant stockholder or stockholders.

Pactiv Corp. v. PerdUp, Inc, 2009 WL 2568105, at *5 (D.N.J. 2009) (citi®raig v. Lake

Asbestos of Quebec, Lt843 F.2d 145, 150 (3d Cir. 1988) (citations omitteB)aintiffs have not
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provided any evidence or made any allegations justifying veil piercing beyond statingabst Kr
owned Spencer Forrest, was a highking corporate officer, and, for sales purposes, was the face
of the company. None of these allegations touch on th€rsiiy factors. Therefore, the Court
does noffind specific jurisdiction existever Kress on the theory thiaécause Spencer Forrest
personally directed activities toward New Jersey through sales of the aflegéthging
Toppik™ product to three New Jersey stores so too did et alteego of Spencer Forrest.
c. Jurisdiction Over Kress as aSpencer Forrest Executive

Finally, Plaintiffs arguethis Court has specific jurisdiction ovéfress because he
personally directed activities toward New Jersey as an executive of Spemesttiyoselling the
allegedly infringing product via Amazon.com. (ECF No. 34 | P&)ntiffs further argue Kress
directed activities toward New Jersey fgrsonallynegotiatirg on behalf of Spencer Forrest the
sale of allegedly infringing Toppik™ product to Bed Bath & Beystatesand to Harmon Stores
in New JerseyThe Court considers each of these allegations in turn.

Though Plaintiffs make thAmazonrallegation only “[o]n information and beliefid)), it
is well established that when considering a Motion to Disnties,Court accepts the factual
allegations in the pleading as true and draws all inferences in the light maabfavo Plaintiff.
See Phillips v. Cty. of Adbheny 515 F.3d at 228. Furthermofgyhere a defendant infringer is
shown to have sold the allegedly infringing product in the forum state, the forum may exercise
[specific] personal jurisdiction over the defendal Intellectual PropertiesLl999 WL 1125204,
at *5 (quotingOsteotech6 F. Supp. 2d at 354 (citirBeverly Hills Fan21 F.3d 1558) However,
Plaintiffs “may not rely on bare pleadings alone” to establish the nature of Kesdacts with
New Jersey, “but must come forward with affidavits and other competent evideruesleisig

with reasonable particularity the nature and extent” of thostacts.See SadekNo. 132187,
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2013 WL 12149254, at *6 (citingletcalfe 566 F.3d at 330).

While Plaintiffs must present only prima facie case for jurisdiction, meaning the
establishment of a legally required rebuttable presumptasingular, threadbare allegation in
the Second Amended Complaint based on Plaintiffs’ “information and belief” does notheeet t
burden required of Plaintiffs bivetcalfe Furthermore, Kress counters that Plaintiffs “omit
mention of Spencer” in this activity, but “other allegations in the Second Amended @umpla
confirm that this activity was done by Spencer, which marketed Toppik Spray Rradutiie
amazon.com website.” (ECF No. 41 at 7 n.2 (citing ECF No. 34 11 112) kR8}her words,
Kress does rebut Plaintiffsontention any Amazon.com sale in New Jersey should be attributed
to Kress because he allegedly made this sale himdgadérdingly, the Court concludes it has no
specific jurisdiction over Kress on the basis of the alleged Amazon.com sale.

As to actions & took on behalf of Spencer Forrest, Kress argue®thmitiffs improperly
attribute the actions of the Delaware corporation he once owned, Spencer Fadindss agtions
as an individual.lfl. at 6:8.) Kress argues it is well established in New Jetisatfa corporation
is a separate entity from its shareholders” and “a primary reason for ind@pasahe insulation
of shareholders from the liabilities of the corporate enterprise.’af 5 (citing State Dep’t of
Environ. Prot. v. Ventron Corp468 A.2d 150, 164 (N.J. 1983)).) Essentially, Kress claims many
of the contacts with New Jersey alleged by Plaintiffs were made by him in hissae
officer/agent of the corporation and thatikashielded from liability for any alleged infringement
by the corporate form of Spencer Forrest, and thus specific jurisdiction does not ¢aistisas
person(ECF No. 41 at 7 (citingpollar Savings Bank746 F.2d at 211Patent Incentives, Inc.

1988 WL 92460at *5).)

6 Black’s Law Dict., 18/ Ed. at 1382.
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Plaintiffs counter that Kress’s reliance upon the corporate shield is ne@dpBgecifically,
Plaintiffs point toOrthokinetics, Inc. v. Safety Travel Chairs, Ias.establishing the proposition
that patent infringement is a tort anadffficers of a corporation are personally liable for tortious
conduct of the corporation if they personally took part in the commission of the tort orcgigcif
directed other officers, agents, or employees of the corporation to comunuttitbes act.”(ECF
No. 48 at 1213 (quotingOrthokinetics 806 F.2d 1565, 1579 (Fed. Cir. 19868pecifically,
Plaintiffs argue’ Orthokineticscontinues to be the governing law on the issue of personal liability
of corporate officers in the context of direct and inducement of infringement under 35 U.S
§ 271(a) and (b),and that § 271(a)

has generally been interpreted to allow a finding of infringement
against any entity be it an individual, corporation or otherwise. Even
with respect to officers aforporations, it is hornbook law that there
is no need to pierce the corporate veil in order to find personal
liability. “The cases are legion in which courts have recognized and
imposed personal liability on corporate officers for participating in,
inducing, and approving acts of patent infringement.”
(Id. at 13 (quotingsymbol Tech771 F. Supp. 1390, 14@B (D.N.J. 1991) (citin@rthokinetics
806 F.2d at 1579)).) Essentially, Plaintiffs argue the sole owner and executive of a corporation
cannot esqae personal jurisdiction when the Court has personal jurisdiction over the canporati
that is a mere alter ego of its owned. @t 1517.)
Kress responds that Plaintiffs misread the case law, arguing “Plaintiff&réies, in fact,

hold that findingan individual liable for direct infringement by a corporation requires piercing the

corporate veil.” (Kress's Reply (ECF No. 52) at 1 (cit@ghokinetics 806 F.2d at 1579Y.)

” Under the veipiercing doctrine, courts cast aside the liability shield in order to hold a
corporation’s owners or executive personally liable forcbporation’sactions. InState Dept.

of Environmental Protection v. Ventron Cartghe New Jersey Supreme Court held courts may
pierce the veil to find individual liability of a corporate parent/owner whehphigent/owner so
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Specifically, Kress cites tOrthokinetics language thatwhether corporatefficers are personally
liable for the direct infringement of the corporation under § 271(a) requires invocatioosef t
general principles relating to piercing the corporate ved.dt 5 (quotingOrthokinetics 806 F.2d
at 1579).)

The Court begins by examining the holdingdthokineticsand then applying principles
to be discerned thesnd n its progeny to Kress’s Motion.

Orthokineticsexpressly states “whether corporate officers are personally liable for the
direct infringementof the corporation under § 271(a) requires invocation of those general
principles relating to piercing the corporate ve@rfthokinetics 806 F.2d at 1579. The very next
sentence, however, declarekffingement is a toriand officers of a corporation are personally
liable for tortious conduct of the corporation if they personally took part in the commisstaan of t
tort or specifically directed other officers, agents, or employees of tperation to commit the
tortious act.”ld. For these propositian the Federal Circuit citesiter alia, two Circuit Court
opinions:White v. MafBel, Inc.,509 F.2d 287, 185 USPQ 129 (5th Cir. 19@ndRex Chainbelt,

Inc. v. General Kinematics Cor@63 F.2d 336, 150 USPQ 319 (7th Cir. 1966).

In Whitg the Fifth Circuit did not discuss piercing the corporate veil and did not find the
corporation to be the mere alter ego of the officer. However, in upholding a jury finding of personal
liability of the defendant corporation’s president, #i#th Circuit reasoned that this corporate
officer also “was the incorporator, president, majority stockholder, and moving fehich
resulted in the manufacture of the accused device” and personally “participstedavelopment

and promotion of the sale of his machine whigs marketed soon after [plaintiff's] machine was

dominates the corporation that the corporation is a mere alter ego of the parent468 A.2d
150, 164, 94 N.J. 473, 500-01 (N.J. 1983).
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exhibited in 1968.'Whiteg 509 F.2d at 292. These facts could support the conclusion either that
liability attached to the executive because the corporation was the alter ego of aivexieatt
dominated the corporation as its creator, president and biggest stockholder tloe thedcutive

was liable through his own actions in participating in a tort, there the developmenteaofitka
infringing product. In other words, this decisipnovideslittle insight into theOrthokinetics
Court’s reasoning. That said, this Courtesthat the defendant executiveVithite was found
guilty of inducing infringement pursuant to § 271 (il X

In Rex Chainbeltthe Seventh Circuit upheld a trial court’s finding of individual liability
for a corporate officer for patent infringement, koifly stating its finding was grounded in
“support in the record” that the corporate defendant was the executive'seglieiRex
Chainbelt,363 F.2d at 348. In other words, though unstatas clear the Court’s reasonirgnd
vocabularywas informed by the doctrine of piercing the corporate $&&Ventron Corp. 468
A.2d at 164, 94 N.J. at 5801; see alsoNote, “Piercing the Corporate Veil: The Alter Ego
Doctrine Under Federal Common Law,” Barv. L. Rev.853, 854 (1982). This executive also
was bund guilty of inducing infringemenRex Chainbet363 F.2d at 337.

The Symbol Technologie€ourt recognized the confusion caused @sthokinetics
invocation of the general principles of vpikercing so closely preceding the Court’s statement that
“officers of a corporation are personally liable for tortious conduct of the ctigyoiathey
personally took part in the commission of the tort or specifically directed othegrsffegents, or
employees of the corporation to commit the tortious &yribol Tech.771 F. Supp. at 14623
(citing Orthokinetics 806 F.2d at 1579.) Indeed, the Court observed in a laterdaseille Sales
Corp. v. Paramount Systems, Incthat the Federal Circuit combined the dicta

of Orthokineticsand the language [A. Stucki Co. v. Worthington Indus., [Rseemingly
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creating a new standard for § 271(a) which necessitates piercing the corporatendsir ito ind

an officer of a corporation personally liable for patent infringemeyrhbol Technologieg71

F. Supp. at 1403 (citinylanville,917 F.2d 544, 5553 (Fed. Cir. 1990) and/orthington,849

F.2d 593, 596 (Fed. Cir. 198%)3till, the Manville Courtnoted that the defendant executive was
found liable for direct infringement in part because he “was one of three people relspionshe

design and production of the infringing device, and he was found to be in a position to benefit
directly from the ptent infringement.”Symbol Technologies/71 F.Supp. at 1403 (citing
Orthokinetics 806 F.2d at 1579).

In Manville the Federal Circuit explained the circumstances under which corporate
executives generally enjoy the liability shield inherent in the corporate forme,Timer Court
stated that for allegations of direct infringement under 35 U.S.C. § 271(a), indilrathikty
depends on finding “evidence to justify piercing the corporate veil.” 917 F.2d at 552 (&iting
Stucki Co. v. Worthington Indus., In849 F.2d 593, 596, 7 USPQ2d 1066, 1068 (Fed. Cir. 1988).)
By contrast, for allegations of inducing infringement pursuant to 35 U.S.C. § 271(b), individual
liability may be found without piercing the veil when it is establistmgborate officers “actively
assistled] with their corporation’s infringementManville, 917 F.2d at 553 (citing
Orthokinetics 806 F.2d at 157879). For such a finding, the Court stated, “The alleged infringer
must be shown, however, to harewinglyinduced infringement.Manville, 917 F. 2d at 553
(citing Water Technologies Corp. v. Calco, L850 F.2d 660, 668, 7 USPQ2d 1097, 1103d(F
Cir. 1988)).

Plaintiffs argue Kress was a corporate officer who actively aided and abetted his

8 In Worthington theCourt ultimately heldhe parent corporation was not liable for the infringing
actions of a subsidiary because it determined tberporations were distinct
entities.Worthington,849 F.2d at 596-97.
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corporation Spencer Forrest’s infringement activities.” (ECF No. 48 at 9.)

Here, Plaintiffs must show pursuant toAkro Corp. v. Lukerthat Kress purposefully
directed activities dtlew Jersey, that the underlying infringement arose out of those actiaitoes
that an assertion o$pecific jurisdiction is constitutionally reasonabl8DS USA, Inc. v. Ken
Specialties, In¢.2002 WL 31055997, at *4 (D.N.2002) (citingAkro,45 F.3d 1541, 154516
(Fed.Cir. 1995).

For the first prongf the Akro test the following arePlaintiffs allegations aboukresss
purposefully directed activities at New Jergkgt the Court could construe assing from the
underlying allegedly infringing conduct:

¢ “[W]hen [Kress] negotiated the sale of the accused infringing
product with Bed Bath & Beyond” of Union, New JergB{CF No.

34 9 27);

e \When he “personally appeared in Spencer Forrest's commercials
describing himself as ‘Mark Kress, CEO/Creator of Toppik,” and
promoting the accused produgid. § 19;

e When at Kress’s “direction” Spencer Forrest “shippedittrised
infringing product to Harmon Stores” in Manalapan and Bricktown,
New Jersey.id. 11 21, 2%, and

e When Kress “owned and/or maintained” the www.toppik.com
website prior to the January 4, 2016 sale of Spencer Forrest to
Church & Dwight {d. 1 95.

Kressargues theeacts alleged by Plaintiffs are distanced from Kress individualia
such language aSpencer Forresacted“under the direction” of Kress (ECF No. 34  40) or
Spencer Forrestcted‘on behalf of” Kressif. { 17)—and so, without more, are not gcient for
this Court to recognize specific jurisdiction over Kress. But the Second Amendeddiuiapl

language that “he negotiated the sale” to Bed Bath & Beyond can benlyaak allegng that

Kressis “personally liable for tortious condtiabf Spencer Forrest because Ipersonally took
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part in the commission of the tdrOrthokinetics806 F.2d at 1579 [W] here a defendant infringer

is shown to have sold the allegedly infringing product in the forum state, the forum may exercise
[specific] pesonal jurisdiction over the defendar¥P Intellectual Propertiesl999 WL 1125204,

at *5 (quotingOsteotech6 F.Supp.2d at 354 (citindeverly Hills Fan21 F.3d 1558)This is so
regardless of the quantity of products s@de North AnPhilips, 35 F.3d at 1579-80.

However, Plaintiffs “may not rely on bare pleadings alone” to establish the nature of
Kress’s contacts with New Jersey, “but must come forward with affglavitl other competent
evidence establishing with reasonable particularity the nature and extent” of cntsetcSee
SadekNo. 102187, 2013 WL 12149254, at *6 (citifhetcalfe 566 F.3d at 330). To support their
contentionthat this Court has specific jurisdiction over Kress personally, Plaintifisegrered to
comeforward with “other competent evidence establishing with reasonable paritictihe nature
and exterit of Kress’s contacts with New Jersey. Here, Plaintiftsstly rely only on the Second
Amended Complaint to allege this Court has specific jurisdictionknemsbecause heegotiated
the sale of the allegedly infringing product to Bed Bath & Beyond in New Jerselirantkdthe
sale of the product to Harmon Stores in New Jersey. However, Plaintiffs delynonly on the
Second Amended Complaifiir allegations that Krespersonally appead in advertisements
describing him as the creator of Toppik™, and at the least maintaining, if not owning, the
Toppik.com website prior to Spencer Forrest’s 2016 sale to Church & Dwight. (ECF No134 1
21, 22, 27, 95.Rather Plaintiffs provide a link to a video available on Youtube.com at which the
commercials featuring Kress appear.

The Court concludes that for the purposes of this Motion, and with all reasoriet#aces
favoring Plaintiffs as required for a Motion to Dismiss, Plaintiffs have allegeeumstantial

evidence to support a determinatithat via atleast three act&resspurposefully directednis
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activities at New Jerseyrhe Court thus concludes the first prong of Alkeo test has been met.

The Court further concludes the second prong has been satisfied because Plaintiffs’
§ 271(9 claim of influencing infringement by Kress arises out of, or relates to, Kress’s
purposefully directed a&iwities at New Jerseynamely the Bed Bath & Beyond saléough the
Third Circuit has not adoptedoaightdine test forthe relatedness requirement, the Circuit has held
that satisfyingit requires aclosercausalconnection than btfor causationHS Real Co., LLC v.
Sher 526 F. App’x 203, 206 (3d Cir. 2013)lere, Plaintiffs claim Batinkoff'$494 patent was
infringed by sales of thEoppik™ applicatorlt is clear, thenthatnegotiating the sale dioppik™
kits including theToppik™ Applicator and marketing th&€oppik™ product line are causally
connected to sales of the allegedly infringing product.

The third prong asks “whether assertion of personal jurisdiction is constitlional
reasonable.’SDS USA2002 WL 31055997, at *4 (citingkro,45 F.3d at 154546). Plaintiffs
make no argument about the reasonableness of jurisdittmmever, lecausePlaintiffs have
made gorima faciecase of minimum contacts determined in considering the fifdtro prong
the burden is on Defendant tpresent acompellingcase that the presence of some other
considerations would render jurisdiction unreasonabte. at 324 (emphasis addejuoting
Burger King Corp.471 U.S. at 477)-actors a court should consider when balancing jurisdictional
reasonableness include “the burden on the defendant, the forum State’s interest intiadjtickca
dispute, the plaintifs interest in obtaining convenient and effective relief, the interstatetjand
internationdljudicial system’s interest in obtaining the most efficient resolution of cons@ge’t
Id. This Court findsKresshas not presented a compelling c&ee idIndeed, Kress makes no
argument as to jurisdictional reasonableness.

New Jersey “has a ‘mdest interest in providing effective means of redress’ when a
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foreign corporation reaches into the state and solicits its citiz6asdy Laer Hotel, 496 F.3d at
325 (citingMcGee v. Int'l Life Ins. C9.355 U.S. 220, 223 (195))As explained aboveéKress
reached into New Jersdp negotiate and direct sales into the state, as well as appeared in
advertisements supporting allegedly infringing saldse Supreme Court has statéfly]hen
minimum contacts have been established, often the interests of the plaintiiedoduim in the
exercise of jurisdiction will justify even the serious burdens placed on the aligrddefg See
Sandy LandHotel, 496 F.3d at 325 (quotingsahi Meal, 480 U.S. at 114)lhis caseis not one
wherea nonforum resident is being “unilaterally drawn irttee forum by another.See Grand
Entm’t, 988 F.2d at 485 (citingvorld-Wide Volkswagen Corp. v. Woodsdd4 U.S. 286, 295
(1980)).Kress throughhis affirmative actions brought hinselfinto contact with New Jersegee
id. Kresshad clear noticethen, that he could be subject to suit in New Jersey for claims arising
from hisactions withresidents of this forunsee WorleWide Volkswagen Corpd44 U.S. at 297.
BecauseKress hasnot presented a compelling case of unreasonableness, the Court holds
jurisdiction in New Jersey “comport[s] with fair play and substantial justi8e€ Burger King
Corp, 471 U.S. at 476.

Plaintiffs haveestablished &althree prongs of the specific personal jurisdiction t8se
Akro,45 F.3d 1541, 154516;see als®andy Lanélotel, 496 F.3d at 31 Accordingly,the Court
finds it has specific jurisdiction over Kress for this litigation. Thereforesks Motion to Dismiss
the Second Amended Complaint pursuant to Federal Rule of Civil Procedure 12[@ERNED .

ii. Failure to State a Claim

Having determined this Court has personal jurisdiction over Kress, the Court now must

examine the merits of Plaintiffs’ claims against Kress pursuant to Rulg@R(b)

In Count V, Plaintiffs allege Kress directly infringed the '494 patent pursod&271(3.
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“Although thelgbal/Twomblystandard applies to ‘all civil actions,’ its applicability to patent cases
has been interpreted differently among federal courRsbBern, Inc. v. Glasscrafters, InQ06 F.
Supp. 3d 1005, 1008 (D.N.J. 2016). This discrepdmais its genesis ithenRule 84 of the
Federal Rules of Civil Procedure, which provided guidance on how to sufficiently plead a
claim.Id. Rule 84 stated: “The Forms in the Appendixillustrate the simplicity and brevity that
these rules contemplate.” Fed. R. Civ. P. 84. Form 18 in the Appendix of Forms, titled “Gidmplai
for Patent Infringement,” provided an example for pleading a claim of directt patengement.

But, Rule 84 was abrogatad December 2013Robern, Ing.206 F. Supp. 3d at 1008. As such,
Form 18 was likewise abrogatdd.

Before Rule 84’s abrogation, courts took different views as to whiethal/ Twomblys
higherpleading standard or Form 18’s standard applaed=orm 18 required a plaintiff to merely
plead the following(1) an allegation of jurisdiction; (2) a statement #laintiff owns the patent;

(3) a statement that defendant has been infringing the patent “by making, selling, and using [the
device] embodying the patent”; (4) a statement that the plaintiff has given émeldef notice of

its infringement; and (5) a demand for an injunction and damkg&sch Telecomm., Inc. v. Time
Warner Cable, In¢.714 F.3d 1277, 1283 (Fed. Cir. 2013) (quotiMgZeal v. Sprint Nextel Corp.

501 F.3d 1354, 1357 (Fed. Cir. 20Q7h In re Bill of Lading Transmission & Processing Sys.
Patent Litigation, 681 F.3d 1323, 1334 (Fed. Cir. 2012), the Federal Circuit madethe “Forms

are controlling only for causes of action for which there are sample pleadings.” 681 F.3d at 1336.
There, the court found a claim for direct infringement was properly pled if consisthrftarm

18.1d. at 1334. However, if the allegationaw one of indirect infringement, the Federal Circuit
looked to thdgbal/Twomblystandardld. at 1337-39.

Unlike the Federal Circuit,[6]ther courts .. . held that because thEnvombly/Igbal
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pleading standard applies to all civil cases, a pabdnbhgement complaint must do more than
simply assert the bare elements of a claim, and that a Festyl&8&omplaint will not suffice, in
the aftermath oTwomblyandlgbal.” Robern, Inc.206 F. Supp. 3d at 1049 (quotingGradient
Enters., Inc. v. Skype Techs. S848 F. Supp. 2d 404, 407 (W.D.N.Y. 20L@jting Medsquire
LLC v. Spring Med. Sys. IndNo. 114504, 2011 WL 4101093, at *2 (C.D. Cal. Aug. 31, 2011)
(requiringlgbal/Twomblyplausibility pleading in cases of direct patent infringei), Bender v.
LG Elecs. U.S.A., IncNo. 0902114, 2010 WL 889541, at *6 (N.D. Cal. Mar. 11, 2010) (same)

This discrepancy remains even after the abrogation of Rule 84. Some courts inribis dis
have “determined that tHgbal/Twomblyplausibility standard appliesRobern, Inc. 206 F.
Supp. 3d at 1010, while others continue to use Fornkid@o Pharm., Inc. v. Impax Labs., Inc.
No. 162526, 2016 WL 6246773, at *5 (D.N.J. Oct. 25, 2016). Irrespective of what standard should
or does apply, the Court finds Plaintiffs’ Second Amended Complaint satisfies tlee $tigghdard
of Igbal/Twombly

Underlgbal/TwomblyPlaintiffs arerequired to plead “factual content that allows the court
to draw the reasonable inference that the defendardbie lof the misconduct allegedisc
Disease Sols. Inc. V.GH Sols., InG.888 F.3d 1256, 1260 (Fed. Cir. 2018) (quotujigal, 556
U.S. at 678 (citingwombly 550 U.S. at 556) “Specific facts are not necessary; the statement
need only give the defendant fair notice of what theclaim is and the ground upon which it
rests.”Erickson v. Pardusb51 U.S. 89, 93 (2007) (citations omitted).

Direct infringement of a patent occurs when a party, without authority, “makesotises
to sell, or sellany patented invention, within the United States.” 35 U.SZ7189. “Corporate
officers who actively assist with their corporation’s infringement may bsopatly liable for

inducing infringement regardlessof whether the circumstances are such that a court should

28



disregard the corporate entity and pierce the corporate V&iDS USA2002 WL 31055997, at
*6 (citing Manville, 917 F.2d at 553 (citin@rthokinetics 806 F.2d at 1578-79).)

“A patentee may pnee direct infringement under &71(3 either by (1) demonstrating
specific instances of direct infringement; or (2) showing that an accused devissanidge
infringes on the patentACCO Brands, Inc. v. ABA Locks Mfrs. C801 F.3d 1307, 1313 (Fed.

Cir. 2007). To state a claim for direct infringement, a plaintiff must list the deféagaatucts

that allegedly infringe, describe the alleged infringement, and relate “factsaitiass to the
pertinent claims” in its pateniRobern, InG.206 F. Supp. 3d at 1011. The complaint must allege
that the accused product infringes on “each and every element of at least one claim” of th
plaintiff's patents “either literally or equivalentlyDisc Disease Sols. Ind888 F.3d at 1260.

Here, Plaintiffs allege Oiendants’ “Toppik Spray Applicator infringes claimsll of the
'494 patent either literally or under the doctrine of equivalents.” (ECF No.6B)¥Plaintiffs’
Second Amended Complaint includes a table in which the language of each claim from the 494
patent appear in one box while descriptions of how the “Toppik hair fiber applicator” irsfringe
that claim appear in an adjoining box, often with illustrations. For example, Clainth& 6f94
patent states:

A pump cap for dispensing a cosmetic media from a receptacle, the
receptacle having a base and an outer upright peripheral wall
extending from the base to define a receptacle chamber for the
gﬁzmeik: media, the upright peripheral wall terminating in an open

(Id. at 7 68.)

In the adjoining box, Plaintiffs allege:

° Plaintiffs directly allege this infringement against Kress in Count V throuegilég[ing] and
incorporat[ing] herein by reference each and every allegation in paragra@®sofl this
Complaint.” (ECF No. 34 1 93.)
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The Toppik Spray Applicator contains “a pump cap” which is
designed for dispensing a cosmetic media (hair fibers) faom
receptacle having a base and upright peripheral wall, the wall and
base defining a receptacle chamber with an open top end.
Attachment of the Accused Product to a receptacle chamber (i.e.,
container) is described as follows: “Twist and pull off the Huilt
sifter on Toppik Hair Building Fibers and screw the Spray
Applicator onto the bottle. Fits 12g and 27.5g bottles.”

(1d.)

The Court concludes the Second Amended Complaint prosudiésientnotice to Spencer
ForrestandChurch & Dwight of the specific ways in which Plaintiffs allege infringement of the
'494 patent. However, Count V alleges direct infringement by Kress himself. Among acts
contained in the Second Amended Complaint the Court constsuateging direct infringement
by Kress include:

e “[W]hen [Kress] negotiated the sale of the accused infringing

product with Bed Bath & Beyond” of Union, New Jersey (ECF No.

34 9 27);

e When he “personally appeared in Spencer Forrest's commercials

describing himself as ‘Mark Kress, CEO/Creator of Toppik,” and

promoting the accused producid.(1 19);

e When at Kress’s “direction” Spencer Forrest “shipped the accused

infringing product to Harmon Stores” in Manalapan and Bricktown,

New Jerseyid. 11 21, 22)and

e When Kress “owned and/or maintainettie www.toppik.com

website prior to the January 4, 2016 sale of Spencer Forrest to

Church & Dwight {d. 1 95)
However, the discussiaontained under the heading of Count V allege onlySpancer Forrest
acted on behalf of Kress. (ECF No. 34 § 106) (“The products marketed by Spencer Forrest on
behalf of Mr. Kress that included the Toppik Spray Applicator infringed claim 7r ditielly or

under the doctrine of equivalents, because they included containers with haitdibérich the

AccusedProduct was attached prior to uséri’pther words, Plaintiffs’ allegatiorexpresslhyisted
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under Count V suppose the alego liability discussed above against Krdséswever,Plaintiff

has not alleged facts this Court could construe as addressiGgatigeactors to decide whether
there is a unity of interest between Kress and Spencer Forrest. Rldiatiéf not alleged Spencer
Forrest was grossly undercapitalized, or failed to observe corporatdifesnar that corporate
funds were siphoned othy Kress, or that the corporation was merely a facade for Kress’s
operations. In short, Plaintiffs have not provided any evidence or made any allegatifnsgust
veil piercing beyond stating that Kress owned Spencer Forrest, was -eahkjhg corporat
officer, and, for sales purposes, was the face of the company. None of these all¢gatioos

the sixCraig factors.

The analysis changes, though, for the Second Amended Complaint’s language that “he
negotiated the sale” to Bed Bath & Beyond can be read only as alleging Kress’s personal
involvement in this saldECF No. 34 27.)Pursuant to § 271(a), infringement occurs when any
person orentity “makes, uses, offers to sell, or sells any pateintezhtion,within the United
States."The Second Amended Complaint’s language kinass ‘hegotiated the sale” to Bed Bath
& Beyondallegesthat Kressis “personally took part in the commission of the tort” and thus is
“personally liable for tortious condtiadbf Spencer ForresOrthokinetics 806 F.2d at 1579As
discussed,where a defendant infringer is shown to have sold the allegedly infringing product in
the forum state, the forum may exercise [specific] personal jurisdiction liwetefendant.¥/P
Intellectual Properties 1999 WL 1125204, at *5 (quotin@steotech6 F. Supp.2d at 354
(citing Beverly Hills Fan21 F.3d 1558)This is so egardless of the quantity of products s@de
North Am. Philips35 F.3d at 1579-80.

When combined with allegations setting out how Tlapik Spray Applicator infringes

the '494 patent, the Court find&aintiffs’ Second amended Complaint pleaaddficient factual
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content toallow the Court to draw the reasonable infereri€eess isliable for the § 271(a)
misconduct allegedisc Disease Sols. Inc888 F.3d at 1260 (citation omitted). Accordingly,
Kress’sMotion to DismissCount V’sdirect infringement claim iENIED.

The Court nowexamines Kress’s Motion to Dismigxount VI alleging Kress induced
infringement of the ‘494 patenRursuant to 35 U.S.C. § 271(BJw]hoever actively induces
infringement of a patent shall be liable as an infringer.”

“Corporate officers who actively assist with their corporation’s infringemeay e
personally liable for inducing infringememegardlessof whether the circumstances are such that
a court should disregard the corporate entity and pierce the corporateSies’USA2002 WL
31055997, at *6 (citing/lanville,917 F.2d at 553 (citin@rthokinetics,806 F.2dat 1578-79)).
“Inducement requires a showing that the alleged inducer knew of the patent, knowingly induced
the infringing acts, and possessed a specific intent to encourage another’s ininingéthe
patent.”Vita—Mix Corp. v. Basic Holding, Inc581 F.3d 1317, 1328 (Fed. Cir. 200B)deed,

“inducement liability may aris&f, but only if, [there is] .. .directinfringement.” Limelight
Networks, Inc. v. Akamai Technologies, Jri84 S.Ct. 2111, 2117, 572 U.S. 915, 921 (2014)
(citing Aro Mfg. Co. v. Convertible Top Replacement G65 U.S. 336, 341, 81 &t. 599, 5
L.Ed.2d 592 (196))emphasis deleted)While proof of intent is necessary, direct evidence is not
required; rather circumstantial evidence may suffiDS USA 2002 WL 31055997, at *7
(citing Water Tech. Corp. v. Calco. Lt&50 F.2d 660, 668 (Fed.Cir.1988)).

Therefore, to state a claim for induced infringement, a plaintiff must pletedréasing a
plausible inference that: “(1) Defendants knowingly induced a tlairty po perform specific acts;

(2) Defendants specifically intended for the induced acts to infringe the [afsggetents; and

(3) as aresult of the inducement, the third party directly infringed the [atbfgdtents. Straight

32



Path IP Grp., Inc. v. Vonage Holdings Carplo. 14502, 2014 WL 3345618, at *2 (D.N.J. July
7, 2014);SeeHoffman-La Roche Inc. v. Apotex IndNo. 0744417, 2010 WL 3522786, at *2
(D.N.J. Sept. 2, 2010).

“[llnducement requires evidence of culpable conduct, directed to encouragingranothe
infringement, not merely that the inducer had knowledge of the direct infringéviies.” DSU
Med. Corp. v. JIMS Cp471 F.3d 1293, 1306 (Fed. Cir. 2006). The Supreme Gasexplained
that the “knowledge” required for inducement includes both knowledge of the patent and
knowledge of infringemenCommil USA, LLC v. Cisco Sys., Int35 S. Ct. 1920, 1926 (2015).
Therefore, to “sufficiently plead induced infringement, [the complaints] noostain facts
plausibly showing that [the defendants] specifically intended their customersingenthe .. .
patent[s] and knew that the customer’s acts constituted infringenen&’ Bill of Lading
Transmission & Processing Sys. Patent Litgg1 F.3d at 1339.

In Count VI, Plaintiffs allege Kress inducadfringement throughen acts, thoughonly
two set forth facts that could be construed as actively inducing infringement. Faatitffe
“Kress took active steps to induce infringement off the claims of the '494 pateet@ersonally
appeared in TV and online commercials promoting the accused infringing product. (ECF No. 34
1 114.) Plaintiffs also claim “Kress induced Spencer Forrest to directlpgefthe '494 patent by
appearing on a YouTube video claiming to bedteator of Toppik and Advertising features such
as ease of use and affordability which are the advantages of Mr. Batinkoff'sepatergntion.”

(Id. 1 115.)Plaintiffs further allege Spencer Forrest “shipped the accused infringing product to
Harmon Stores” in Manalapan and Bricktown, New Jetaethe direction of Kress (Id. 1121,

22.)
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As to the element of knowledge, the Second Amended Complaint alleges “Kress spoke
with Mr. Batinkoff about Mr. Batinkoff'anvention in an attempt to learn more about it and the
'494 patent . . . and shortly thereafter . . . applied for the '115 patent . . . and cited Lh§. Pate
Publication No. 2008/022387R1 of Batinkoff et al., which disclosed Batinkoff's invention and
subsequently issued as the 494 patend” {{ 12527.) The Court concludes that for the purposes
of this Motion, and with all reasonable inferences favoring Plaintiffs as reqoiredMotion to
Dismiss, Plaintiffs have alleged circumstantial evidewcsupport a determination Kress “knew
or should have known” sales of tlheppik™ applicator would infringe the pump cap covered by
Batinkoff's 494 patent® Accordingly, the Court is persuaded that the Second Amended
Complaint statein Count VI a claim for which relief could be granted, and the Motion to Dismiss
is DENIED as to this Count.

The Court now turns td&resss Motion to Dismiss Count VII, which alleges Kress
contributed to infringement pursuant to § 271(c), which provides:

Whoever offers to sell or sells within the United States . . . a

component of a patented machine, manufacture, combination or
composition, or a material or apparatus for use in practicing a
patented process, constituting a material part of the invention,
knowing the same to be especially made or especially adapted for
use in an infringement of such patent, and not a staple article or
commodity of commerce suitable for substantial noninfringing use,

shall be liable as a contributory infringer.

35 U.S.C. § 271(c)

Plaintiffs allege Kress contributed to infringement pursuant to 8 271(c) beSpaseer

10 KressarguesPlaintiffs’ allegationthatKressknew about the '49patentasaresultof inquiries
madebeforeKressappliedfor the '115patentfails becausé&ressappliedfor the '115patenton
April 10, 2008peforethe '494patentwasissuedon November 30, 2010ECFNo.41at12 n.3.)
Courts may considerany “documentintegral to or explicitly relied uponin the complaint.”
Burlington Coat Factoryl114 F.3dat 1426 (quotingshaw 82 F.3dat 1220).However,Kressdid
not put the '11%patentbeforethe Court,andhe provides no othdrasisfor this assertion.

34



Forrest “on behalf of Mr. Kress” marketed and soldTtbppik™ Applicator through a number of
websites. (ECF No. 3% 123.)Though Count VIl alleges contributory infringement by Kress, the
Court concludeshat because the claim concerns acts Kress allegedly undertook “on behalf” of
Spencer Forreshe inquiry turns on the same finditigatthe Plaintiffs have not pleaded sufficient
facts to conclud&resswas the alter ego of Spencer Forréserefore, the Coutdoncludes Count

VIl does not state a claim for which relief could be granted, and Krgkkgien to DismisCount

VIl of the Second Amended Complaint pursuant to Federal Rule of Civil Procedure 124b)(2)
GRANTED.

The Court nonwexamine<Count VIII alleging Kress willfully infringed the '494 patent. In
Count VIII, Plaintiffs claim Kress willfully infringed theé494 patent becausefd]espite Mr.
Kress’ knowledge of the 494 patent, he willfully, wantonly, and deliberately engaged inghe act
of infringement alleged herein, either by himself, or though the approval, direction, and control of
others, including his company Spencer Forrest.” (ECF No. 34 {'128))

A finding of willful infringement is a threshold for a court award of enhanced damages
pursuant to 35 U.S.C. 8§ 284alinge Innovation AB v. Halstead New England Co2018 WL
2411218, at *3 (DDel. 2018) (citingln re Seagate Tech., LL.@97 F.3d 1360, 1368 (Fed. Cir.
2007) (citing cases);G Display Co. v. AU Optronics Corp/22 F. Supp. 2d 466, 470, 474 (D.
Del. 2010);see als@RI Int'l, Inc. v. Advanced Tech. Labs., |27 F.3d 1462, 1464 (Fed. Cir.

1997) (explaining “willfulinfringement . . is the term designating behavior for which enhanced

11 plaintiffs claim Kressfailed to oppose Count VIII in his Brief in Support of his Motion to
Dismiss and thus was barred from addressing that claim in any Reply. (ECF No. 489} 17
Kress argues his Reply that its opposition to Count VIII's claimits original brief in support

of the Motionwas implicit in its argument that there was no infringement, because without a
threshold finding of infringement, there can be no further finding that any infringement was
willful. (ECF No. 52 at 8®.) Because the Court makes its findings based solely on its examination
of the sufficiently of the allegation, this dispute is moot.
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damages may be assessed”).

To sustain allegations of willful infringement, “a plaintiff must allege facts plausib
showing that as of the time of the claim’s filing, the accused infringer: (1) knew patastin-
suit; (2) after acquiring that knowledge, it infringed the patent; and (3) in doing so, it knew, or
should have known, that its conduct amounted to infringement of the patélnge Innovation
2018 WL 2411218, at *13.

Here, Plaintiffs allege Kress knew of the patent bec&usess spoke with Mr. Batinkoff
about Mr. Batinkoff's invention in an attempt to learn more about it and the '494 patent . . . and
shortly thereafter . . . applied for the '115 patent . . . and cited U.S. Patent Publication No.
2008/022387A1 of Batinkoff et al., which disclosed Batinkoff’'s invention and subsequently
issued as the 494 patentfd( 11 125127.) The Court concludes Plaintiffs have sufficiently
pleaded facts to support a conclusion Kress knew about the '494 patent therPkeefuifés filed
the original Complaint in this matter, as Kress’s '115 patent was dated Map2018is suit was
filed in 2018.

However,the Court conclude®laintiffs have not sufficiently pleafhcts to support a
determinatiorKress knew or should have knowowit is thatproducts based on the '115 patent
infringedPlaintiffs’ 494 patentValinge Innovation2018 WL 2411218, at *13. Ridiffs attached
to the Second Amended Colamt Exhibit I, purporting to be Bebruary 201&mail exchange
between Batinkoff and a Church & Dwight executive. (ECF No. 34-1 at 29-30.) lexttizinge
Batinkoffinforms Church & Dwight of hipatentand seeks to discuss strategic opportunitids. (

In this email, Batinkoffdoes not inform Church & Dwight of his allegation that Church &
Dwight’'s Toppik™ infringes the '494 patenid()

In their opposition to the Motion to Dismiss, Plaintiffs attach Exhibit A, a Dece0i3
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letter from Church & Dwight to counsel for Plaintiffs. (ECF No-48t 23.) In that letter, Church
& Dwight identifies five reasons why i®ppik ™ hair applicatodoes not infringe the 494 patent.
(Id.) However, Church & Dwight states that the letter is in response to having seen a copy of the
Complaint, though the company says it had not yet been served with the Coniplaiatisnot,
however,n the pleadingsr in Plaintiffs’ exhibits angvidencePlaintiffs provided notice to Kress
or Spencer Forrest that theppik™ product infringed the '494 patefithus,it is clear Count VIl
fails to state a claim for which relief could be granbetausePlaintiffs hawe not sufficiently
pleaded facts to support a determination Kress knew or should have koauitns that products
based on the '115 patent infringed Plaintiffs’ '494 pat@étinge Innovation2018 WL 2411218,
at *13. Accordingly, Kress’s Motion to Disss Count VIII iSGRANTED.

B. Plaintiffs’ Motion to Dismiss Church & Dwight's Counterclaims

Plaintiffs argue Church & Dwight’'s counterclaims should be dismissed becausel&afe
fails to provide the level of factual support required to sustain their allegations.

Counterclaim | seeks a declaratory judgment that Church & Dwight has not inftimged
'494 patent while Counterclaim Il seeks a declaratory judgment of invalidity or unenforcgabilit
by reason, among other things, of Plaintiffs’ “unclean hands and/or patent misuse.” gEG% N
11 615.).

Plaintiffs argueBallentine v. United Stateequires that, while facts must be construed in
favor of the nonmoving party, here Church & Dwight, “factual allegations must be made, even if
on ‘information and belief.” Id. (citing Ballentine 486 F.3d 806, 810 (3d Cir. 2007). Plaintiffs
contend Churcl& Dwight does not providenstances ofinequitable conduct during prosecution
of the '494 patent” to support Counterclaim II's “unclean haradi€gation.(ECF No. 50 at &®

(citing Monsanto v. Rohm & Haas Cd56 F.2d 592, 601 (3d Cir. 1972)pnsol. Aluminum Corp.
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v. Foseco Int'l Ltd.910 F.2d 804, 81812 (Fed. Cir. 1990)) Similarly, Plaintiffs aver that the
“mere presence of the allegations of mfnngement and invalidity of the 494 patent, without
more, is insufficient to sustain an allegatiof patent misusé’ as also claimed i€ounterclaim

Il. (Id. at 9.)Finally, Plaintiffs argue Church & Dwight have failed to provide any facts to support
Counterclaim I'sclaim of noninfringement beyond the bare denials “Church & Dwight has not
infringed . . . any valid and enforceable claim of the '494 Patent” and “Church & Diaghtot
willfully infringed any valid and enforceable claim of the '494 Paterd” (citing ECF No. 39
118, 9))

Defendant counterthat it has sufficieny pleadedallegations of noninfringement and
invalidity pursuant to L. Pat. R. 3.1 and 3.3. (ECF No. 54-&f) Defendant further citeSlan
Pharma Intern. Ltd. v. Lupin Ltdor the proposition that disclosure beyond that included in the
Counterclaims woulanakeRules 3.1 and 3.3 superfluousd.((citing Elan Pharma 2010 WL
1372316, at *5 (D.N.J. 2010). This Court agrees.

The Local Patent Rules require a party claiming patent infringement toa&bisclosure
of Asserted Claims and Infringement Contentions” on all parties providing, “amdmy ot
information, each claim of each patent in suit that is allegedly infringed by each oppasing pa
including for each claim the applicable statutory subsectio% &f.S.C. § 27hsserted.Elan
Pharma 2010 WL 1372316, at *5 n. 4. This Disclosure is to occur within 14 days after an initial
scheduling conferenced..(Pat.R. 3.1(a)). Rule 3.3(d) requires a party opposing a claim of patent
infringement to serve within fortfive (45) days after service dhe Rule3.1 disclosure its
“Invalidity Contentions” identifying, among other things, “any grounds of invalidity bas&bon
U.S.C. 8 10T (Id.) A review of the docket shows the initial pretrial conference was held on June

12, 2019. The docket does not reveal whelHaintiffs have filed their initial required Disclosure
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triggering the 45day deadline for Church & Dwight to serve its invalidity contentions. Regardless,
the Court concludes Church & Dwight's pleading satisfies thecrux’
of Twomblyandlgbal [which] is to ensure [Batinkoff and Top Secret as Counterclaim Defendants
have] fair notice of what is being pledElan Pharma 2010 WL 1372316, at *5. Accordingly,
Plaintiffs Motion to Dismiss Counterclaims | and IIDENIED .

IV.  CONCLUSION

For the reasonset forth aboveKress’sMotion to Dismiss iSGRANTED in part and
DENIED in part as set forth herein and the accompanyin@rder, while Plaintiffs Motion to

Dismiss the Counterclaims BENIED .

Date: March 31, 2020 /s/ Brian R. Martinotti
HON. BRIAN R. MARTINOTTI
UNITED STATES DISTRICT JUDGE
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