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UNITED STATES DISTRCT COURT
DISTRICT OF NEW MEXICO

STC.UNM,
Civil No. 1:10<¢v-01077RB-WDS
Plaintiff,
V.
INTEL CORPORATION,

Defendant.

INTEL'S RESPONSE TO STC’S SUBMISSION OF SUPPLEMENTAL
AUTHORITY REGARDING STC'S MOTION TO DISMISS
INTEL'S INEQUITABLE CONDUCT ALLEGATIONS

By agreement of the partiesid Order of the Court [Doc. No. 102jtel submits this
response to STC’s Submission of Supplemental Authority Rega®di@gs Motion to Dismiss
[Doc. No. 101]. As shown below, STC’s Submission neglects to mention an important aspect of
the Federal Circuit’s recesh banc decision inTherasense, Inc. v. Becton, Dickinson & Co.,

2011 WL 2028255 (May 25, 2011), and then proceeds to misapply that decision to the facts of
this case and Intel’s pleading.

TheFederal Circuit majoritglid adopt a general rule that inequitable conduct claims
based on patentapplicant’sfailure to disclose a prior art referertoethe PTOrequire proof of
“but-for materiality—i.e., that the PTO would have disallowed one or npatent claimsf it
had known of the ufisclosedeference But the Federal Circuit pointedly distinguished “mere
nondisclosure of prior art references” from “cases of affirmative egregnisconduct,’ld. at

*12. And itexpresshheld that butor materiality is not required in cases of “affirmative acts of
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egregious miscondudiuch as the filing of annmistakably false affidavit.ld. Instead, such
affirmative misconduct is materipér se. Id. Indeed the majorityprovided a detailed historica
analysis of Supreme Court case lswpporting its viewthatsuchaffirmative misconduct ithe
fundamental core of the doctrines of inequitable conduct and “unclean haddst™*4-6, *12.
Here,Intel’s primary ground for claiming inequitable condisatot mere failure to
disclose a prior art reference. Intel primarily alleges that STC datdderand affirmatively
deceived the PTO into issuing a “Certificate of Correctgtatingthat the '998 patemwasa
“continuationin-part’ of an earlier Bruek/Zaidi patent (the '321 patent)Sege Doc. No. 38,
1920-29, 31-45, 65, 67, 71-94]. As explainedntel’s pleadindid.] and its opposition to
STC’s motion to dismiss [@c. No. 5], shortly afterSTCbegan trying to enforce the '998
patenf STC sought to backdate thatent’seffective filing date so that it could avoid
invalidation by a prior art referen¢the '258 patent) raised by one of the targets of its
enforcement campaignSTC could and should have asked the PTO to reissue the '998 patent as
a continuationn-part of the '321 patent. But if STC had done that, it would have had to disclose
the '258 patent, it would have had to identify precisely where the '321 patent application’s
specification supported the '998 patent claims, and it woaNe Imad to explain away the named
inventors’vehement, repeatesertions during the original prosecution thate was no
connection between the inventions claimed in the '998 patent and ‘321 patents. Bist@ad,
pursued the summary “Certificate of i@ection” procedure, whiclentailsfar less scrutiny.To
get the PTO to issue the “correcticarid backdate the '998 patemth minimal review, STC
and its counsel affirmatively riepresentethatthe applicantsfailure to claim priority to the

'321 paentwhen prosecuting the '998 patemis a mere “clerical mistaKe
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Intel’s allegation of inequitable conduct in connection with the CertificateoafeCtion
is consistent witfTherasense for two reasons:

1. Intel alleges affirmative egregious miscuet which is materiaper se. STC
falsely claimed to the PTO that it was merely seeking to correct a “clerical giisthkn, in
truth, the applicants never thought they deserved priority to the '321 patent. ContraG/do S
suggestion, the PTO wast aware that STC’s claim of “clerical mistake/as false. Nor was
the PTO aware of STCidterior motivefor pursuing “correction” rather than reissue.

2. Intel can establish béd¥ materiality even if STC’s misconduct does not
gualify as affirmativeegregious misconduct. Intel contends that if STC had been honest and
asked the PTO to reisstlee '998 patentvith an earlier priority dateSTC would have been
forced to disclose the 258 patent and the PTO would have disallmveedr more claimsf the
'998 patent because they lacked support in the '38dnpapplication.

Of course, Intel drafted its pleading befditeerasense, so it could not havanticipated
and did not us&herasense's precise terminology. Accordingly, to the extent the Court
concludes that Intel’s current pleading regarding the Certificate of Ganedoes not satisfy the
newly announced standards, Intel requests (and the Court should grant) leave to replead.

Intel’s answer and counterclaims also include an alterngtivend forfinding
inequitable conducg theoryinvolving the applicants’ failure to disclose during the original
prosecution an article that two of them (Brueck and Zaidi) published years.b§es Doc. No.
38,1130, 66, 68-70] As to this ground, STC’s Submission offers no new argument based on
Therasense and instead rehashes its earlier argument that its Certificate of Corrdictimated

the article as prior art. Intel’s Opposition already rebuts this pdddc.[No. 50 at 16-17
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Nevertheless, Intelcknowledges thats alternativeaheory alleges “merefailure to disclos¢he
Brueck/Zaidi articleand thafTherasense thusrequiresproofthat the PTO would have rejected
one or more claims if the applicants had disclosed the artitiel. doubts thait cansatisfythe

newly heightenedtandard and therefore agrees to strike the corresponding portions of its Fifth
Affirmative Defense and Third Counterclairmtel’s agreement assumes tferasense

remains good law, and Intel reserves the right tgaro reinstatés allegationof failure to

disclose the Brueck/Zaidi articiethe Supreme Court or Congressers thebutfor materiality

standarcadopted inTherasense.
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