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UNITED STATES DISTRICT COURT

DISTRICT OF NEW MEXICO
STC.UNM,
Plaintiff,
v,
INTEL CORPORATION, Civil No. 10-CV-01077-RB-WDS
Defendant.

DECLARATION OF KEVIN W. BIEG IN RESPONSE TO THE COURT'S
LETTER TO THE PARTIES OF MAY 18, 2012 REQUESTING
DEVELOPMENT OF THE FACTUAL RECORD REGARDING SANDIA
CORPORATION'S OWNERSHIP INTEREST IN PATENT ‘321

I, Kevin W. Bieg, declare as follows:

1. I am a Senior Counsel employed by Sandia Corporation. I have personal
knowledge of the matters set forth below and am competent to testify.

2. Sandia Corporation is a Delaware corporation and operator of Sandia
National Laboratories under Contract Number DE-AC04-94AL.8500 for the U.S.
Department of Energy (DOE), with principal offices located in Albuquerque, New
Mexico and other offices located in Livermore, California.

3. Sandia Corporation also does business as (d/b/a) Sandia National
Laboratories. Any representations to the contrary are mistaken. Doing business under the
name Sandia National Laboratories does not create a legal entity distinct from Sandia
Corporation.

4. Sandia Corporation filed a Fictitious Business Name Statement stating that
it 1s doing business as Sandia National Laboratories in December 20, 2007 in Alameda
County, California, as required by Cal. BPC. Code § 17900. Attached hereto as Exhibit I
is a copy of the Fictitious Business Name Statement File No. 404845, The State of New
Mexico does not require a business to register an assumed business name.

5. Sandia National Laboratories is a federally registered trademark owned by

the DOE. Attached hereto as Exhibits 2 and 3 are copies of the registration serial numbers



76674753 and 76674754 with the U.S. f’atent and Trademark Office (USPTO). The DOE
has given permission to Sandia Corporation to use the Sandia National Laboratories
trademark for the duration of Sandia Corporation’s contract with the DOE for the
management and operation of Sandia National Laboratories.

6. Sandia Corporation is the real party in interest for the 20 patents identified
in Vogt Dec. Ex. 7. The underlying inventor assignments for these patents identify Sandia
Corporation as the assignee. The Recordation Cover Sheets used to transmit the
assignment to the USPTO for these patents identifies the receiving party as Sandia
National Laboratories. [ believe the reason for this is that the Recordation Cover Sheet
asks for a mailing address, and the addressee on the Sandia website is given as Sandia
National Laboratories. http://www.sandia.gov/contact-us/index.html

7. In June 1996, Bruce Draper, an employee of Sandia Corporation,
mistakenly assigned his rights in the U.S. Patent Application SN 08/123,543 (the parent
application of the invention disclosed and claimed in the continuation patent application
SN 08/490,101 that issued as U.S. patent no, 5,705,321 - the *321 patent) to the
University of New Mexico, as identified in Ferrall Dec. Ex. X. In October 1996, the
University of New Mexico corrected the mistake by assigning Draper’s interest in the
U.S, Patent Application SN 08/123,543 to Sandia National Laboratories as identified in
Ferrall Dec. Ex. Y. Because doing business under the name Sandia National Laboratories
does not create a legal entity distinct from Sandia Corporation, the October 1996
assignment from the University of New Mexico to Sandia National Laboratories
effectively operated to transfer ownership rights in the ‘321 patent to Sandia Corporation.

8. The Atomic Energy Act, 42 USC § 5908, is an automatic vesting statute
that gives the Government title to inventions made or conceived in the course of or under
Sandia's contract with DOE by operation of law (see Bd. Of Trs. of the Leland Stanford
Jr. Univ. v. Roche Molecular Sys., Inc., 131 S. Ct. 2196 (2011)). In May 1995, Sandia
Corporation provided Notice of Election to Retain Title to Defense Invention Under
Class Waiver W(C)91-004; S5-79,030; (SD-~5308) (i.e., the invention claimed the ‘321
patent) to DOE, identified as document nos. SNL00000195-200 and attached hereto as
Exhibit 4. In June 1995, DOE approved Sandia Corporation’s election to retain title to the
above-identified invention, identified as document nos. SNL00000202-205 and attached



hereto as Exhibit 5. As a condition of the election, Sandia provided DOE with a
Confirmatory License, attached hereto as Exhibit 6, which confirmed that Sandia
Corporation granted to the Government a nonexclusive, nontransferable, irrevocable, paid
up license to practice or have practiced for or on behalf of the United States the invention
throughout the world.

I declare under penalty of perjury under the laws of the United States that the

foregoing is true and correct.

DATED: June 6, 2012 W)’LJ ;2..:

Kevin W. Bieg
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SANDIA NATIONAL LABORATORIES

P.O. BOX 5800,ATI'N: CINDY WRIGHT, ACCTG
SERVICES

Albuguerque Nivt 87185-1382

PROOF OF PUBLICATION

FILE NO. 404845

In the matter of

SANDIA NATIONAL LABORATORIES

The wadersigned deposes that he/she is the Public Notice
Advertising Clerk of the TRI-VALLEY HERALD, a newspaper
of geaeral circulation as deflined by Government Code Scction
6000, adjudicated as such by the Superior Court of the State of
Californiu, County of Aluneda (Order Nos. 205 370 AND 240
625), which is published and circulated daily in said county and
slate.

The PUBLIC NOTICE

was published in every issuc of the TRI-VALLEY HERALD on
the lollowing date(s):
1/20/2008, 1/27/2008, 2/3/2008, 2/10/2008

I certity {or declare) under the penalty of perjury
l\hat the foregoing is true and correct.

[P R A TIA

Public Notice Advertising Clerk

Legal No. 0000839989

FICTITIOUS BUSINESS
NAME BTATEMENT
FILE MO, 404845

The following person Is dolnp  business
pre

SANDIA NATIONAL LABORATORIES,
7011 Easl Avenve, Livermore, CA 94550;
Mating address: £.O. Box 5800, Abuquer-
que, NM B7186.1832

Sandla Cerporahion, 7011 Easl Avanus,
Livarmore, CA 94550

This business is conducled by: a Dela-
warg corpomlion.

The regisliant cemmenced to transact
businass untar the ficlitious business name
or names fisted abova on Autust 13, 1986,

SANDIA CORPORATION

JENNIFER 5. CROOKS,

Asslaterd Treagurer

THIS STATEMENTWAS FILED WITH THE
COUNTY CLEAK-RECORDEROF ALAMEDA
COUNTY ON Decomber 20, 2007, 2007,

Trivelloy Horald, #836988
January 20, 27;
Februoary 3, 10, 2008
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Industry Verification Form, BLS 3023 NVS
i | | Form Approved, O.M.B. No. 1220-0032 é)}
l [ CALIFORNIA EMPLOYMEKRT DEVELOPMENT DEPARTMENT
. In cooperatton with the U.S. Department of Labor
1 This report is mandatory under Section 320.5 of the California Unemployment Insurance Code

and Section 320-1 Title 22 of the California Code of Regulations, and is authorized by
law, 29 U.S.C. 2. Your cooperation is needed to make the resulfs of this survey

. complete, accurate, and timely. — S— — —
2 The questians an this farm concern tha work Iocanon{s& using Unamployment Insurance account number 0529831
| IN CALIFORNIA.

SANDIA NATIONAL LABORATORIES
SANDIA CORPORATION

BX 5800

ALBUQUERQUE Nt B7185

[ | We nsed the name and dlrect mailing address jaor the business using this Unemployment Insurance account, regargdless of who prepares this
| Tfarm. This information doas not affact mailings for tax purposes. Are the namea and malling address shown in ltem 2 correct for the businass
ps)ng 1his Unemployment Insurance account?
YES [ NO ... Please print carractions or addilions to the right of tha prinfed address in llem 2.
] COMPANY PERMANENTLY OUT OF BUSINESS OR MOVED oUT OF CALIFORNIA
Entsr date closed or moved:_ _ SKiP to ftein 9 on the back of this form
4 in agditian 1o your mailing address, pleese tall us where your ousIngess IS pnysucal.l'.-(-localed (street and number). The physical location
addrass is tha place where you conduct your busltness and receive delivarles, sc it cannat ba a Post Office Box or a rural routa numbar.

Qur records show that this business in California is physically Tocated at:

7011 EAST AVENUE 7011 €AST AVENUE )
LIVERMORE, CA 94550 LVERMORE | CA q4355 |

Is this address correct for the location in California?
[ ] YES--> Conttnue with Item 5

p(? NO --> Please make changes to the right of the address here, in Item 4. Continue with Item 5

: Is the following Inlormatlon carrect for the addrass in hem 47
5 % YES. Continue with flem & CALIFORNIA COUNTY: ALAMEDA

NO... Pfease print cormc!rons in 1his space and then coniinua with flam 6

E; According to our records, the business operating under Unemployment Insurance account 0529831
in California mainly provides goods and services to the general public. Is this correct?
{"The general public” includes individual consumers, other busin sses, and organizations.)
PRINARY CUSTOMER. 15 THE 1.5, COVERNMERT NOT jNDIVI DUAC CuSTOMERS
[ ] YES, we MAINLY praovide goods or services to the general pub11c
[ ] NO, we are part of a Targer company and we MAINLY support other Tocations of OUR company

Daes this business have a websne‘?
7 M YES ...Plaase enler your website address harg__ VJWW ﬁND'R’ GOV
{1 NO ....Coniinug with tem &

....Continua with item 8

8 Does the business using Unemplayment Insurance account 0520831 IN CALIFORNIA
%\Je anly one physical location in this state? (Do not count client sites ar ofisite projects thal will 1ast less than a year.)

YE&S {One physical localion) .. Continua with lem 8 on the back

NO (More than one physical location) .. Please atinch a separate sheet. For aach sita, (1) Nst physical lpcation aadress, (2) show
aumber of employaes, and (3) answer itoms 6 and 9-11. Continue whh itam 3.

|PLEASE CONTINUE WITH ITEM 9 ON THE BACK OF THIS PAGE.
OFFICE USE  FY07 11/29/06

EMPL SiC ALY HAICS CTY TWha OWN ME.EI AT

N7R —-1047--------541710-001-5775-5---1-—U)
g il ot ce |

NAICS cTY TWH AUX  RC

CU-PA38S FLASH



Qwur records show thai the main activity ol the b ki ing U.I. b
{sﬂ 0B2G831 TN CALIFORNIA oc 0! (he Business using U pumear

Please provide estimated percentages of your business activity for the following:
Research and development in biotechnology. fl %

Research and development in the physical, engineering, and
1ife sciences (other than biotechnology research and development). G0 %

DOES NOT INCLUDE providing physical, chemical, or other analytical testing services, providing
nmedical laboratory testing for humans, and providing veterinary testing services.

Other business activities (1ist in Box 11 below). Z 541710

| 1 0 Whl_le_y(_nu_ may not d_orav_erythmg fisted ahove, does the information I ltem 8 accuratply describe themain business in Qfﬁ-’ ________
during the past 12 months? (If the business has been olosed, sold, or moved out of 1his state, please answer in terms of ormer acnunv )

X YES ... Please SKiP to item 12
(1 NO ... Continue with ltem 11

-

1 1 We nesd detailed information to assign the correct Industry code to this business. In the space provided below, descnbe your main business

activities, goods, products, or services In this slate, as though you were 1slling a prospeciive amployee whal you do. Than give us the
approximate percentage of sales or revenues resulting from each ilam. See examples below. Percentages should tolal 100%. !f vou are a third
party agent for the business named in lam 2, such as a payroll service or accountant, please raview [tams §-11 with your client.

Goods or Products: Whal are they, and what do you do with them? Do you design, manufacture, setl direotly to customers, distribute to
whalssalers, install, repalr, or do something else with them? What are these goods or preducts made otf?
EXAMPLE 1: Major appliances: Sell to public 40%; Sall 1o ralailers 30%,; Aspalr 30% EXAMPLE 2: Install fibsr optic cable 100%

Manutacturers: What are your main preducts? What are your most Important materials ? What are the main production methods?
EXAMPLE: Wsaving cofton broadwoven fabrics 80%, Spinning cotlen threads 20%

?"I‘q Services: Describe In detall the services you provide, To whom do you provide those services? I you offer consuiling, brokérage, management,
or similar servicas, whal are your major activities ?
EXAMPLE:1: Halr culting & siyling 65%, Manicures 25%, Facials 0% EXAMPLE 2: Long distance trucking, less than truckload 100%
EXAMPLE 3: Marketing consulting: Planning strategy 60%; Sales forecasting 40% EXAMPLE 4: Claaning privale homes 100%

Construction or Building Trades; Is the work mostly residentlal or noaresidentlal? Single- or multl-family? New or remadeling?
EXAMPLE: Electrical contractor: Winng new homeas 51%, Electiical refurbishing of office buildings 49%

List most _ Yo
impodant —-— — = %
activities — s
PLEASE PRINT CLEAALY 100%%
|EI é | Please provide a contacl far us if we have questions about this reporl.(Please prin)
s kYA ~, “D‘J [ ol I
+ Name: Ci ND){ EUR—N‘J Phona: (‘)J ) 8“""‘! '3‘1‘“" / Date: { /fo.!o 7
—— b —
Title: Fax: (305} 044 -18M3

i you arg a third party agant, such as an ncsounting frm or payrolt service, chask hara. [ Please be eura o answar itams 9-11.

13

Please place your completed form in the postage paid envelope provided and return it
to the address in Item 14 within 14 days. Thank you for your cooperation!

14 Far questions concerning this form, contact:
California Employment Development Department

Labor Market Information Division

P.0. Box 1881

Sacramento, CA 95812-1881

(916) 262-1855 or 1-800-562-3366

Purpose and Usa: The purpose of this repurl s lo upda.b intormation on your producls o sernnes. The sl wehion will bi: ured o ensurs That we assign the ceiresl Norlh American Indumiy C iy Claasization
Syslem (NAICS) code ro I businass locahien, and thal our recards conzain the conecl nama sna address. Tha infoiecation collecied on Ik farm by the Bureau of Labor Stahislics and \he Sfale agencios
coopersttng in s statistical programs wall be used lor slatretical and Unempdoyment Inswance grogram purn2sad, and ahed pulpoeass in accorlance wilh lave,

Yime of Complation: Time of complelion is estimatod fo vary from 2 to 30 mnules with an average of 5 minutes por larm, Ths eslimate mcludes e Tor 1gvigwing inatrushiors,
searching axisting dala soutces, gathering and mamtaming the data needad, and complating and revlewag this inlomatcn. |l you have any comments regarding these eslimates, or any
athes aapect of this survey, send themn 1o the Bureaw of Labor Stabatés, Division of Admunisiialive Staliahes and Labor Turnover (NVS), Floom 4840, 2 Massachusells Avenue N.E..
Wasntinglon, D.C. 20212, You are not required io 1aspond 19 the callgction of Informaticn unlesa i displays a cumently vald QMB number

CL-PB365 FLASH



Trademark Electronic Search System (TESS) Page | of 2

@ United States Patent and Trademark Office
Home | Site Index | Search | FAQ | Glossary | Guides | Contacts | eBusiness| eBiz alerts| News | Help
Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Thu May 31 04:35:46 EDT 2012

s JSEARCHOG | sorrow | MerP  [Puey it | Cums List

I Loooul_l Please logout when you are done to release system resources allocated for you.

Start | List At: OR [ Jump | to record: Record 23 out of 32

_ — “ _ ( Use the "Back" button of the Intermet

Browser to return to TESS)

Sandia
National
Laboratories

Ward Mark SANDIA NATIONAL LABORATORIES

Goods and IC 045. US 100 101. G & S; security services, namely ensuring nuclear weapon stockpile is secure;

Services civil protection, namely enhancing the surely of energy and other crilical infrastructure; security
sarvices, namely planning strategizing, and supervising the nonproliferation of weapons of mass
destruction, the threat of nuclear accidents, and damage to the environment; securily services,
namely assessment of threats to nalional security; securily services, namely homeland security.
FIRST USE: 19791220. FIRST USE IN COMMERCE: 19791220

Mark Drawing

Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 03.15.19 - Birds or bats in flight or with outspread wings

Code 03.15.24 - Stylized birds and bals
03.15.25 - Cardinals, Crows, Doves; Other birds, Pigeons; Ravens, Robins; Woodpeckers
26.09.02 - Plain single line squares; Squares, plain single line

m::;m GROT-BIRD Exaggerated depiction of a bird
ty SHAPES-MISC Miscellaneous shaped designs

g:a;:iﬂcaﬂon SHAPES-OVALS Oval figures or designs Including incomplete ovals and one or more ovals

Serial Number 78874753
Filing Date March 29, 2007
Current Basis 1A

Original Filing EXHIBIT
Basis

Published for #
Opposition | March 18, 2008 __L

hitp://tess2.usplo.gov/bin/showfield?f=doc&state=4002:0d8i86.2.23 5/3172012



Trademark Electronic Search System (TESS) Page 2 of 2

Registration 3438725

Number
mlslrallon June 3, 2008
Owner (REGISTRANT) United States Department of Energy FEDERAL AGENCY UNITED STATES 1000

Independence Avenue, S.W. Washington D.C. 20585

Attorney of
Reoord Annelte Reimers

Disclaimor NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "NATIONAL LABORATORIES®
APART FROM THE MARK AS SHOWN

Description of  Color is not claimed as a fealure of the mark, Stylized thunderbird with "SANDIA NATIONAL
Mark LABORATORIES" & vertical format.

Type of Mark  SERVICE MARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

s vows | s uses | swvernco Juse ronuf sewer o foeaRCH0G ] or ] e [ J o]

] o voc [onevoc L o

| HOME | SITE INDEX| BEARCH | oBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield?f=doc&state=4002:0d8i86,2.23 5/312012



Trademark Electronic Search System (TESS) Page | of 2

@ United States Patent and Trademark Office
Home | Site Index |Search| FAQ| Glossary | Guides | Contacts | eBusiness | eBiz alerts | News | Holp
Trademarks > Trademark Electronic Search System (TESS)

TESS was las! updated on Thu May 31 04:35:46 EDT 2012

e Lo ooc [ e voe [ earooc T corooc]

[ Logout J Please logout when you are done to release system resources allocated for you.

[ Start | List At: OR [ Jump | to record: Record 22 out of 32

_ _ m _ { Use the "Back" button of the Internet

Browser to return to TESS)

() Sandia Ntional Laboratories

Waord Mark SANDIA NATIONAL LABORATORIES

Translations  The wording "SANDIA" has no meaning in a foreign language

Goods and IC 045. US 100 101. G & §: Securily services, namely, ensuring nuclear weapon stockpile is

Services secure; Civil protection, namely, enhancing the surety of energy and other critical Infrastructure;
Security services, namely, planning, strategizing, and supervising the nonproliferation of weapons
of mass destruction, the threat of nuclear accidents, and damage to the environment; Security
services, namely, assessment of threats to national securily. Securily services, namely, Homeland
Security, FIRST USE: 19791220, FIRST USE IN COMMERCE: 19791220

Mark Drawing

Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 03.15.18 - Birds or bats in flight or with outspread wings

Code 03.15.24 - Stylized birds and bats
03.15.25 - Cardinals; Crows; Doves; Other birds; Pigeons, Ravens; Robins; Woodpeckers
26.09.02 - Plain single line squares, Squares, plain single line

Trademark GROT-BIRD Exaggerated depiction of a bird

Search Facility SHAPES-GEOMETRIC Geometric figures and solids including squares, rectangles, quadrilaterals

Classification  and polygons

Code SHAPES-MISC Miscellaneous shaped designs

Serial Number 76674754

Filing Date  March 29, 2007
Current Basis 1A EXHIBIT

Original Filing 1A
paste 3

hup://tess2.uspto.gov/bin/showlield?f=doc&state=4002:0d8i86.2.22 513112012



Trademark Electronic Search System (TESS) Page 2 of 2

Published for April 1. 2008

Opposition

Registration

Number 3447321

Registration june 17, 2008

Owner (REGISTRANT) United States Department of Energy FEDERAL AGENCY UNITED STATES 1000

Independence Avenue, S.W, Washinglon D.C, 20585

Attorney of
Record Linda P. Fleld

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "NATIONAL LABORATORIES"
APART FROM THE MARK AS SHOWN

Description of Color is not claimed as a fealure of the mark. The mark consists of a Stylized thunderbird with

Mark "SANDIA NATIONAL LABORATORIES" a vertical format.
Type of Mark  SERVICE MARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

| HOME | STTE INGEX | BEARCH | oBUSINESS | HELP | PRIVACY POLICY

hitp:/tess2.uspto.gov/bin/showfield?=doc&state=4002:0d8i86.2.22 5/31/2012



date:

to:

from:

subject:

Sandia National Laboratories
operated by Sandia Corporation
a Lockheed Martin Company
Albuquerque, New Mexico 87185
Patent & Licensing Centsr 11500

25
May 12, 1995

James H. Chafin, Patent Counsel
DOE/AL - Mail Stop 1396

L/gfgjvu_, [’L Cﬂw_/
Grego she, Mail Stop 0161

Notice of Election to Retain Title to Defense Invention Under Class
Waiver W(C)91-004; §-79,030; (SD-5308)

Attached are the original and one copy of Sandia Corporation's Notice of Election to
Retain Title to the referenced Defense Program Subject Invention under Class Waiver
W(C)91-004.

Note: The first three-named inventors are associated with UNM whose work was
performed under AFOSR Contract No. F49620-89-C-0028. It is Sandia’s understanding
that on September 20, 1993, UNM filed its own patent-application. It is further Sandia's
understanding that ownership will be shared with Sandia in view of [Sandia] inventor
Bruce Draper’s contribution. Should DOE grant this request for waiver, Sandia intends
to.enter into an agreement with UNM to allow UNM to be the exclusive licensing agent
for this invention.

GAC:11500:brr

attachments

Copy to:
11500  Subject file

EXHIBIT

\ Exceptional Service in tha Mational Inlerest

i) o)

4

SNLO0D000185




NOTICE OF ELECTION TO RETAIN TITLE
TO THE FOLLOWING DEFENSE PROGRAM SUBJECT INVENTION
UNDER CLASS WAIVER W(C)91-004

DOE No.: $-79,030 (SD-5308)

Date Reported to DOE: July 19, 1993

Title: METHOD FOR FABRICATION OF QUANTUM WIRES AND
QUANTUM DOTS

First Inventor's Name: Bruce L. Draper*

B&R Code: GBO01G3

DOE Program Official: Assistant Secretary for Defense Programs

*The first three-named inventors are associaled with UNM whose work was performed under
AFOQSR Contract No, F49620-89-C-0028.

A copy of the Subject Invention disclosure is attached.

Sandia Corporation hereby elects to retain title to the Subject Invention, under the terms
and conditions of the Statement of Considerations of Class Waiver W(C)91-004 in the
United States and in the following foreign countries:

None,

Sandia Corporation hereby represents that it has conducted a reasonable internal inquiry
and, as a result, it has determined that the Subject Invention falls within the Class Waiver.
Sandia Corporation has further determined that the invention does not fall within
international agreements or treaties of the U.S. Government.

Sandia Corporation further represents that it will attempt to commercialize the invention
through its licensees within five years from the time this election is effective. ' Sandia
Corporation agrees to file, prosecute, and maintain those patent applications and issued
patents on the Subject Invention which are necessary to effectively fulfill its obligations
under the subject Class Waiver and the Technology Transfer Clause contained in the

Sandia Corporation management and operating contract entered into with the Department
of Energy (DOE).

Sandia Corporation further represents that it has determined that the technology is
exportable under General license to all country groups except S, and Z as set forth in
Commodity Controf List Category No. 3E96G. Sandia Corporation further represents that
it will inform all ficensees of any requirements or limitations on export of the technology.

s / SNLO000C 196
Jjﬂ:‘\ |,




DOE $-78,030(8D-5308)

In making its determination that the Subject Invention falls within the subject Class Waiver,
Sandia Corporation has concluded, through its program, classification, nuclear weapons
program office, and technology transfer offices that national security will not be
compromised by the development, commercialization or licensing activities involving the
invention; that no sensitive technical information (classified or unclassified) under any of
DOE's programs will be released to unauthorized persons; that the dissemination of the
technolegy does not contribute to the proliferation of nuclear weapons; and that there will
be no adverse effect on the operation of the Naval Nuclear Propulsion Program or the
Nuclear Weapons Program or other defense activities of DOE by Sandia Corporation taking
title,

Sandia Corporation has provided for the following safeguards for the protection of national
secunity while commercializing the subject matter of this invention:

Sandia has long-standing, resident expertise in security matters concerning
weapons research and development. It has implemented well-developed
procedures that minimize the possibility of any compromise of information
from a national security perspective.

Uniform arrays of quantum-wire structures in both silicon and IHO-V
semiconductor materials have been fabricated by a simple interferometric
technique - dubbed fine-line interferometric lithography. Nonlinearities in
the exposure, development, and etch processes are exploited to make a
periodic grating structure with very narrow lines, much smaller than the fimit
imposed by the linear variation of the aerial image of the optical intensity on
the footrests {one quarter optical wavelength). In addition, advantage is
taken of the highly anisotropic etching of <110> silicon to fabricate
structures with very high aspect ratios (Over 100:1, depth/width), and nearly
atomically smooth sidewalls. \
While the subject invention was funded by Defense Programs it is- so
unrelated to weapons or weapons application as attested by the Weapons
Review and approval dated January 27, 1994,

Furthermore, it is believed that this invention could have non-defense
applications, for example, in both government laboratories and industrial
laboratories involved in materials studies. Tt could eventually also be utilized
by commerical analytical laboratories as well as forensic laboratories.

In addition, the subject invention will be subject to the rigorous investigation
conducted by the technology transfer organization of all potential licensees

S3%

SNLCCO00197




DOE $-79,030(3D-5308)

and/or prospective users of any of Sandia Corporation's technology before
commercialization rights are extended.

Therefore, commercialization of this invention should not adversely impact
national security, but should permit the promotion of technology
development by Sandia in cooperation with DOE.

Sandia Corporation understands that an election of Defense Programs funded inventions is

not effective until approval by the DOE Patent Counsel and concurrence by the Defense
Programs Field Review Official are obtained,

CONCURRENCE:

G. Stanley Hearron
Defense Programs

Date:

APPROVAL:

James H. Chafin
Assistant Chief Counsel for
Intellectual Property

Effective Date:_

GAC: 11500:brr
Copy to:
11500 Subject File

\D (34/\

SNLO0000198




REPRESENTATIONS FOR CLASS WAIVER OF SANDIA INVENTION (06/25/53-1)
(Please sign only if you agrec with the stalements in the box for your organization.)

Sandia sD- _ 2308 poes. /2,030 First Numed Invento; _ Bruce L. Drapex

Caso No.;__/037.000 PROGRAM) DP B&R No: __GB0103 [PATENTS)

(1) Based on my understanding of how this invention will be implemented, in acoordance with Commerse Contral List No. )_El‘?j. October 1992, this
invenlion appears 10 be exporiable under general Jicense 1o all country groups exeep! Sm:‘%— - (Groups: Q - Romenia; § - Libya,
T » Centrel, South Americs; V - Africa, Europe, Mid and Near East, Australin, W - Poland, Hungary, Y - (Former) Soviel Unlon; Z - No. Korea, Cuba).
[CLASSIFICATION or PATENTS]

(2) Exporl of this invention DOES (DOES NOT ]Select One] requise an cxport lisense from the Department of Siato for export in accordancs with the
Interpational Truffic In Arms Regulatings (22 CER-120-130). [CLASSIFICATION or PATENTS]

{3} This inventlon is nol covered by an existing ¢lsss waiver granted by DOE 1o third parties such as work for others, [PATENTS)

(4} Sandis will file prosccute and malntaln any and all patent applications and issucd patents on the subject Invention necessary Lo effectively camry out
Sandia's obligations under the Class Waiver and the Te.ch.nolog‘y Transfer Agreement with DOE of January 13, 1991 . [PATENTS]

(%) This invenﬁo@ WAS NOT }[Selelﬂ ] funded by DOE Defense Program money. [PATENTS]

PATENTS AND LICENSING: Z‘/] ) /Qw{ George H. Libman 11500 )/Z‘CZCIL/
Date

~ (signed) Printed Name snd Crganizalion

(6) No aspect of the program under which this invention was developed or will be used is classified.

(7) Senslive technical information (classifled or unclassified) for which dissemination is contolled under Federal Statutes and Regulations wifl not be
released {o unauthorized persons. :

(8) It is my considered opinion that failure by D{OE 1o retain title in this invention will not adversely affect the operalion of any DOE defense sctivitles.

(%) This invention dots not come within the ambit of Imemational agreements or treaties of the United States known 1o Sandia,

PROGRAM OFFICE: ‘M Ron V. Jones, 1323 20 /@675
(signed) Printed Name and Organization Date !

{(10) 1tis my considercd opinion that the avaiTadility of the technology of the disclosed invention witl have a negligible effect on the profiferation of
nuclear weapons,

(11) This invention does not relate 1o navel nuctear propulsion; uranlum enrichment (including isotope separallon) or slorage and disposal of ¢ither eivilian
bigh level nuclear wasts or spent nuclear fuels,

(12) THIS INVENTION DISCLOSURE 1§ VAMCLAS  (Enter Classification]. Information conceming this Invention 3¥ 1S NOT {Select One] sensitive
under Secion 148 of the Alomic Energy Ael of 1954 ma amended. :

(13) It is my consldercd opinion that National Security WILL NOT be compromised by development, commercislization, os licensing sctivities involving
this invention, '

CLASSIFICATION: A//:Z//%Mﬂ/z’* l«//wﬂmmm Tegud_22 Dex 47

(signed) / 7/f s Printed Name and Organlzation Date

(14) Sandia will atiempt 1o commercialize th e-So;wnhm we years from the time the eleclion of Ude 15 ellective.
- [ - A, Salamone 4212

W Printed Name and Organization Date

TECHNOLOGY TRANSFER: _ .~

l/.‘ iy SNLO0OC0199
LA




WEAPONS REVIEW FOR CLASS WAIVER OF SANDIA INVENTION (11/19/92-1)
{Piease sign only If you agree with the elalarnenis In the box for your organtzailon.)

Sandia SD- Sgpg DOE - ([Z ,OBD First Named Inventor: BH,{ e /\_ : Brﬁpﬂf

case No.._ 105 7. 20O [PROGRAM] B&R No: @,)Bc‘) h3 IPATENTS]

it is my considered opinion that the avallabllity of the 1echnology of the disclosed invention will have a negliglble
effect on the prollferalion of nuclear weapons.

WEAPON REVIEW: M‘Jé C.C Berrks-s203 /%‘}45/

(slgned) Prinled Name and Organization [ate

This form Is to be transmitted to DOE/AL as an attachment to Representations For Class Waiver of Sandia
Invention. :

SNLQQO00200
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DOE F 1526.8

| U'nited States Government _ Department of Energy

memorandum Albuquerqu

ik (3 agh =

pate: June 28, 1995 ’3\ SANDIA NATIONAL
REPLY TO \ LABORRTOUES A
ATTNOF: DAT. . PATENT L O
SUBJECT: Q} 'a.,,
Notice of Election to Retain Title to the Following Defense Program Subject m’-ienuon/
Under Class Waiver W(C)91-004, S-75,030 (SD-5308)-
TO:

K. C. Olsen, Patent Counsel, Org. 11500, MS0161, SNL/NM

Your election to retain title to the above-identified inventions has been approved.
Attached hereto is a fully executed copy of your Notice of Election.

Please send to this office a Confirmatory License in triplicate setting forth the terms and
conditions of the election. For each patent application filed on the above invention, please
complete and execute the Confirmatory License in triplicate and forward it to this office
for recording in the U.S. Patent and Trademark Office. Please also notify this office of
any foreign filing as it occurs and furnish a suvitable Confirmatory License for each such
filing. '

If this office can be of any further assistance, please contact the undersigned at
(505) 845-6664. .

:/..
Russell D, Elliott
: Patent Attorney
- Attachment

cc w/attachment:
GC-62, HQ

@ Peintad on rouyclod papor

A5V SNLO000D202




NOTICE OF ELECTION TO RETAIN TITLE
TO THE FOLLOWING DEFENSE PROGRAM SUBJECT INVENTION
UNDER CLASS WAIVER W(C)91-004

DOE No.: - 8-79,030 (SD-5308)

Date Reported to DOE: Tuly 19, 1993

Title: METHOD FOR FABRICATION OF QUANTUM WIRES AND
QUANTUM DOTS

First Inventor's Name: Bruce L. Draper*

B&R Code: GB0103

DOE Program Official: Assistant Secretary for Defense Programs

*The first three-named inventors are associated with UNM whose work was performed under
AFOSR Contracl No. F4962(-89-C-0028.

A copy of the Subject Invention disclosure is attached. -

Sandia Corporation hereby elects to retain title to the Subject Invention, under the terms
and conditions of the Statement of Considerations of Class Waiver W(C)31-004 in the
United States and in the following foreign countries:

None.

Sandia Corporation hereby represents that it has conducted a reasonable internal inquiry
and, as a result, it has determined that the Subject Invention falls within the Class Waiver,
Sandia Corporation has further determined that the invention does not fall within
international agreements or treaties of the U.S. Government.

Sandia Corporation further represents that it will attempt to commercialize the invention
through its licensees within five years from the time this election is effective. Sandia
Corporation agrees to file, prosecute, and maintain those patent applications and issued
patents on the Subject Invention which are necessary to effectively fulfll its obligations
under the subject Class Waiver and the Technology Transfer Clause contained in the
Sandia Corporation management and operating contract entered into with the Department
of Energy (DOE). '

Sandia Corporation further represents that it has determined that the technology is
exportable under General license to all country groups except S, and Z as set forth in
Commodity Control List Category No. 3E96G. Sandia Corporation further represents that

it will inform all licensees of any requirements or limitations on export of the technology.

SNL00000203




DOE §-79,030(SD-5308)

In making its determination that the Subject Invention falls within the subject Class Waiver,
Sandia Corporation has concluded, through its program, classification, nuclear weapons
program office, and technology transfer offices that national security will not be
compromised by the development, commercialization or licensing activities involving the
invention; that no sensitive technical information (classified or unclassified) under any of
DOE's programs will be released to unauthorized persons; that the dissemination of the
technology does not contribute to the proliferation of nuclear weapons; and that there will
be no adverse effect on the operation of the Naval Nuclear Propulsion Program or the

Nuclear Weapons Program or other defense activities of DOE by Sandia Corporation taking
title.

Sandia Corporation has provided for the following safeguards for the protection of national
security while commercializing the subject matter of this invention:

Sandia has long-standing, resident expertise in security matters concerning
weapons research and development. It has implemented well-developed
procedures that minimize the possibility of any compromise of information
from a national security perspective.

Uniform arrays of gquantum-wire structures in both silicon and III-V

semiconductor materials have been fabricated by a simple interferometric

technique - dubbed fine-line interferometric lithography. Nonlinearities in

the exposure, development, and etch processes are exploited to make a

A . periodic grating structure with very narrow lines, much smaller than the limit

\'/“ = & imposed by the linear variation of the aerial image of the optical intensity on

{/( v '5\ - - & Tootrests fone quarter optical wavelength). In addition, advantage is

-l.a':\f)‘_é\gu ~—--taken~of “tH¢ highly anisotropic etching of <110> silicon to fabricate

T 7 structures with very high aspect ratios (Over 100:1, depth/width), and nearly

e atomically smooth sidewalls.

While the subject invention was funded by Defense Programs it is so
unrelated to weapons or weapons application s attested by the Weapons
Review and approval dated January 27, 1994,

Furthermore, it is believed that this invention could have non-defense
applications, for example in both government laboratories and industrial
laboratories involved in materials studies. It could eventually also be utilized
by commerical analytical laboratories as well as forensic laboratories,

In addition, the subject invention will be subject to the rigorous investigation
conducted by the technology transfer organization of all potential licensees

AT

SNLOD00O204




DOE §-78,000(SD-5308)

and/or prospective users of any of Sandia Corporation's technology before
commercialization rights are extended.

Therefore, commercialization of this invention should not adversely impact
national security, but should permit the promotion of technology
development by Sandia in cooperation with DOE.

Sandia Corporation understands that an election of Defense Programs funded inventions is
not effective until approval by the DOE Patent Counsel and concurrence by the Defense
Programs Field Review Official are obtained.

CONCURRENCE:

G. Stanley He#rron
Defense Programs, e

Date: /;}/,ZZ/f’?f

APPROVAL:

57

zy{s H.-Chafin
ssistant Chief Counsel for
Intellectual Property

Effective Date: é /Z///% aq

GAC:11500:brr
Copy to:
11500 Subject File

ISt/

SNL00000205




—_ . A AL
. COE - 1225.8

United Stales Government Depariment of Energy
m@mgrand um Albuguerque Operations Office

October 1, 1996

DATE:

REPLY TO .
artnor; PAT:AM

SUBJECT: Confirmatory License

TO: .
Paul Gottlieb, Asst. Gen. Cnsl. for Technology Transfer & Intellectual Property, GC-62
(FORSTL), DOE HQ

Attached is an original and one copy of a Confirmatory License in each of the following
cases:

§-79,030 (SD-5308)

//é’:? .
% Cyp lLs
L ¢, <
Armand McMillan

Patent Attorney

Attachments

cc w/o attachment;
Timothy D. Stanley, MS 0161, SNL/NM

EXHIBIT

C

?O,M |/ SNLO0Q00235

@ Prinlad on recyclad paper




5-79,030/SD-5308
September 3, 1996

CONFIRMATORY LICENSE
Application for: Method for Manufacture of Quantum Sized Periodic
Structures in Si Materijals
Inventor(s): ‘ Steven R. J. Brueck, et al
Serial Number: 08/123,543
Filing Date. September 20, 1993
Contract No.: DE-AC04-94ALE5000
Contractor: Sandia Corporation

The invention identified above is a “Subject Invention” under the above-numbered contract. A
copy of the provisions of the above-numbered contract certified on December 13, 1995,
Governing patent rights in the Subject Invention at the time the invention was made, has been
submitted to the U. S, Department of Energy.

The contractor hereby confirms that under the provisions of the above-numbered contract
govemning patent rights, it has granted to the Government a nonexclusive, nontransferable,
irrevocable, paid up license to practice or have practiced for or on behalf of the United States the
Subject Invention throughout the world. This license applies to the invention in the above-
identified patent application and any and all divisions or continuations thereof and any resulting
patent or reissue patent which may be granted thereon.

It is understood and apreed that this docuiment does not preclude the Government from asserting
rights under the provisions of said contract or any other agreement between the Government and

the Contractor, or any other rights of the Government with respect to the above-identified
invention.

The Confract hereby prants the Government an irrevocable power to inspect and make copies of
the above-identified application.

Signed this > dayof oelAT 1956

othy-ﬁ. Stanley —
at nsel

If the invention was made under a subcontract, please identify the Prime Contractor:

, Prime Contract No,

a
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