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Sanidia Licenss 09-C02347 (SD<5308)
STC License COM-0124 (UNM-322)

COMMERCIALIZATION AGREEMENT
BETWEEN

SANDIA CORPORATION
and
STC.UNM
and
THE REGENTS OF THE UNIVERSITY OF NEW MEXICO

(Sandia License 09-C02347, SD-5308)
(STC License COM-0124, UNM-322)

Pursuant to the SANDIA-STC-UNM Memorardum of Uncerstanding (‘“MOU”) on Intellectual Property, executed
on or about August 31, 2006, SANDIA CORPORATION (“SANDIA”), STCUNM (fommerly known as
SCIENCE & TECHNOLOGY CORPORATION) (“STC”), an¢ THE REGENTS OF THE UNIVERSITY OF
NEW MEXICO (“UNM”) reech agreement. as to each PARTY’s responsibilities for commercializing
“INTELLECTUAL PROPERTY™ (defined herein).

U.S. Issued Patent No. 5,705,321 istued on January 6, 1998 .
Title: “Method for Marufacture of Quantum Sized Periodic Swictures in Si Materials”
Inventors: Steven R.J. Brueck, Saleem H. Zaidi, An-Shyang Chu, and Bruce L. Draper.

Responsible Party:

1.

‘The PARTIES agreé that STC, as the PATENI‘ING LEAD, shal undertake all paienting and

prosecution of other protectian of the INTSLLECTUAL PROPERTY.

The PATENTING LEAD shall notify the other PART‘Y in a timely fashion of any decision to
terminate its obligations.

Background:

L One inventor (Draper) was an employs¢ of SANDIA a: ‘the time of development of the:
INTELLECTUAL PROPERTY whose contributions to the INTELLECTUAL PROPERTY is
considered to be entirely SANDIA.

2. Three inventors Brueck, Zaidi and Chu) were emiployees of UNM at the timie of devélopment of -
the INTELLECTUAL PROPERTY whose confributions' to the INTELLECTUAL PROPERTY
are considered tc bé enirely STC.

3. The U.S. Govemment has Government Use Rights in all wor}.s of authorship created and
inventions conceived ar first actua]ly reduced to practice by SANDIA ‘and SANDIA employees,
The Parties agrez to ensure that all interested parties are availed the Governments ‘Use Rights for
such intellsctual properties oxn contracts from the Government.

4, Neither STC, UNM, nor SANDJA know of any autstandmg agreements that identify or encumber
the NTELLECTUAL PROPERTY.

" Intzllectval Property:
1. Technology was disclosed to STC on Septsmberzo 1993 in SD-5308 (Sancha) / UNM 322 (STC).

SANDIA agrees fo reain from lizensing the INTELLECTUAL PROPERTY: SANDIA shall

refer all inguiries regarding licensing for the INTELLECTUAL PROPERTY to STC ard this party

- shall be réferred to as the TICENSING PARTY.
‘The LICENSING PARTY shall notify the other PARTIES in a timely fashion of its decision to

terniinate its obligations.
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Sandia License 09-C02347 (SD-5308) -
STC License COM-0124 ({UNM-322)

‘ Division of Comercialization Proceeds (per EXHIBIT A.):

1. LICENSING INCOME means- all consideration received by either party in any form from
transferring rights in the INTELLECTUAL PROPERTY including, but not limited to, revenue
received from manufacture, use, sale, rental, or sublicensing of the inveation, and equity or any
rights' convertible to equity. LICENSING INCOME does nct include reimbursement of technical
assistance provided: tc the jicensee by any PARTY, or othet services provided as expressly
identified in a License Agreement, :

2. The PARTIES agree to reimburse the PATENTING LEAD, from LICENSING INCOME,; patent
costs of $20,000 as set out n the MOU for patent preparation and prosecution, plus all out-of-

. pocket fees paidto the USPTO. Such out-of-pocket fees paid to the USPTO shall be evidencad by
actual invoices for the filing and prosecution-of any patent applications and the issuance -and'—
maintenance of any patents protecting the INTELLECTUAL PROPERTY and shall not exceed
$25,000 per US. patent. Foreign patent costs, if incurred, shall orly be reimbursed from
LICENSING INCOME derived from sals in the country of filing. If a third party pays patent
cosis, only nfiréimburssd éxgenses incirred by the PATENTING LEAD shall be reimbursed.

3. . STC shall distribute to SANDIA the proceeds of LICENSING INCOME derived fion Ticenses
issved and administered by STC after patent cos: reimbursemenit as follows:
STC: 715 %
SANDIA: 225% °
4, The PARTIES shall make such distributions of LICENSING INCOME within sixty (60) days of

reteipt of siich Licenising Incomie.

This Commercializaton Agreement and Exhikit A (Sandia License 09-C02347, SD-5308, COM-0124, UNM-322)
‘ incorporates by reference the SANDIA-STC-UNMMOU. ' '

Approvedby Sandia Legal
A3

STC.UNM SANDIA CORPORATION

By: M’ m‘lmﬂ‘ By

. L , B
Date: Q/Zﬂ(ﬁ . o Date: é/ 2 ?/ﬁ 7
Naine: Elizabeth J. Kuuttila Name: Harold 8. Morgan 7 _
Title:. President & CEO Title: Sr.Manager, Industry Partnerships-and
Strategy -~

TIE REGENTS OF THE UNiVERSITY OF \TEW MEXICO
By: &g\v’\‘v , \\371/\ .
Date: 6 [ b) OJ 9

Name: Julia Fulghum
Title: VP Research & Economic Development
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Sandia Licensz 09-C02347 (SD-5308)
STC License COM-0124 (UNM-322)

EXHIBIT A

WORKSHEET TO CALCULATE DIVISION OF COMMERCIALIZATION PROCEEDS

1. DETERMINATION OF STC/SNL INVENTOR CONTRJBUT[ON

Enter number of inventors® (Ip ARTY) ‘ 3 ' 1
Inventor contribution = [Ipsxry /( Irozar)] X 90 67.5% 22.5%
2. ADJU STMENT FOR PATENTING LEAD
Adcé 5% for STC as Patenting Lead 5% , . 0%
3. ADJUSTMENT FOR LICENSING PARTY
Add 5% for STC as Licensiﬁg Party 5 %. 0%

4. RESULTING DISTRIBUTION

STC shall share the proceeds of Licensing Income desived from licenses ssued and adminisiered by STC after patent cost -
reimbursemént with SANDIA as foliows:

(Qj ‘For inventors with jdiht appointments, couﬁt as oae-half (1/2) inventor for each party.
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