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UNITED STATES DISTRICT COURT
DISTRICT OF NEW MEXICO

STC.UNM,
Plaintiff,
V.
INTEL CORPORATION, Civil No. 10CV-01077
Defendant.

INTEL CORPORATION'S ANSWER AND
FIRST AMENDED COUNTERCLAIMS TO STC.UNM’S COMPLAINT

Defendant Intel Corporation (“Intel”yswersPlaintiff STC.UNM'’s (“STC”) Gomplaint
as follows:

1. Intel is without knowledge or information sufficient to form a belief as to ttib tru
of the allegations set forth in paragraph 1 of the Complaint and on this basis Intelsimhie
allegations.

2. Intel is without knowledge or information sufficient to form a belief as to the truth
of the allegations set forth in paragraph 2 of the Complaint and on this basis Intelsimhie
allegations.

3. Intel is without knowledge or information sufficient to fornbelief as to the truth

of the allegations set forth in paragraph 3 of the Complaint and on this basis Intelsiehie

allegations.
4. Intel admits the allegations of paragraph 4.
5. Intel objects to the allegations in paragraph 5 of the Complaint as vague,

especially the terms “substantial,” “semiconductor devices,” and “consumerctsddintel
admits that it conducts business in this Judicial District. Intel denies the altegseioforth in
paragraph 5 of the Complaint in all other respects.

6. Admitted.

Dockets.Justia.com


http://dockets.justia.com/docket/new-mexico/nmdce/1:2010cv01077/219883/
http://docs.justia.com/cases/federal/district-courts/new-mexico/nmdce/1:2010cv01077/219883/38/
http://dockets.justia.com/

7. Admitted.

8. Intel incorporates by reference its responses to paragraphsbbve.

9. Intel objects to the allegations in paragraph 9 of the Complawd@gsand
indefinite with respect to the terms “critical dimensions of 45 nm or le8s & result)ntel
denies the allegations set forth in paragraph 9 of the Complaint.

10. Intel denies the allegations in paragraph 10 of the Complaint.

11. Intel denies the allegations in paragraph 11 of the Complaint.

12. Intel denies the allegations in paragraph 12 of tha@aint.

13. Intel denies any allegations in the Relief Requested section of the Complaint.

AFFIRMATIVE AND OTHER DEFENSES

Intel asserts the following defenses. Nothing in these defenses is interadiedl the
identity of the party that bears the burdéproof as to any matter raised in any defense.
First Defense: Failure to State a Claim

14. STC’s Complaint fails to state a claim upon which relief can be granted.

Accordingly, the Complaint should be dismissed.
SecondDefense: Nonrinfringement

15. Intel does not infringe and has not infringed, either directly, indirectly or

otherwise, on any valid claim of U.S. Patent No. 6,042,998 (the “998 Patent”).
Third Defense: Invalidity

16. The'998 Patent is invalid by reason of having been issued in violation of U.S.
patent laws, including but not limited to 35 U.S.C. 8§ 101, 102, 103, 111, 112, 115, or 256, or
judicially created doctrines of invalidity, and the Rules and Regulations bfrtited States
Patent and Trademark Office (“PTQO”) relating thereto.

17.  All asserted claims of the ‘998 Patent are invalid for failure to comply with the
requirements of 35 U.S.C. § 112 due to lack of written description, failure to partiquoarty
outand distinctly claim the subject matter which is regarded as the allegetionyand/or

failure to set forth a written description sufficient to enable a persondskillde art to make



and use the alleged invention without undue experimentation.

18.  All asserted claims of th®98 Patent are invalid under 35 U.S.C182(f)
and/or 116 because the named inventors, by themselves, did not invent the subject matter of the
patent.

Fourth Defense: Lack of Standing/Failure to Join Indispensable Party

19.  Upon information and belief, STC does not oaliright, title, and interest in the
‘998 Pdent and therefore lacks standing to sue based upon the ‘998 Patent. Alternatively, other
owner(s) in the ‘998 Patent are indispensable parties to this action, mandatiisgaligithey
cannot be joined in the litigation

Fifth Defense: Inequitable @nduct

20. The'998 Patent is unenforceable due to inequitable conduct in its procurement
and post-issuance prosecution. Under 37 C.F.R. 8 1.56, the named inventors, the prosecuting
attorneys and agents, and all other persons who were (i) involved in the preparation or
prosecution of the 998 patent and (ii) associated with the named inventors or theessiged
a duty of candor and good faith to the PTO to disclose all information known to be naterial
patentability. One or more of the persons bearing that duty breached thbyhding,
concealing, or misrepresenting known material information with an intent to délcei®?d O.
More specifically, those persons made misrepresentations and withhelhnafiemation
from the PTO in order to obtain initial allowance, and in order to obtain a prioritpftlate
September 20, 1993a-date four years earlier than the priority date on the face of the originally
issued patent.

21. The 998 Patent issued from U.S. Patent Application Serial No. 08/932,428 (“the
‘998 Application”), filed September 17, 1997, on behalf of the University of New Mexico
(“UNM”) . The named inventors on the ‘998 Applicatweere Steven R]. Brueck and Saleem
H. Zaidi. As originally filed, the ‘99&pplicationdid not claim priority tcany earlier filed
patent applications, but instead relied upon the actual filing date of September 17, 1997 as i

priority date.



Double Patenting Rejection and Terminal Disclaimer

22. In an Office Action dated October 14, 1998, the R€f@cted the claims dhe
‘998 Application on the basis of U.S. Patent No. 5,705,321 (‘321 Patent). The ‘321 Patent was
purportedly owned byNM, which was also thisted assigneef the ‘998 patent. Two of the
named inventors on the ‘321 Patent—Brueck and Zardere also amed inventors of the ‘998
Patent.

23. The Examiner rejected tlobaims of the ‘998 Application on several grounds.

) Applicationclaims 1, 15, and 2&%ere rejectedinder the judiciallyereated
doctrine of double patenting over claim 1 of the ‘321 Patehe Hxaminer
explained, “The subject matter claimed in the instant application [the ‘998
Application] is fully disclosed in the ['321] patent and is covered by the patent
since the patent and application are claiming common subject matter, as:follows
all of the steps in the method of the instant invention are comprised in the method
of fabricating periodipatternsas claimed in 5,705,321. Furthermore, there is no
apparent reason why applicant was prevented from presenting claims
corresponding to those of the instant application during prosecution of the
application which matured into a patent.”

i) Applicationdaims 1, 47, 15, 17-20, 23-27, 29-32, 35-37 and 39 were
rejected as being anticipated under 35 U.S.C. § 102(e) by the ‘321t.Pat

i) The remainder athe applicationclaims were rejected over the ‘321 Patent
in view of various secondary references.

24. OnJanuary 14, 1999, UNM’s counsel responthed the 321 Patent did not
disclose the claimed invention of the asserted claims, argelggvery significant differences
exist between the presently claimed invenaod U.S. Patent No. 5,705,321Specifically,

UNM assertedhat the'321 Patent failed to disclose “a nonlinear step such as developing . ..
betweerthe two exposures.UNM further distingiished the asserted claims from 121

Patent by arguing “th®21 Patent simply discloses multipbxposuresn the same level of resist



without processing between the steps, while the present invention claims nonépsausth as
developing (claim 1) . . . between two exposures.”
25. The PTO was not persuaded, and on March 18, 1998 xdmineragain rejected
the claimsof the ‘998 Application.
) The Examiner rejected pending claims 1, 6, 15, and 27 under the judicially
created doctrine of double patenting over claim 1 of the ‘321 Patent.
i) The Examiner maintained the rejection of claims-Z, 45, 17-20, 23, 25-
27, 29-32, 35-37 and 39 as being anticipated under 35 U.S.C. § 102(e) by the ‘321
Patent.
i) The remainder of the pending claims ie tB98 Application were rejected
over the ‘321 Patent in view of various secondary references.
26. On May 18, 1999UNM filed a Responsand Amendment (“May Amendment”)
statingthat the “[a]pplicant asserts that the use of frequency doubling to obtain a piataer
and the redistribution of Fourier intensities to obtain square two dimensional hibles at
resolution limit with square profiles, as disclosed in the presently diamvention, is not
disclosed in the ‘321 Patent.” In the May AmendmEMNM never stated or otherwise agreed
with the Examinethat claim 1 of the ‘321 Pateakaimed,or thatthe gecification of the ‘321
Patentdisclosed the subject matter recited in claims 1, 6, 15, and 27 of the ‘998 Application.
27.  Acquiescing to the Examiner'sgument, howevetJNM executed a Terminal
Disclaimer “in order to expedite prosecution of this case.” The TerminaldDrsal was filed
concurrently with the May Amendment.
28. Inthe May AmendmentJNM traversed the remaining claim rejections under 35
U.S.C. § 102(3) and 35 U.S.C. 8§ 103(a) based on the executed Terminal Disclaimer.
29. OnJune 22, 199%¢ Examiner alleved the ‘998 Applicatiofased upon the
filing of the Terminal Disclaimer The ‘998 Patent issued on March 28, 2000.

Failure to Disclose Multile Exposure Article

30.  Prior to the filing date of the ‘998 Application, named invenBmseck and Zaidi



authored an article entitled “Multiplexposure interferometric lithograghthat was published

in theJournal of Vacuum Science and Techno)d&pgcond Series, Volume 11, Number 3
(May/June 1993). In general, the article describes using interferonit&ography with
conventional lithography to form two-dimensional structures. This articleibesd¢echnology
similar or identical to the technologyaained in the ‘321 Patent. As explained aboke, t
Examiner found the claims of the ‘321 Patent toddevant—in fact largely similarto the

pending claims of the ‘998 Application. Upon information and belief, neither the inventors nor
UNM ever disclosedhis article to the Examiner in charge of examining the ‘998 Application.

Assignment to STC.UNM

31. On August 31, 2004JNM executed an assignment that transferred ownership of
the ‘998 Patent to STC.

32. On September 15, 2008TC'’s President and CEO ElizabgtiKuuttila executed
a power of attornethat appointedRichardLazarus (“Lazarus”) of Barnes & Thornburg LLC to
prosecute thed98 Application on behalf of STC.

Certificate of Correction

33.  Upon information and belief, some time prior to October 2008, 83
informed of a prior art reference, U.S. Patent No. 5,523,258 (“the ‘258 Patent”), thaedender
claimsof the ‘998 Patent invalid under 35 U.S.C. § 102(b). The ‘258 Patent was issued June 4,
1996—more than one year prior to the filing date of the ‘998 Paterithareforeis 8§ 102 (b)
prior art.
34. Onor aboutOctober 2, 20, STC, through counsel Lazarus, filed a Request for
a Certificate of Correction (“the October Request”) that requestdelli@eto “correct” the998
Patent to reflect domestic prity under 35 U.S.C. § 120 to U.S. Application No. 08/490,101
(“the ‘321 Application”)—the Application that ultimately issued the ‘321 Patent.
35. Inthe October Requedtazaruscharacterized the failure to previously claim

priority to the filing date bthe ‘321 Applicationas a mere “clerical mistake.”



36.  Supervisory Patent Examiner Mark F. Huff approved STC’s Request for a
Certificate of Correctiomn November 25, 2008. Mr. Huff was not the Examiner that was
originally in charge of examining the ‘998 Application.

37. In filing the Request for Lertificate of Correction seeking to claim priority to
the ‘321 Application, the STC withheld from the PTO the fact that UNM, its prededaassor
interest, had twice argued to the PTO that the ‘321 Patent did not disclose the alemtion
of the asserted claimd his information was highly materialnce, upon information and belief,
no examiner had ever determined if the application leading to the ‘321 Patent adequately
supports the allowed claims of the ‘998 Patent.

38.  Upon information and belief, prior to filing the October Request, Lazarus had
reviewed the prosecution history of the ‘998 Patent, and had knowledge of the arguadents m
by UNM'’s counsel regarding the distinctions between the ‘998 Application and the ‘321, Pate
but intentionally failed to notify the Examiner of these material statementsinegéne
sufficiency of the ‘321 Patent disclosure.

39. Inthe October Request, Lazarus never identified any text or figures i82the *
Patent that woulddve assisted thHeTO (Examiner Huff)to locate35 U.S.C. § 112, {1 written
description support for at least one claim of the ‘B8@®lication now the ‘998 Patent.

40. Upon information and belief, Lazarus intentionally failed to disclose the
argumentshatUNM’s counsebriginally made with respect to the ‘321 Patent with a specific
intent to deceive the PT&s to the written description and enablement of the claims of the ‘998
Patent, and thereby secure an earlier priority date fardimasof the ‘998 Paten

41. Inthe October Request, Lazarus did not informRfe© (Examiner Huff) that
none of the declarations executed by purported inventors cedtaiy claim to domestic
priority under 35 U.S.C. § 120 or 35 U.S.C. § 365(c), or to foreign priority under 35 U.S.C. 8§
119(a)-(d) or 35 U.S.C. § 365(&)).

42.  Upon information and belief, Lazarus intentionally failed to disclose to the PTO

that the purported inventongver claimedn any of their declaratiorthat the ‘998 Application



had an effetive filing date ofSeptember @, 1993, or otherwise claimed priority to the
application that issued as the ‘321 Patent.

43.  Upon information and belief, Lazarus, among others, filed or caused to be filed
the October Request to obtain an earlier effective filing date for cldithe (998 Patent with a
specific intent to deceive the PTO regarding the lack of 35 U.S.C. § 112, 1 writteptaescr
support in the ‘321 Patent for those claims, which constitutes inequitable conduct ansl tiremder
‘998 Patent unenforceable.

44. STC al® failed to disclose to the PTO as part of its October Request that the
reason for the Request was to get a priority date earlier than the ‘258 Batauntse one or more
claims of the ‘998 Patent were anticipated by the ‘258 Patent.

45.  STC's characterizain of theRequest for a Certificate of Correction as correcting
amere “clerical mistake” was a violation of its duty of good faith and candor 37dé.F.R. 8§
1.56 Far from a clerical mistak@&pplicants’ failure taclaim priority to the ‘321 Application
was consistent with its earlier position during prosecution of the ‘998 Patent, hguaiisii the
‘998 Patent from the ‘321 Patent. On the other hand, its claim of priority to the ‘321 Pagent wa
only adoptedafter STCbecame aware of invalidatingiqr art. This intentional deception with
respect to material information that affects the patentability of the ‘998 Patiem$ clanstitutes
inequitable conduct and renders the ‘998 Patent unenforceable.

Sixth Defense: Estoppel

46. By reason of its conduct in prosecuting the ‘998 path€ is estopped from

receiving some or all of the relief it seeks through its complaint.
SeventhDefense: Patent Misuse

47.  Oninformation and belief, STC has impermissibly broadened the scope of its
patent grant with anticompetitive effect. STC is misusing the ‘998 Patent byntimeerwement
and maintenance of this action, in bad faith, without probable calli®e whileknowing, or
when it should have known, that it had no valid claim of patent infringement aljeistSTC

is also impermissibly broadening the scope of its patent rights by attempénfptoesaid



patentagainstmethods and products not covered by' 888 Patent claims

48.  STChas attempted, through deception, to maintain the validity of the ‘998 Patent
by filing the Request for &ertificate of Correction to claim priority to th&21 Patent. Upon
information and belief, STC was aware that claims of988 Patent would be invalid in light of
the ‘258 Patent but for STC'’s effort to obtain an earlier priority date. ST @stiassof the ‘998
Patent is therefore based, in part, upon the decepageest for Lertificate of Correction
which amounts to patent misuse.

49.  Upon information and belief, STC is also aware of prior art that anticipates one or
more claims of the ‘998 Patent, even if the ‘998 Patent is entitled the priorityfdaee'821
Application. Such prior art includes, but is not limited to, Japanese Kokai Publicati¢tE\4
[1992]-71222 to Jinbo et al. Upon information and be8dfC nevertheless is asserting such
claims. STC’s assertion of known invalid claims amounts to patent misuse.

Eighth Defense: License

50. Intelis licensed to perform some or all of the acts alleged to infringe the ‘998

Patent
Ninth Defense: Dedication tahe Public

51. STC.UNM has dedicated to the public all methods, systems, apparatus, and/or
products disclosed in the ‘998 patent but not literally claimed therein, and is estopped from
claiming infringement by any such public domain methods, systems, apparatus paodicts.

Tenth Defense: Prosecution History Estoppel

52. STC.UNM is estopped by virtue of patent prosecution history from maintaining
that one or more claims of the ‘998 patent cover any products or services made, sskeldhyr
Intel under the doctrine of equivalents.

INTEL'S FIRST AMENDED COUNTERCLAIMS

Intel asserts the followg counterclaims against STC
PARTIES

53. Intelis a Delaware corporation having its principal place of business at 2200



Mission College Boulevard, Santa Clara, California 95054.
54.  On information and belief, STC.UNM is a corporation having its principal place
of business at 801 University Blvd., SE Suite 101, Albuquerque, New Mexico.
JURISDICTION AND VENUE

55. Intel's counterclaims arise under the Federal Declaratory Judgmerz8Act

U.S.C. 882201 and 2202, and under the patent laws of the United States, 35 U&.€e§ 1
56. The Court has subject matter jurisdiction pursuant to 28 U.S.C. 881331 and 1338.
57.  Venue is proper in this Court pursuant to 28 U.S.C. § 1391(b) and (c).

FIRST COUNTERCLAIM
(For Declaratory Judgment of Patent Nonkfringement)

58. Intel incorporates the foregoing admissions, denials, and allegations.

59.  An actual controversy exists between Intel and S3© avhether Intel infringes
directly or indirectlyor othervisethe ‘998 Patent, as STC contends, or does not do so, as Intel
contends.

60. By this Counterclaim, Intel seeks a declaration that it has not infringed dioectl
indirectly or otherwiseand does not infringe directly or indirectly or otherwise any va#ihcof
the'998 Patent.A judicial declaration is necessary and appropriate at thissoroeder that
Intel may ascertain its rights and duties with respect to the ‘998 Patent andspiiatrto any
past, present, or future manufacture, use, importation, distribution, sale or offelefof its
products.

SECOND COUNTERCLAIM
(For Declaratory Judgment of Patent Invalidity)

61. Intel incorporates the foregoing admissions, denials, and allegations.

62.  An actual controversy exists between Intel and STC adhé&ther the ‘998 Patent
is valid, as STC contends, or is invalid for failure to comply with the requirements of
patentability set forth in 35 U.S.C. 88 101 et seq., as Intel contends.

63. By this Counterclaim, Intel seeks a declaration that the ‘998 Patentlgl. A

judicial declaration is necessary and appropriate at thisstintieatintel may ascertain its rights
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and duties with respect to the ‘998 Patent and to any past, present, or future mexufaet
importation, distribution, sale or offer for sale of its products.

THIRD COUNTERCLAIM
(For Declaratory Judgment of Unenforceability of the’998 Patent)

64. Intel incorporates the foregoing admissions, denials, and allegations.

65. The’998 patent is unenforceable duethe applicants’ and STC’s inequitable
conduct in both its procurement and in post-issuance communications wiatére and
Trademark Office (PTO’). The inequitable condutitatnegateshe enforceability of the 998
patentstems fromat leastwo events.

66.  First, the original applicantskwingly withheld material, non-cumulative prior
art from theExaminerin the original prosecutionspecifically, an article by the named
inventorsthat disclosedhe use of multiple exposures in photolithography to form complex
features such as interdigital grating patterns

67. Second, in 200&TC (therthe assignee of tH898 patent) improperly claimed
priority to one of its earlier patents to try and protect the 998 patent from beiriiglaed by
prior art brought to its attention in the coursetsfaatenenforcement efforts. Fraudulently and
with intentto deceive the PTCSTC claimed priority to the earliég821 patent throughn
administrative procedure known a€artificate of Correctionwhich isreservedor clerical,
typographic or minoerrors instead of thenoresubstantive feissué proceethgsthatwould
have been the appropriateethod given the facts and circumstances of this ca$€’sdecision
to circumventsubstantive examinatiomas motivated bits knowledge of thapplicans’
repeatedyehement denials that a priority claim to the '321 patent was proper during tmalorigi
'998 patent prosecution, as welliesdesire to keep damaging new prior art from coming to light
in a reissue examinatiorlJpon information and belief, a reasonable opportunity for discovery
will show thatSTC fraudulently and with intent to deceive the Puithized the Certificate of
Correction procedure and niiereissueproceduren order to avoid: (1) disclasg the prior art

'258 patent, whictsTC knew invalidated some aitl of the’998 patent claims unleghose
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claims were entitled ttheearlier priority; (2) ag examiration as tavhether thé998 patent
qualifies as a continuatiein-part of the '321 ptent;and(3) ary examirationasto whetherthe
claims of thé998 patent aresupporéed by the '321 patent, under 35 U.S.C. 8112n@sessary to
deserve the priority.

The Applicants’ Fraudulent With holding of the Brueck/Zaidi Article During Initial
Prosecution

68.  Four years beforling the '998 patent applicatiom September 1997, the
original named inventor§teven Brueck and Saleem Zaidadauthored an article entitled
“Multiple -exposure interferometric lithographyhat was published in the May/June 1993
Journal of Vacuum Science and TechnoJ&gcond Series, Volume 11, Numbettg(
“Brueck/Zaidi article”). The Brueck/Zaidi article is materialthe '998 patent-thatis, a
reasonable Examiner would have found it relevamthiether the pending claims were
allowable—becausét describes technology similar or identical to the technology claimed in the
'321 patent, which thactual Examiner in faatsed as prior art to reject the '998 patent. Upon
information and belief, a reasonable opportunity for discovery will shownthtiter the
inventors nor UNM ever disclosed this article to &), despite having a duty to do so.

69. The BrueckZaidi article is prior art to th®98 patentunder 35 U.S.C. 88102 and
103. Even if STC had proper clainto priority to the '321 paterds 0f2008(sothat the
Brueck/Zaidi articlenaynot qualify asprior art to the '998 patent today), the original applicants
vehemently denied that the '998 pdteras entitled to that priorityn 1998 and 1999. Therefore,
they had no basthenfor failing to disclosetie Brueck/Zaidi article as prior dd the PTO.

70.  Moreover, theBrueckZaidi article is not cumulative of tH821 patent and
therefore hado be independently disclosed to the PTO notwithstantirigchnical similarityto
the '321 patenthecause its a different form of prior art. Unlike tH&21 patent, the
BrueckZaidi article is prior arais apublication printed more than one year prior toghtent
applicationdate For this reasorthere was no administrativeechanism-like the Terminal

Disclaimerthe applicantsiltimatelyused to sidestep the Examiner’s rejecbasecddn the '321
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patent—thatcouldbeused toovercomea rejection based dhe Brueck/Zaidarticle. Upon
information and belief, a reasonable opportunity for discovery willvdhat the applicants
fraudulently withheldhe Brueck/Zaidi articlewith intent to deeive the PTQin order to hide
evidencehat they believed would prevent them from obtaining the '998 patent.

STC's Fraudulent Priority Claim to the '321 Patent Eight Years After Issuance

71.  As originally filed, the '998 patent application did not claim priority to any
earlierfiled patent applications, but instead relied upon the actual filing date ohSepté7,
1997 as its priority date.

72.  During the decade between tl998 patent application’s filing in September 1997
and UNM'’s assignment of the '998 patent to STC in August 20@7nventorsandUNM never
made any claim that the '998 patent was related to the '321 patevdasentitled to any priority
based on the '321 patent.

73.  Far bgrond mere silence on the issue, during prosecution of the '998 pghatent,
applicants repeatedly denigmithe PTO that the '998 patent invention was related to the '321
patent.

74.  STCnow contends thatll claims ofthe’998 patentareentitled to a priority date
of September 20, 1993. Specifically, STC now contends that thgp&88tis a continuation-
in-part of the '321patent which, in turn, is a continuation of U.S. Patent Application No.
08/123,543, filed on September 20, 1993.

75. During prosecution of the '998 patetlie Examiner’sirst Office Action rejected
all proposed claims on grounds of either douysdéenting or anticipatiom light of the’321
patent(as well aother prior art references)n response, on January 14, 199@, applicants
argued in formal written submissions to the PTO that321 patent dichot disclose the
invention claimed in the '998 patent. The applicangsied that Very significant differences
exist between the presently claimed invention drfsl Patent No. 5,705,321 (émphasis
added). Specifically,the applicantasserted that th821 patent failed to disclose “a nonlinear

step such as developing . . . between the two expdsaresture of the 998 patent clairtisat
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the inventors believed to be novel. UNM further distinguished the '998 déémts from the

'321 patent by arguing “the ‘321 Patent simply discloses multiple exposures imtledeszel of
resist without processing between the steps, while the present inventios ctaitimear steps
such as developing (claim 1) . . . between two exposures.”

76.  The record demonstratemnd a reasonable opportunity for discovery fuither
show,thatUNM, the inventors and the prosecuting attorrei/believedthat the’998 patent
application and claimdiscloeda separate andifferent invention not found in or supported by
the’321 patent or anyother prior patent or application.

77.  After considering the applicants’ response and arguments, the Examingillwas
not convinced that the '998 patedimsshould be allowed, and again issued an Office Action
rejecting then on grounds of double-patenting and anticipation by the '321 patent. On May 18,
1999 the applicantagain argued in formal written submissions to the PTO that the "agdnp
did not disclose the invention claimed in the '998 patent. The applicants stated in their second
response that “the use of frequency doubling to obtain a denser pattern and thieutsahstrf
Fourier intensities to obtain square two dimension&dat the resolution limit with square
profiles, as disclosed in the presently claimed invenigonot disclosed in the ‘321 Pateht
(emphasis added). The applicanéseracquiesced in thExaminer’'srejectionsor otherwise
agreed that th&21 patent claimedorthat the'321 specificationdisclosed, theubject matter
recited in the claimsf the’998 patent On the contrarthe record demonstratesda
reasonable opportunity for discovery wikthershow,thatthe inventors and the proseagfi
attorneys continued to believe that the '§@&entdisclosed a different invention, not found in
the’321 patent or any prior patent or application.

78.  Notwithstanding their continuedisagreementvith the Ecaminer’s rejection of
the’998 patentlaims,however, in conjunction wittheir second response the applicants
executed a Terminal Disclaimtr relinquish that part of the '998 patent term that would have
otherwise extended beyond the term of the '321 pafEmir reason for exeang the Terminal

Disclaimerwas not to acquiesce in the Examiner’s conclusions, ladrtonistratively resolve
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the Examiner’s objection “in order to expedite prosecution.”

79.  Upon information and belief, a reasonable opportunity for discovery will show
that the applicantsever considered the '998 patent to be a continuatiqartof the’321
patent becaus@nter alia, it does notneet the requirement of “ repdatj] some substantial
portion or all of the earlier nonprovisional applicatiodanual of Patent Examinatio
Procedure §201.08. Tlapplicantdid notmistakenly or typographicallyfail to claimpriority to
the '321 patenttheyaffirmatively believeda priority claimwasinappropriate.

80. OnJune 22, 1999, the Examiner allowed the ‘8@&ntbased upon the Teinal
Disclaimer and it issued on March 28, 2000.

81. UNM thenassigned its rights to STC on August 31, 2007.

82.  Upon information and belief, a reasonable opportunity for discovery will show
that sometimafter UNM’s assignment, but prior to October 2008, S&&red ofin
invalidatingprior art reference, U.S. Patent No. 5,523,258 (the “ 'Z&8mt").

83.  On or about October 22, 20G8ser eleven years after tapplicants filedhe’998
patent aplication, STC through counsel filed a Request for a Certificate of Corregtiothe
PTO. Through this procedure STC souightcorrect” the’998 patent to reflect priority to the
'321 patent

84. A Certificate of Correction is only appropriate under specific circumstances
narrowly described in the officiatatutes andules governing PTO practicén order for tls
procedure to bavailable, “[tlhe mistake must be: (1) of a clerical nature; (2) of a typogaph
nature, or (3) a mistake of minor characteMPEP 1481. If the above criteria are not satisfied,
then aCertificate of Correction for an applicant’s mistake will not issue, asgueimust be
employed as the vehicle to ‘correct’ the patentl” A Request for a Certificate ofa@rection
goes to théTO’s Certificateof Correction Branch, which is not charged with standard patent
examination and assessment of claims in view of prior art. MPEP 8§81485.

85. Issues that cannot properly be addressed through a Certificate of Cornegsibn

be handled through “reissue” proceedings, on which there is no time limit, and which S@C coul
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have used once it decided to seek priority to the '321 patent.

86. As alleged above, the decision not to claim priority to the '321 patent before
October 28, 2008 was not elérical’ or “typographical” error, but was rather based upon the
applicants’ firmlyheld belief that the '998 patent disclosed and claimed a different invention that
was not found in and is not supported by the '321 patent. Nor was this issue ‘miriooUut
the priority claim, the '998 patent would be invalidated by the 258 patent that STC had
subsequently learned of. Upon information and belief, a reasonable opportunity for giscover
will show that ly falsely representing the ngwiority claim as something that could be
addressed through a Certificate of Corratti®TC intended to and did mislead the PTO so that
it could avoid any scrutiny of facts or issues that would result in the PTO fioldimgs of the
'998 patent invalid.

87. Inreissue proceedings, STC would have been obligated to disclose the newly-
discovered '258 patent prior art, and an Examiner would have scrutinized the approwiatenes
the priority claimbased on the disclosure of the '321 patent. When, as part of a continnation-
part application, the PTO becomes aware of prior art that coulddata@klaimsatissueunless
thoseclaims are entitled to threquested earligariority date, the Eaminer mussubstantively
evaluate whether the claims areited to the priority If the Examiner is not convinced that the
alleged parent patent comaia description of the clainasissue that is sufficient to satisfy 35
U.S.C. 8112the Examiners toreject the claims.n the case of the '998ent‘correction”

STC denied the PTO the opportunity to conduct this evaluation by withholding material
informationand avoiding the reissue proceedingkichwere necessary under the
circumstances

88. Inthe Request foCertificate of CorrectionSTC and its counseharacterized the
failure previously to claim priority to the '32datentas a “clerical mistee,” and without further
discussion of the original prosecution history #melapplicants’ prior positions to the contrary,
that correction was appropriate because the '321 and 998t pgelications were copending (as

required by ruleand ‘that the gplications have common subject matterg., method of
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obtaining a pattern by coating, exposing, etc.” (emphasis added).

89. STC’'sRequest foCertificate of Correctiommittedand misrepresentday facts
thatwere materiato boththe priority claim andhevalidity of the '998 patentFirst, STCdid
not disclosehe’258 patent which is material prior agnd makes the claim for priority essential
to sustaining the validity of the patent. Upon information and belief, a reasonable opyportunit
for disavery will show thaSTC was aware that th258 patentinvalidatedone or more claims
of the 998 @tent,andthatSTC’s new awareness of tt858 patentmotivated itto make the
priority claim. SecondSTCdid not alert the PTO to the fact hat the aggoik had twice
affirmatively denied the vergame similarityto the ‘321 patent th&TC waghen hoping taely
upon for its priority claim. And, STC misrepresented that it was a clericedigliethat the
original applicants had not initially soughgrginuationin-part status.

90. These omissions and statemewsre allmaterial becausaCertificate of
Correction to change priority is only proper if, among other things, it is claartfie record of
the patent and the parent application(s) that priority is appropiifiere was no such clarity at
the time STC filed its Request. First, the applicants and Wiekér took the position that
priority was appropriate before assigning the '998 patent to STC. SecondatheEis
rejections based on th821 patent during prosecution of the '998 patent did not constitute a
finding that priority was appropriatédNo Examinerhadever concluded that th821 patent
supported the '998 patent claims under 35 U.S.C. 8h&2ejections during prosecution oéth
'998 patent were not analyses under Section ElL2thermorethe rejections weneot final, and
were ultimately unresolved becauke aipplicants decided to voluntarily “expedite” the
prosecution by filing the Terminal Disclaimer

91. Becausen its RequesSTCtook aposition about thé&21 patent priority claim
that directly contradictethe inventors’ and applicants’ repeated position on the topic, and
because the Request was calculated to ganid did avoidjhe samd=xaminer who had
considered the inventors’ earlier position on the topic, the duty of capgbcable to patent

prosecution required that STC inform the PTQ@hef full relevant factual record
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92.  Shortly after STC'RRequestdeprived of an accurate factual regadd without
substantive examination, the PTO approved STC’s Request for a Certificateaxfti@aron
November 25, 2008. There is no indication that any PTO official involved in the original '998
patent examination played any role in approving the Request for Certificatereton.

93. Upon information and belief, a reasonable opportunity for discovery will show
that n light of the facts known to STC, the inventors and STC'’s attorneys in 2O
intentionally misleading and fraudulent for STC to use teaificateof Correction procedure to
obtain an earlier priority date for the '998tpnt. STC'’s characterization of the applicaptr
decision not to seek priorigs a mere “clerical mistake” was false, and a violation of its duty of
good faith and candor under 37 C.F.R. § 1d&6was $C's failure to disclose th@58 patent
prior art andits failure to alert the Certificate of Corrections branch to positions the ingentor
had taken thawereinconsistent witt5TC’sadministrative priority claim

94. The applcants’ and STC’stentional deception during and after prosecution of
the '998 patent constitutes inequitable conduct and renders thed®38& pnenforceable.

PRAYER FOR RELIEF

WHEREFORE, Defendant and Counterclaimant Intel prays for religillasvs:

a) That the Court enter judgment in favor of Intel and against STC,;

b) That the Court declare that the ‘998 Patent is invalid;

c) That the Court determine and declare that Intel and its products have not infringed

directly or indirectly and do not infringe do#y or indirectly the ‘998 Patent;

d) That the Court declare that the ‘998 Patent is unenforceable;

e) That STC take nothing by its Complaint;

f) That the Court deny any and all of STC’s requests for relief;

g) That the Court award Intel its attorneys’ fees and litigation expenses undes.85 U

8 285 or on any other applicable basis; and
h) That Intel receive such other and further relief as the Court deems appropriat

Intel reserves all rights to amend or supplement its Answer, Defenses, andr€laims
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in accordance with the Federal Rules of Civil Procedure.

Respectfully submitted,
ATKINSON, THAL & BAKER, P.C.

By_ /s/ Douglas A. Baker
Douglas A. Baker

Clifford K. Atkinson

201 Third Street, N.W., Suite 1850
Albuquerque, NM 87102

(505) 764-8111

Robert A. \an Nest

Brian L. Ferrall

Paven Malhotra

Benedict Y. Hur

KEKER & VAN NEST LLP

Chad S. Campbell
Jonathan M. James
Timothy J. Franks
Mark E. Strickland
Jonathan L. McFarland
PERKINS COIE LLP

Attorneys for Defendant
Intel Corporation

CERTIFICATE OF SERVICE

The undersigned hereby certifies that on Februay2Q#1, the foregointntel
Corporation’s Answer and First Amended Counterclaims to STC.UNM’'S Complaist
electronically filed with the Clerk of Court using the CM/ECF system, whidlsend
notification of such filing to all counsel of record.

ATKINSON, THAL & BAKER, P.C.

By_/s/Douglas A. Baker
Douglas A. Baker
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