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UNITED STATES DISTRICT COURT
DISTRICT OF NEW MEXICO

POULIN VENTURES, LLC,
a New Mexico Corporation,

Plaintiff,
V. No.1:19-cv-01031-JCH-GBW

MONEYBUNNY CO., a Wyoming
Corporation, and LAUREN LEE
MITCHELL, also known as LAUREN
SCOTT, an individual,

Defendants.

MEMORANDUM OPINION AND ORDER

This matter is before the Court on Plain®oulin Ventures, LLC’s Motion for Default
Judgment (ECF No. 15), Defendants MonegBy Co. LLC and Lauren Lee Mitchell a.k.a
Lauren Scott's Motion to Set Aside Clerk’s tBn of Default (ECF No. 19), and Plaintiff’s
Motion for Leave to Fil&Surreply (ECF No. 28).

After carefully considering the motions, the CoENIES Defendants’ motion to
dismiss for lack of personal jurietion over Defendant MoneyBunny, bWRESERVES
RULING as to whether personal juristion exists over DefendamMitchell. The Court further
VACATES the Clerk’'s Entry of Defalt against DefendantdDENIES without prejudice
Plaintiff's motion for default judgment andENIES Plaintiffs motion for leave to file a
surreply.

l. Background

A. Factual Background
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Plaintiff is a New Mexico linted liability company heaglartered in Albuquerque. It
provides health services and proti) including health and fiéss programs and goods. It also
provides fashion items such akthing and sunglasses. It owpsotectable interests in the
trademarks “LadyBoss” and “LadyBoss Swagbllectively “LadyBoss Marks”) for apparel,
eyewear, and retail services. Plaintiff's LadgBoSwag design mark is registered with the
United States Patent and Trade Office (USPTO)'rfetail store services featuring a variety of
goods in the field of apparel.” Compl. T 11,42tECF No. 1. It has been using the LadyBoss
Swag mark in commerce singe at least Augu&086. Its LadyBoss word miais the subject of
a pending application for sunglasses and rfifdihas been usinghe LadyBoss mark in
commerce for sunglasses since August 29, 2016tPiaells its LadyBas-branded products on
its website, www.ladyboss.conmc. magazine listed LadyBoss asmmoer four in its list of
“2019 Inc. 5000: The Most Successful Companies in America,” which is the magazine’s annual
guide to the 5,000 fastest growingvate companies in America. @mpl. { 15 ab. Plaintiff has
about 222,000 Instagram followers, 816,000 Facebook followers, and 32,000 YouTube
subscribers.

Plaintiff alleges that Defendant MoneylBny Co. and its founder and owner Lauren
Mitchell have been offeringand selling anti-blue light gé&ses using a mark identical to
Plaintiff's. MoneyBunny is a limitediability company registeresh Wyoming with its principal
place of business in California. Ms. MitchellasCalifornia resident. Ms. Mitchell submitted an
affidavit stating that shes “the managing membeof both MoneyBunny Co., LLC and
LadyBoss Glasses, LLC,” and that LadyBdStasses and MoneyBunny are “affiliate[s].”
Mitchell Aff. 19 3, 5 at 1, ECF No. 19-1.

Ms. Mitchell “does business as” Moneylny, and, as such, both Ms. Mitchell and

MoneyBunny are “engaged in the business of spliyeglasses, spedéilly anti-blue light

2



Case 1:19-cv-01031-JCH-GBW Document 37 Filed 10/27/20 Page 3 of 23

glass, and h[ave] been offerirand selling those glasses usiagmark identical to Poulin’s
LADYBOSS mark in connection with its ‘LADYBGOS’ glasses.” Compl. § 10 at 3-4. According
to Plaintiff, Defendants sell their HfBoss-branded products on their website,
www.ladybossglasses.com anamote their products on Facebamkd Instagram. Ms. Mitchell
explained in her affidavit that LadyBoss Glassegerates a website that sells products that ship
both nationally and internatnally.” Mitchell Aff. § 3.

The parties have some litigation historyls. Mitchell previously filed a federal
trademark application for thaark “LADYBOSS GLASSES” for th retail sale of sunglasses.
Mitchell Aff.  13. In September 2018, she received a response from the USPTO that a
“trademark attorney ha[d] seamth the Office’s database ofgistered and pending marks and
ha[d] found no conflicting markihat would bar registration(inder certain federal trademark
laws.Id.  14. Plaintiff opposed Defendahapplication before th&rademark Trial and Appeal
Board (TTPB), which hears trademark registnatdisputes. Plaintiff's opposition notice clearly
disclosed Plaintiffs New Mexio address. MoneyBunny did remiswer Plaintiff’'s opposition, so
in February 2019, the TTBP entered default mgfaMoneyBunny and ordered it to show cause
why default judgment should not be entededApril 2019, MoneyBunny did eventually respond
and the default was lifted.

In the summer of 2019, Plaintiff's Clii€executive Officer, Bandon Poulin, sent
Defendants a cease-and-desist letter demandatghby stop using the LadyBoss mark because
it constituted infringment. Defendants did not respond.. Moulin then contacted Defendants
by writing MoneyBunny through Facebook messenger @ telephone call. During a July 2019
call, Ms. Mitchell admittd to Mr. Poulin “that she knew d®Poulin’s products, services, and
LADYBOSS Marks before beginning hené her company Moneybunny Co.’s use of the

LADYBOSS mark.” Poulin Aff. § 3, ECF No. 15-3.
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B. Procedural History

In November 2019, Plaintiff successfully moved to stay TTPB proceedings to pursue this
lawsuit. On November 6, 2019, ditiff filed a complant in this Court alleging the following
claims against Defendants: a violation ot tBection 32 of the Lanham Act, 15 U.S.C. §
1114(1)(a) for trademark infringemte(Count 1); a violation oSection 43(a) of the Lanham
Act, 15 U.S.C. § 1125(a)(1) for falslesignation of origin (Count;2} violation of Section 43 of
the Lanham Act, 15 U.S.C. § 1125(c) for ®athrk dilution (Count 3)a violation of New
Mexico’s Unfair Practices A¢N.M. Stat. Ann. § 57-12-&t seq(Count 4); a violation of New
Mexico’s Trademark Act, N.M. Stat. Ann. § 3B-15 for trademark dilution (Count 5); and a
violation of common law for tragmark infringement (Count 6).

Proofs of service filed by Plaintiff showahthe complaint was served on MoneyBunny’s
registered agent in Wyomg on November 12, 2019 and on Mditchell personally on
November 20, 2019. On December 30, 2019, the GderiCourt, in response to Plaintiff's
request for entry of default, fillethe Clerk’s Entry of Default ajnst Defendants for their failure
to plead, appear, or othenwigefend in this case.

On February 7, 2020, Plairftifmoved to secure a defaujudgment, sting that
Defendants were defaulting partietio had failed to appear. Asrpaf that motion, Plaintiff
also provided evidence of what it describedaas‘interactive” websiteand social media that
Defendants use to promote andl seeir products. ECF No. 15 46. According to Mr. Poulin’s
affidavit, he visited Defendants’ website, wwwvaydossglassess.com, ang hifidavit describes
the website’s workings. He stated that the welaltavs a user to select New Mexico as a ship-
to state. If a user selects WeMexico, then the website calctda shipping and tax costs. In
addition, the website allows consumers, inglgdthose in New Mexico, to subscribe to

Defendants’ promotions and giveaways by joinDefendants’ VIP email list. Consumers can
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communicate with Defendants via their website, or through Defendants’ social media (Facebook
and Instagram) accounts. Mr. Haualso attached various screenshots of Defendants’ website,
social media accounts, asdreenshot images Diefendants’ glasses.

On February 21, 2020, fourteen days aftexirRiff filed its ddault judgment motion,
counsel for Defendants entered aspl entry of appearance for the “purpose of contesting lack
of personal jurisdiction.” ECF &l 16. The parties stipulated to an extended deadline of March 9,
2020 for Defendants to respond to Plaintiff's déffjudgment motion. Othat day, Defendants
responded in opposition to entry of a default judgim Rather than answering the complaint,
they also separately moved to set aside they evf default, citing Federal Rules of Civil
Procedure 12(b)(2) and 55.

Concerning their Rule 12(b)(2) motion to dissfor lack of personal jurisdiction, the
Defendants submitted Ms. Mitchsllaffidavit. Ms. Mitchell dered knowing of “Poulin['s] ...
specific claims of trademarkfimgement.” Mitchell Aff. § 17. Sé attested, and Plaintiff does
not dispute, that she has no personal physical presence in New Mexico. Nor does Plaintiff
dispute that Defendants are nagistered to do business in Né&exico; do not own or have any
buildings, land, addresses, f@®ne listings, or bank accosnin New Mexico; have no
employee or agents in New Mexico; send no engagyto New Mexico; file no tax returns, and
direct no advertising spewélly to New Mexico.

Regarding LadyBoss Glasses’ website opemtiMs. Mitchell stated that the website
“sells products that ship bothationally and internationally.’ld. § 11. LadyBoss Glasses
advertises globally “but does nspecifically advertise in Ne Mexico,” and LadyBoss Glasses
has “sold approximately 100 glass® persons with New Mexicaddresses,” which amounts to

“less than 0.5% of salesldl. 1 10, 12. Defendants claim, among other thitigs, the Court
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lacks personal jurisdiction over them becausgr tbontacts with the forum state, New Mexico,
are insufficient and that would be unfair for them ttitigate in New Mexico.

The Court proceeds to analyzeithjurisdictional argument.
Il. Defendants’ Motion to Dismiss fa Lack of Personal Jurisdiction

A. Standard of Review

Plaintiff bears the burden to establish that personal jurisdiction exists over Defendants.
Behagen v. Amateur Basketball Ass’n of U,STA4 F.2d 731, 733 (10th Cir. 1984). Where, as
here, no evidentiary hearing is held, a plaintiff only needs to make a prima facie showing that
personal jurisdiction exist€ory v. Aztec Steel Bldg., Ind68 F.3d 1226, 1229 (10th Cir. 2006).
Under the prima facie standard, “the plaintifay defeat a motion tdismiss by presenting
evidence (either uncontested allegations in its dampor other materials, or an affidavit or
declaration) ‘that if true wouldupport jurisdiction over the defendantXMission, L.C. v.
Fluent LLG 955 F.3d 833, 839 (10th Cir. 2020) (quotidiyll Holdings, Inc. v. Royal Ins. Co. of
Can, 149 F.3d 1086, 1091 (10th Cir. 1998)). If the jgartpresent conflicting affidavits or
materials, then the Court must accept Plaintgfgperly documented evidemyaproffers as true
and construe them in the light most favorable to PlairBée Wenz v. Memery Crystab F.3d
1503, 1505 (10th Cir. 1995). Thus, the Court \aiticept as true any facts in the Defendants’
evidentiary submissions that do not conflict wahything in the record, either by way of
Plaintiffs complaint or other submissions. Where conflicts do exist, they are resolved in
Plaintiff’s favor.

B. Personal Jurisdiction Framework

The personal jurisdiction requirement flows from the Due Process Clause, which protects
an individual’s liberty interest in avoiding therdens of litigating in amunfair or unreasonable

forum. Peay v. BellSouth Med. Assistance RIad5 F.3d 1206, 1210-11 (10th Cir. 2000). This
6
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case involves claims under both federal law (thehlaan Act) and state law, so jurisdiction rests
on a federal question, 28 U.S.C. § 1331, amgbkmental jurisdiction28 U.S.C. § 1367. To
determine whether a court may exercise jurisalicover a defendant ia federal question case,
the court must examine (1) whether the fedeedltt confers jurisdictioby authorizing service
of process on the defendant, af&] whether the exercise dirisdiction would violate due
processSeePeay 205 F.3d at 1209. Neither party contetiast the Lanham Act provides for
nationwide service of process. Rather, bothigsragree the Court must apply the law of the
state in which it sits,.e. New Mexico law.See Dudnikov v. Chalk & Vermilion Fine Arts, Inc.
514 F.3d 1063, 1070 (10th Cir. 2008) (holding thdtere neither federal act provided for
nationwide service of process, Federal RuleCoil Procedure 4(k)(1X) commands court to
apply law of state in whicdistrict court sits).

New Mexico’s long-arm statute uses a threpdest to decide ipersonal jurisdiction
exists: (1) the defendantact must be one enumerated in libveg-arm statute; (2he plaintiff's
cause of action must arise fronethct; and (3) there must bdfgtient minimum contacts with
New Mexico to satisfy due procesSee Tercero v. Roman Catholic Diocese of Norwich,
Connecticut 2002-NMSC-018, T 8, 132 N.M. 312, 316, 48 P.3d 50, 54. The reach of New
Mexico’s long-arm statute exteng@ersonal jurisdiction as far as constitutionally permissidle.

1 6. The constitutional standard requires that an out-of-state defendant “both ‘purposefully
established minimum contacts within the foritate” and that the ‘assertion of personal
jurisdiction would comport with ‘fair play and substantial justiceC% Med. Werks, LLC v.
CeramTec GMBH 937 F.3d 1319, 1322 (10th rCi2019) (quotingBurger King Corp. V.
Rudzewicz471 U.S. 462, 476 (1985)). The defendantsduct and conneot with the forum

state must be such that it would reasopaiticipate being haled into court thevéorld-Wide

Volkswagen Corp. v. Woodsah4 U.S. 286, 297 (1980).
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The minimum contact reg@ment may be satisfied iwo ways — through general or
specific jurisdiction.See Trujillo v. Williams465 F.3d 1210, 1218 & n.@@0th Cir. 2006).
Plaintiff does not contend thgeneral jurisdiction exist&eeECF No. 22 at 10. Accordingly, the
Court only examines whether, e parties frame it, the Court ynaxercise specific jurisdiction
over Defendants. A court may exercise spedifigsdiction if a defadant has purposefully
directed his or her activities at the residentshef forum and the lawsuit results from injuries
arising out of or relatig to those activitieBurger King 471 U.S. at 47201d Republic Ins. Co.

v. Cont’l Motors, Inc. 877 F.3d 895, 909 n.19 (10th Cir. 2017)he purposeful direction and
‘arising out of’ requirements togeer comprise the minimum contacts analysis.”) Not just any
contact with the resident of arton will establish minimum contacts with that forum; rather, the
court must look at whether theiean act in whichthe defendant purposéffp availed itself of

the privileges of conducting tadties within the faum state, thus invoking the benefits and
protections of the state’s lawSee Trujillg 465 F.3d at 1219 (quotirndanson v. Denckla357
U.S. 235, 253 (1958)). A single act can supportslidgtion, so long as it creates a substantial
connection to the forunBurger King 471 U.S. at 475 n.18.

If the plaintiff carries its burden of prodb show that the defendant has minimum
contacts with the forum stat¢hen the court nexasks if the defendant “has presented a
‘compelling case that the presence of sootlker considerations auld render jurisdiction
unreasonable.’"C5 Med. Werks 937 F.3d at 1323 (quotir@ld Republi¢c 877 F.3d at 904). The
district court examines unreasonableness by censgl“(1) the burden on the defendant, (2) the
forum State’s interest in resohg the dispute, {3the plaintiff's interesin receiving convenient
and effective relief, (4) the interstate judicial system’s interest in obtaining the most efficient
resolution of controversies, and (5) the shanerest of the several states in furthering

fundamental social policiesXMission,955 F.3d at 840 (quotingld Republi¢ 877 F.3d at 909).
8
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C. Personal Jurisdiction over MoneyBunny

i. Purposeful Availment

The Tenth Circuit has described differentfposeful direction imeworks” to analyze
minimum contactsOld Republi¢ 877 F.3d at 905, 909. Both pastieite to and rely on the
“harmful effects” framework pradated on a defendant’s “harmfeifects in the forum stateld.
at 905! Plaintiff relies on the @reme Court’s decision i@alder v. Jones465 U.S. 783 (1984),
a case “which addressed what it means to expressly aim action at a specificX3fiasidn,
L.C., 955 F.3d at 841. IG@alder, actress Shirley Jones filed a libel suit in a California state court
against a Florida-baseadiational Enquirerreporter and editor. Theureme Court held that the
California court could exercisgpecific jurisdiction over the Btida defendants because their
“intentional, and allegedly ttious, actions were exmssly aimed at California.Calder, 465
U.S. at 789. The Court identified the followiegntacts with Californianearly 600,000 copies
were distributed there, “[t]harticle was drawn from Californiaources, and the brunt of the
harm, in terms both of [the plaintiff's] emotidndistress and the injury to her professional
reputation, was suffered in Californiagd. at 785, 788-89, thereby kiag the story “forum-
focused” in CaliforniaWalden v. Fiore571 U.S. 277, 290 (2014).

The Tenth Circuit distilled theCalder effects test” down to three requirements: “(a) an
intentional action ... , that was)(bxpressly aimed at the forunat ..., with (c) knowledge that
the brunt of the injury would be felt in the forum sta®ltl Republi¢ 877 F.3d at 907 (quoting

Dudnikoy 514 F.3d at 1072) (alterations in original) Ofd Republigthe Tenth Circuit held that

! Defendants cite a framework for examining vieeta foreign corporation’s contacts with a
forum state are “continuous and systematseé Trierweiler v. Croxton & Trench Holding
Corp., 90 F.3d 1523, 1533 (10th Cir. 1996). Howevererweiler proposes a test for general,
not specific, jurisdictionSee id Because Plaintiff has concedédt general jurisdiction does not
exist, the Court does thaddress or apply tHerierweiler framework.

9
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specific jurisdiction did not existver an Alabama airplane engi manufacturethat published
faulty information on its online service manualsd website bulletins thatere accessible to a
Colorado airplane mechanic. 877 F.3d at 900. frezhanic who subsceb to the service
manuals consulted them and defendant’s onlinketins in repairing an airplane, both of which
contained defective informatioredding to the airplane’s cradt. at 901-902. The district court
granted the defendant’s Rul2(b)(2) motion and th&enth Circuit affirmedld. at 902, 918.
The defendant’s “mere awareness” that Colon&sidents would subscribe to its online service
manuals (which had become freglyailable to the public at thteéme of the faulty repair) and
that those manuals could lead to an injugs insufficient toestablish jurisdictionld. at 917
(stating that “undeCalder the mere foreseeability of causing an injury in the forum state is,
standing alone, insufficient twarrant,” jurisdiction) (quotindudnikoy 514 F.3d at 1077). The
court described the defendantigernet activities as akin to an online poster who does not
subject itself to personal jurisdiction by “merely posting information on the internet” that is
accessible to forum residentd. (quotingShrader 633 F.3d at 1244).

In contrast, inlllinois v. Hemi Grp. LLC 622 F.3d 754 (7th Cir2010), the Seventh
Circuit held that a New Mexico garette e-seller could be suedllimois because of its internet
transactions with a single lllin@iresident. The defendant wasot incorporated or organized
under lllinois law, it [was] not registered to do buss lllinois, it d[id]not have any offices or
employees in lllinois, it d[id] not bank in Illinois, and it ha[d] not advertised in print media in
lllinois.” Id. at 756. Only a single lllinsiresident had purchased o880 packs of the cigarettes
over two yearsld. at 755. While acknowledging that “a website that provides only information
does not create the minimum contacts necesgargstablish personal jurisdiction over a
defendant in a particular state,” the Seventhc@i held that lllinoiscourts could exercise

specific jurisdiction over the defendaid. at 759. The court identified the following internet-

1V
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based contacts: the defendant “maintained ceroial websites through which customers could
purchase cigarettes, calculateittshipping charges using theip codes, and create accounts,”

id. at 757-58, and “[a]fter the customers maderthaichases online, [the defendant] shipped the
cigarettes to their vaous destinations.Id. at 758.

Before applying these general principles the case at hand, the Court notes that,
concerning a defendantisternet activity, theCalder test applies to specific jurisdiction cases
involving internet contentSee Old Republjc877 F.3d at 905. “[I]t imecessary to adapt the
analysis of personal jurisdiction to this uniquiecumstance by placing grhasis on the internet
user or site intentionally directing his/her/itdigity or operation at the forum state rather than
just having the activity ooperation accessible thereXMission, L.C. 955 F.3d at 844-45. “In
particular,” courts must “examgnwhether the defendant delibetatdirected itsmessage at an
audience in the forum state andintended its online content to create effects specifically in the
forum state.ld. at 845;see id at 843 (“this court.. requires a particuldocus by the defendant
on the forum State to satisfy the purposefuéction requirement.”) “Accordingly, [t]he
maintenance of a web site does not in andsafif subject the owner or operator to personal
jurisdiction, even for actions relating to the sgenply because it cape accessed by residents
of the forum state.’Old Republi¢c 877 F.3d at 908 (quotation marks omitted) (alteration in
original).

The Court holds that Plaintiff has madeprima facie showing that MoneyBunny’s
activities demonstrate purposefiitection at New Mexico, thiorum state. First, although Ms.
Mitchell’s affidavit vaguelydescribes MoneyBunny and LadyBo&dasses as “affiliate[s],”
Mitchell Aff. 5, Plaintiff submitsthrough its evidentiary proffer@ir. Poulin’s affidavit and
screen shots of the LadyBoss websitegt tMoneyBunny does e-commerce as LadyBoss.

Purposeful availment may beatn where an out-of-state deftant causes its product to be

11
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distributed in the forum stat&ee e.g, Keeton v. Hustler Magazine, Inet65 U.S. 770, 774-75
(1984). MoneyBunny has caused its products to ikisdNew Mexico using a website that can
be characterized as interactivihe interactive websitfor the sale ofts products allows a user
to select New Mexico as a ship-to deation from which the customer may choose.
MoneyBunny’s website arranges for the salét®fproducts by particulaing shipping and tax
costs associated with the safgproducts to New Mexico. Aftearranging the sale, MoneyBunny
then ships its products to New Mexicostamers. MoneyBunny admittedly sold about 100
glasses to New Mexico resiuls. These contacts are enoughfit personal availment on
MoneyBunny’s partSee Hemi622 F.3d at 755, 757-58hloé v. Queen Bee of Beverly Hills,
LLC, 616 F.3d 158, 166 (2d Cir. 201@urisdiction in New York over California defendant
proper because the defendant “operated a welkith offered [infringing handbags] for sale to
New York consumers, permitted New York consusrter purchase such bags, and facilitated the
shipment of those bags into New York ...8ge also Toys "R" Us, Inc. v. Step Two, 348
F.3d 446, 452 (3d Cir. 2003) (“# defendant web site operator knowingly conducts business
with forum state residents via the site, th#re ‘purposeful availment’ requirement is
satisfied.”)?

MoneyBunny claims that did not aim the bulk of its &wities at New Mexico because
it sold only 100 glasses and earrleds than .5% of its sales the forum. However, even a
single sale of a product in the forum stedé® in some instances support jurisdictiae McGee

v. Int’l Life Ins. Co, 355 U.S. 220, 222 (1957) (holding thataart-of-state inster who sold only

2 Plaintiff also seems to claim that Defentiahave minimum contacts with New Mexico
through their website because it allows conssnesubscribe to promotions and giveaways by
joining an email list and, funer, consumers can communicaiéhviDefendants via social media.
However, Plaintiff fails to explaihow these activities were targeted at New Mexico residents as
opposed to residents of any other statesehcontacts therefore do not show purposeful
availment.

12
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a single policy within the state is subject to peed jurisdiction with resgct to claim for relief
related to that policy). Despita purported small volume of Isa in New Mexico, the fact
remains that MoneyBunny persistignsold its products to forumesidents by maintenance of a
website designed to engage imuuerce, and its inteet activities in NewMexico are connected
to its sales in the forunCf. Toys “R” Us, 318 F.3d at 454 (Spanistompany’s interactive
website did not subject it to personal juridbn in New Jersey where the defendant’s
merchandise could only be mailed to a Spaniktress and the defendant’s only two sales in the
forum state were initiated by the plaintiff).

MoneyBunny’s knowing interaction with New Mexi residents distinguishes it from a
defendant who merely posts information on the internet that is accessible to forum resgdgents,
e.g., A Corp. v. All American Plumbing, In812 F.3d 54, 60 (1st Cir. 2016) (concluding that
Arizona defendant’s website displaying an indiimg trademark did notubject it to jurisdiction
in Massachusetts where the website “fundgdh ... like a digital billboard, passively
advertising the business and offering an ikraddress, fax and phone number,” and the
defendant’s only contact with Massachusetts thasaccessibility of its webpage displaying the
accused mark), or from a defendant who operates a website that happens to be visited by a few
forum residentssee be2 LLC v. lvanp®42 F.3d 555, 559 (7th Cir. 201(holding that out-of-
state dating website operator wast subject to jurisdiction inllhois where “the20 Chicagoans
who created free profiles on [the defendantisbsite] may have done so unilaterally by
stumbling across the website ....Th summary, Plaintiff has caed its burden to show that
MoneyBunny purposefully directedsiactivities at New Mexico.

ii. Arising From

“Step two of the minimum contacts test requitbee district courtlto determine whether

the plaintiff's injuries ‘arise out of’ the defendant’s forum-related activiti€dd Republi¢c 877

13
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F.3d at 908. There must be afmection between the forum ane thpecific claims at issue.”
Bristol-Myers Squibb Co. v. Superior Court of California, San Franciscq &#.S.---, 137 S.
Ct. 1773, 1781 (2017). “[E]ven regulambgcurring sales of a producta State do not justify the
exercise of jurisdiction over a am unrelated to those salesGoodyear Dunlop Tires
Operations, S.A. v. Browb64 U.S. 915, 931 n.6 (201 Hgcord Old Republic877 F.3d at 908.

Plaintiff has carried its prima facie burdenshow that MoneyBunny’s contacts are suit-
related. Plaintiff contends in its complaint that MoneyBunnyigipgted in the New Mexico
market by selling women’s eyeweander the name “LadyBoss,” whids identicakto Plaintiff's
mark and would lead New Mexicmesidents confuse the pastieproducts. Plaintiff further
alleges that it has made a stamgial investment to promoits marks and that MoneyBunny’s
sale of a confusingly similar pduct has essentially deprivedaltiff the value of its LadyBoss
marks. MoneyBunny’s contacts wikkew Mexico are suit-related.

iii. Fairness

Because Plaintiff has satisfied its minimuwuontacts burden, the burden shifts to the
MoneyBunny to “present[ ] a ‘compelling case tlia¢ presence of sonmher considerations
would render jurisittion unreasonable.”C5 Med. Werks 937 F.3d at 1323 (quotin@Id
Republi¢ 877 F.3d at 904). “Such cases are raRu%akiewicz v. Lowé&56 F.3d 1095, 1102
(10th Cir. 2009). The district court examinggeasonableness by considering “(1) the burden on
the defendant, (2) the forum State’s interest inlvasyp the dispute, (3) the plaintiff's interest in
receiving convenient and effective relief, (4) the interstate judicial system’s interest in obtaining
the most efficient resolution obatroversies, and (5) the shared interest of the several states in
furthering fundamentasocial policies.”XMission 955 F.3d at 840 (quotinQld Republi¢ 877

F.3d at 909).

14
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Defendants’ arguments occur on pages &® ¥6-17 of their Ruld2(b)(2) and Rule 55
motions, and on pages 6-7 of theeply brief in support of thesmotions. The Qurt limits its
analysis to Defendants’ specific arguments. First, they claim that claim they have no physical
presence in the state. But thegve marketed, done busines®tiyh an interdove website, and
sold their products in New Mexico. Accordigglthe burden of defending in New Mexico is
minimal. See Hemi622 F.3d at 760 (out-otate defendant’s burden bfigating in the forum
state minimal where it “set up an expanss@phisticated commercial venture online.”) Second,
Defendants say that New Mexico has a low intdrestsolving this dispeatbecause a very small
number of forum residents have purdws$adyBoss Glasses. HoweverHemithe plaintiff's
complaint identified a single customer who pasdd the defendant’sgarettes, and the court
nevertheless upheld jurisdiction over the defenddntat 755. Defendants next claim that “New
Mexico does not share the public interests tiher states like Wyoming and California may
have in resolving this dispeitbecause MoneyBunny is not activelarticipating a substantial
amount in the New Mexico magk” ECF No. 25 at 7. MoneyBiny advanced no authority in
support of this assertion, and it is not the Caurtle to analyze unsupped arguments of this
kind2 MoneyBunny has not carried its burden obgfrto show a complihg case that the
exercise of jurisdiction in Ne Mexico is unreasonable.

D. Personal Jurisdiction over Ms. Mitchell

Based on the current record, the Court laaksugh information tadetermine whether it

can exercise personal jurisdiction over Ms. Mélt personally. Plaintiff claims that Ms.

3 The only case that MoneyBunny dlti support of its argument Wise v. Lindamoqd9 F.
Supp. 2d 1187, 1190 (D. Colo. 1999). However, tase was about, among other things,
whether the defendant’s two cease-and-desistdegtart to a Colorado réegint informing her of
suspected trademark and copyright infringentendd be a basis for specific jurisdictioise
does not endorse MoneyBunny'’s theory thasgliction over it would be unfair because it
supposedly is not an active paipant in the New Mexico mae to a substantial degree.
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Mitchell is the founder and owner of Moneyigny and that she personally does business as
MoneyBunny. However, Plaintiff failed to arti@ie a legal framework needed to analyze how
MoneyBunny’s contacts can be imputed to M&tchell personally. Given that the Court has
found sufficient MoneyBunny’s contacts with NeMexico, the parties will file supplemental
briefs explaining how Ms. Mitchell is or is heubject to jurisdiction based on her and/or her
company’s contacts.

Briefs will be filed seriatim.Plaintiff will file a supplenental brief to the order for
additional briefing on or before Novemb@r 2020. Defendants will respond to Plaintiff's
supplemental brief on or befodovember 23, 2020. Plaintiffilvreply to Defendants’ response
on or before December 7, 2020. Briefs will not exceed 18 pages.

lll.  Defendants’ Motion to Vacate the Clerk’s Entry of Default

If a party in default acts before entry of judgmh, Federal Rule of Civil Procedure 55(c)
provides that the court may set aside an eotrgefault for good cause. Fed. R. Civ. P. 55(c).
“Default judgments are a harsh sanctiém’re Rains 946 F.2d 731, 732 (10th Cir. 1991) (citing
M.E.N. Co. v. Control Fluidics, Inc834 F.2d 869, 872 (10th Cir. 1987)). Therefore, the good
cause standard “is fairly liberal because ‘[tfiteferred disposition of any case is upon its merits
and not by default judgment,Behounek v. Lujan Grishaio. 1:20-CV-00405-JCH-LF, 2020
WL 5757798, at *3 (D.N.M. Sept. 28, 2020) (quotiBgmes v. Williams420 F.2d 1364, 1366
(10th Cir. 1970)) (alteration in original). Tadetermine if the mowg party has proven good

cause, the district court considers the followingé¢hfactors: “whether the default was willful,
whether setting it aside would prejudice the adversary, and whether a meritorious defense is
presented.”Watkins v. Donnelly551 F. App’x 953, 958 (1BtCir. 2014) (quotinginson v.
Equifax Credit Info. Servs316 Fed. App’x. 744, 750 (10th CR009)). “On a motion for relief

from the entry of a default or @efault judgmentall doubts are resolved in favor of the party
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seeking relief.”Gage v. Somerset Cty369 F. Supp. 3d 252, 257 (D.D.C. 2019) (quoting
Jackson v. Beect636 F.2d 831, 836 (D.C. Cir. 1980)). Taking the thvéatkinsfactorsin
reverse order, the Court next analyzes whetefendants have (Apresented meritorious
defenses, (B) the prejudice toafitiff of setting aside thelefault, and (C) Defendants’
willfulness.

A. Meritorious Defense

For this factor, Defendants are not requiregheéosuade the Court that they are likely to
prevail in their defens&ee SecurityNational Mortg. Co. v. Heaib. 13-CV-03020-PAB-BNB,
2014 WL 4627483, at *3 (D. Colo. Sept. 15, 20¢4) movant is not reqined to ‘demonstrate a
likelihood of success on the merits.””) (quoti@®pon v. Grenier,867 F.2d 73, 77 (1st Cir.
1989)). “Rather, the court examint® allegations contained the moving papers to determine
whether the movant’s version of the factual winstances surrounding thesplute, if true, would
constitute a defense to the actiomre Stone588 F.2d 1316, 1319 (10th Cir. 1978). “Whether
or not those allegatiorare true is not determined by tbeurt upon the motioto set aside the
default, but would be theubject of later litigation.’Lakeview Cheese Co., LLC v. Nelson-Ricks
Creamery Cq.296 F.R.D. 649, 654 (D. Idaho 2013) (citidgited States v. Signed Pers. Check
No. 730 of Yubran S. Meskigl5 F.3d 1085, 1094 (9th Cir. 2010)).

MoneyBunny and Ms. Mitchell’s principal claim that they hava meritorious personal
jurisdiction defense. The ddrt rejects that defense as to MoneyBunny as explaneda
However, for purposes of rulingn their Rule 55 motion, Deferwlis have carried their minimal
burden on this element to set aside the def&de Behounek2020 WL 5757798, at *4
(“allegations of a defense are merious if they contai even a hint of augigestion” to establish
a “legally cognizald” defense) (citations and interr@liotation marks omitt§. As the Tenth

Circuit has noted, “the subject [pérsonal jurisdiction and website oggon] is still in a state of
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flux.” XMission 955 F.3d at 844 (citation omitted). Defents therefore plaibly argued that
their internet activities did not g rise to jurisdiction, so the meritorious defense prong weighs
in Defendants’ favor

B. Prejudice to Plaintiff

Plaintiffs argues that it will be prejudiced bgtting aside the default because: (1) it has
already incurred significant fees seeking the default and litigating against vacatur, (2) since the
default was entered in December 2019, “Deferglduatve not ceased their infringement,” and
therefore Plaintiff “has been subjected to @ing ... willful infringement of its marks and
attendant damages,” and (3) vacating the defauiillt prolong this lawsuit,” causing additional
harm to Plaintiff. ECF No. 22 at 22.

The prejudice factor weighs in favor of taeg aside the default. First, incurring past and
current litigation expenses ar®t, by themsels, prejudicial.See Dassault Systemes, SA v.
Childress 663 F.3d 832, 842 (6th Cir. 2011) (“[I]t doast make intuitive sense that simply
claiming an increase in igfation cost should be sufficient &stablish prejudice. Setting aside
default will alwaysincrease litigation cost to the plaintifécause the plaintifivill actually have
to litigate the case.”) (citation and quotation nsadmitted) (emphasis in original). Plaintiff's
second and third arguments, that it rereamncompensated for Eamdants’ continuing
infringing conduct, is unpersuasive. An eventual tvould determine if Defendants are liable to

Plaintiff. See id If Defendants were eventually foundUdie, then damages as a result of

4 Defendants also describe theiteged meritorious defises to each of &htiff's causes of
action for trademark infringement, dilution, falslesignation of origin, and unfair competition
under federal and state law. &ICourt does not decide whethBefendants have asserted
meritorious non-jurisdictional defenses. For gmges of deciding the Rule 55 motion, it is
sufficient that Defendants havased at least one meritoriousfelese — personal jurisdiction — to
satisfy the meritoriosidefense requiremer@ee Gage369 F. Supp. 3d at 260.
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Defendants’ infringing conduatould be assessed and Ptdinvould be “made whole.’ld. at
843. The prejudice factor wgits in favor of settig aside the default.

C. Defendants’ Willfulness

Defendants contend that their failure tosaer the complaint was unintentional. They
claim that Ms. Mitchell believed this lawsuit waslated to another case that her local attorney
was already handling,” namely the TTAB proceg. ECF No. 19 at 20. Plaintiff counters that
this explanation is “hard to believe and ... umoborated.” ECF No. 22 at 21. Hard to believe
because the TTAB proceedings were stayed spetyfialitigating this lawsuit, something that
Ms. Mitchell’s lawyer would hee told her. Uncorroborated because Defendants did not provide
TTAB counsel’s affidavit swearing tls. Mitchell’s version of events. Plaintiff therefore argues
that Defendants willfully ignored the complaimdasummons that wgsroperly served upon
them.

“[A] defendant’s conduct is culpable if he has received actual or constructive notice of
the filing of the action anthtentionally failed to answer.’Mesle 615 F.3d at 1092 (alteration
and emphasis in original). Even though Plaintiff claims that Defésdaxcuse for not
responding to the lawsuit is hard to believe, tleir€ must credit as trukls. Mitchell’'s sworn
statement that she “was undee ttmpression that this lawsuit involved another case,” — the
TTAB proceeding. ECF No. 19-1, 2. Given thatf®welants have provided a sworn statement
explaining Defendants’ period ofantion, the Court concludes thaistfactor weighs in favor of
setting aside the defauBeeUnited States v. Timbers Pres., Routt Cty., C899 F.2d 452, 454
(10th Cir. 1993) (“Generally a party’s conductlivbe considered culpable only if the party
defaulted willfully or hasno excusefor the default) (emphases added) (citation omitted).
Moreover, at the time Defendants obtained counsel and moved to set aside the default, this case

was relatively new. Plaintiff filed its compldion November 6, 2019. then obtained an entry
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of default on December 30, 2019. About a momtt-a-half later, on February 21, 2020, counsel
for Defendants first entered an appearance.uantsto an agreed tnsion of deadlines,
Defendants moved to set aside ttefault on March 9, 2020, abaumonth after Plaintiff filed
its default judgment motion. Evethough Defendants appear toncede that service on them
was proper, they misunderstood the proceseQtefense counsel was obtained, they timely
moved to set aside the default with delayingoeedings overall, which weighs in favor of
vacatur.

D. The Court Will Not Condition Vacatur on Payment of Attorneys’ Fees and Costs

Plaintiff argues that the Court shouldndlition the setting aside of the default upon
Defendants paying to Plaintiff attorneys’ feeslacosts incurred in obtaining and litigating the
default. “The imposition of conditions in an ordeacating a default is a device frequently used
to mitigate any prejudice which plaintiff mauffer by allowing defendants to pleadlittlefield
v. Walt Flanagan & Cq.498 F.2d 1133, 1136 (10th Cir. 1974The ability to impose a
reasonable condition, such as pa&ymof attorney fees, allovtke Court to balance any undue
prejudice to the moving party against theu@'s preference for rekong disputes on the
merits.” Lakeview Chees@96 F.R.D. at 655 (citation omitted).

The Court declines to condition vacatur on papmof costs and fees to Plaintiff. As
noted earlier, the summons and complaintewserved on Defendants in November 2019.
Default was entered in late December 2019 eouhsel for Defendants entered appearances in
February 2020. Once on the cadefense counsel promptly respodde the motion for default
judgment. Although the Coudoes not condone Bendants’ tardinesd)efendants apparently
werepro seuntil February 2020 while thisase was still in its begning stages. The Court will

not use its discretion to impose afteys’ fees and costs as a comtitof lifting the default. In
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summary, good cause exidts vacate the default as to babefendant. Defendants’ Rule 55
motion is granted.
IV.  Plaintiff's Motion for Default Judgment

Because the Court vacatthe entry of default (which is a necessary precursor for default
judgment), the Plaintiff's matin for default judgment idenied without prejudice&see Watkins
551 F. App’x at 958 (explaining that if an entry of default is vacated no default judgment can
issue).

V. Plaintiff's Motion for Leave to File a Surreply

The Local Rules of Civil Procedure for the Dist of New Mexico provide that leave of
court is required to file a surrepl$eeD.N.M.LR-Civ. 7.4(b). Courtgyenerally do not grant a
party leave to file a surreplynless the opposing party’s regdrief includes new information
that the responding party needts opportunity to addresSeeC.T. v. Liberal Sch. Dist562 F.
Supp. 2d 1324, 1329 n.1 (D. Kan. 2008) (“[a] surreply mat be allowed unless the reply of the
party filing the initial motioncontained new information wHicthe responding party needs an
opportunity to address(ritation omitted).

Plaintiff wishes to file a sueply to address Defendantstatement in their reply that
“Defendants may well have established supergits to the trademark at issue by ... being the
first to apply to federally register that teadark for ... eyeglasses.” ECF No. 25 at 7. Plaintiff
says that Defendants’ argumentdasupporting material dck merit because it is black letter law
that trademark rights and priorigre based on dates of first ugethe mark, nothe registration
application date.” ECF No. 28 at (emphasis in original).

Plaintiff's request for leave tble a surreply is denied. Ehparties’ trademark-specific
arguments are not the focus of the Rule J(2jbmotion to dismisdor lack of personal

jurisdiction. Although tle parties are free to revisit the mepfstheir trademark-specific claims
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and defenses later in the litigan, at this stage Plaiiff's proposed surreplis not helpful or
useful. Motion denied.
VI.  Conclusion

IT IS THEREFORE ORDERED that

1. Plaintiff Poulin Ventures, LLC'sMotion for Default JudgmenECF No. 15)and
accompanying request for attorneys’ fees and cosBERED without prejudice ;

2. Defendants MoneyBunny Co. LLC and Laurkee Mitchell a.k.a Lauren Scott’s
Motion to Set Aside Clerk’s Entry of DefalECF No. 19)is GRANTED in part
and DENIED in part as follows:

e Defendants’ Motion under Federal Rule@iil Procedure 55(c) to set aside
the Clerk’s Entry of Default ISRANTED;

e Defendants’ Motion under Federal Rutd Civil Procedure 12(b)(2) is
DENIED with respect to Defendar¥loneyBunny Co. LLC. The Court
RESERVES RULING on Defendants’ Rule 12(b)(2) Motion as to Defendant
Mitchell until the parties file briefs addressing whether the Court has
jurisdiction over Ms. Mitchkk Plaintiff will file a supplemental brief on or
before November 9, 2020. Defendants wakpond to Plaintiff's supplemental
brief on or before November 23, 2020aintiff will reply to Defendants’
response on or before December 7, 2@2&fs will not exceed 18 pages.

3. Plaintiff Poulin Ventures, LLC'otion for Leave to File SurreplfECF No. 28)is

DENIED.
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IT IS FINALLY ORDERED that the Clerk of Court’s Emy of Default filed on
December 30, 2019 against Defendants MoneyBunny Co. LLC and Lauren Lee Mitchell a.k.a.

Lauren Scot{ECF No. 14)is VACATED.

IT 1S SO ORDERED.

R el | S

SENIOR UNITED STATES DISTRICT JUDGE
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