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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF NEW YORK

_______________________________________________________________ X
TRAVEL SENTRY, INC., :
Plaintiff, : MEMORANDUM AND ORDER
- against - : 06-CV-6415 (ENV)(RLM)
DAVID A. TROPP, :
Defendant. :
_______________________________________________________________ X
DAVID A. TROPP, :
Aaintiff, : MEMORANDUM AND ORDER
- against - : 08-CV-4446 (ENV)(RLM)
CONAIR CORP., etal. -
Defendants. :
_______________________________________________________________ X

VITALIANO, D.J.

David Tropp (“Tropp”) owns two patents thdéscribe a method of airline luggage
screening through the use of a dual-access lockjvemables a traveler to secure his or her
luggage while still permitting it to be accessed lyggage screening entity with a master key.
Travel Sentry, Inc. (“Travel Sentry”) owngrademark that it licenses to lock and luggage
manufacturers and distributors for use on daaaess luggage locks. On December 4, 2006,
Travel Sentry filed a complaint against Tropghis Court seeking a diratory judgment of
noninfringement, invalidity and non-liability wittespect to Tropp’s patents; Tropp subsequently
counterclaimed for infringement. _S€ase No. 06-cv-6415 (the “Twal Sentry Action”). On
November 3, 2008, Tropp commenced a related agtitns Court against more than a dozen

luggage manufacturers and/or distitors which are licensed toaigravel Sentry’s trademark
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(the “licensee defendants”), claiming imgement of the same patents. &ase No. 08-cv-
4446 (the “Licensee Action™).

In the Travel Sentry Action, Travel Sentry has moved for summary judgment, pursuant to
Rule 56 of the Federal Rules of Civil Procegluwn noninfringement anth the alternative,
invalidity. Meanwhile, in the Licensee Actiatme licensee defendants have moved for summary
judgment on the ground that, pursuant to 28 ©.8§.1498(a), Tropp’s patents are exclusively
amenable to litigation in an action against the United Statix®iGourt of Federal Claims;
further, they recently requested permissiamfithe Court to move for summary judgment on
noninfringement as well.

For the reasons that follow, Travel Sefgmnotion for summary judgment against Tropp
on grounds of noninfringement is gtad, and the Travel Sentry Aot is dismissed. In light of
this disposition, the Court orders Tropp lm® cause why he should not be estopped from

pursuing his infringement claims agst the licensee defendants.

! Following numerous stipulated correctioto corporate nomenclagyithe roster of liceeg defendants now stands
at 18: Conair Corporation; Brookstone Company, Inc.; Brookstone Stores, Inc.; Briggs & Riley @ravel\g;
Delsey Luggage, Inc.; eBags, Inc.; Eagle Creek, a divisf VF Outdoor, Inc.; Master Lock Company, LLC; HP
Marketing Corp. Ltd.; L.C. Industries, LLC; Magellan’sdmational Travel Corporation; Outpac Designs, Inc.;
Samsonite Corporation; Titan Luggage USA; Travelpterhmtional, Inc.; Tumi, Inc.; TRG Accessories, LLC; and
Wordlock, Inc.



BACKGROUND?

A. The Patents

The two Tropp-owned patents at issue: (1) U.S. Patent No. 7,021,537, filed
November 12, 2003, and dated April 4, 2006 (“patent”); and (2) U.S. Patent No. 7,036,728,
filed November 12, 2004 andtga May 2, 2006 (“728 patent®).Both are entitled “Method of
Improving Airline Luggage Inspection.” Th@8& patent claims priority from and is a
continuation-in-part of the 537 patent.

The 537 patent contains four indepertdgaims: 1, 9, 14 and 10. The 728 patent
contains two independent claims: 1 and Olaim 1 of the 53 patent recites:

A method of improving airline lggage inspection by a luggage
screening entity, comprising:

making available to consumers a special lock having a
combination lock portion and master key lock portion, the
master key lock portion for receiving a master kgt can
open the master key lock portion of this special lock, the
special lock designed to be applied to an individual piece of
airline luggage, the special lo@{so having an identification
structure associated therewith that matches an identification
structurepreviously provided to the luggage screening entity,
which special lock the luggagersening entityhas agreed to
process in accordancetiva special procedure,

2 Except where otherwise noted, the facts set forth irpffiiion are admitted by thmrties. Travel Sentry’s
statement of undisputed material facts pursuant to Local Rule 56.1, submitted in conjunction with both of its

pending motions for summary judgment in the Travel Sekttion, is referenced as “TS 56.1  __”; Tropp’s Rule
56.1 Statement submitted in oppositionTtavel Sentry’s motions is referencasl “Tropp 56.1  __"; and Travel
Sentry’s Reply to Tropp’s Rule 56.1 Statement is refereasedS Reply 56.1 § __". In order to extricate the facts

relevant to the Court’s summary judgment inquiry from ggieoply of statements, the Court applies the following
principles: (1) any fact alleged in a moving party’s Rafiel statement, supportedfact by the record, and not

specifically and expressly contradicted by properly supported allegations in the nonmovitsgRhaeyb6.1

statement, is deemed admitted by the nonmoving party; (2) any fact alleged in a moving party’s Rule 56.1 statement,
supported in fact by the record, which is specifically and expressly controverteddgaiatie in the nonmoving

party’s Rule 56.1 statement that are properly supported in fact by the record, is not deemed admitted by the
nonmoving party; (3) any fact alleged in a moving party’s Rule 56.1 statement that ipparted by citations to
admissible evidence in the record is not deemed admitted by the nonmoving party; and (4) any party’s assertion of a
legal conclusion in the guise of an undigslistatement of fact is disregarded. Ed2.N.Y. Local Rule 56.1(b),

(e); Wojcik v. 42nd St. Dev. Project, In@86 F. Supp. 2d 442, 448 & n.5 (S.D.N.Y. 2005).

% Familiarity with the Court’'s September 24, 2009 Markrdenision, construing theaims of the 537 and 728

patents, is presumed. SBevel Sentry, Inc. v. Trop®61 F. Supp. 2d 280 (E.D.N.Y. 2009).




marketing the special lock to the consumers in a manner that
conveys to the consumers that the special lock will be
subjected by the luggage screening entity to the special
procedure,

the identification structursignaling to a luggage screener of the
luggage screening entity who &reening luggage that the
luggage screening entity has egd to subject the special lock
associated with the identification structure to the special
procedureand that the luggage screening entity has a master
keythat opens the special lock, and

the luggage screening entity acting pursuant to a prior agreement to
look for the identification strture while screening luggage
and, upon finding said identification structure an individual
piece of luggage, to use the master gegviously provided to
the luggage screening entityo, if necessary, open the
individual piece of luggage.

The parties agree that thisich is representative ofeétindependent claims of both
patents.

B. Relevant History of the Parties

1.TA
The Transportation Security Administration (“AS, which is part of the United States
Department of Homeland Security (“DHS”), consrairline luggage ingxtion and is the sole
luggage screening entity in the United Stat€se TSA specifies all inspection procedures and
exclusively bears the sponsibility of deciding if, whenral how any airline luggage is opened
or inspected in this country. (TS 56.1 § 12.)s landisputed that, ithe United States, the

“luggage screening entity” recited the 537 and 728 patents is the TSA.

“ Claim 9 of the 537 patent is identical to claim 1 except for substitution of the phrase “having a combination lock
portion” with “having a first lock portion.” Claims 14 and 18 of the 537 patent mirror claims 1 and 9, but substitute
the phrase “matches an identificatiorusture” with “correspondwith a corresponding identification structure.”
Claims 1 and 10 of the 728 patent also mirror cldirasd 9 of the 537 Patent, but: (a) substitute the word

“luggage” with “baggage;” (b) substitute the phrase “matches an identification structure” with “matches a
corresponding identification structure;” and (c) substituteptirase “the master key previously provided to” with

“the special procedure previsly agreed to by.”



On December 19, 2002 the TSA publicly announced that, as of January 1, 2003, it would
begin screening 100% of checked airline luggagdlights originating in the United States,
pursuant to a Congressional mandaBereening Mandate”) instited in response to the 9/11
terrorist attacks. (TS 56.1 11 11, 37.)

2. Travel Sentry

John Vermilye (“Vermilye”) is the founder and iehExecutive Officer of Travel Sentry.
Vermilye began his career inglairline industry in 1972, wonkg as an Air France baggage
loader at Logan Airport in Bosh, Massachusetts. Early on, Vdga learned that United States
Customs officers were tasked with opening and inspecting unclaimed luggage, and that, to
facilitate their work, luggage lock master keys for the most commonly used luggage brands were
collected on large key rings and used to opetaimed luggage whenever possible. Between
1974 and 1980, Vermilye held various other posit@nsogan, working as a ticket agent and in
the airport control centerln 1980, he moved to a positionnranagement at Eastern Airlines.
During his eight years at Eastern, Vermilye gaimore knowledge abband experience with
security protocols, serving as the headafporate baggage operations and chairing an
international task force that developed baggsecurity proceduresAmong other things,
Vermilye was responsible for Eastern’s CenBaggage Tracing (“CBT"Jacility at Miami
Airport, where all of the unclaimed luggagerir Eastern’s network was collected and opened by
airline staff; CBT personnel, much like the Gamat officers at Logan with whom Vermilye had
worked, attempted to access bags and identdly tdwners by using preusly assembled sets
of master luggage keys. (TS 56.1 916, 7.9, 10.)

In 1988, Vermilye became the manager of baggaperations for the International Air

Transport Association in Geneva, Switzerlantere he wrote the standards for baggage



handling for all airlines. (TS 56.1 1 8.) In 20062,was hired as a consultant by the TSA, where
he provided assistance with, amantger things, implementation tfe Screening Mandate. At
the TSA, Vermilye recognized that the agency faced significant challenges in attempting to
comply with the Screening Mandate, in light of, among other things, the agency’s standard
practice and policy of breaking loglon luggage that required inspen. He anticipated that, if
the lock-breaking approach was not refined or stegiin the face of the dramatically increased
volume of bags to be inspected, injuries sufldrg luggage screeners and thefts of passengers’
property would likely skyocket. (TS 56.1 § 13.)

In September 2002, Vermilye and a team began working on the TSA’s customer
education program, through which the TSA would infdravelers about its new flight security
procedures. While brainstorming about how to develop the program, Vermilye contacted
Stephen Rynn, a business acquaio¢eand the president ofy/ Luggage, a Baltimore-based
luggage seller and servicer, to discuss #asibility of gatheringhe most common of the
“literally hundreds” of master luggage keyscinculation in order to streamline the opening of
locked bags. (TS 56.1 1 16.) Vermilye and Rignth thought that about 80% of luggage locks
could be opened with a relatively small numbemaister keys, and that a luggage screener’'s
odds of locating the right master key to open a given lock were much higher when the screener
could identify the lock’s manufacturer by visuiadlicia such as a and logo or alphanumeric
code. (TS56.1917; TS Reply 56.1 1 17.)

Approximately two months later, Vermilye was formally assigned to assist the TSA with
implementing its comprehensive baggage scregpolicy pursuant to the Screening Mandate.
After he persuaded some higher-ups at the TSAtthatuld be worthwhilgo collect a subset of

master keys on a ring for screeners to Weemilye was tasked with “coordinat[ing]



procurement plans for key sets.” He contdd®ynn again in connection with the TSA key ring
project in late November 2002, and met with haninquire if Rynn was interested in being
retained as a TSA contractor,dather sets of commonly uskjgage keys from manufacturers
and assemble rings for TSA use at commercigbais in the United States. (TS 56.1 {{ 18, 19;
TS Reply 56.1 1 18.) Rynn was amenable, and Ruggage subsequently contracted to supply
the TSA with approximately 1500 key ringd SA-Rynn Rings”) prior to the Screening

Mandate deadline of January 1, 2003. Rynn collected a set of about 35 master keys for each
TSA-Rynn Ring, which Rynn and TSA staff estiettould open about 80% of baggage with
integrated key locks. (TS 56.1 11 20, 23; TS Reply 56.1 § 20.) In December 2003, the TSA
prepared instructions and guides baggage screeners about malaffgrts to open locked bags
with the keys on the TSA-Rynn Rings. (TS 56.1 11 21, 22; TS Reply 56.1 |1 21, 22.)

The TSA-Rynn Ring project was place by early January 2003, according to plan.
However, Vermilye and others at the TSA vezhit as only a temporary solution to the
formidable challenge posed by the Screening Mandahe record reflects that, as of late
November and December 2002, Vermilye had started to mull over and speak to others about the
“Travel Sentry concept,” which the parties agdfisea lock standard thanables the traveling
public to lock their checked baggage during travieile still allowing the TSA to open the lock
and search the bags as needed, and then re-lock th€f&'56.1 1 2.) According to Rynn,
Vermilye told him at their meeting in Novemb2002 that Vermilye “was in the process of
developing a system that would allow the opemifhijaggage locks with a universal master key
held by the TSA.” (TS 56.1 1 26; TS Reply 5646Y) Similarly, Vermilye’s supervisor at the

TSA, Kurt Krause, recalls that during tperiod in which the TSARRynn Rings were being

® While Tropp argues that tiiegavel Sentry concept was not an origiita for which Vermilye can take credit, the
unrefuted record evidence nonethelesaaestrates that Vermilye was thinking about the concept in late 2002.



assembled, in late November and December 2002, Krause, Vermilye and other TSA employees
talked about how it would “be greiéithere was one lock that tlmensumer used, or two or three
locks, to reduce that ring from 50 [keys] to ey that the Government would have, that we

would trust the Government to have that kag aobody else;” however, they also agreed that it
would be impossible to get sualproject approved and implemented in the time frame required
by the Screening Mandate. (TS 56.1 § 25; TS Reply 56.1 § 25.)

On or about January 10, 2003, Vermilye andiiRynet for a debriefing on the inception
of the TSA’s use of the TSA-Rynn Rings. Aadimg to Rynn, they also talked more about
Vermilye’s “Travel Sentry concept”; specifically,ai discussed the prospect of a standard dual
access lock, identifiable by a standardized irdazilogo, that would reduce the number of keys
that screeners had to carry, arermilye told Rynn that he waonsidering simply licensing the
concept rather than manufachgior selling the locks himself. (TS 56.1 § 28; TS Reply 56.1
28.) On January 14, 2003, Vermilye went to see a patent attornag, Mbcos, for advice
about how to protect the Travel Sentry con@pintellectual property, drasked her to perform
a patent search on luggage locks. Within d#yss meeting with Meros, at her suggestion,
Vermilye wrote down descriptions of what theavel Sentry concept was and when he had
thought of it. (TS 56.1 1 27; TS Reply 56.1 | 27.)

Vermilye formally left the TSA on March 2003, and devoted himself to pursuing the
Travel Sentry concept. On March 27, 20@8rmilye presented it at the Travel Goods
Association (“TGA”) convention ihas Vegas, Nevada. In Ipsesentation materials, Vermilye
envisioned that Travel Sentry’s mark cobklused on any manufacturer’s luggage or lock
instead of or in addition to the manufacturer'snawark, that the TSA wodlbe willing to train

its screeners to use a particular master key dksldemarcated by a Travel Sentry logo or mark,



and that manufacturers could market locks alggidge to consumers on the basis that the TSA
would recognize their locks and notak them. (TS 56.1 1 30.)

Following the TGA convention, between March and August 2003, Vermilye met with
luggage manufacturers and retailers in the Urfieadles and abroad to propose his system. By
early August 2003, Vermilye had arranged for the coeatf lock prototypes, and also claims to
have received verbal assurances from the T&Aithvould work with him to make the Travel
Sentry concept a reality. (TS 56.1 1 32-B8;Reply 56.1 | 32-34.) On August 20, 2003, the

Wall Street Journgbublished an article entitled “Travel Watch: Making Up for the Blackout —

Luggage Lockup,” describing the Travel Serdoncept. On October 16, 2003, a “Memorandum
of Understanding/ Agreement Between the Tpantation Security Administration and Travel
Sentry Regarding Travel Sentry Gied Locks” (“MOU”) was signed.

The MOU, which took effect on Novembgyr 2003, is the only written agreement
between the TSA and Travel Sentry concernirey &l Sentry marked locks. The MOU states
that the purpose of the agreement:

is to set forth terms by which Travel Sentry will provide TSA, at
no cost, with 1,500 complete set$ passkeys for the TSA to
distribute to field locations. Hse passkeys are designed to permit
TSA screeners to open checked baggage secured with Travel
Sentry certified locks withouireaking such locks.

TSA will test these passkeys tosene their operational suitability.

If TSA determines that Travel Sentry certified locks or the
passkeys required for their opgoa do not perform their intended
function, TSA will inform Travel Sentry and this agreement will
be considered null and void. TSA takes no responsibility for any
damage to locks or baggage secured with Travel Sentry locks,
although TSA will make good faith efforts to distribute the
passkeys and information provided by Travel Sentry on the use of
the passkeys, and to use the passkeys to open checked baggage
secured with Travel Sentry certifidocks whenever practicable.
TSA screeners will make good faitffaets to relock Travel Sentry
locks after bags are inspected.



The MOU specifically enumerates the respongibgiof each party underdtagreement. With
respect to the TSA, the agreement provides that:

(a) TSA will accept passkey sets, as well as backup replacement
sets, from Travel Sentry andstlibute the sets to all areas
where baggage is being screened,;

(b) the passkeys will be stamped “Property of TSA” and
“Unlawful to Duplicate,” “mayinclude the DHS logo if desired
and authorized,” and will be marked with a tracking number in
a TSA-agreed format so that they “can be easily integrated into
the TSA property management system;”

(c) Travel Sentry will coordinate the content of public
announcement with the TSA ihaance of the program launch,
tentatively scheduled foNovember 12, 2003, *“including
promotional materials, press rages and similar media;” and

(d) “TSA may offer the same terms and conditions in this
agreement to any other entity that seeks to provide similar
services.”

With respect to Travel Sentry’s ressibilities, the MOU provides that:

(a) “Travel Sentry acknowledges that the TSA cannot make or
infer any exclusive endorsement of Travel Sentry certified
locks, nor can Travel Sentryamin that any such endorsement
exists. Travel Sentry may not use the DHS/TSA logo on any
of its locks or distributed prindr other media materials unless
specifically authorized tdo so in writing;”

(b) “Travel Sentry understandsaththe TSA intends to develop a
functional standard, open to the public, for ‘Independent Dual
Custody Operation Locking Systems.” By moving ahead with
its program in advance of thpublication and adoption of this
standard, Travel Sentry or any other entity takes some degree
of risk in that their lockingsystem may not meet the final
version of the functinal standard;” and

(c) “Travel Sentry will provide TSA with all necessary screener
training materials, in sufficigrguantities, on lock recognition,
use of passkeys to open locks and ordering of replacement or
additional sets of passkeys. avel Sentry will work with TSA
in ensuring distribution of traing materials to all checked
baggage screening sites.”

Under “Other Provisions,” the MOU again refeces the intent of the TSA to develop a

publicly-issued standard falual access locks, and notes that“TSA also intends to provide

10



the standard to third partiesfimdependent testing and evéaioa. Vendors wishing to have
their locks evaluated against the standard wikXgected to deal dicdy with the 3rd party
evaluator.” Finally, the MOU provides that itsrtes will remain in effect until terminated, that
either party can terminate it upon 30 days notidhéoother, and that, iime event that the TSA
no longer needs the passkeys, it will dispose @htin a manner agreed to in writing by both
parties.

By mid-November 2003, around the MOU's etiee date, locks bearing Travel Sentry’s
logo — a red diamond — were finally made ava@éao retail consumer and hundreds of TSA-
operated airports around the country had lsegplied with master ks and tools to open
Travel Sentry-marked locks. (T86.1 11 35-37; TS Reply 56.1 11 35-37.)

Travel Sentry holds the trademark, amler the terms of its Trademark License
Agreement, certain lock manufacturers pay Traveli$ean initial flat fee and then royalties for
each lock bearing the mark that they sell tostrithiutor, as well as an annual fee and a fee for
the master keys per assigned lock cylindénder the terms of Travel Sentry’s Marketing
License Agreement, certain lock distributors pagvel Sentry an annual fee for the right to
market a capped number of marked locks| ander the Limited Distribution Letter of
Agreement, certain luggage manufacturers payélr@entry an annual fee and royalties for each
marked lock used in their luggage. Tra8ehtry’s website prodies an explanation to
consumers about how the concept works andiftksboth onlire sites and brick-and-mortar
establishments where Travel Sentry-margesiucts can be purchased. (TS 56.1 1Y 79-81, 86;
Tropp 56.1 1 79-81, 86; TS Reply 56.1 1 79-81, 8GayveliSentry retains rights to monitor
the quality of the locks which bear its mark awahtrols the distributioof master keys, which

have a distinctivehape and design.
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3. Tropp

In December 2002, Tropp was self-employed by his company HD Services, in the
business of recovering abandoned property on a ¢ssion basis. According to Tropp, he read
a news article about the Screening Mandat¢he day that it wassued, December 19, 2002,
and immediately conceived of his methodifaproving airline luggagespection, at which
point he wrote the idea down and drew rosgatches of the locks on two pages in his
“invention journal.” On January 13, 2003, Tropmisan “Unsolicited Proposal” to the TSA,
proposing an agreement by which he would excalgiprovide a luggage master key to the TSA
to use in its screening process. The TSAtenback to Tropp on February 13, 2003, informing
him that the proposal would Ib@ken under consideration. About a month later, Tropp sent a
follow-up email to the TSA regarding his Bwlicited Proposal, and on March 28, 2003, he
received a response indicating that it did not meet the TSA laokiatds then in effect. (TS
56.1 11 39, 41-44.)

Tropp’s activities in the springnd summer of 2003 with respéathis lock idea are hotly
disputed. At one deposition, Tropp indicatedt, between March and August 2003, he did not
take steps to develop his ideather. However, at his next deposition, Tropp testified that
during that period, he made several attertppteach the TSA by telephone, spoke with a
potential partner about building a business around his idea, met with a former Small Business
Administration executive, and ran online searahretock manufacturers, air travel volume and
government contracting. Tropp cents that the latter testimodid not contradict his initial
statement, but rather, supplemented and cldrifie(TS 56.1 1 45-46; Tropp 56.1 1 45-46.)

Tropp read the August 20, 2003 Wall Street Jouantitle describing the Travel Sentry

system. Soon afterward, Tropp retained a pattotney to conduct a fEnt search, although he

12



maintains that this was not motivated by thtecks. (TS 56.1 § 49; Tropp 56.1 149.) He met
with another patent attorney @ctober 2003, and retained tladtiorney to assist him with
applying for a patent for the lock system.ofip’s first patent applation for his “method of
improving airline luggage inspgan” was filed on November 12, 2003. Shortly after that, the
TSA notified Tropp that it would recognizeshsystem. (TS 56.1 {1 50-52.) Tropp later
incorporated another company, Safe Skies, Lfich began selling locks termed “Liberty
Locks,” identified by a red-ime logo, to the public in 2065Safe Skies sells its Liberty Locks
online, by mail order and to large retailers. (BSL5] 53; Tropp 56.1 § 53.)

DISCUSSION

. Summary Judgment Standard

As in any other type of case, a gransommary judgment under Rule 56 of the Federal
Rules of Civil Procedure is appriate in a patent case wheregemuine issue of material fact

exists and the movant is entitledjsolgment as a matter of law. S8armag Barmer

Maschinenfabrik AG v. Murata Mach., Lt&@31 F.2d 831 (Fed. Cir. 1984) (summary judgment

on issue of validity); Townsend Eng’g Co. v. HiTec (29 F.2d 1086, 1089 (Fed. Cir. 1987)

(summary judgment on issue of infringemer@ummary judgment may lgganted in favor of a
moving party on an ultimate issue of fact whewe pharty carries its burdesf “pointing out to
the district court that there @ absence of evidence to supploe nonmoving party’s case.”

Celotex Corp. v. Catrettt77 U.S. 317, 325, 106 S. Ct. 2548, 2553 (1986). As further stated in

Celotex when “a party [ ] fails to make a showisdfficient to establish the existence of an
element essential to that party’s case,on which that party will bear the burden of proof at trial

.. .. there can be ‘no genuine issue as to arngriabfact,” since a complete failure of proof

® Travel Sentry represents, and Tropp does not deny, that Tropp has entered into an agrdethenf 84t that is
essentially identical to the MOU between Travel Sentry and the TSA.
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concerning an essential element of the nonmovinty’sacase necessaritgnders all other facts
immaterial.” 477 U.S. at 322-23, 106 S. Ct. at 2552.

“When deciding issues in a patent case, aidistourt applies the law of the circuit in
which it sits to nonpatent issues and the law oFdxeral Circuit to issues of substantive patent

law.” In re Omeprazole Pateritig., 490 F. Supp. 2d 381, 399 (S.D.N .Y. 2007) (citing

Invitrogen Corp. v. Biocrest Mfg., L.P424 F.3d 1374, 1378-79 (Fed. Cir. 2005)); see, e.g.

Desenberg v. Google, IndNo. 09-cv-10121, 2009 WL 2337122 *&t(S.D.N.Y. July 30, 2009).

I1. Noninfringement

A. Standard
Summary judgment on the grouatinoninfringement of a patent may be granted where
the patentee’s proof is deficient in meetargessential part of the legal standard for

infringement liability. _Sedohnston v. IVAC Corp885 F.2d 1574, 1577 (Fed. Cir. 1989);

Townsend Eng’'g829 F.2d at 1089.

The Patent Act provides that ‘Mdever invents or discoveasly new and useful process,
machine, manufacture, or comfas of matter, or any new and useful improvement thereof
may obtain a patent therefore, subject to the itiond and requirements of this title.” 35 U.S.C.

8 101; see alsbiamond v. Chakrabarty147 U.S. 303, 309, 100 S. Ct. 2204, 2207-2208 (1980)

(Congress intended 8 101 to inclu@aything under the sun thatnsade by man.”). Three of

the four classes of patentable inventionsaehines, manufactures, and compositions of matter —
may be grouped into “products,” leaving ¢plucts” and “processes” as the two general
categories of patents. Sédonald. S. Chisum, Paten§1.01, at 1-5, 1-7 (1996). The 537 and

728 patents fall into the latter categdryenerally speaking, there are two theories under which

" A “process” is further defined by the Patent Act as a “process, art or method.” 35 U.S.C. § B9Qtisir clear
terms, the 537 and 728 patent claims claim a method (“Method of Improving Airline Luggage orspedthus,
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a defendant may be held liable for infringemena platented process:) (direct infringement,
where the defendant (a) itself alleyeperforms all of the steps tife process, or (b) controls or
directs the actions of multiple third parties which combine to perform all of the steps of the
process; and (2) indirect infigement, where the defendant aelyvinduces or contributes to
direct infringement by a third patt Travel Sentry argues thaetie is insufficient evidence in
the record to support a finding ioffringement under either theory.

1. Direct Infringement

Title 35 U.S.C. § 271(a) providd¢hat: “whoever without authity makes, uses, offers to
sell, or sells any patented imteon, within the United States anports into the United States
any patented invention during therteof the patent therefore, imiges the patent.” A violation
of § 271(a) constitas “direct infringement.”

“To establish [direct] infringement of a patent, every limitation set forth in a claim must
be found in an accused product or process.” 1V8&5 F.2d at 1577. If a limitation is not found
in a literal sense, or “exactly,” the patent ns&ijt be infringed if theaccused product or process
contains the limitation’s “substantial equivalent.” ldinfringement under the doctrine of
equivalents ‘does not require colete identity for every purpossnd in every respect,’ but does

require substantial identity of function, means, easiilt.” Lear Siegler, Inc. v. Sealy Mattress

Co. of Mich, 873 F.2d 1422, 1425 (Fed. Cir. 1989) (quoting Graver Tank and Mfg. Co. v. Linde

Air Prods. Ca.339 U.S. 605, 609, 70 S. Ct. 854, 856 (1950)).
Crucially, Federal Circuit “precedents dravelear distinction between method and

apparatus claims for purposes of infringemertiliiz.” Cardiac Pacemakers, Inc. v. St. Jude

Med., Inc, 576 F.3d 1348, 1363 (Fed. Cir. 2009). “Undetisa 271(a), the concept of ‘use’ of

a patented method or process is fundamentally different from the use of a patented system or

they fall into the “process” category.
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device . . .. A method or process consists of@maore operative stgpand, accordingly, ‘[i]t
is well established that a patéat a method or process is not infyed unless all steps or stages
of the claimed process are utilize Because a process is nothing more than the sequence of
actions of which it is comprised, the useagfrocess necessarilyolves doing or performing

each of the steps recited.” NTR¢. v. Research In Motion, Ltd418 F.3d 1282, 1317-18 (Fed.

Cir. 2005) (quoting RoberfBairy Co. v. United State$30 F.2d 1342, 1354 (Ct. Cl. 1976)).

Customarily, “direct infringement requires agle party to perform every step of a

claimed method.”_Muniauction, Inc. v. Thomson Cp§82 F.3d 1318, 1329 (Fed. Cir. 2008);

seeBMC Res., Inc. v. Paymentech, L,.B98 F.3d 1373, 1378 (Fed. Cir. 2007) (“Direct

infringement requires a party perform or use each and every steplement of a claimed

methodor product.” (emphasis added)). However, in BMC Resoutihed-ederal Circuit

clarified that “where the actions of multiple pastcombine to perform every step of a claimed
method,” those parties may be held jointly lialdedirect infringement in the event that “one
party exercises ‘control alirection’ over the entirprocess such that evestep is attributable to
the controlling party, i.ethe ‘mastermind.”_ldat 1380-81. “At the other end of this multi-
party spectrum, mere ‘arms-length cooperationileetn multiple parties to perform the steps of
a claimed method] will not give rise to ditenfringement by any party.” Muniauctipf32

F.3d at 1329 (quoting BMC Re€l98 F.3d at 1371); see, e.Golden Hour Date Sys., Inc. v.

emsCharts, IncNos. 2009-1306, 2009-1396, 2010 WL 3133539, at *3, *13 (Fed. Cir. Aug. 9,

2010) (affirming district court’s grant of judgntess a matter of law in favor of accused joint
infringers which had collaborated to perforthad the steps of the almed method, noting that

the “two companies formed a strategic partngrshnabled their two programs to work together,
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and collaborated to sell the two programs asil bat “the evidence [ ] was insufficient for [a]
jury to infer controlor direction”).
In Muniauction the Federal Circuit expanded o timastermind theory” set forth in

BMC Resourcesstating that “the control atirection standard is satisél in situations where the

law would traditionally hold the accused diredtimger vicariously liable for the acts committed
by another party that are requre complete performance afclaimed method.” _Muniauction
532 F.3d at 1329. Specifically, Muniauctienn which the patent édsue claimed an electronic
method allowing municipal bond issuers to initiate and monitor bond auctions, and bidders to
prepare, submit, and monitor bids — held thafaélcethat an alleged infringer merely “controls
access to its system and instructs bidders on its uss sufficient to inur liability for direct

infringement.” _Id.at 1330. Examining and apphg the holdings of BMC Resourcasd

Muniauction one district court held (in a decision later affirmed without discussion by the
Federal Circuit), that “the thirgarty must perform the steps o&thatented process by virtue of

a contractual obligation or loér relationship that givesse to vicarious liabilityin order for a

court to find ‘direction ocontrol.” Global PatenHoldings v. Panthers BRHC LL&86 F.

Supp. 2d 1331, 1335 (S.D. Fla. 2008) (emphasis addesthissing direct infringement claim
because the defendant had no contractual relatpnsth the third parties who performed a step
of the patented process, the third parties wetelleged to be the imdant’s agents, and the
plaintiff failed to allege “any fact which wodilrender [d]efendant otherwise vicariously liable
for the acts of [the ihd parties]”), aff'd 318 F. App’x 908 (Fed. Cir. 2009) (per curiam).
2. Indirect Infringement
In addition to its prohibition on directfiingement, 35 U.S.C. § 271 also providieser

alia, that:
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(b) Whoever actively induces infigement of a patent shall be
liable as an infringer.

(c) Whoever offers to sell or sells within the United States or
imports into the United States a component of a patented
machine, manufacture, combination or composition, or a
material or apparatus for use pnacticing a patented process,
constituting a material part dfie invention, knowing the same
to be especially made or especially adapted for use in an
infringement of such patentand not a staple article or
commodity of commerce suitabfor substantial noninfringing
use, shall be liable ascantributory infringer.

Violation of either of these subsections ddnges “indirect infringement.” A claim for
“[indirect infringement, whether inducementitdringe or contributoy infringement, can only

arise in the presence of dir@éafringement, though the direct iiger is typically someone other

than the defendant accused of indirect infringement.” Dynacore Holdings Corp. v. U.S. Philips

Corp, 363 F.3d 1263, 1272 (Fed. Cir. 2004) (citing,,elgnsen v. Rexall Sundown, In842

F.3d 1329, 1334 (Fed. Cir 2003) (defendant vendor accused of indirect infringement based upon
allegations that its customers difganfringed plaintiff's patent)).

B. The Parties’ Noninfngement Arguments

1. Travel Sentry
The 537 and 728 patents undisputedly set forth multiple “steps” of the claimed method,
as all method patents do. However, the numbsteags is disputed. According to Travel Sentry,
there are four steps, summarized as follows:

(1) Making available to consumersspecial lock designed to be
used on luggage, which special lock the TSA has agreed to
process in accordance wihspecial procedure;

(2) Marketing the special lock to the consumers in a way that
informs them that the speciaklowill be subjected by the TSA
to the special procedure;

(3) The identification structure oneéhspecial lock signaling to the
baggage screener that the TSA has agreed to subject the special
lock to the special procedure; and
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(4) The TSA acting pursuant to aiqar agreement to look for the
identification structure whilescreening baggage and, upon
finding it, to use the special procedure to, if necessary, open the
lock.

Travel Sentry’s reading tracks the justitiom and spacing of the printed text of each
independent claim of the 537 and 728 patents; aldpendent claim states “a method . . .,
comprising:” followed by four paragraphs, dewsted by indentations, which correspond to
Travel Sentry’s four identified steps.

Travel Sentry’s legal arguments boil dowrnthese points: (a) Travel Sentry does not
directly infringe because it deenot perform any of the stepkthe claimed method, much less
all of them, either literally or equivalently; (Byavel Sentry does not directly infringe because,
to the extent that the actioaémultiple third parties_(i.eits licensees and/or the TSA) combine
to perform every step of the claimed methodvEt Sentry does not “mastermind” the conduct
of those third parties; and (€yavel Sentry does not indirectigfringe because no other third
party unilaterally performs each and every stefhe claimed method or masterminds others
who do, and there can be no indirect imfiement without direct infringement.

Travel Sentry argues that it does not perfstap 1 because the TSA has not “agreed to
process” Travel Sentry-marked locks “in ac@nde with a special predure,” noting that the
MOU does not specify or obligate the TSA ttidar any particular screening procedure, but
merely asserts that the TSA will give a good faftbréto use the Travel Sentry master keys to
open Travel Sentry locks. In fact, TraB®#ntry argues, thHESA’s procedures and
methodologies are classified sansitive security information (“SSI”) under 49 C.F.R. 1520,

and thus cannot even be disclosed third party such as Trav&éntry without specific written

authorization, of which there o evidence here. Further, evethe TSA had agreed to use a

8 The regulation defines SSI as including, among other things, “specific details of aviatitimenarirail
transportation security measures.” 49 C.F.R. 1520.5(b)(8).
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special procedure for opening Travel Sentry-matkeks, Travel Sentry asserts that it does not
make such locks “available to consumers,”inetely licenses its trademark to retailers and
manufacturers, and neither manutaes, sells, offers for sale vgis away or distributes locks
nor controls or directs itdcensees regarding if, when or whdo sell or distribute locks.

Similarly, with respect to step 2, Travelrfbg argues that it does not know or purport to
know whether a Travel Sentry-marked lock Wil subjected by the TSA to any special opening
procedure, and, in any event, all marketing of Travel Sentry-locked marks to consumers is
accomplished by its licensees without control oradiom on Travel Sentry’s part. With respect
to steps 3 and 4, Travel Senasgues that these stepspérformed by anyone, must be
performed by the TSA, who Travel Sentry doesdict or control. Further, Travel Sentry
states that there is no reasonable basis tdudathat the TSA does perform these steps, as
there is no evidence in the record regarding whatything, the Travel Sentry mark signals to
any given TSA baggage screenemwhat specific actions a saner takes when opening a given
piece of checked luggage, there is no “prioeagrent” by the TSA to look for the Travel Sentry
mark while screening baggage, and there is necigpprocedure” that the TSA has agreed to
use for the opening of Travel Sentry-marked locks.

2. Tropp

According to Tropp, the claimed method is coreed of two steps. Like Travel Sentry,
Tropp defines the first step as corresponding to the first paragraph of each independent claim, but
Tropp collapses Travel Sentry’scemd, third and fodh steps (i.e.the second, third and fourth
paragraphs of each independent clam) a single step/paragraph:

(1) Making available to consumersspecial lock . . . ; and

(2) Marketing the special lock to the consumers in a way that
informs them that the speciaklowill be subjected by the TSA
to the special procedure.
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Tropp characterizes the MOU asspecific prior agreement” by the TSA to employ the
“special procedure” of opening Travel Sentry-keat locks with TraveSentry-provided master
keys. He notes that Travelr@g/-marked locks cannot be maaafured or distributed (“made
available”) without the specific agement and authorization ofaMel Sentry and observes that,
through its various contracts with licensees, €&entry limits the products on which its
trademark can be used, exerts complete contraleuadity and samplesnd solely controls the
creation, duplication and provision of master keys to the TSA. Further, Tropp contends that
Travel Sentry itself “promotes” the locks to consumers because its own marketing materials and
website explain the TSA'’s “special procedure” @#sdvebsite identifies outlets for purchase of
Travel Sentry marked products, and points outThavel Sentry retains #uority in its license
agreements to approve all advertising, prooral and marketing materials about Travel Sentry-
marked locks. Finally, to the extent that any stepart of a step dfis claimed method must be
performed by a “screening entity,” Tropp argues thate is a genuine ques of material fact
as to whether, in all substardg aspects, Travel Sentry enables and controls the TSA in its
performance of those p&cts of the method.

Based on this reasoning, Tropp argues thaetlsesufficient evidence to raise genuine
issues of material fact regarding whether Tr&8ahtry “makes available” and/or “markets” dual-
access special locks to consumers in the manneneatdiin his patents, whether it induces any of
its licensees to perform each of those stepsydmadher it directs or cortls the activities of
third parties — its licensees and the TSA — wigether perform all the steps of the patented

method, and accordingly, summary judgmeinboninfringement is inappropriate.
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C. Declaration of Noninfringement

As an initial matter, the Court addresses disagreement regarditite steps defined in
Tropp’s patented process. Althouidiis was not previously raises a disputed point at the
claim construction stage of the proceedings, ritegertheless a claim construction issue within

the Court’s bailiwick. SegenerallyMarkman v. Westview Inst., Inc517 U.S. 370, 376-78,

116 S. Ct. 1384, 1389-90 (1996); Phillips v. AWH Cp#i5 F.3d 1303, 1312 (Fed. Cir. 2005)

(en banc). The Court’s role performing claim interpretation is nbinited to defining isolated

words or phrases, but extends to determinatiegarding the overall spe and nature of the

claimed process. See, elgeighton Techs. LLC v. Gisthur Card Sys., S.A358 F. Supp. 2d
361, 366 (S.D.N.Y. 2005) (noting that, for preselaims, claim interpretation may involve
ascertaining whether the steps must be perfdrimea specific order) (citing Altiris, Inc. v.

Symantec Corp318 F.3d 1363, 1369-70 (Fed. Cir. 2008nd, quite obviously, both sides

believe that this particular determination is paldince, so long as at least one step of the
method is performed entirely by the TSA, Tra8eintry cannot possibly directly infringe by
performing all of the steps of the method. @&\lg cannot directly infringe on a “mastermind”
theory unless it controls the TSA'’s performarof its step. “When the parties present a
fundamental dispute regarding th@ge of a claim term, it is the court’s duty to resolve it.” O2

Micro. Intern. Ltd. v. Beyond Innovation Tech., C621 F.3d 1351, 1362 (Fed. Cir. 2008).

While claim construction begins with the cta themselves, which “provide substantial
guidance as to the meaning of particulairalterms,” the claim terms must further be
considered in the context of the patenaasghole, including th specification._SeRhillips, 415

F.3d at 1312-13 (citing VitronigSorp. v. Conceptronics, In©0 F.3d 1576, 1582 (Fed. Cir.

1996)), 1315. The plain, ordinaand contextuallygasonable meanings of claim terms are
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presumed to have been intended, unless amtiorvbas clearly and tleerately assigned
different meanings elsewhere in the pai@ar in the prosadion history. _Seéhillipsat 1316;

ACTV, Inc. v. Walt Disney C0.346 F.3d 1082, 1088 (Fed. Cir. 2003). The ordinary meaning of

a “step” in this context is “a stage in aduwal, regular or orderlgrocess,” or “an action,

process, or measure often occurring as oreeseries.”_Merriam-Webster’s Third New Int’l

Dictionary of the English Langua@®?36 (2002); see also Leigint Techs. LLC v. Oberthur

Card Sys., S.A358 F. Supp. 2d 361, 377 (S.D.N.Y. 2005) (noting that “step” is a “plain

English, utterly non-technical” worand construing it to mean &age in a process,” based on
Webster’'s New Collegiate Dictionary, for the purpas construing claims process patent).

Notably, although the parties both interptet independent claims in the 537 and 728
patents as setting forth multiple steps of a process, the claims themselves do not mention “steps”
at all. They simply state th#tte claimed method is “comprisefl elements described in four
separate and discrete (albeit unnumbered ottendel) paragraphs. The ordinary meaning of
“comprise” in this context is “to consist die made up of;” or “to include, esp. within a

particular scope.”_Merriam-Webster's Thixeéw Int’l Dictionary of the English Lanquagk7

(2002);_see also Leighton Tech358 F. Supp. 2d at 377. The first and second of the four

paragraphs, which undisputedly constitute the &irel second steps of the method, describe the
actions of “making available” and “marketing"cks to customers, withogpecifying that those
actions are to be performed by any particulpetgf person or entity. The third and fourth
paragraphs, which Travel Sentontends are also “stépnd Tropp contends are not,
specifically describe actions to be taken Byggage screening entity the course of

performing luggage screening (recognizing aaiglenoting a special ¢&, and looking for and

opening locks with that signal with a masteykeBased on the presentation and substance of
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the patent claims (drafted by Tropp himselig Court finds it obviouthat Tropp’s claimed
method consists of four steps, the last twavbich are performed by a screening entity.

The patent specifications are in harmony witis interpretation. Under the heading
“Detailed Description of the Prefeddambodiment,” the 537 patent stateser alia, “[t]he
method of the present invention includes the stapaking a special loc&vailable to airline
travelers . . .,” and “[T]he miebd of the present invention alsalindes the step of providing the
luggage screening authority, ditlycor indirectly, with access to the master key.” However,
these portions take up only a small part ef description section, wdh also extensively
addresses the power, needs and interests of theti&types of locks that might be employed
as part of the method, the beitefind attractivenesd the system to &velers, and so on.
Moreover, by stating that the method “inclstieertain steps, the description tacitly
acknowledges that there may very well be otlteps to which it has not called attention, see

Merriam-Webster's Third New IntDictionary of the English Languadd 43 (2002) (defining

“include” as “to place, list or rate agart of a whole or of a larger group” (emphasis added)),
and at the conclusion of the section themnigxpress and emphatic disclaimer that the
description is in no way exhaustive or com@leFurther, elsewhere in the 537 patent, 18
“Important Objects and Advantagese articulated, each one of which spells out a way in which
the claimed method will streamline the process@maiheliorate the negative side effects of
baggage screening performed by the TSAr éxample, the first “important object and
advantage” is “to provide a method of screening luggage at airpores/thes forcible opening

of the luggage.” Other purportbenefits of the proposed methoe #inat it would “reduce] ] the

costs of the luggage screening authority,” “redjaejuries to baggage screeners,” “reduce| ]

the liability to the luggage screieg authority,” “not interfere vth current policy of the luggage

24



screening authority,” “decreaskthe labor of luggage screeners,” “provide[ ] a public relations
benefit to the TSA or luggagersening authority,” and “allow[ the luggage screening authority
to get its work done more efficiently.” Na single one of these important objects and
advantages would be realizedhe method did not culminate in the final acts of a TSA screener
recognizing a special lock and mgia master key to open it.

Accordingly, the Court accepts Travel Sentiyierpretation that #re are four steps of
the claimed method, and the last two must bopmed by the TSA. Tropp does not allege that
the TSA (or its equivalent) either “makes avialié or “markets” special locks to consumers.
Thus, even assumiragguendo that Tropp has demonstrated atengl question of fact as to
whether Travel Sentry performs and/or diremtgontrols its licensegerformance of each of
those two steps, either literally onder the doctrine of equivalentis direct infringement claim
against Travel Sentry is only vigaf there is sufficient evidence to permit a reasonable jury to
infer that Travel Sentry directsd controls the TSA’s performem of the additional steps of the
method. The record provides no such basis.

Although the MOU may arguably be deemedadge to constitute a “prior agreement”
between Travel Sentry and TSA within the megrof the 537 and 728 pats, it is insufficient
to establish the “control or direction” requiremémt joint infringement liability established by

the Federal Circuit in BMC Resourcasd_Muniauction Quite simply, Tropp points to no

evidence at all that could morph this relatyvebncommittal “understanding” between Travel

Sentry and the TSA into a contract that resdemavel Sentry vicariolygliable for the TSA’s

actions._Se&lobal Patent Holding$86 F. Supp. 2d at 1335 (statingttlthe third party must
perform the steps of the patedtprocess by virtue of atractual obligation or other

relationship that gives rise tacarious liability in order foa court to find ‘direction or
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control™). The MOU reflects that Travel Sentry agreed merely to provide the grass, with
master keys to Travel Sentry certified loeksl training guidance on how to identify those locks
on checked luggage and, if necessary, open themg tiee master keys, and that, in return, the
TSA merely agreed to test the keys and, fibund them satisfactory, to make a “good faith
effort” to use the keys to open bags wheneverit8A found it “practicald’ to do so. Under the
terms of the MOU, however, the TSA is not subjecany concrete or enforceable obligation to
use the master keys at all, and it is expressplabd of liability for any locks that are damaged
during the screening processwithstanding Travel Sentry dédication. The MOU does not
provide for any consequences of a failure to dgirand either party can unilaterally terminate it
at will. Essentially, all that é@MOU proves is that Travel Sepfacilitates the TSA’s access to
Travel Sentry’s lock system (i,esupplies it with the master kegad provides instructions and
guidance to TSA screeners on how to use the systéms.is precisely the type of relationship
which the Federal Circuit in Muniauctia@eemed inadequate sapport a claim of direct
infringement against any party. Sdeniauction 532 F.3d at 1329 (stating that the fact that an
alleged infringer merely “controls access to itsteyn and instructs [third parties] on its use is
not sufficient to incur liabity for direct infringement.”¥.

Therefore, the Court finds that Travel Semgjther performs atyf the steps of Tropp’s
claimed method itself nor masterminds the pemiance of all of the steps by others, and
consequently cannot be found toeditly infringe Tropp’s patentd-urther, in the absence of a

showing that any entity has ditéy infringed Tropp’s patentsny claim by him against Travel

° The Court’s conclusion is buttressed by a decision of the International Trade CommissiohAxi@linéstrative
Law Judge in a parallel action brought by Tropp against several foreign luggage manufaghicerfound;nter

alia, that neither Travel Sentry nor any other entity cahedé liable for direct infringement of Tropp’s patents,
because no single entity performs altled steps or controls orrdicts the performance of all of the steps by others.
SeeCertain Dual Access Loclénd Products Containing Saiev. No. 337-TA-689, USITC (Mar. 18, 2010)
(Preliminary). The decision, of course, is not binding here in any way under any theory.
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Sentry for indirect infringement fails as a mattétaw. Liability for indirect infringement can
arise only in the presence difect infringement._SeBynacore 363 F.3d at 1272.

CONCLUSION

For the foregoing reasons, the Court graotsmary judgment to Travel Sentry on its
claim of noninfringement and dismissége Travel Sentry Action with prejudi¢®.Notably, 35
U.S.C. 8§ 285 provides that, infilgement actions, “[tjhe couim exceptional cases may award
reasonable attorneys’ fees to the prevailing parfyo’the extent that Travel Sentry believes in
good faith that this is an “exceptidraase” and intends to seek recowvef its fees and costs, it
shall submit a motion identifying with specificitlye “exceptional” circumstances giving rise to
its claimed entitlememt on or before September 24, 2010, and Tropp shall submit any response
on or before October 1, 2010. Se=d. R. Civ. P. 54(d)(2)(C). These submissions shall be
limited to addressing the issue of Tropp’s lidpifor fees; if and when such liability is
established, the Court will td&or submissions regardinfye recoverable amount. Séed. R.
Civ. P. 54(d)(2)(C).

Lastly, in light of the Cours finding of noninfringement ithe Travel Sentry Action, it
appears that Tropp’s infringemeniaims against the licensee defendants in the Licensee Action

are barred by collateral estoppel andésjudicata. Accordingly, on or before September 24,

9 The Court need not and does not decide the merits of Travel Sentry’s invalidity clasmetatiéd motion (which

is denied as academic) to strikeéta@ evidence submitted by Tropp in his opposition to summary judgment on
invalidity grounds. Invalidity is an affirmativdefense to a claim of infringement. Jéan Tire Corp. v. Case

New Holland, Inc.566 F.3d 1372, 1376 (Fed. Cir. 2009). If a court finds that, as a matter of law, an accused
product or process does not infringe upon a patent, it isec@ssary for the court tortsider alternative arguments

for summary judgment raised by an allegedly infringing party. VBieg Shing Prods. (BVI) Co. Ltd. v. Sunbeam
Prods., Inc.665 F. Supp. 2d 357, 359-60 (S.D.N.Y. 2009) (“[Defendant] advances four imuggperounds for
summary judgment: invalidity of the [allegedly infringed] patent; collateral estoppel; non-infringement; and laches .
. .. Because the Court finds as a matter of law that thesedaevices do not infringe the [ ] patent, it need not
address [the] other arguments.”), affidio. 2010-1039, 2010 WL 1784720 (Fed. Cir. May 5, 2010).

Y The Federal Circuit has consistently held that “@nlynited universe of circumstances warrant a finding of
exceptionality in a patent case: ‘inequitable conduct before the PTO; litigation misconduct; vexatious, unjustified,
and otherwise bad faith litigation; a frivolous suit or willful infringement.” Wedgetail Ltd. v. Huddlestarx&el

Inc., 576 F.3d 1302, 1304 (Fed. Cir. 2009) (collecting cases) (quoting Epcon Gas Sys., Inc. v. Bauer Compressors,
Inc., 279 F.3d 1022, 1034 (Fed. Cir. 2002)).
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2010, Tropp is ordered to show cause why the Licensee Action should not be dismissed as a
result of this Order, and any reply by anyatiricensee defendants shall be submitted on or
before October 1, 2016.

SO ORDERED.

DATED: Brooklyn, New York
Septembet0,2010

s/

ERIC N. VITALIANO
UnitedState<District Judge

2 The licensee defendants’ August 9, 2010 request fse-motion conference or leave to file a motion for
summary judgment on noninfringement is denied as premature.
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