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Legal Framework

e Markman v. Westview Instruments
e Phillips v. AWH Corporation



Infringement Analysis is a Two
Step Process

1. Determine meaning and scope of patent
claims.

Markman v. Westview Instruments, Inc., 52 F.3d 967,967 (Fed. Cir. 1995) (en banc), aff’d 517 U.S. 370 (1996)

2. Comparison of properly construed claims to
accused product.

Markman v. Westview Instruments Inc., 517 U.S. 370, 372 (1996)



Claim Language

 Three sources of intrinsic evidence
—Claims
—Specification
—Prosecution history

e Extrinsic evidence

— e.g., Dictionaries



Claims Define The Invention

It is a “bedrock principle” of patent law that
“the

claims of a patent define the invention to which
the patentee is entitled the right to exclude.”
Innova, 381 F.3d at 1115; Markman, 52 F.3d at
980 (“The written description part of the
specification itself does not delimit the right to
exclude. That is the function and purpose of

claims.”).

Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005).



Claims Define The Invention

Construction of some claim terms simply requires adoption of
the well known meaning of such terms.

“In some cases, the ordinary meaning of claim language as
understood by a person of skill in the art may be readily

apparent even to lay judges, and claim construction in such
cases

involves little more than the application of the widely accepted

meaning of commonly understood words. See Brown v. 3M, 265
F.3d 1349, 1352 (Fed.Cir.2001) (holding that the claims did “not
require elaborate interpretation”).”

Phillips, 415 F.3d at 1314.



Specification

e Useful to construe claim terms

e But improper to import limitations from
specification into claims

e Specification cannot limit claim scope absent
“intentional disclaimer, or disavowal of claim

scope.”

Phillips, 415 F.3d at 1312-1313, 1316.



Specification

“Although the specification often describes very
specific embodiments of the invention, we have
repeatedly warned against confining the claims

to those embodiments.”

Phillips, 415 F.3d at 1312-1313.



Specification

Even single embodiment does not limit claim
scope “unless the patentee has demonstrated a
clear intention to limit the claim scope using
‘words or expressions of manifest exclusion or

restriction.””

Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 906 (Fed. Cir. 2004), quoting Teleflex, Inc. v. Ficosa North
American Corp. 299 F.3d 1313, 1327 (Fed. Cir. 2002).



Prosecution History

“[l]t is also true that the prosecution history
may not be used to infer the intentional
narrowing of a claim absent the applicant’s
clear disavowal of claim coverage.”

Sunrace Roots Enterprise Co., Ltd. v. SRAM Corp., 336 F.3d 1298, 1306 (Fed. Cir. 2003)

“To be given effect, such a disclaimer must be
clear and unmistakable.”

Id. (internal citations omitted)



Prosecution History

“Prosecution disclaimer does not apply to an ambiguous
disavowal.”

Computer Docking Station Corp. v. Dell, Inc., 519 F.3d 1366, 1375 (Fed. Cir. 2008).

“Yet because the prosecution history represents an ongoing
negotiation between the PTO and the applicant, rather
than the final product of that negotiation, it often lacks the
clarity of the specification and thus is less useful for claim

construction purposes”

Phillips v. AWH Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005) (citation omitted).
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