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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF NEW YORK

GELICITY UK LIMITED,
MEMORANDUM AND ORDER
Plaintiff,
| 10Civ. 56 77(ILG) (RLM)
- against-
JELL-E-BATH, INC., etal.,
Defendans, Third Party Plaintiffs, and @mterClaimans,

- against
MORRIS,etal.

Third Party Defendants ar@unterDefendant
GLASSER, Senior United States District Judge:

Plaintiff Gelicity UK Limited (“Gelicity”) brings his action against Jel-Bath,
Inc. (“JellkE-Bath”) and Elizabeth De Alicante (collectively “dafdants” or
“‘counterclaimants”) for a declaratory judgment cddemark norinfringement.
Defendants bringlaims against Wayne Walton and Paul Morris (cdllesdy “third
party defendantsandcounterclaims against Gelici{gollectively “Gelicity
defendants”for federaltrademark infringement and undstate law.

Currently before the Court is Gelicity def@ants’ motion to dismiss the
counterclaims and third party claims pursuant téeRI2(b)(6) of the Federal Rules of
Civil Procedure. For the reasons set forth beldwe, motion is converted to one brought
pursuant to Rule 12(@nd is hereby GRANTED witleave for counterclaimants to

amendtheir pleadings.

BACKGROUND
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The following facts are taken from counterclaimdmpieadingsand public
documentsthey are accepted as true for purposes of thigano

JellE-Bath is an Oregon corporation that sells home spattnents and other
products under th&J ELLYBATH” trademark. Answer to Am. Compl. (“Answer”) 11 2,
8 (Dkt. No. 21).JellE-Bath filed an application to register the JELLYBATHademark
with theUnited State Patent and Trademark OfficdJSPTO”)on September 9, 2004,
and owns the use of the mark for “bath soaks, Ibatdds, body salt scrubs, bath lotions,
bath milks, bath oils, bath crystals, body oilssestial oils for inclusion in baths, eye
compresses for cosmetic purposes, mineral bathissdtments not for medicinal use
and exfoliation bath soaksld. T 9. Alicante is the president of Jeli-Bath and an
Oregon domiciliary.ld. 11 2, 9.

Gelicity is a United Kingdom corporation that sdilath products under the
trademark “GELLI BAFF.” Countercs. & Third Party Compl. (“Countersl”) 11 6, 17
(Dkt. No. 21). Gelicity filed an application to register the GELBAFF trademark with
the Unitael Kingdom Intellectual Property Office on Decemliér 2006, and owns the
use of the mark in the United Kingdom for “childrbathtime plaything[s].”U.S.
Trademark Application Serial No. 85178665 (filed Nav, 2010) (“665 App.”) On
November 3, 2010JellE-Bath informed Gelicity that it was considering légation for
“use of the confusingly similar Gelli Baffharkon any “goods manufactured and/or

distributed in the United States.” Answer J 20.

1“The Court mayroperly take judicial notice of official record§tthe United
States Patent and Trademark Office.” Rockland Expan, Inc.v. Alliance of Auto.
Serv. Providers of N.J894 F. Supp. 2d 288, 301 n.6 (S.D.N.Y. 2012) (quion
omitted).




On November 17, 2010, Gelicity filed an applicatimregister the trademark
GELLI BAFF with the USPTO based on its United Kiragd registration; the application
statal that the mark was “first used in commerce at |lessearly as 00/00/2007, and is
now in use in such commerceB65 App. Gelicity theninitiated this action for a
declaratory judgment of trademark narfringementon December 8, 2010. Dkt. No. 1.
Defendants struck back on January 18, 2011 witmeerclaims and third party claims
against Walton and Morris, who are principals ofi@g and United Kingdom
domiciliaries. Dkt. No. & Shortly thereafter, on January 25, 2011, Gelicityeanded its
U.S.trademark application to exclude references toinssmmerce, and instead
claimed “a bona fide intention to use.the mark in commere” 665 App. That
application is currently pending and is suspendedding a final determination in this

action. JelkE-Bath, Inc. v. Gelicity (UK) Ltd,.No. 91201239 (T.T.A.B. Dec. 21, 2012)

Gelicity amended the Complaint on April 27, 20 1dom pting counterclaimants
to file amendedounterclaims and third party claims on May 10, 20kt. Nos. 26021.
The gravamen of the counterclaims and third paldincs is that GELLI BAFF is
confusingly similar to JELLYBATH, so Gelicity defelants are harming
counterclaimants’reputation and goodwill througleir sales and advertising.
Countercls{ Y 2123, 3135,39-47. Gelicity defendants answered these claims on May

31, 2011. Dkt. No. 22.

21t is unclearwhat a dispute between United Kingd@nd Oregon domiciliaries
is doing in the Eastern District of New York. Gatly claimsthat “Alicante conducts
significant business in the nature of licensingirwithin this judicial district,” Am.
Compl. § 4 (Dkt. No. 20), although the most likelkplanation is thaGelicity's counsel
is based in Brooklyn. In any event, the partiesehwaived any personal jurisdiction or
venue defensesAzrelyant v. B. Manischewitz CoNo. 98CV-2502, 2000 WL 264345,
at *5 (E.D.N.Y. Jan. 13, 2000) (citingeroy v. Great Western United Gor 443 U.S. 173,
180 (1979)).




On May 17, 2013, Gelicity defendants moved to dssrthe counterclaims and
third party claims, arguing that counterclaimanésimot sufficientlypleadedclaims for
trademak infringement or unfair competition, or establishiedividual liability against
the third party defendantselicity Defs.” Mem .(Dkt. No. 86). Counterclaimants filed
their opposition on June 3, 28 land Gelicity defendants filed their reply on Juife
2013. CounterclsOpp'n (Dkt. No. 92); Gelicity Defs.’ Reply(Dkt. No. 95.

DISCUSSION
l. Legal Standards

Rule 12(b) requires that a motion to dismiss “bedmaefore pleading if a
responsive pleading is allowedGelicity defendants moved to dismiss pursuant to Rule
12(b)(6) of the Federal Rules of Civil Procedureeafanswering the counterclaimsad
third party claims Nonetheless, ®ule 12(b)(6) motiofii madeafter the close of the
pleadings ‘should be construed thetdistrict court as a motion for judgment on the

pleadings under Rule 12(t) Brojer v. GeorgeNo. 11CV-3156, 2013 WL 1833246, at *2

(E.D.N.Y. May 1, 2013) (quotinBatel v. Contemporary Classics of Beverly HiR$9

F.3d 123, 126 (2d Cir. 2001)).

Rule 12(c)provides that “[a]fter the pleadis@re closed-but early enough not to
delay trial—a party may move for judgment on the pleadingsr deciding a motion
under [Rule] 12(c), the Court applies the same dtad as that applicable to a motion
unde [Rule] 12(b)(6), accepting the allegations con&d in the complaint as true and

drawing all reasonable inferersc@ favor of the nonmoving party.Reyes v. City of

New York, No. 10-cv-1838, 2012 WL 37544, at *2 (E.D.N.Y. Jan. 9, 20(&)ing Ziemba

v. Wezner 366 F.3d 161, 163 (2d Cir. 2004)).



To survive a motion to dismiss pursuant to Ruleb}®g), the pleading must
contain“sufficient factual matter, accepted as true, tate a claim to relief thasi

plausible on its face.”Ashcroft v. Igbal556 U.S. 662, 6782009) (quotindgBell Atl.

Corp. v. Twombly 550 U.S. 544570 (2007). Although detailed factual allegations are

not necessary, the pleading must include more trafunadorned, theefendant
unlawfully-harmedme accusation’mere lgal conclusions, “a formulaic recitation of
the elements of a cause of action,” or “naked asses” will not suffice. Id. (internal
guotationsandcitationsomitted). This plausibility standard “is not akin to a
‘probability requirement,but it asks &r more than a sheer possibility that a defendant
has acted unlawfully.1d. (quotingTwombly, 550 U.S. at 556)Determining whether a
pleadingstates a plasible claim for relief isd contexispecific task that requires the
reviewing court to draw orts judicial experience and common sefislel. at 679.

. Trademark Infringement

The Lanham Act prohibits the “use in commerce poily reproduction,
counterfeit, copy, or colorable imitation of a refgired mark in connection with the sale,
offering for sale, distribution, or advertisingafy goods or services or in connection
with which such use is likely to cause confusionf@cause mistake, or to deceive”
“without the consent of the registrant.” 15 U.S8Q114(a).

“[T]he elements of a trademarkfringement claim under the Lanham Act are:
(1) that the plaintiff holds a valid mark entitléo protection; (2) that the defendant
used the mark, (3) in commerce, (4) in connectiatihwhe sale or advertising of goods
or services (5) without plaintiff consent; and (6) that the defendant’s use afmalar

mark is likely to cause confusionJapan Press Serv., Inc. v. Japan Press Serv, Noc.

11 CVv5875,2013 WL 80181, at *12 (E.D.N.Y. Jan2R13) (citingl-800 Contacts, Inc. v.
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WhenU.Com, In¢.414 F.3d 400, 4067 (2005)). “[D]Jemonstrating use in commerce is
a threshold burden” because “no [] activity isiactable under the Lanham Act absent

the ‘use’of a trademark.Kelly-Brown v. Winfrey --- F.3d----, 2013 WL 2360999, at *7

(2d Cir.May 31, 2013) (quotind-800 Contacts414 F.3d at 412).

A. Usein Commerce
“The history and text of the Lanham Act show thede in commerce’reflects
Congress’s intent to legislate to the limits ofatsthority under the Commerce Clause.”

Butiv. PerosaS.R.L, 139 F.3d 98, 102 (2d Cir. 1998) (quotation ondjteA mark is

deemedo bein use in commerce when (1) ‘it is placed in anyrtmar on the goods or
their containers,” and (2) “the goods are soldransported in commerce.” 15 U.S.C. §
1127. However,‘[b]ecause territoriality is the bedrock principdétrademark

law, .. .‘use in commerce’in the Lanham Act [] contemplafajse that, at some point

in the transaction, implicates the United Statd3C Ltd. v. Punchgini, In.482 F.3d
135, 164 n.B (2d Cir. 2007).

Counterclaimant$ail to sufficiently allegeusein commerce.They merelyclaim
that Gelicity defendants “used in commerce infrimgants ofJell-E-Bath’s] registered
trademark,” withno indication that Gelicity defendartsvho are Unitedkingdom
domiciliaries—sold, transported, or advertised goods with thegatly infringing mark
in the United StatesCountercls. { 21.Although Gelicity represented to the USPTO
that it used the GELLI BAFF mark in commerce si€@07, it amended its filings to
remove this representation before th8PTO took any action or thirrently operative
Counterclaims and Third ParGomplaint were filed. Countercls.”Opp’n at& Gelicity
Defs.”Reply at 4 n.3665 App. Since the USPTO did not adopt Getliés prior position

and counterclaimants have suffered no prejudssicity defendants are not estopped
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from denying use in commerc&eeDeRosa v. Nat'l Envelope Corb95 F.3d 99, 103

(2d Cir. 2010)® Counterclaimantgeliance on a picture of a box marked GELLI BAFF is
similarly unavailing since there is no indicatidmat the box was sold in the United
States. Countercls.’Oppn at®65 App. In sum, ounterclaimants offer “a formulaic
recitation of the elementd a cause of action [that] will not dolgbal, 556 U.S. at 678
(quotation omitted).
B. Extraterritorial Application of the Lanham Act

Although counterclaimants do not sufficiently akkegse in commerce within the
United States, “[tlhe Lanham Act may reach allegedfringing conduct that occurs
outside the United States when necessary to prdvarmh to commerce in the United

States.”Atl. Richfield Co. v. ARCO Globus Int1 C9150 F.3d 189, 192 (2d Cir. 1998)

(citing Steele v. Bulova Watch Co344 U.S280, 28586 (1952)).The Second Circuit

has set forth three factors for courts to balanbenvdeciding whether to apply the
Lanham Act extraterritorially: (I\whether the defendant is a United States citizén)
“whether there exists a conflict between the defetdarademark rights under foreign
law and the plaintiff's trademark rights under dostie law’; and (3)*whether the
defendant’s conduct has a substantial effect ortédh$tates commerceld. (citing

Vanity Fair Mills v. T. Eaton C9.234 F.2d 633, 642 (2d Cir. 1956)JThe absence of

one of the above factors might well be determingtaved the absence of two is

3“Judicial estoppel applies to sworn statements madedministrative agencies
if “1) a party’s later position is ‘clearly incongtient’ with its earlier position; 2) the
party’s former position has been adopted in somghbyathe [agency] in the earlier
proceeding; and 3) the party asserting the twotpass would derive an unfair
advantage against the party seeking estopgddl.{citing New Hampshire v. Maine32
U.S. 742, 75651 (2001)).




certainly fatal.” Juicy Couture, Inc. v. Bella Intl Ltd--- F. Supp. 2d---, 2013 WL

978773, at *10 (S.D.N.Y. Mar. 12, 2013) (quotidanity Fair, 234 F.2d at 643).

Balancing thevanity Fairfactors weigls against extraterritorial application.
First, it is undisputed that all Gelicity defendarare United Kingdom domiciliaries.
Secondpecause Gelicity has registered its trademark enWhited Kingdom,
extraterritorial application of the Lanham Act ress‘questions about foreign trademark
law . . .sufficient to increase this Court’s caution in esising jurisdiction over matters
more appropriately left to forgn courts.”ld. at *12 (quotation omitted). Since the
absence of tw¥anity Fairfactors is “fatal,” the Court need not reach thedh See
Vanity Fair, 234 F.2d at 643 (“[T]he Lanham Act .should not be given an
extraterritorial application against foreign citizeacting under presumably valid trade
marks in a foreign country.”).

To summarize,@unterclaimants cannot demonstrate that Gelicifgd@ants
usedthe allegedly infringingnarkin commerce othat the Lanham Act should apply
extraterritaially. Accordingly, counterclaimants’trademarnkfiingement claims are
dismissed.

[11. State Law Claims

Counterclaimants bring claims for common law tragekiinfringement and
unfair competition under New Yoraw.

A. Constitutional Constraints on Choice of Law

“Acourt may apply the law of any state.provided that state has a sufficient
interest in the dispute such that application slaw does not offend the Due Process
Clause or Faull Faith and Credit Clause of the BdiStates Constitution Diehlv.

Ogorewa¢836 F. Supp. 88,992 (E.D.N.Y. 1993) (citindilistate Ins. Co. v. Haguyel49
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U.S. 302, 320 (1981) (Stevens, J., concurringfe Court cannot constitutionally apply
substantiveNew York law to a dispute between Oregon dsidted Kingdom
domiciliaries where no “significant contacts or arsifijcant aggregation of contacts”

with New York are allegedld. at 92(quotingAllstate, 449 U.Sat 313 (majority

opinion)). Therefore, he Court may only constitutionally apply the subdiae law of
Oregon or the United Kingdom to these claims.
B. Choice of Law Analysis
“Afederal court. . .adjudicating state law claims that are pendent fexdaral

claim must apply the choice of law rules of theuor state.”Licci ex rel. Licci v.

Lebanese CanadiaBank, SAL 672 F.3d 155, 157 (2d Cir. 2012) (quotation ot}

Under New York choice of law rules, if there is “antual conflict between the laws of
the jurisdictions involved,” then “the law of therjsdiction having the greatest interest
in the litigation will be appliedInterest analysis is a flexible approach intendedive
controlling effect to the law of the jurisdiction v, because of its relationship or
contact with the occurrence or the parties, hagtleatest concern with the specif
issue raised in the litigation Id. at 15758 (quotations omitted). In tort law disputes
where conductegulating laws are at issue, as opposed todlesating rules, “the law
of the jurisdiction where the tort occurred willrgerally apply becatesthat jurisdiction
has the greatest interest in regulating behaviohiwiits borders.”ld. at 158
(quotations omitted).

Assuming that there is an actual conflict betweerddn and United Kingdom
law, Oregon has the greati@terest in this litigation.Since this lawsuit deals primarily
with a federally registered trademark, any condegulated by state law must have

occurred within the United States. Moreoveryalleged harms to counterclaimants’
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“goodwill and reptation”must have occurred in @gon, where they are domiciled, and
not the United Kingdom, where they do not claindmbusinessCountercls. 11 3%0.
Accordingly, Oregon law governs counterclaimantshanon law claims.

C. Common Law Claims

Under Oregon law, “[c]laims for common law traderkanfringement are

analyzed using the same framework under the Lanheimi A & A Designs v. Xtreme

ATVs, Inc, No. 03:16CV-627, 2012 WL 1532417, at *5 (D. Or. Apr. 30, 20{Rifing

Classic Instrumentg. Vdo-Argo Instruments700 P.2d 67,7684 (Or. Ct. App. 1985)).

Similarly, “[iln unfair competition claims, a coulis guided by the same principles that
are applied in the protection of individuals in thh&e of trademarks and trade names.”

Id. (quoting Umpqua Broccoli Exchange v. UhQua Valley Broccoli Grower,245 P.

324,327 (Or. 1926))Since counterclaimants have not shown that Gelagfendants’
used the allegedly infringing mark in commerce witbhe United States,
counterclaimats’commonlaw trademark and unfair competition claims diemissed.
IV. Leaveto Amend

Counterclaimants request leave to amend pursuaRute 15(a) of the Federal
Rules of CivilProcedure if the Court dismisses any of its clain@®untercls.” Opp’n at
13. Leave to amend shall be freely given when justiceespiires. Fed. R. Civ. P.
15(a)(2). “Aparty that has failed to state a glashould generally be afforded an
opportunity to amend its complaint or counterclabuf leave to amend need not be
granted if an amended complaint or counterclaim Malso fail to state a claim.”

Gortat v. Capala Bros., In&G85 F. Supp. 372, 377 (E.D.N.Y. 2008).

Counterclaimants’proposed additional allegationsecthe deficiencies in the

Counterclaims and Third Party Complaint. For exdampounterclaimants intend to
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allege that “Gelicity or its distributors displayadd sold Gelli Baff at the Dallas Walr
Trade Center at a trade show on or about June 20Q0untercls.’Opp’n at 14.
Advertising and promoting goods with an allegedilfringing mark, even if Gelicity
defendans did not ship the goods themselves, sufficientlggdls use in commerce.

Peek & Cbppenburg KG v. Revuéd LC, No. 11 Civ. 5967, 2012 WL 4470556, at *4

(S.D.N.Y. Sept. 19, 2012). Similarlgpunterclaimants propose alleging that “Paul
Morris and Wayne Walton negotiated the agreemenlt WiaSmart, Inc. to distribute
Gelli Baff in the United States.” Countercls.’ Op@at 14. “Employees who direct,
control, ratify, participate in, or are the movifogce behind a Lanham Act violation can

be held personally liable for those violation®ferck Eprova AG v. Brookstone Pharm.,

LLC, --- F. Supp. 2d----, 2013 WL 363382, at *118 (S.D.N.Y. Jan. 31, 2013) (citing
cases). Therefore, counterclaimants’ motion to adis granted.
CONCLUSION
For all of the foregoing reasonGelicity defendantghotionis converted to one
brought pursuant to Re 12(c) of the Federal Rules of Civil Procedure anhereby

GRANTEDwith leave for counterclaimants to amend their plagd

SO ORDERED.
Dated: Brooklyn, New York
Juy 1, 20B
/sl 1ILG
l. Leo Glasser

Senior United States Distridtudge
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