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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF NEW YORK

ARIEL FLEURIMOND,
Alaintiff,
MEMORANDUM OF
-against- DECISION AND ORDER
09-CV-3739 (ADS)(AKT)
NEW YORK UNIVERSITY,

Defendant.

APPEARANCES:
Conway Business Law Group, P.C.
Attorneys for the Plaintiff
33 Walt Whitman Road, Suite 310
Huntington Station, NY 11746
By: Mona R. Conway, Esq., Of Counsel
Reitler Kailas & Rosenblatt LLC
Attorneys for the Defendant
885 Third Avenue, 20Floor
New York, NY 10022
By: Robert W. Clarida, Esg., Of Counsel
SPATT, District Judge.
This case arises from the allegations byplantiff Ariel Fleurimond (“Fleurimond” or
“the Plaintiff”) that she is theole creator and copyright owner“@rion”, a caricatured drawing
of a cougar. On August 27, 2009, she commenced this action against New York University
(“NYU” or “the Defendant”), dleging that it infringed upon heopyright by using and selling
various items that bear the Oridasign without her consent, inolation of the Copyright Act of

1976, 17 U.S.C. 8 10#t seq. Presently before the Court are the parties’ motion and cross-

motion for summary judgment pursuant to Federal Rule of Civil Procedure 56. For the reasons
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set forth below, the Court denies the Pl&iistimotion for summaryydgment and grants the
Defendant’s cross-motion for summary judgment dismissing the complaint.
. BACKGROUND
The following constitutes the undisputed faaft$he case unless otherwise noted. These
facts are drawn from the parties’ summary judgment submissions, as well as the deposition
transcripts requested by the Coamd the stipulated facts in the Joint Pre-Trial Order filed on
April 9, 2012.

A. The Initial Employment Relationship

NYU is a non-profit corporatioduly organized and existing urrdée laws of New York
State where it acts primarily as educational institution. Fleurimond is a resident of the County
of Suffolk in the State of New York. In tiiall of 2005, she enrolled in NYU'’s baccalaureate
studies program. In January of 2007, Flewnd registered with a Federal Work Study
Program. Thereafter, NYU hired Fleurimond to work as an equipment room aide for the NYU
Athletics Department at theetwo gym facilities, Coles Gy and Palladium Gym (“the NYU
athletic facilities”).

Fleuirmond worked in her capacity as an equipment room aide from January of 2007
until approximately September of 2007. @&sequipment room aide, Fleurimond was
responsible for distributing gym locks and gamuent and laundering and distributing towels to
members of the NYU athletic faciis. To keep track of her hours, Fleurimond used technology
where she would scan her hand to check in vetenarrived for work, and scan her hand again
when she left to clock out. Fleurimond was compensated for her work as an equipment room
aide at a rate of $8.00 per hour. In additiothis position, Fleurimond worked as a web

designer for NYU’s College of Dentistry froapproximately March to July of 2007.



Fleurimond was compensated for her work at@ollege of Dentistry at a rate of $12.00 per
hour.

In or around March of 2007, Fleurimond svapproached by NYU Retails and Sales
Manager Nancy Isa who inquired if she wouldrterested in doing graphic design work for the
Athletics Department. Fleurimond accepteel ginhaphic design position, and her compensation
was increased from $8.00 per hour to $16.00 per inawcognition of the different nature and
scope of her employment. In order to genpensated for her graphic design work, Fleurimond
would submit invoices to Isa with the numleéihours worked. No we paperwork was filled
out for Fleurimond’s new positionAs a result, her official reeded compensation rate for the
NYU Athletic Department wasifit$8.00 per hour. According| in order to ensure that
Fleurimond was paid $16.00 per hour for heapdpic design work, Isa would double the hours
that Fleurimond submitted. Isa would then previdat information to Alex Martinez, who was
in charge of Human Resources for the Athl&@partment, for him to process for payment.

Fleurimond’s graphic design work initialgonsisted of adding graphics to the NYU
athletic department website; creating bannetsetplaced in the Coles gym and Palladium gym;
advertisements for the NYU athletic store knaagnthe “Sweat-N-Shop”; and advertisements for
athletic department events (“the promotionatemnals”). (Fleurimond Dep. at 36.) However,
Fleurimond never did work on revamping the wihdut rather focused her graphic design
work on the banners, signs, and seals. ald0—-41.) According tBleurimond, she did the
majority of her graphic design work at heran her own computeajthough she sometimes
would work on campus if Isa needed her to wamkbanners, shields, or signs while she was
there. (Fleurimond Decl., 11 18, 19; Flewsimd Dep. at 41-43.) Regardless of whether she

worked from home or on campus, Fleurimond submitted invoices to Isa for compensation. It is



undisputed that Fleurimond wasnepensated at a rate of $16.00 per hour for this work, and that
this compensation was subject to “full W-2 teeatment and withholding, including Social
Security and Medicare withholding'(Def.’s 56.1 Stmt., § 23.)

B. The Mascot Design Project

Fleurimond states that, approximatelyethmweeks after she began her graphic design
work, Isa approached her and asked her ifkhew how to draw”. (Fleurimond Decl. § 29.)
Fleurimond asserts that, after she informed Isadivatwvas an artist, Isa asked her to participate
on a project to create a branelw mascot designfdNYU’s Athletic Department (“the mascot
design project”). The unoffial NYU Athletic Department mastwas a bobcat, and, prior to
the initiation of the project, the mascot desigrs\aaversion of a bobcat referred to as “robo-cat”.
According to Fleurimond, Isa informed her tlaatew mascot design was being sought by NYU
because “robo-cat” was outdated amadppealing. (Fleurimond Decl. § 30.)

At this point, the Court must pausertote that, despite being raised by NYU both in
argument and evidence, Fleurimond’s summarynuelgt submissions fail to address an entire
set of factual circumstances highelevant to the outcome of these motions. Namely, that
Fleurimond’s work on the mascot design project was not limited to the creation of the mascot
design at issue in this litigation. Thus, the Court draws many of the relevant facts from
Fleurimond’s deposition and accepts therhesadmissions of fact.

According to Fleurimond, Isa invited hi&r submit a mascot design, and “clearly
explained” to her that her design might or might be chosen and used by NYU. Fleurimond
further states that Isa told hat if her design was ultimatethosen “as a candidate for NYU'’s
new Athletic Department mascot”, at thatqoi‘negotiation for compensation for [her] work

would take place”. (Fleurimond Decl., § 32\)¥U does not dispute that Isa approached



Fleurimond to participate in creating a newascot design. However, NYU contends that
Fleurimond was one of many employees “extegigiand substantively involved in designing
the work at issue”. (Def.’sd@linter 56.1 Stmt., § 11.) In atldn, NYU disputes that Isa made
any representation that Fleurimond would reeedditional compensation if her design was
chosen.

Fleurimond began work on various mascatiges. The first mascot that Fleurimond
worked on was referred to as “giant cat”. Aaling to Fleurimond, Isa made the request to her
in the office, but she worked on creating “giaat” at home. (Fleurimond Dep. at 49-50.) She
then worked on revisions of giant cat based odance from Isa. Subsequently, at the request
of NYU, Fleurimond worked on additional versgof the mascot, including “forward facing
cat”, “strutting cat”, “happycat”, and “kid cat”. (Idat 65.) Preliminary versions of the mascot
design are referred to as “trial cats”. ltuisdisputed that Fleurimond submitted invoices for her
work sketching and revising these trial catyj ghat she was compensated in the same manner
and at the same rate as her graphsigihework on the promotional materials.

Fleurimond contends that, between Maacid May of 2007, while she was working on
the trial cats and other graphic design projects, she craabedcot design using her own
inspirations, references, and materials, andaitlany assistance intheonceptualization or
illustration. The design that Fleurimond created wahree-quarter view of a cougar head and
face, and was a preliminary versiof the design at issue irigHitigation, which Fleurimond
later named “Orion”. Fleurimondrfit presented this preliminaryrgeon of Orion to Isa in May
of 2007 informally, in a sketcbn a napkin. Fleurimond then comtesl the sketch “to a vector
and presented it via graphican e-mail with notes”. (Fleurimond Dep. at 72.) According to

Fleurimond, she did not keep track of how mtiofe she spent creatf and conceptualizing



Orion, nor she inform anyone at NYU asimwv many hours she spent on Orion. In her
deposition, Fleurimond states thafter she presented Isa with the preliminary version of Orion,
she continued to do work on the other trial cdtarthermore, at her deposition, Fleurimond
contends that, when she presented the prelimwension of Orion to Isashe “set it apart and
verbally explained to them how it was differémm the other things fe&] was doing” and that
she presented it for NYU to consider “outside & $icope of that they were asking [her] for at
the time”. (Fleurimond Dep. at 261-62.)

NYU does not dispute that Fleurimond creadguteliminary versioof Orion that was
presented to Isa in May of 200However, NYU disputes the istence of any oral agreement
with respect to ownership or compensation. NMkiher disputes that there was an agreement
to treat the preliminary version of Oriorfférently than the other trial cats.

When Fleurimond returned to the camjpushe fall of 2007 following her summer
vacation, her main point of contact for tmascot design project was either NYU employee
Meredith Lewis, or Noah LeFevre, the AsseiDirector of NYU’s Alletic Department, who
was overseeing the new mascot branding project for the NYU &tlRlepartment. Lewis also
took over as Fleurimond'’s contact for hergra design work thahvolved creating the
promotional materials.

Between approximately October of 2007 &mel first few months of 2008, Fleurimond
completed a final version of Orion, whichespresented to NYU “as a candidate for NYU’s
Athletic Department mascot” (Fleurimond Decl., 1 40.) Fleurimond does not deny that during
this time, she received input from NYU empé&g on certain changes to make to the Orion
design. However, the parties dispute the exttemthich other NYU employees participated in

the revisions. According to Fleurimond, NY atrticipation in the creation of Orion was



“minimal, involving instructions given to Fleuriond, which were very general”. (Pl.’s Br. at
22.) For example, Fleurimond made changesalise the department or rather Noah would
say is there something you can do to make it rfieree and then | would go home and then |
would make the change and then presenthirte There were minor changes.” (Fleurimond
137-38.)

By contrast, NYU contends théis employees were heavilyvolved in the revisions.
For example, NYU employee Frank Sicignano, the @efssociate Athletic Director, testified
that he sat in on three to fostaff meetings with thirty téorty Athletic Department staff
members and coaches regarding the mascot. eAetimeetings, Sicignano testified that LeFevre
would present the most recent version of theaog and the attendees, usually the coaches,
would provide comments. Then, LeFevre “wotdlle back [their] comments and have them
incorporated into the next series of designs”. (Sicignano Déd.7at With regard to the type
of comments, Sicignano testified:

Q. Tell me what you recall as far as what the other coaches
comment on?

A. It looks to[o] effeminate. lfooks too cartoonish. It looks too
childish. Change the color. Change -- the teeth need to be more --
the eyes need to be more andfil in the ears. Add the whiskers.
The collar doesn’t look right. The callat used to have spikes on

it. | mean, there were many, mg many different variations.

(Id. at 149.) LeFevre also testifidtht he gave specific comments:

A. We went through countless drafisally getting to a draft that

we thought, as a group, we could work with. Each and every step
along the way she received very sfieallirections as to what we
wanted changed, what we wadt tweaked, what we wanted
altered to get it to a point where it was a creation that we could
develop and that we could work on collectively.

Q. The input that you personally had into the final product that we
have here as Defendant’s Exhibit 14, was your input more specific



at any time than general comments such as, Make it look more
fierce?

A. Oh, yes. A few examples miglbe, move the eyes slightly
closer together, add a set of top teeth, widen the border around the
collar, let's see a draft with a browhat's two shades darker, three
shades darker, four shades darkAs we got further into the
project, the direction got mor@@ more specific, because we were
honing in on what the final version was going to be.

(LeFevre Dep. at 246, 250-51.)

Furthermore, in or about Septembe26D7, Fleurimond began working with NYU to
include a version of Orion ia “Branding Book”, which incorporatl Orion into various graphic
displays. According to Fleurimond, she agreeddomit NYU to use the images of Orion in the
Branding Book because Isa and LeFevre toldmerher design “would have little-to-no chance
of being chosen by NYU for its Athletic Departmigénew mascot unlessabuld be displayed for
presentation among graphic maddsithat would be used forvaus promotional materials”.
(Fleurimond Decl., 1 42.) Fleurimond statesttihwas her understaimg) that the Branding
Book “would be presented to Mr. LeFevre’s supes and NYU'’s attorneys to persuade these
decision-makers into accepting [her] design as the new mascot’{ 4d.) Although NYU
admits that Fleurimond did work incorporatitige images into the Branding Book, it denies any
conversations in which NYU employees told Fleurimond that the Branding Book was needed to
obtain approval of her design. Neither pargpdites that Fleurimond was compensated for her
work incorporating the imagestanthe Branding Book in the sam&anner and at the same rate
as her graphic design work on the promotional materials.

In or about May of 2008, Fleurimond registetkd final version of Orion as “New York
University Mascot: Violet th8obcat” with the Copyright Oféie, listing herself as the sole
author and identifying the nature of the worlad®/ector Illustration”. (Pl.’'s SJ Motion, Ex. 2

(final versionof Orion); id, Ex. 3 (copyright registration dated June 26, 2008)i3 undisputed



that, several months after Fleurimond’s filwgh the Copyright Office, NYU began using the
Orion design on apparel, merchandise, proomati items, the NYU website, and on athletic
team uniforms.

C. Communications Regarding Copyright Ownership

Throughout 2007 and the first half of 2008, Fiewnd states that she “had several
verbal conversations with Nay¢sa regarding how and whengmgiations for compensation of
[her] Work would take place”. (Fleurimond Ele  74.) In the fall semester of 2007,
Fleurimond states that she “verbally expresseatems about possible unauthorized use of [her]
Work to Mr. LeFevre and his assistant, Meredith Lewis.”, fi6.) In response, Fleurimond
contends that she was “reassured on sevecalstons by Mr. LeFevre and Ms. Lewis that use
and compensation for [her] Wovkould be discussed with andefapproval by NYU's ‘legal
team™. (Id, 1 57.) In addition, Fleurimond contendatthfter she presented her copyright to
LeFevre in May of 2008, she attended a meaetiitlg LeFevre, Lewis, and another student-
employee, Stacey Goto, where LeFevre inforfakedirimond that “once the ‘legal department’
had approved the design as the new masdut] [#/ould be happy’ with the compensation
offered.” (Id, 11 59, 60.) Fleurimond contends thafime of 2008, LeFevre informed her that
NYU'’s legal team “would be in touch with [her] regarding compensation for [her] Work”, (ld.
179))

NYU denies that any of these conversatitoak place, and contds that Fleurimond
was compensated for her work creating and negitlie Orion designs in the same manner and at
the same $16.00 per hour rate as her other graphic design work, including her other work on the
mascot design project, namely the creation amgion of non-Orion triacats; revising Orion;

and incorporating the mascot designs prtomotional materials and the Branding Book.



Fleurimond denies that she recaivany compensation for the diea of Orion, and states that
she could not have been compensated for het ereating and conceptualizing Orion because
she never submitted invoices for that work. There is no dispute that the face of the Plaintiff's
invoices do not reflect whetheretlnours submitted were for work on Orion, or other mascot
designs.

The first written communication regandj Fleurimond’s assertion of copyright
ownership is a November 10, 2008 email to Leeimiwhich Fleurimond requests the contact
information for NYU'’s legal department saatitshe could directly discuss the use and
compensation for her work. (Pl.’s SJ Mwtj Ex. 5.) Subsequently, on November 24, 2008,
Fleurimond sent a letter to LeWe “demanding that an agreement for authorized use of [her]
Work be negotiated and executed”. (Pl.’s\&tion, Ex. 6.) LeFevre did not respond to
Fleurimond. In May of 2009, Fleurimond retainsmlinsel. Fleurimond’s counsel contacted
NYU'’s legal department in June of 2009 to négfetcompensation for her work. On July 10,
2009, NYUr's legal counsel respondedttfrleurimond was not enttll to ownership of Orion
because Fleurimond “was retained and paid asvgroyee of the Universitipr all of the work
that she performed on behalf of the NYU Atlde Department, including but not limited to
creation of [Orion]” and thereferthey “consider[ed] any product of her work to have been a
work for hire for the University, which, absearty other agreement to the contrary, remains the
property of the University”. (Pl.’s SJ Motion, EX) NYU’s counsel also noted that it was their
understanding that Fleurimond “did not work alamethe design, contrary teer assertion to the
Copyright Office”, and therefore “given the collabtive effort associated with creation of the

design, Ms. Fleurimond cannot be termed thedtwr of NYU Athletics’ new mascot™. (1.
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As a result, on August 27, 2009 Fleurimondhooenced the instant action against NYU
seeking damages for copyright infringeme@®mn September 9, 2011, Fleurimond filed a motion
for summary judgment and on October 21, 2011, NYU filed a cross-motion for summary
judgment dismissing the complaint.

II. DISCUSSION

A. Legal Standard on a Motion for Summary Judgment

It is well-settled that summmajudgment under the provisions of Fed. R. Civ. P. 56(c) is
proper only “if the pleadings, gesitions, answers to interrogaes, and admissions on file,
together with the affidavits, if any, show that #& no genuine issue as to any material fact and
that the moving party is entitled jodgment as a matter of lawFed. R. Civ. P. 56(c). A factis
“material” within the meaning of Fed. R. CiR. 56 when its resolwan “might affect the

outcome of the suit under the governiag.” Anderson v. Liberty Lobby, Inc477 U.S. 242,

248, 106 S. Ct. 2505, 91 L. Ed. 2d 202 (1986). An isstgenuine” when “the evidence is such
that a reasonable jugould return a verdict fahe nonmoving party.” _Id.

In determining whether an issue is genufft$he inferences to be drawn from the
underlying affidavits, exhibits, interrogatory arew, and depositions must be viewed in the

light most favorable to the party opposing thotion.” Cronin v. Aetna Life Ins. Ca16 F.3d

196, 202 (2d Cir. 1995) (citing United States v. Diebold,, IB89 U.S. 654, 655, 82 S. Ct. 993, 8

L. Ed. 2d 176 (1962) (per curiam), and Ramseur v. Chase Manhattang8ank.2d 460, 465

(2d Cir. 1989)). Once the moving party has met its burden, “the nonmoving party must come

forward with ‘specific facts showg that there is a genuine issfor trial.” “ Matsushita Elec.

Indus. Co. v. Zenith Radio Corpt75 U.S. 574, 587, 106 S. Ct. 1348, 89 L. Ed. 2d 538 (1986)

(quoting Fed. R. Civ. P. 56(e)). Howevtite honmoving party cannot survive summary
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judgment by casting mere “metaphysical ddwipon the evidence produced by the moving
party. Matsushitad75 U.S. at 586, 106 S. Ct. 1348. Sumnadgment is appropriate when the
moving party can show that “little or noidence may be found support of the nonmoving

party’s case.”_Gallo v. Bdential Residential Sery22 F.3d 1219, 1223-24 (2d Cir. 1994)

(citations omitted).
A court faced with cross-motions for summarggment need not “grant judgment as a
matter of law for one side or the other,” Bomust evaluate each party’s motion on its own

merits, taking care in each instance to driweasonable inferences against the party whose

motion is under considerationMeublein, Inc. v. United State896 F.2d 1455, 1461 (2d Cir.

1993) (quoting Schwabenbauer v. Bd. of 67 F.2d 305, 313-14 (2d Cir. 1981) (internal

citations omitted)).

B. As to the Claim of Copyright Infringement

To prevail on a copyright infringement claimplaintiff must prove two elements: (1) the
plaintiff owns a valid copyrightand (2) the defendant copied “ctingent elements of the work

that are original.”_Feist Publicatis, Inc. v. Rural Tel. Serv. Co., Ind99 U.S. 340, 361, 111 S.

Ct. 1282, 1296, 113 L. Ed. 2d 358 (1991); Mattigemder & Co., Inc. v. West Pub. C458

F.3d 674, 679 (2d Cir. 1998). In the present ddsesecond element is not at issue because the
parties do not dispute that the Defendant usectapied the Orion design for its own benefit.
Rather, the central issue in this case is idreFleurimond or NYU is the true owner of the
Orion copyright.

The Plaintiff argues that shethe rightful owner of the Orion copyright because she
obtained a registration certiite from the United States Copyright Office. Although the

possession of such a certificate strengthens tiatff's case, it does natsolve the ownership
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dispute. “Possession of a tcate of registration provideits holder with a rebuttable
presumption of ownership of a valid copyright . . . . It also creates a rebuttable presumption that

all facts stated in theertificate are true.” R.F.M.A.S., Inc. v. Mimi 3819 F. Supp. 2d 39, 52

(S.D.N.Y. 2009) (citations omitted); Whsicality, Inc. v. Rubie’s Costume Co., In891 F.2d

452, 455 (2d Cir. 1989) (“Possession of a registratiertificate creates a rebuttable presumption
that the work in questiois copyrightable.”).
While a registration certificatis not dispositive of wédther a party owns a valid

copyright, it does shift the burden of proof te tharty challenging the validity of the copyright.

Fonar Corp. v. Domeni¢ck 05 F.3d 99, 104 (2d Cir. 1997). To rebut the presumption that a
plaintiff's copyright isvalid, a defendant must show “thiae certificates ofegistration are

somehow invalid or that [the ghtiff] does not in fact own theopyrights.” _CJ Products LLC v.

Concord Toys Int’l, Ing.No. 10-CV-5712, 2011 WL 178610, at *3 (E.D.N.Y. Jan 19, 2011)

(citing Hasbro Bradley Inc. v. Sparkle Toys, In&80 F.2d 189, 192 (2d Cir. 1985)); FonHd5

F.3d at 104 (holding that the presumption of kdveopyright may be rebutted with evidence
demonstrating that the work igsue is either non-original non-copyrightable).

Here, the Defendant contends that the PEmtopyright is invalidbecause the design
she created falls within the “works made ffiire” exception to a copyright’s authorship
requirement, which would render any work ¢egbby the Plaintiff during the scope of her
employment with NYU the rightful property of the Defendant.

C. Whether Orion is a “Work Made For Hire”

Pursuant to the Copyright Act of 1976, a copyrityests initially inthe author or authors
of the work.” 17 U.S.C. § 201(a). Generally, thehor is “the party wh actually creates the

work, that is, the person who translates an id&aa fixed, tangible expression entitled to

13



copyright protection.”_Communitior Creative Non-Violence v. Reid90 U.S. 730, 737, 109

S. Ct. 2166, 2171, 104 L. Ed. 2d 811 (1989);rgitL7 U.S.C. § 102). However, the Act
provides a crucial exception tiois principle within the “works for hire” provision, which
provides that “the employer other person for whom the work svarepared is considered the
author for purposes of this title, and, unldss parties have expregsigreed otherwise in a
written instrument signed by them, owns all of tiggats comprised in theopyright.” 17 U.S.C.
8 201(b). In this case, therens written agreement assigningrevship to either party. Thus,
to prevail on its motion for summary judgmethie Defendant must show that, viewing all the
facts in the light most favorable to the Plaintiffere is no genuine questiohmaterial fact that

Orion is a “work made for hire”._Pavlica v. Bel3©7 F. Supp. 2d 519, 524 (S.D.N.Y.2005) (“In

the absence of an express, written agreementigies to a work for hirgenerally vest in the
employer rather than the employee-authorlfthe Defendant meets this burden, then the
Plaintiff's motion for summary judgment necessarily naestdenied.

The Copyright Act defines a work “made fordiito include a work: (1) “prepared by
an employee” and (2) “within the scope of drsher employment”. 17 U.S.C. § 101. Although

the statute does not define “employee” or “emgphent”, the Supreme Court in Community for

Creative Non-Violence v. Reidhstructed courts to apply mmnon-law agency principles. In

Reid, the Court identified aumber of agency factors thabuld be relevant in determining
whether a worker was an employee or an independent contractor (“thiEa&erd”). 490 U.S.

at 751-52, 109 S. Ct. 2166. Although it was ultimatelyrelevant to the Court’s analysis in
Reid, the Supreme Court cited widlpproval the Restatement (Second) Agency 8§ 228 (1958) to
assist in determining whether a particular wordated by an employee was within the scope of

employment._Idat 740. Subsequent ctajrincluding the Second K€uit, have applied the
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Restatement to determine whether a work gvaated within the scope of an employee’s

employment under 17 U.S.C. § 101. See, &haul v. Cherry Valley-Springfield Cent. School

Dist., 363 F.3d 177, 186 (2d Cir. 2004) (applyingsR¢ement (Second) of Agency § 228 (1958)
to determine whether a teacher prepared cet¢aiching materials within the scope of his

employment); sealsoPavlica 397 F. Supp. 2d at 524-25pkhstruck Design, LLC v. Metz

No. 02-CV-4025, 2002 WL 1822927, at *4—*5 (S.D.N.Y. Aug. 7, 2002); acdetdc Sys., Inc.

v. Peiffer, 21 F.3d 568, 571 (4th Cir. 1994); Genzmer v. Public Health Trust of Miami-Date

County, 219 F. Supp. 2d 1275, 1280 (S.D. Fla. 2002).

The parties take divergent views on the agglile legal inquiry. The Defendant contends
that, because the Plaintiff was indisputadayemployee when sheeated Orion, the Court
should apply the scope of empiment analysis in the Restatement, and not the f@eidrs, to
determine whether she created Orion in tlegeof her employment. Furthermore, the
Defendant contends that, althoughially hired as an equipment room aide, there can be no
dispute that the Plaintiff was gioyed as a graphic designer wrsdre created the subject Work.
Thus, the requisite analysis should focus on tbpesof her employment as a graphic designer,
not as an equipment room aide.

The Plaintiff agrees that, “lijorder to meet its burden pfoving that the Work was one
‘made for hire,” NYU must establish that thekwavas prepared by Fleurimond within the scope
of her employment at NYU”. (Pl.’s Br. at 185owever, the Plaintiff antends that the proper
rubric for making this determinatias for the Court to look to the Refdctors to determine
whether she was an independeontractor for the purposes of creating Orion. Because the
Plaintiff does not address teeope of employment analysghe does not take a position on

whether it should focus on her employment as plgcadesigner or an equipment room aide.
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Although the Reidactors are relevant to theork-for-hire analysis, the Retest is
primarily used to determine whether a worlsean employee or an independent contractor
during the relevant time period, nehether the particular artisticgject is within the scope of
employment. Here, it is undisputed that FHaintiff was an employee of the NYU Athletic
Department when she asserts that she created.OWhere, as here, an individual is admittedly
an employee, the requisite inquiry is not wiegtthe challenged work was performed as an
independent contractor, but ratlvenether it was within the sco her employment. Shaul v.

Cherry Valley-Springfield Cent. School DisB63 F.3d 177, 186 (2d Cir. 2004) (holding that

where it is undisputed that the worker wasaiployee when the subject Work was created “the
key issue . . . is whether the materialguestion were prepared ‘within the scope of

employment.”™);_Le v. City of Wilmington736 F. Supp. 2d 842, 848 (D. Del. 2010), aff612

WL 1406462 (3d Cir. April 24, 2012) (“It is unghated that Le was a City employee during the
entire period in which the Wonkas created. It is further ungigted that there is no written
agreement assigning ownership of the Work froeGlity to Le. Therefore, the only issue is

whether Le created the Work within the scopais employment.”); Martin v. City of

Indianapolis 982 F. Supp. 625, 633 (S.D. Ind. 1997) (“Thiex no dispute between the parties
that Martin was an employee of Tarpenningfdllette. Therefore, the issue of whether
Symphony # 1 was a work made for hire turnsuether the sculptuneas created by Martin
within the scope of Biemployment.”).

The Court has not found, and the Plaintif§ mt provided, any basis for applying the
Reidfactors. It is not only undisited that the Plaintiff was amployee at the time she created
the subject Work, but the paidialso agree that the propequiiry is whether the Plaintiff

created Orion within the scopé her employment. Accordingly, the Court agrees with the
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Defendant that the proper legadjuiry is to apply the scope efnployment analysis, not the
Reidfactors, to determine whetheri@nr is a work made for hire.

Furthermore, the Court agrees with NYU ttia Plaintiff's employment as a graphic
designer, not her employment as an equipmeorh aide should guide the analysis. The
Plaintiff admits that she “worked for NYU . . . agyraphic designer . . .”, (Pl.'s 56.1 Stmt., 1 7),
and that “[the scope of [heemployment included graphic dgsi. . .” (Joint Pre-Trial Order
1 12). Although NYU admittedly did not follow prapgrocedure in effeaiting the change in
her duties, it is undisputed that, beginningvarch 2007, the Plaintiff accepted $16.00 per hour
to perform graphic design work for the NYU Athletic Department, at first in conjunction with
her equipment room position, and eventually ashir basis of employmé (Joint Pre-Trial
Order, 1 10; Fleurimond Decl.,  11.) In aduhtithere is no disputbat the Plaintiff was
employed as a graphic designer when she wa®aphed by Isa—who was her supervisor for
her work in graphic design and not as an popeint room aide—to work on the mascot design
project. Thus, the Court agre@gh the Defendant that thelegant inquiry is whether the
Plaintiff created Orion withithe scope of her employmentagraphic designer, not an
equipment room aide.

Finally, the fact that the &intiff chose not to addressetinequisite analysis, does not
preclude a finding of summary judgment in thdddelant’s favor. Nobnly did the Plaintiff
have the opportunity to respond in two separatfdyrbut the Plaintiff irmatively cited cases
for the proposition that the Court should deteerwhether creating Orion was within the scope
of her employment, and then inexplicabdyled to apply the analysis therein. (F8és Br. at

18 (citing_Shaubnd_Pavlica) Nevertheless, there is a significant overlap between the Reid

factors and the scope of employment analysihabthe Court discerns prejudice to the
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Plaintiff. That the Plaintiff chose to make cé&ntadmissions that weigh against a work for hire
under the Reidiactors, but support a work for hire undlee scope of employment analysis, was
her prerogative.

D. Whether the Plaintiff Created Orion Within the Scope of Her Employment

In deciding this question, casrlook to whether the work: Yivas the kind of work that
the plaintiff was employed to perform; (2) ocadrsubstantially within the authorized time and
space limits of the job; and (3) was actuated,astlen part by a purpose to serve the employer.

Avtec Sys., Inc. v. PeiffeR1 F.3d 568, 571 (4th Cir. 1995) (citing Restatement (Second) of

Agency Section § 228). To prevail on itsreuary judgment motion, the Defendant must show

that all three elements of this tese met._City of Newark v. Beasle883 F. Supp. 3, 7-8

(D.N.J. 1995); sealsoGenzmer v. Public Health Trust of Miami-Dade Cou249 F. Supp. 2d

1275, 1280 (S.D.Fla. 2002) (“Courts interpret thist as conjunctive. That is, the party
attempting to establish that the work was made for hire must satisfy all three elements.”).

However, not all three elementagiven equal weight. See, e Avtec Sys.21 F.3d at 571

(“When [the first] element of the Restatemerst ie met, courts have tended not to grant
employees authorship rights solely on the bisthe work was done at home on off-hours.”);

Miller v. CP Chemicals, Inc808 F. Supp. 1238, 1244 n. 7 (D.S.C. 1992) (“[W]hen the driving

force behind the creation of the work is directyated to a specific pduct of the employer and
the employee’s job responsibilities, and for thienpry benefit of the employer, such work may
be within the scopef employment.”).
The Plaintiff defines her graphdesign work as being limited to creating seals, signs, and
banners for the University’s website, (Pl.’sI&66.1 Stmt., § 7) and her work incorporating

Orion or other “proposed designs” intmprotional materials or the Branding Book,
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(Fleurimond Decl., 1 48). The Plaintiff argues that she created Orion at home, using her own
tools while employed in a “noartistic” capacity; without aninput or direction from the
Defendant; and without any competisa. In this regard, the PIldiff limits her analysis solely

to whether thereation of Orion was within the scope of her employment.

By contrast, in arguing that the Plafhtreated Orion within the scope of her
employment, the Defendant focuses not only orcteation of Orion, but on the Plaintiff's work
on the mascot design project as a wholepigiclg: (1) creating and revising non-Orion trial
cats; (2) revising the Orion dgsi at the request of NYU emplegs; and (3) incorporating Orion
and other trial cats into promotional matesiahd the Branding Book. In this regard, the
Defendant notes that the masdesign project combined theaktitiff's artistic and graphic
design abilities; NYU had substantial control othex project; and the Plaintiff was compensated
for her work in the same manner and at theeseate as her other graphic design work.

The Plaintiff does not appear to dispute thare were other aspects to the mascot design
project besides the creation of Orion. In addition, the Plaintiff does not refute the Defendant’s
evidence with respect to what the other wankthe mascot design project entailed or how she
was compensated for that work. Rather, ttzénff inexplicably ignores the Defendant’s
evidence that the mascot design project wasinitie scope of her employment as a graphic
designer, including evidence thaedherself considered it withthe scope of her graphic design
work. (See, e.gFleurimond Dep. at 183 (testifying witbgard to “submitting time sheets for
graphic design”, which she defines as includingékls, seals, banners and the mock-ups for the
preliminary versions of trial cat, giant cat, baby cat”);atd103 (“According to my time sheets
and my recollection fall of 2007 | was working puatting various bodies with the trial cats or

making sure that the colors matched up, basaphic design work.”).) Moreover, although she
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makes the distinction in her depositionsabt from the Plaintiff's summary judgment
submissions is any attempt to distinguish herlkvam Orion from her work on the mascot design
project as a whole.

Contrary, to the Plaintiff’'sgparent belief, the Court findsat whether the mascot design
project as a whole was withthe scope of her employmenthghly relevant, although not
necessarily dispositive, in deteining whether the creation of ©n was within the scope of her
employment. Thus, to prevail on its motiom smmmary judgment, tHeefendant must show
that no reasonable juror couldrlude that the mascot desigoject generally, and the creation
of Orion specifically, were not within the scopgthe Plaintiff’'s employment as a graphic
designer. As set forth below, the Defendant has met this burden.

1. Whether Creating Orion was the “Kind of Work” the Plaintiff was Employed
to Perform

With respect to the first factor, geneyalf[c]ourts deciding whether an employee’s
project was the ‘kind of work’ the employee waeed to perform reljheavily on the employee’s

job description.” _City of Newark v. Beasle§83 F. Supp. 3, 8 (D.N.J. 1995). The only written

document reflecting the Plaintif’employment at NYU concerhgr position as an equipment
room aide. Although the Plaintiff was also emplbyes a graphic designer, there is no written
description of her responsibilitiés that positim. Where, as here, tieenployees responsibilities
are not in writing, courts look ¢tthe degree of control that amployer had over the employee’s
project when determining whether an employgetgect was the kind of work he was hired to

perform.” Moonstruck Desigr2002 WL 1822927, at *5.

After spending three weeks assisting NYUpdmgee Nancy Isa in creating promotional
materials for the NYU Athletic Department, lasked Fleurimond to assist in creating a new

mascot to promote the Athletic DepartmeAs an employee of the Athletic Department,
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employed to create promotional materials fa &thletic Departmentuch a request was not

wholly unrelated to her job. S&gerpetti v. E-Brands Acquisition, LL.@®lo. 04-CV-1843, 2006

WL 1046949, at *5 (M.D. Fla. April 20, 2006 ) (“Albugh Sterpetti was notribid specifically to
work on the pasta program or to create the M#&)jwlearly his job requirements changed during
the course of his employment with E-Brandststhat his job included, if not focused almost
entirely on, those tasks. Therefore, the Conddithat Sterpetti was employed to perform the
work related to the creation of the Manuals.”).

Although the Plaintiff was giveoertain latitude in executg some of her work on the
mascot design project, the Plaintiff admitatif{w]hen NYU considexd one of Fleurimond’s
designs that it wanted to ud¢YU gave instructions to Fleuriomd with respect to modifying the
design to its liking”. (Pl.’s Brat 22.) This included her wordkn all of the trial cats, including
the preliminary versions of Orion. The Riadf's own admission that NYU controlled the
mascot design project as a whole, weighigwor of finding that the mascot design project
generally, and the creation of Omi specifically, was the kind of wiothe Plaintiff was hired to

perform. _Cf.Moonstruck Design2002 WL 1822927, at *5 (holdingdhthere was an issue of

fact precluding summary judgment with respect to whether tipdogar controlled the
employees creation of a piece of jewelry, andeftee whether it was created within the scope
of the employee’s employment as a jewelry Sadéeson where the employee claimed “he did not
make any changes after he created the desigth'the employer failed to provide any evidence
that it provided “specific gdiance . . or how the design sviafluenced by it.”).

In addition to the Plaintiff’s admission,ahliecord also supports the fact that NYU
exhibited control over the PIdiff's revisions to the variousial cats, including her work on

Orion. As to the non-Orion mascot designs, the evidence submitted by NYU shows that
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Fleurimond received significamput from NYU employees on whatpes of cats to draw, how
to draw them, and the changes to make. (Baada Decl., Ex. B (email from Isa to Fleurimond
dated May 22, 2007 suggesting that Fleurimfandl “a way to incorporate the body around the
NYU letters (like th[e] bobcat hugging the letterssomething????)” andéworking the letters
“NYU” in a different schematic . . . maybe withetlbhorch or maybe justdifferent configuration
with the letter”);_id.(email from Fleurimond to Isa tid May 29, 2007 discussing edits to a
body for “Angry cat facing forward”, where Fleurimd states that sheottk a big step away
from the typical strut pose that a lot of the nstave” and then explicitly asks Isa to “Tell
[her] what direction [she’d] like to go withali’.); Clarida Decl., Ex. B (email from Isa to
Fleurimond dated June 25, 2007 requesting foanghs to one of theal cats “by tomorrow
morning”).) The Plaintiff did not submit anyidence to contradict thenportant fact that NYU
employees controlled the creation of the non-@nwascot designs. Indeed, at her deposition,
the Plaintiff testified that she did not clainc@pyright to the non-Oriomascot designs because
they were done “with complete rezgt of the department in terms of style, in terms of what they
desired”. (Fleurimond Dep. at 261-62.)

Significantly, the record also reflects ttNYU exhibited control ogr the Plaintiff's
work on Orion. Although the Plaintiff focuses the lack of NYU involvement in the creation
of Orion, the Plaintiff does not contend to owoogyright on the prelimingrversions of Orion.
The work at issue in this litigatn is not the initial sketch preat by the Plaintiff, but rather a
version of Orion created wite input of NYU employees. Albugh there may be a dispute as
to the extent of NYU’s involvement in the reions, the Plaintiff does not deny that she made
changes to the Orion design betm October of 2007 and the finarsion at the request of

NYU. (SeeFleurimond Dep. at 136—38; seksoid. at 228 (testifying thathanges were made to
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a preliminary version of the Orion design marlkesdDefendant’s Exhibit 13, and the version of
Orion submitted to the copyright office markasl Defendant’s Exhibit 14 between October of
2007 and May of 2008).) These revisions ineldidamong others: changing the eyes; changing
the color of the face and thengue; adding bottom middle teettdamaking the top teeth larger;
adding a collar; adding a whisker;cadeepening the brow bone. (Sdeurimond Dep. at 153—
59; sealsoSicignano Dep. at 149; LeFevre Dep246, 250-51).) Regardless of whether
“NYU retained and exercised tisele power to accept, reject, orodify . . . [Orion]”, which the
Plaintiff denies, (sePl.’s 56.1 Counter Stmt., I 18), the retceflects that the changes were
approved by NYU, and that NYU selected whiclampes to include in the final design (see
Fleurimond Dep. at 158-59 (testifying that, witepect to the changes between Defendant’'s
Exhibit 13 and 14 “someone above [her] pagdg was making an approval at NYU”); a.
157-58 (testifying that she gave LeFevre “numerargtions” of each change to select from).)
Furthermore, the Plaintiff admits that she presented her idea to Isa in May of 2007, and
that it was NYU who requested ttsdte continue working on it._(S&éeurimond Dep. at 65 (“I
first brought in an idea on paper which | latanaded to Nancy and | said this is my idea. |
think a three-quarter view of this type of caiwmd look great. This is my idea and she presented
it to Noah. She wrote back saying that tkedi the ideas, but they eventually distanced
themselves away from it for a while and laterasked me to return to it.”).) Thus, even
crediting the Plaintiff's assertion that she only received “veritdidhdirection and feedback of
NYU employees”, (Pl.’s Br. at 21-22), there isdispute that she made the revisions between
the preliminary and final versions of OrionMYU’s specific behestrad that NYU approved the

changes to the design.
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The Plaintiff attempts to differentiate heork creating Orion from her graphic design
work on the ground that creatingi@r required “artistic ability”. (Fleurimond Decl., { 28; Pl.’s
Br. at 7; Pl.’s Br. at 21.) Hmever, although the creation of theeliminary versions of Orion
may have involved artistic ability, the mascot dasproject as a whole combined the Plaintiff's
artistic and graphic design skills. (Sekrida Decl., Ex. A (email from Fleurimond to Isa
attaching invoice for “sketches”); Fleurimond Dep103 (“According to my time sheets and my
recollection fall of 2007 | was working on puttingricaus bodies with the trial cats or making
sure that the colors matched up, basic graphigdesgork.”). Original sktches that were hand
drawn were then converted iraccomputer program thatlowed the Plaintiff to edit the images
and to manipulate them for inclusion in prdmoal materials. (Fleurimond Dep. at 82; ad.85
(“After my sketches and the expioig of images, that’s technical)) When the Plaintiff made
edits to certain images, she testified that thegréanot artistic”, but ratér were “technical work,
graphic design”, because they involved “the manipulation of points and manipulation of
hexadecimal codes as well as PMS color codes”.a{l83—-84; see id &9 (testifying that her
edits to the images “f[e]ll into the categorymbstly graphic design or programming” because
of the program that she was using.”).)

Moreover, even accepting the Plaintiff’'s cemtion that graphic design work generally
does not involve artistic skill, the fact thattiatic ability” was not a “prerequisite of [her]
employment” does not mean it was not the “kinadvofk” she was employed to perform if the
use of her artistic skill on the mascot desigojgut was incidental ther employment as a

graphic designer. Genzmer v. Public Health Trust of Miami-Dade Co2ib®yF. Supp. 2d

1275, 1280 (S.D.Fla. 2002). According to Commnietd Restatement (Second) of Agency 8§ 229

(1958), acts incidental to autlwed acts may be authorizedwishin the scope of employment:

24



An act may be incidental to authorized act, although considered
separately it is an entirely difient kind of act. To be incidental,
however, it must be one which isb&udinate to opertinent to an

act which the servant is employed to perform. It must be within the
ultimate objective of the principal and an act which it is not
unlikely that such a servant migdb. The fact that a particular
employer has no reason to expe& farticular servant to perform
the act is not conclusive.

Id. Here, the mascot design project was “at leastiental to [her]gb responsibilities” of

creating promotional materials for the NYU Aghit Department, becaa it was ‘within the

ultimate objective of the principal”. Furthermore, given the overlapping skills required to make
a final mascot design, including Omicthe use of artistic skill ioreating a mascot design is “an

act which it is not unlikely that such a servamght do’. Miller v. CP Chemicals, Inc808 F.

Supp. 1238, 1243 (D.S.C. 1992) (citing Restatement Second of Agency 8 229 comment b

(1958));_cf.Le v. City of Wilmington 2012 WL 1406462 (3d Cir. April 24, 2012) (“Le posits

that there are factual disputes regarding whetieWork was created within the scope of his
employment. He argues that it was not wittha scope of his emplayent because his job
description did not listomputer programming as the wdhat he was employed to do. We find

such a narrow position regarding the scopermployment unpersuasive.”); Quinn v. City of

Detroit, 988 F. Supp. 1044, 1051 (E.D. Mich. 1997) (glei;g computer programs was not the
kind of work that a managing attorney for a @thaw department was hired to perform where
his job description did not require him to creedenputer software; his employer never requested
him to develop it; he had no prior programming experience; and the city had its own computer
programming department to do the kind of wirk attorney decided on his own to do).

Finally, there is no evidence the record that the work involved in creating Orion was
outside the scope of the masdesign project. In her summary judgment submissions, the

Plaintiff does not distinguish between her workthe mascot design project and her work on
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Orion generally. However, at her deposition, Riantiff stated that Orion was not the kind of
the work she was employed to do because itavgersonal work” that was “further from what
they were requesting of [her]” insofar as sl not “believe the forward facing cat look[ed]
fierce”, and therefore came up wah'different approach to gieloping the concept” using her
own intuition, skills, model andithout “guidance or assistanfrem any other individual”.
(Fleurimond Dep. at 220-21.)

First, the fact that the Plaintiff chosedeate her own design while working on other
trial cats at NYU’s diretion does not take it outside the scop&ef employment. In fact, as the
Plaintiff's testimony reveals, her vision for Oni grew out of the work that she was doing
admittedly in collaboration with other NYU engglees. Furthermore, even assuming that
creating Orion was “further of what they werguesting of [her]”, in terms of originality, the
Plaintiff puts forth no evidence that coming up wile concept or using her artistic skills was
outside the parameters of the n@sdesign project. By contrashe record includes substantial
evidence that the Plaintiff’s initial work onglon-Orion mascot designs similarly involved
illustration, (seeClarida Decl., Ex. A (email from Eurimond to Isa dated April 17, 2007
attaching an invoice for her “sketches” of diffier@ersions of a bobcat); Clarida Decl., Ex. B.
(email from Fleurimond to Isa dated May 29, 20@&tisg that she had done a “redraw” of a
body for “Angry cat facing forward”); semsoFleurimond De. at 53-54 (referring to “tweaks,
revisions, [and] edits” to trial cathat she invoiced for as “[i]lktration work™)), and that there
were other trial cats that she conceptualaed drew “based on their request” that they
“need[ed] something fierce”, (sédeurimond Dep. at 47-48 (defing a “session” that submitted
an invoice for a “drawing based off of their regti and stating “if the request for example was

we need something that is fierce, | would thamkwhat could | come up with that is fierce. |
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would create these drawings and then create thédancy or | would do them in her presence

to illustrate to her what my concept was abipyt Accordingly, everaccepting as true that

Orion was a “personal work” that involved the use of the Plaintiff's artistic skill, the Court finds
that a reasonable juror could rmnclude that this distincin separates the creation of Orion

from the rest of the mascot design project astype of work the Plaintiff was employed to
perform.

Based on the record before theutt, viewed in the light mogavorable to the Plaintiff,
the Defendant has met its burden of showing blo#t the mascot design project generally, and
that the creation of Orion spedciélly, were the kind of work thalhe Plaintiff was employed to
perform.

2. Whether Orion was Created Within Authorized Time and Space Limits

The second factor requires the Defendarshtow that the creation of Orion occurred
“substantially within the authorized time andasp limits” of the Plaintiff's graphic design job.

Avtec Sys., Inc. v. Peiffe21 F.3d 568, 571 (4th Cir. 1994) (quoting Rest. 2d Agency § 228

(1958)). For the purposes of evaluating thigiom the Court accepts as true the Plaintiff’'s
claim that she did her work citg@g Orion exclusively at homesing her own equipment, on her
own time.

Unlike cases where an employee receivedaaysand has set work hours, determining
the “authorized time and space limits” is generatly a straightforward exercise. In this case,
however, the Plaintiff admits that she “perf@unthe majority of graphic design work for NYU
from [her] home computer” and, when she dalgraphic design work from the NYU campus, it
was at NYU’s request. (Fleurimond Decl., § 18, 1Bhjis was true not only of her work

creating promotional materials, but also of Werk on the mascot design project. (See
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Fleurimond Dep. at 76 (“Work on the initial desigifdorward facing cat, giant cat were done

mostly at home. Sometimes there was work ondotvwacing cat in the office, but that is the

only design that | worked on at the office”.).) rtaermore, the Plaintiff's compensation for her
graphic design work was not tied to where oewlshe did her work. (Fleurimond Decl., 1 20.)
Thus, while the Plaintiff may have performsaime of her graphic design work at the NYU

facilities using NYU equipment, she performesiudstantial amount of her work from home,

using her own equipment. Based on this evidence, no reasonable juror could conclude that work

created at home, using her own equipment, wasvitbin the authorized space limits of the

Plaintiff's graphic design jobCramer v. Crestar Financial Corp7 F.3d 294 (Table), 1995 WL
541707, at *4 (4th Cir. Sept. 13, 1995) (“Crameméted that his job required him to work long
hours, on weekends, and at home, so he can hdedhy now that worke did at home was by
definition not within the scopef his employment.”).

The Plaintiff’'s main argument is that theeation of Orion was outde the scope of her
graphic design work because “[u]nlike the drapdesign work Fleurimond performed for NYU,
Fleurimond never submitted hours to NYU or notdfidYU of the quality or quantity of time she
spent in creating the Subject Warkorder to be compensated hourly for the Work”. (Pl.’s 56.1
Stmt., 1 20.) Generally, when an hourly employee does not receive compensation for work done
outside the place of employment, it weighs woiaof finding that the work was not created

within the scope of his or her employment. Miller v. CP Chemicals, 808.F. Supp. 1238,

1242 n. 2 (D.S.C. 1992).
Although the parties dispute whet the Plaintiff was paid fdhe creation of Orion, the
undisputed evidence in the record establishaisthie Plaintiff was compensated for her other

work on the mascot design project, regardtdsshether it was done at home or at NYU,
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including her work creating andwising non-Orion trial cats._(Sddeurimond Dep. at 183
(testifying with regard to “submitting time shedor graphic design”, which she defines as
including “shields, sealfianners and the mock-ups for thelipnaary versions of trial cat, giant
cat, baby cat”); idat 116 (“When you say bobcat | thigku are referring to giant cat, forward
facing cat and the trial cats that were not Oaad if that's the case then yes, | submitted the
hours for those cats and | was ggidClarida Decl., Ex. A (email from Fleurimond to Isa dated
April 17, 2007 attaching an invoice reflecting the hsospent sketching “diffent versions of the
bobcat”.); Clarida Decl., Ex. C (invoice submitted by Fleurimond for work spent on promotional
materials and the mascot design prqjboth billed at $ 16 per hour).).

In addition, this compensation was subjiecthe same W-2 withholding and tax
treatment as the Plaintiff's other graphic designk. (Pl.’s Response to Def.’s 56.1 Stmt., § 23
(only disputing that her compensation for theation of Orion was subject to “full W-2 tax
treatment and withholding”).) In fact, the Rigif specifically disclaims ownership over the
non-Orion mascot designs because she came ugheitn on “their time” and “reported them on
the time sheets accordingly”. (Fleurimond Dep. at 142—43¢titi76 (“Concerning Orion, and |
don’t say that I did not subntitours for certain banners, shigldnd seals and all the other
designs that you are referring to earlier | do ndkereny claims toward those designs because |
understand that yes, | did do them on NYU’sdiand | submitted thogeurs accordingly.”).)

The fact that the Plaintiff was admittedly compensated for these aspects of the mascot
design project in the same manner and at the sat@éor work she admits was within the scope
of her employment, weighs in favor of finditlzgat the mascot design project was done within

the authorized space and time limits of her employment.
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With respect to the creation of Orion, the Ridf contends that she was not compensated
for her work because she never submitted ingioeher work. According to the Plaintiff,

NYU employees Isa and LeFevre were aware shatwas not submitting invoices for her work
creating Orion, and informed her that she woelckrve compensation in tifi@m of royalties if
Orion was used by NYU. The Defendant doessodimit any evidence to refute the Plaintiff's
claim that she was not compensated in any manner for her work on Orion. However, the
Defendant does dispute that ksad LeFevre were aware that the Plaintiff was not submitting
invoices for her work on Orionnd dispute the existence of aoral agreement regarding her
compensation.

Viewing the record in the light most favoralitethe Plaintiff, ther@re genuine issues of
material fact with regard to whether she wampensated for her work on Orion, and whether
she was entitled to compensation if Orion whssen as NYU’s new mascot. However, while
these issues of fact may preclude summary judgment on a breach of contract claim, where, as
here, the other evidence in the case indicateghbatubject Work was created as a work for
hire, they do not defeat a motion for summargygment on a copyright infringement claim. See

Sterpetti v. E-Brands Acquisition, LL®lo. 04-CV-1843, 2006 WL 1046949, at *7 (M.D. Fla.

April 20, 2006 ) (“The facts demonstrate that Sterpetti agreed to create what amounts to a work
for hire, he copyrighted the material to protect his purported right to compensation for creating
that work, and his complaint now is that hd dbt receive the expected compensation. Without
commenting on the merits of such a claim, tlei€notes that Sterpetti’'s arguments make his
position seem more akin to a hof of contract claim than agyright infringement claim.”).
Moreover, to the extent the parties may hawatlpagreed to define the Plaintiff's work

as one outside the scope of her employmenh an agreement is non-enforceable under the
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Copyright Act. Although “parties may by agreemt memorialized in writing vary the rights
which would otherwise be owned by the employerthey may not vary such person’s status as
the *author’ of the work”. 1 Melville BNimmer & David NimmerNimmer on Copyright §
5.03[D] (2011) (“Nimmer on Copyright This distinction was ‘fitentional” because there are
legal consequences separate and apart freravtimership of rights that depend on whether a
work is made for hire, which couldrdctly impact third parties. IdseeCCNV v. Reid 490
U.S. 730, 737, 109 S. Ct. 2166, 104 L. Ed. 2d 811 (1989) (“Classifying a work as ‘made for hire’
determines not only the initial ov@rship of its copyright, butst the copyright’s duration, [17
U.S.C.] 8 302(c), and the ownérsnewal rights, [17 U.S.C.] 804(a), termination rights, [17
U.S.C.] 8§ 203(a), and righd import certain goods beag the copyright, [17 U.S.C.]
8 601(b)(1)"). Thus, if a work is within thezope of employment under the agency analysis, the
parties cannot agree—orally or in writing—tdide the work as one outside the scope of
employment. Nimmer on Copyright 8 5.03[DJrie parties may not alter this statutory scheme
by their own private agreement that the work is not [to] be regarded as one made for hire.”)
(emphasis added). Therefore, if the creatio®wbén was within the scope of the Plaintiff’s
employment under the relevant factors, an agakement that Orion was to be treated outside
the scope of the Plaintiff's employment is martding and cannot defeat a motion for summary
judgment.

Here, the Court finds that the Plaintiff's wark Orion was directly related to her work
on the mascot design project. Furthermore, thefffgberformed the vast majority of her work
on the mascot design project oe thefendant’s time, while an employee of the Defendant. See
Sterpettj 2006 WL 1046949, at *6 (holding that thefeledant satisfied the second element,

despite the fact that the ptaif-employee spent off-hours timan the Work and argued that
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there was an agreement for additional corsp&an, because the plaintiff “perform[ed] a
number of tasks directly related to the ti@aof the [Work] while at work and while on
company time” and “all of [the plaintiff's] actsleged to the creation ahe [Work] were done

while employed by [the defendant]”); &vtec Sys., Inc. v. Peiffe67 F.3d 293 (Table), 1995

WL 541610, at * (4th Cir. Sepl3, 1995) (holding that the second element was not met where
the employee “created the originedrsion of the Program at ime, on his own computer, on his
own initiative, without direabn, authorization, or compensation from Avtec. He was not
salaried, and the Program was not directly rdl&deany specific task he was performing during
duty hours.”). Here, in contrast to Avtdhe undisputed facts shdhat the work on Orion
occurred substantially within the authorizede and space limits of the Plaintiff's job with
NYU. Thus, the Court finds that the Defendaas met its burden ondlsecond element of the
scope of employment analysis.
3. Whether the Plaintiff was Motivated To Serve NYU'’s Interest

The third and final factor is whether theatiff's motivation increating Orion was to
serve NYU. The only evidence proffered by the Piffititat she created Orion to benefit herself
is the alleged oral agreement that she wouldveaeyalties if the Orion design was chosen as
the new NYU mascot. However, “tiRestatement does not require that the servant’s only
motivation be to help his or her employer tmotivation need only be partial.” Genzmer v.

Public Health Trust of Miami-Dade Count®®19 F. Supp. 2d 1275, 1282 (S.D. Fla. 2002). Even

assuming that the Plaintiff created Orion in f$ed on her personal dedweeceive royalties,
no reasonable juror could find that she was not ratgivin large part to serve the interests of
NYU. SeeSterpetti 2006 WL 1046949, at *8 (“The overwlhang weight of the evidence

shows that Sterpetti created the Manuals at Tarantello’s behest, knowing that they would be used
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specifically for Timpano’s business, and ha hepeatedly specificallgcknowledged that he
created the Manuals to benefit Timpano’s ieating their fresh pasta program. Thus, regardless
of any ideas Sterpetti may have held aboutiggipersonal benefit from creating the Manuals
(creating at least a partial motivation to €ehis own interests), éhCourt concludes that
Sterpetti’s creation of the Manlsavas, at the very least, appreciably motivated to serve
Timpano’s business objective of iitsting a fresh pasta program.”).

First, and most importantly, the Plaintiff doeot dispute that she “specifically created
the design at the request of NYU, and delivehexddesign to NYU witlthe hope and intention
that NYU would use it”. (Pl.’s Counter 56.1 Stpff 31.) This concession weighs heavily in

favor of finding that the Plaiiif's motivation was to serve NYUCramer v. Crestar Fin. Corp.

67 F.3d 294, 1995 WL 541707, at *5 (4th Cir. 19@%ting that employee’s candid concessions
that his work served his employer’s inter&snply support[ed], indeed compel[led], the
conclusion that” the employee was motivated at legsart to serve his goloyer’s interests).

In addition, there is substantevidence that the Plaintiff’'s motivation in creating Orion
was to serve NYU. The Plaifftdid not independently decide create a new mascot for the
NYU Athletic Department, but waasked by NYU to help with the creation of a new mascot.
The Plaintiff developed Orion whikghe was working on other trial sait the direadn of NYU.
After being presented with a firainary version of Orion, NYU xpressly asked the Plaintiff to
continue working on the design. Between thdimiaary version of Orion and the final version,
the Plaintiff tailored Orion to meet NYU’s needsaking alterations dhe request of NYU to
make it look “fiercer” and so it would print properly on NYU promotional materials. (See, e.g.
Fleurimond Dep. at 153-59, 244-45.) Indeed, taaBif copyrightedOrion wearing an

“NYU?” collar and titled the work “New York Uiversity Mascot: Vioét the Bobcat”. The
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Court finds that based on these undisputed fat reasonable juroocld conclude that the
Plaintiff was not motivated partially, if nentirely, to serve NYU'’s interest.

4. Weighing the Factors

The Court finds that the Defendant has mebitslen of showing &t the mascot design
project generally, and the creatiohOrion specifically, were withithe scope of the Plaintiff's
employment as a graphic designer.

With respect to the mascot design propeerally, the overwhelming weight of the
evidence supports the Defendargitention that it was within the scope of the Plaintiff's
employment as a graphic designer. The rectadrly establishes &hthe Plaintiff began
working on a new mascot design at the reqaebtYU and for the benefit of promoting the
NYU Athletic Department. Althougthe mascot design project combined the Plaintiff's artistic
ability and graphic design skills, the Plaintifas compensated in the same manner and at the
same rate as she was for her woedating banners, signs and seals.

Indeed, the evidence reflects that the Pitiiobnsidered and treated her work on the
non-Orion aspects of the mascosid@ project to be ithin the scope of her employment as a
graphic designer. As previously stated, the Bfaichose not to directly refute the Defendant’s
assertion that the mascot despyoject generally was within the scope of her employment as a
graphic designer. It is well-settl¢hat if a party fails to addreasother party’s ssertion of fact,
a court may “consider the fact undisputedgarposes of the motion” or “grant summary
judgment if the motion and supporting materialseluding the facts considered undisputed—
show that the movant is entitled to it.” Fed.Qv. P. 56(e)(2)—(3)) Accordingly, even viewing

the evidence in the light mostarable to the Plaintiff, the ungliated facts in the record show
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that the mascot design project generally was witfnscope of the Plaintiff's employment as a
graphic designer.

Thus, the relevant question is whether theret@xdgenuine issue ofaterial fact as to
whether the creation of Orion was sufficientlgtdict from the otheaspects of the mascot
design project to fall outside the scope of therf@iffis employment. ltis well-settled that to
defeat a motion for summary judgment Hgg] non-moving party may not rely on mere
conclusory allegations nor speculation, but indteaist offer some hard evidence showing that

its version of the events is not whofbnciful”. D’Amico v. City of New York 132 F.3d 145,

149 (2d Cir. 1998). Here, the Plaintiff's attempt to characterize this case as one where an
equipment room aide was separately hired ¢éater a new mascot design solely in exchange for
royalties is entirely ungported by the facts.

First, accepting as true that the Plaintiff was not compensated for her work creating
Orion, the absence of compensation does not cagatsue of fact suffient to defeat summary
judgment where, as here, “the driving force betivacreation of the woris directly related to
a specific product of the employer and the empdts/@b responsibilitiesand for the primary

benefit of the employer”. Mer v. CP Chemicals, Inc808 F. Supp. 1238, 1244 n.7 (D.S.C.

1992). The undisputed evidence shows thattbation of Orion, although done at home and
allegedly without compensation, was admittedly dtehe request of NYU” and was part of

the mascot design project that the Plaintifswaorking on during “[NYU’s] time”. Other than

the alleged oral agreement as to compensatiopatedtially the level obriginality—neither of
which create an genuine issue of material $aficient to defeat the instant motion—the

Plaintiff does not submit any evidence distinguishing the creation of Orion from the rest of her

work on the mascot design project.
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Furthermore, the record ckbaestablishes that NYU conited the Plaintiff's work on
the mascot design project, including whethecdatinue working on Gon. Although the issue
of fact with respect to presely how much involvement NYbad in creating the final Orion
design weighs in favor of the Plaintiff, there isgenuine dispute on thiscord that the Plaintiff
made revisions to the Orion design at NYtgguest to conform to NYU's aesthetic and
technical requirements. Based the record before the Céouno reasonable juror could
conclude that the creation of Orion was outsfdescope of the Plaintiff's employment.

Thus, the Defendant has met its burdenhofrgng that Orion is a “work made for hire”
under the Copyright Act, and therefore that théeDdant is properly considered the “author” of
Orion. In the absence of a written agreemetihéocontrary, the Defendaholds the copyright
in the Orion design. “Althoughestion 201 may sometimes createsharesults, it clearly places
the burden on the employee to obtain a written agreement, and not merely an oral understanding,
that the employee will retain the copyright m&gts in the works he creates while within the
scope of his employment.”_MilleB0O8 F. Supp. at 1245.

Accordingly, the Court finds that there is material factual issue warranting trial with
respect to the work for hire defense. Therefthe Defendant’s motion for summary judgment
dismissing the Plaintiff’'s copyright infringemeciaims is granted. In addition, on the same
factual and legal findings and conclusions, tharRiff's cross-motion for summary judgment is

denied._Seege v. City of Wilmington 2012 WL 1406462, at *4 (3d Cir. April 24, 2012)

(affirming summary judgment in favor of f@@mdant-employer on the plaintiff-employee’s
copyright claim on the ground that the plaintifeated the Work—a cqmater program—within
the scope of his employment whedespite the fact that the plafhargued that “that he created

the Work exclusively during his personal time @igsof the office and tit development of the
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source code was not within hi@j description”, the undisputed facthowed that: he developed
the Work for the purpose of helping his emplogenage its business more effectively; in
creating the Work, he used the employer’s resmsirincluding feedbadkom his employer, and
reused and modified code from other fileshlael created for his employer; and, between the
initial version of the Wik and the copyright registration giWork was subject to testing and

modifications by his employer); saésoMcKenna v. Lee318 F. Supp. 2d 296, 301 (E.D.N.C.

2002) (granting summary judgment to the defendant-employer on the grounds that the totality of
the circumstances supported that the desigrsaéig/as a work for hire where the plaintiff's
duties included printing licensegtés and design work at the request of his employer and the
plaintiff created a license platkesign in response to employersgjuest, in the course of his
employment, and with the purpoo serve his employer).
[ll. CONCLUSION

For the foregoing reasons, it is hereby

ORDERED that the Defendant’s motion for surarg judgment dismissing all claims
against it and the complaiit GRANTED; and it is further

ORDERED that the Plaintiff's motion for sumany judgment is DENIED; and it is
further

ORDERED that the Clerk of the Court is diredt to mark this case as closed.
SO ORDERED.

Dated: Central Islip, New York
July 10, 2012

/s/ Arthur D. Spatt
ARTHUR D. SPATT
United States District Judge
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