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UNITED STATES DISTRICT COURT

SOUTHERN DISTRICT OF NEW YORK [uspc soNY |
______ X } DOCUMENT
| BI BCTRONICALLY FILED
GUCCI AMERICA, INC., DOC # )
DATEFILED ATYAIIN}
Plaintiff,
- against -
OPINION AND ORDER
GUESS?, INC., MARC FISHER é
FOOTWEAR LLC, THE MAX 09 Civ. 4373 (SAS)
LEATHER GROUP/CIPRIANI
ACCESSORIES, INC., SEQUEL AG,
J&M ASSOCIATES L.P., VIVA
OPTIQUE, INC., SIGNAL PRODUCTS, |
INC., and SWANK, INC,,
Defendants.
X

SHIRA A. SCHEINDLIN, U.S.D.J.:
L INTRODUCTION

Gucci America, Inc. (“Gucci”) brings this action against Guess?, Inc.,
Marc Fisher Footwear LLC, the Max Leather Group/Cipriani Accessories, Inc.,
Sequel AG, K&M Associates L.P., Viva Optique, Inc., Signal Products, Inc, and

Swank, Inc. (collectively, “Guess”), alleging various violations of the Lanham
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Act,' as well as related New York state lavCurrently before the court are cross-
motions to exclude expert survey repor8pecifically, Gucci seeks to exclude the
surveys conducted by Dr. Myron J. Helfgott and Dr. Carol A. Saettje Guess
seeks to exclude the surveys condutte®r. Michael Rappeport, Dr. Michael B.
Mazis, and Mr. George MantfsAt a hearing on August 4, 2011, | excluded the
reports of Mr. Mantis, Dr. Rappepoand Dr. Scott. | also limited the
admissibility of Dr. Helfgott’s report to the issue of point-of-sale confusi@&y.
letter, Gucci requested that | reconsider these rufingst the reasons given
below, both motions are now granted in part and denied in part.

II.  BACKGROUND

A.  The Gucci Surveys

! SeeSecond Amended Complaint at 18-22.
2 See idat 22-24.

3 SeeGucci's Memorandum of Law in Support of Its MotimnLimine

to Exclude Guess'’s Proposed Expert Opinions, Testimony, and Surveys of Dr.
Myron J. Helfgott and Dr. Carol A. Scott (“Gucci Mem.”).

4 SeeGuess’s Memorandum of Law in Support of Its Motiohimine

to Exclude the Surveys of Dr. Michdgappeport, George Mantis, and Dr. Michael
B. Mazis (“Guess Mem.”).

> See8/4/11 Hearing Transcript (“Tr.”) at 22:14-25.
6 See8/9/11 Letter from Gucci to the Court at 2.
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Gucci has submitted expert reports on two substantive surveys. The
first, conducted by Mr. Mantis, deals wilost-sale confusion, whereas the second,
conducted by Dr. Mazis, deals with asstomin the context of dilution. Guess
argues that both of the surveys are so methodologically unsound that they must be
excluded.

1. The Mantis Survey

a. Design and Operation

Mr. Mantis conducted a so-called “Eveready” survand attempted
to measure consumer confusion between “a Guess cross-body bag that is beige in
color, and bears a repeating diamond-shaped pattern with the letter ‘G’ in the
corners of the diamonds, and . . . the &&€uattro G Design’ . . . in the center of
each diamond” with Gucci's “Diamond Motif Trade Dre$sRespondents were

shown photographs of either a test bag or a control bag and then asked about

7

SeeGuess Mem. at 2-3. Guess ata®ks to exclude Dr. Rappeport’s
report, which was offered to rebut Dr. Helfgott's surv&ge id.

8 See6 McCarthy on Trademarks § 32:174 at 32-367 to 32-369
(describing thdevereadyformat and its namesakénion Carbide Corp. v. Ever-
Ready, InG.531 F.3d 366 (7th Cir. 1976)).

9 5/25/11 Likelihood of Confusion Study Prepared by the Mantis
Group, Inc. (“Mantis Survey”), Ex. 1 todglaration of Robert C. Welsh, Attorney
for Guess (“Welsh Decl.”), at 1.
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source, connection/affiliain, and approval/sponsorshfpThe test bag was a

Guess “Citizen G” cross-body bag desigf@dmen, which Mr. Mantis modified

so that the center brown-red-brown stnipes solid brown. The control bag was

the same size and shape as the test bag, but modified to have a blue background, a
solid blue center stripe, and the Guess “Quattro G” pattern turned 45 degrees and

arranged in horizontal and vertical roWs.

| 5 ._‘_:A ’ Fh
Actual Guess Bag Mantis Test Bag

Mantis Control Bag
Respondents were told to look at their assigned photographs as if they
saw someone wearing the bag in pas§ingfter taking the photographs away, the

interviewer asked the following questis: (1) “What company do you think

makes or puts out the bag shown in the photographs?” (2) “Do you think that the

10 See idat 6.
11 See idat 3-4.

12 See idat 5.



company that makes or puts out the bag shown in the photographs makes or puts
out any other brands?” (3) “Do you think that the company that makes or puts out
the bag shown in the photographs is or is not connected to or affiliated with any
other company or brand?” and (4) “Do you think that the bag shown in the
photographs is or is not made or put out with the approval or sponsorship of any
other company or brand?” If respondegave an answer to any of these
guestions, the interviewer would ask aidhe following questions: (1) “What
other company or brand?” or “What othwands do you think are made or put out
by that company?” or “With which other company or brand?” (2) “What makes
you say that?” (3) “What do you mean by that?” (4) “Anything else?” and finally
(5) “What do you mean by that?”
b. Results and Coding
Respondents were coded into grodppending on the brands they

mentioned when answering substantive questions (1) through (4). Respondents

13 See idat 5-6. Mr. Mantis also usestreening questions to ensure that

he interviewed people over the age of eighteen who were likely to buy a cross-
body bag priced at seventy-five dollarsmore in the next twelve months.
Furthermore, he eliminated anyone who wasnected to the retail, advertising, or
survey industries, who participated in a marketing survey in the last twelve months,
or who was lacking her normal corrective eyewear. Finally, he used a quota
sampling method to ensure that respaisievere chosen for participation in
proportion to their qualification radeaccounting for gender and aggee idat 2-

3.
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who answered “Gucci” were coded astifusion responses,” and respondents who
answered “Gucci” and something else or “maybe Gucci” were coded as “qualified
confusion responses.” Respondents who gave any otadt trere coded as
“other responses:* Confused respondents wduether grouped into two
categories — “appearance-related redsand “other reasons” — based on the
reasons they gave for their confusforiJsing this system, Mr. Mantis found that
48 of 199 test group respondents, or 24rtga, were confused for appearance-
related reasons, and that 17 of 201 cdmroup respondents, or 8.5 percent, were
confused for appearance-related reasdwxordingly, Mr. Mantis found that a net
total of 15.6 percent of the test grongspondents were confused for appearance-
related reason$,and concluded that “the Guess cross-body bag is likely to cause
confusion with Gucci's Diamond Motif Trade Dress.”

C. Rebuttal to the Mantis Survey

Guess proffers an affidavit from its own expert, Dr. Shari S. Diamond,

14 Id. at 8-11.
> |d.at9.

6 Seeidat 11.
7 1d.at 13.



to challenge the Mantis Survé&y.Dr. Diamond’s affidavit, as well as Gucci's
response to it, are considered in Part IV below.

2. The Mazis Survey

a. Design and Operation

Dr. Mazis also conducted an “Eeady” survey, which he designed
solely “to assess the degree of assammtif any, between Guess’ use of the
diamond motif and Gucci:® Respondents were shown photographs of either the
test bag or the control bag, and asked what other product or brand came to mind
“based on the overall appearance” of thag. The test bag was an unmodified
Guess “Basique Bowler” bag that used #ilegedly infringing trade dress. The
control bag was the same size and slzapthe test bag, with the following
differences: the nameplate text waamged from script to block letters; the
background color was changed from beigblte; the dashed lines and “G’s” in
the corner of the diamonds were removed; and the Quattro G pattern was rotated

and arranged in horizontal and vertical lidgs.

18 6/27/11 Affidavit of Dr. Shari S. Diamond (“Diamond Aff.”), Ex. 5 to
Welsh Decl.

19 5/25/11 Expert Report of Michael B. Mazis, Ph.D. (“Mazis Survey”),
Ex. 2 to Welsh Decl., at 3.

20 Sedd. at 5.



azis Test Bag Mazis Control Bag

Respondents were given two photqdra of their assigned bag — one
of the front, one of the back — and instructed to look at them “as if you saw
someone carrying [the bag].” After beitaid not to guess, they were asked, “If
you have an opinion, does or doesmy &ather product or brand come to mind
when you look at the overall appearance of this handbag?” Respondents who
answered positively were then asked,H&Vother product or brand comes to mind
when you look at the overall appearance of this handbag? Any others?” Finally,
for each brand or product mentioned, the respondents were asked “Why do you say
that (PRODUCT OR BRAND MENTIONED) comes to mind when you look at the

overall appearance of this handbag? Any other reasons?”

21 Id. at 8-9. Dr. Mazis also usedreening questions to ensure that

survey respondents were at least eighteen years old and likely to spend one
hundred dollars or more on a handbag in the next six months. He also excluded
people who worked in the malls wherspendents were interviewed or who had
participated in a market rearch survey in the previotisree months. Finally, like
Mr. Mantis, he excluded respondents who warenected to the retail, advertising,
or survey industries, or who did not have their normal eyewear with tBesid.
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b. Results and Coding
Like Mr. Mantis, Dr. Mazis coded respondents into categories
depending on whether they gave appeae-related or non-appearance-related
explanations for their answers. He found that 42 of 203 respondents in the test
group, or 20.7 percent, and that 18 of 206 respondents in the control group, or 8.7
percent, felt Gucci came to mind foetevant appearance-related reasons.”
Accordingly, he concluded that a net‘tf [percent Jof respondents associated the
Guess Basique Bowler handbag with Gucci, a net result well in excess of
association with any other brand,and that “consumers associate the diamond
motif pattern appearing on the Guess Basique Bowler handbag with Gucci.”
C. Rebuttal to the Mazis Survey
Guess proffers the above-mentioned affidavit of Dr. Diamond to
challenge the Mazis Survey. That affida@long with other relevant material, is
discussed in Part IV below.
B. The Guess Surveys

Guess offers three surveys designed to measure point-of-sale

at 8. Dr. Mazis did not use a quota sampling method.
22 d. at 9-10.
23 Id. at 10-11.



confusion, two by Dr. Helfgott and anoth®y Dr. Scott. Gucci seeks to exclude
all of them as irrelevant to the matter of post-sale confuféion.

1. The Helfgott Surveys

Dr. Helfgott conducted two survey®ne survey used the Guess
“Osaka” bag as the test bag (“Osaka Survey”), while the other used the Guess
“Daisy Logo” bag (“Daisy Logo Survey.)Both were designed to “determine
whether the Guess handbags selected Ikesly to cause consumers to mistakenly
believe that the handbags were put outitvyassociation with, or with the approval
of Gucci America.*

a. The Osaka Survey
I Design and Operation
The purpose of the Osaka Surwess “to determine any potential

confusion resulting from the use of Guess’s Quattro G Design in combination with

24 SeeGucci Mem. at 1.See alsa@Gucci’'s Reply Memorandum of Law

in Further Support of Its Motion to Exclude Guess’s Proposed Expert Opinions,
Testimony, and Surveys of Dr. MyronHelfgott and Dr. Carol A. Scott (“Gucci
Rep. Mem.”) at 5 n.9 (explaining that Guseieks exclusion of all of the Guess
surveys).

25

Expert Report of Myron J. Helfgott, Ph.D.: The Results of Two
Likelihood of Confusion Surveys Concerning Gucci’s Claimed Trade Dress and
Guess?’s Quattro G Design (“Helfg&eport”), Ex. A to Gucci’s Notice of

Motion, at 6.
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brown-beige fabric?® Respondents were shown either a test bag or a control bag
and asked about sour@ssociation and approvdl.The test bag was an
unmodified Guess “Osaka” handbag. The oariiag was identical to the test bag

in every way excephat it used a “pink-on-cream” color scheffie.

Osakggahol B

Respondents were given their gs&d handbag and asked to “look it
over as you would if you were in a store and were seriously considering buying
it.”#® The interviewer then asked the following questions: (1) “What company do

you think puts out this handbag . . . or don’'t you know?” (2) “Do you think the

26 Id.
27 Seeidat 11.

28 Id. at 7. Dr. Helfgott used scraag questions to ensure that all

respondents were females at least eighyeans old who had purchased within the
past twelve months, or planned to purchase within the next twelve months, a
handbag costing at least forty dollad8ge idat 10. He also created two age groups
— eighteen to thirty-nine and forty and over — and selected equal numbers of
respondents from eaclsee idat 9.

2 |d. at 11 (quotation marks omitted).
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company that puts out this handbag puts it out themselves, or in association with
some other company . .. or don’t you know?” and (3) “Do you think the company
that puts out this handbag did, or did meted the approval of another company . .
. or don’t you know?” If respondengmswered positively, the interviewer then
asked thdollowing questions: (1) “What in pacular about this handbag makes
you think (that)?"and (2) “Anything else?®
. Results and Coding

Respondents were coded into two groups. If they mentioned Gucci in
any way, they were coded as inding a likelihood of confusion. If they
mentioned Guess without mentioning Gucci, they were coded as indicating a
correct identification. Dr. Helfgott considered all answers to all three substantive
questions above in a single confusion anaRisied found that five percent of the
test group and three percent of the control group indicated a likelihood of
confusion® Accordingly, he concluded that there was “no [net] likelihood of

confusion with regard to Guessrubags bearing the Quattro G design in

30 Id.
3 Seeidat12.
% Seeidat 13.
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combination with a brown-beige color fabri€.”
b.  The Daisy Logo Survey
I Design and Operation
The Daisy Logo Survey was dgeed “to determine any potential
confusion resulting from Guess’s Quat@design, which consists of: Guess’s
Quattro G mark . . . surrounded by intersecting lines . . . with single letter “G”s at
the corners created by the line intersectichsRespondents were shown either a
test bag or one of two control bagysd asked about source, association and
approval in a manner identical to the Cas&urvey described above. The test bag
was a Guess “Daisy Logo” handbag. Thestfcontrol was identical to the Daisy
Logo handbag , except that the “G”s in the corners of the intersecting lines were
removed. The second control was similarly modified, except that the intersecting

lines were also removed.

3 Id.
¥ |d.at®6.
% Seeidat 7-8.
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1

Daisy Logo Control Bag Without G’s or Lines
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. Results and Coding
Using the same coding method as he did in the Osaka Survey, Dr.
Helfgott found that 1.5 percent of the tgsbup respondents were confused, that 1
percent of the first control group were confused, and that 3 percent of the second
control group were confused. Based oné¢hesults, he concluded that there was
“no likelihood of confusion for either of the two conditions test&d.”
C. Rebuttal to the Helfgott Surveys
Gucci proffers the report of Dr. Itamar Simonson to challenge the
Helfgott Surveys! That report, along with otherlewant material, is discussed in
Part IV below?®
2. The Scott Survey
a. Design and Operation
Dr. Scott conducted an “Evereadytirvey that she designed “to

determine the likelihood of confusion, if any, resulting from the use on a Guess

% Id. at 14.

37 See6/27/11 Rebuttal Expert Report of Dr. Itamar Simonson, Ex. C to
Gucci’'s Notice of Motion (“Simonson Report”).

38 Gucci also offers the report of DRappeport to challenge the Helfgott
Surveys. However, because the igett Surveys are inadmissible on the very
point that Dr. Rappeport challengéss report need not be considered.
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leather belt of a Square G buckfé.Respondents were shown either a test belt or
a control belt and asked aboousce, association, and appro¥alThe test belt

was a Guess belt with a Square G buakledified with a piece of tape to obscure
the “Guess” name on the outside of th&.bEhe control belt was a Guess belt with

a Round G buckl&

Scott Test Belt Scott Control Belt

Respondents were given as much timéayg wanted to examine their
assigned belt “as if they were considering purchasing it.” The interviewer then

asked the following questions: (1) “What company or companies do you think puts

% 5/15/11 Expert Report of Professoarol A. Scott (“Scott Report”),
Ex. B. to Gucci’s Notice of Motion at 3-4.

40 Seeidat 7.

41 Seeidat 5-6. Dr. Scott used scréeg questions to ensure that all
respondents were females at least eighyeans old who had purchased within the
past twelve months, or planned to purchase within the next twelve months, a belt
costing at least thirty-five dollars. She also used a quota sampling method to
ensure that the age distribution of the respondents matched that of the general
female population of the United States. Finally, she used standard exclusion
guestions similar to those used by Dr. MaZge idat 4-5.
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out this belt . . . or do you not know?” (2) “Do you think that the company or
companies that put out this belt puts out themselves, or puts out in association with
any other company or companies, . . . or do you not know?” (3) “Do you think that
the company that puts out this belt did or did not need the approval of any other
company or companies, . . . or do you not know?” Respondents who answered
positively were asked for the names of tbkevant company or companies, as well
as their reasons for giving those narffes.
b. Results and Coding

Dr. Scott separates her resultsaoguestion-by-question basis. In
response to the first question, she found that 32 of 199 test group respondents, or
approximately 16 percent, and d8202 control group respondents, or
approximately 21.3 percent, mentioned either Gucci or Gucci and Gu€ks.
vast majority of these response wlryeappearance-related reasons, although Dr.

Scott did not explicitly code them as stith.

42 See idat 6-7.
43 See idat 8.

4 See idat 11. Notably, none of ¢htest group respondents believed
that the company that put out the tedt bl so in association with Gucci. Only
one control group respondent believed thatcompany that put out the control
belt did so in association with Guccsee idat 9-10.
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In response to the third question, 2 of 199 test group respondents, or
approximately 1 percent, and 3282 of the control group respondents, or
approximately 1.5 percent, believed ttted company that put out the belt needed
Gucci's approval to do 8. For the test belt, the explanations for these answers
referenced the letter G, the material, ordkeeral style of the belt, whereas for the
controlbelt, the explanations referenced kbgo, look, design, and style of the
belt*®

Based on these results, Dr. Scott concluded that there was “no
evidence that consumers uniquely associdtedsquare G design with Gucci,” and
that “consumers are not likely to believatiGuess leather belts that have a Square
G buckle are made by Gucci becausthefparticular shape of the &."She also
notes that far more respondents believed Guess was the source of either belt,
rather than Gucé.

C. Rebuttal to the Scott Survey

Gucci also offers the above-mentioned report of Dr. Simonson to

% Seeidat 10.

4% SeeEx. 10 to the Scott Report at 13-14.
47 Scott Report at 12.

% Seeid.
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rebut the Scott Survey. It is discussegether with Guess’s sur-rebuttal in Part IV
below.
.  APPLICABLE LAW
A. Infringement Actions Under the Lanham Act
1. Registered Trademarks
Section 32(1) of the Lanham Act prohibits the use in commerce of
“any reproduction, counterfeitppy, or colorable imitation of a registered mark in

connection with the sale, offering for satistribution, or advertising of any goods

or services on or in connection with which such use is likely to cause confusion, or

to cause mistake, or to deceiv®. The Lanham Act defines a “counterfeit” as a
“spurious mark which is identical with, or substantially indistinguishable from, a
registered mark®® Pursuant to 15 U.S.C. § 1057(b), “[a] certificate of registration
of a mark upon the principal register. .shall be prima facie evidence of the

validity of the registered mark and of the registration of the mark, of the

registrant’'s ownership of the mark, and of the registrant’s exclusive right to use the

registered mark in commerce . .>' '"Moreover, “[a] registred trademark becomes

% 15U.S.C. § 1114(2).
0 |d. §1127.
5 1d. § 1057(b).
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incontestable if it has been in continuous use for five consecutive years subsequent
to its registration and is still in use®”

Trademark infringement claims are “analyzed under [a] familiar
two-prong test . . . 2® This test “looks first to whether the plaintiff's mark is
entitled to protection, and second to whetthefendant’s use of the mark is likely
to cause consumers confusion as to the origin or sponsorship of the defendant’s
goods.® The latter inquiry “turns on whether ‘numerous ordinary prudent
purchasers are likely to be misled ontused as to the source of the product in

question because of the entrance mrarketplace of defendant’s mark>”

>2 Gruner + Jahr USA Publ’g v. Meredith Cor®91 F.2d 1072, 1076
(2d Cir. 1993).

> Virgin Enters. Ltd. v. Nawal835 F.3d 141, 146 (2d Cir. 2003) (citing
Gruner + Jahr USA Publ'g991 F.2d at 1074)Accord Starbucks Corp. v.
Borough Coffee, Inc588 F.3d 97, 114 (2d Cir. 200Q)puis Vuitton Malletier v.
Dooney & Bourke, Ing“Vuitton II'), 454 F.3d 108, 115 (2d Cir. 2006).

> Virgin Enters, 335 F.3d at 146Accord Starbucks Corp588 F.3d at
114 (“To prevail on a trademark infringement and unfair competition claim under
[section 32(1) or section 43(a) of the Act], in addition to demonstrating that the
plaintiff's mark is protected, the plaintiff must prove that the defendant’s use of the
allegedly infringing mark would likely cause confusion as to the origin or
sponsorship of the defendant’s goods with plaintiff’'s good¥.jtiton II, 454 F.3d
at 115.

> Playtex Prods., Inc. v. Georgia-Pacific Cor90 F.3d 158, 161 (2d
Cir. 2004)(quotingCadbury Beverages, Inc. v. Cott Cqrp3 F.3d 474, 477-78
(2d Cir. 1996)).AccordChamberss. Time Warner, In¢c282 F.3d 147, 155 (2d
Cir. 2002) (“Where there is a claim of camser confusion [as] to the association

-20-



Additionally, a finding of infringement reqguas that there be “a ‘probability of
confusion, not a mere possibility?® Finally, “[tlhe central consideration in
assessing a mark’s protectability, namelydigree of distinctiveness, is also a
factor in determining likelihood of confusion’”

2. Trade Dress

The Lanham Act “has been helddmbrace not just word marks . . .
but also ‘trade dress’ — a category tbaginally included only the packaging, or

‘dressing,”of a product?® but now “encompasses the overall design and
appearance that make the product identifiable to consufieMohetheless, in

order to prevent the law of trade dress from slipping into “protection for an

of a product or service with another person’s trademark, the central inquiry is
whether it is likely that ‘an appreciable number of ordinarily prudent purchasers’
will be misled as to the source gramsorship of the product or service in
guestion.” (quotindEMI Catalogue P’ship. Hill, Holiday, Conors, Cosmopulos,
Inc., 228 F.3d 56, 61-62 (2d Cir. 2000))).

56

Playtex Prods.390 F.3d at 16{quotingNora Beverages, Inc. v.
Perrier Group of Am., In¢269 F.3d 114, 121 (2d Cir. 2001)).

> Vuitton I, 454 F.3d at 115 (citinBlaytex Prods.390 F.3d at 161).

> Wal-Mart Stores, Inc. v. Samara Brg$Samara), 529 U.S. 205,
209 (2000).

> Nora Beverage<269 F.3d at 118.
-21-



[otherwise] unprotectable style, theme, or id€dlfe Second Circuit requires that
a plaintiff asserting trade dress rightfeo “a precise expression of the character
and scope of the claimed trade dréSsThe plaintiff must also allege that the
trade dress has acquired a “secondary meativag’is distinctive as to the origin
of the producf? that the trade dress is “not function&land that the defendant’s
use of a similar trade dress is likely to sawonsumer confusion as to the origin of
the product?

3. Likelihood of Confusion

Courts in the Second Circut apply the eight-factor balancing test

introduced inPolaroid Corp. v. Polarad Electronics Corim determining whether

®  Yurman Design, Inc. v. PAJ, In@62 F.3d. 101, 117 (2d Cir. 2011).

®1  Landscape Forms, Inc. v. Columbia Cascadg Cb3 F.3d 373, 381
(2d Cir. 1997).

%2 SeeSamara) 529 U.S. at 211. Itis important to note that while
individual elements of a trade dressay be unprotectable when viewed in
isolation, “it is the combination of elements that should be the focus of the
distinctiveness inquiry. Thus, the oviédress [may be] distinctive despite its
incorporation of [unprotectable] elementsléffrey Milstein, Inc. v. Gregor,
Lawlor, Roth, Inc.58 F.3d 27, 32 (2d Cir. 1995).

5 15U.S.C§ 1125(a)(3).
% Seeid§ 1125(a)(1)(A).
-22-



there is a likelihood of confusidn. ThePolaroid factors are: (1) the strength of
plaintiff's mark; (2) the similarity of plaintiff's and defendant’s marks; (3) the
proximity of the products; (4) the likelihood that plaintiff will “bridge the gap”; (5)
actual confusion between products; (6edelant’s good or bad faith in adopting
the mark; (7) the quality of defendant’s product; and (8) the sophistication of the
buyers®® “The application of th&olaroid test is ‘not mechanical, but rather,
focuses on the ultimate question of whether, looking at the products in their
totality, consumers are likely to be confusel.No single factor is dispositive,

nor is a court limited to consideration of only these factr$Further, ‘each

factor must be evaluated in the context of how it bears on the ultimate question of
likelihood of confusion as to the source of the produt.”

B.  Admission of Expert Testimony

% See287 F.2d 492, 495 (2d Cir. 196%ge alsStarbucks Corp.588
F.3d at 115.

66 SeePolaroid, 287 F.2d at 495.

7 Starbucks Corp.588 F.3d at 115 (quotirstar Indus., Inc. v. Bacardi
& Co. Ltd, 412 F.3d 373, 384 (2d Cir. 2005)).

®%  Brennan’s, Inc. v. Brennan’s Restaurant, L850 F.3d 125, 130 (2d
Cir. 2004) (citingPolaroid, 287 F.2d at 495).

% |d. (quotingLois Sportswear, U.S.A., Inc. v. Levi Strauss & Cbois

11", 799 F.2d 867, 872 (2d Cir. 1986)).
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The proponent of expert evidence bears the initial burden of
establishing admissibility by a “preponderance of préddfRule 702 of the
Federal Rules of Evidence states ithguirements for the admission of expert
testimony as follows:

If scientific, technical, or dter specialized knowledge will

assist the trier of fact tonderstand the evidence or to

determine afactin issue, dmess qualified as an expert by

knowledge, skill, experience,aining, or education, may

testify thereto in the form of an opinion or otherwise, if (1)

the testimony is based upon sufficient facts or data, (2) the

testimony is the product of rehe principles and methods,

and (3) the witness has apjplithe principles and methods

reliably to the facts of the case.

Under Rule 702 anBaubert v. Merrell Dow Pharmaceuticals, Inthe district
court must determine whether the progabgxpert testimony “both rests on a

reliable foundation and is releviato the task at hand This means that the

district court must act as “‘a gatekeepeexclude invalid and unreliable expert

0 Bourjaily v. United Statest83 U.S. 171, 175-76 (1987) (discussing
Rule 104(a) of the Federal Rules of Evidena&gcordDaubert v. Merrell Dow
Pharms., Inc.509 U.S. 579, 592 & n.10 (1993) (citiBgurjaily, 483 U.S. at
175-76, anaexplaining that the proponent of expert testimony must prove
admissibility by a preponderance of proof).

n 509 U.S. at 597 AccordKumho Tire Co. v. Carmichaeb26 U.S.
137, 147-49 (1999).
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testimony.””? In doing so, the court’s focus must be on the principles and
methodologies underlying the expert’s clusoons, rather than on the conclusions
themselves® “[T]he Federal Rules of Evider favor the admissibility of expert
testimony, and [courts’] role as gaégper is not intended to serve as a
replacement for the adversary systéfm.”

In addition, Rule 403 of the Fede Rules of Evidence states that
relevant evidence “may be excludedtsf probative value is substantially
outweighed by the danger of unfair prejudice, confusion of the issues, or
misleading the jury.” “Expert evidencan be both powerful and quite misleading

because of the difficulty in evaluatiy Because of this risk, the judge in

2 Bickerstaff v. Vassar CoJl196 F.3d 435, 449 (2d Cir. 1999) (quoting
Hollander v. American Cyanamid Cd.72 F.3d 192, 202 (2d Cir. 1999)Accord
Louis Vuitton Malletier v. Dooney & Bourke, If€Vuitton IV'), 525 F. Supp. 2d
558, 561-65 (S.D.N.Y. 2007) (discussing district court’s “special obligation” to
gatekeep with respect to expert evidence).

Additionally, expert testimony may not usurp the role of the court in
determining the applicable lavseeUnited States v. Lumpkid92 F.3d 280, 289
(2d Cir. 1999). Although an expert “may opine on an issue of fact,” an expert
“may not give testimony stating ultimatsgal conclusions based on those facts.”
United States v. Bilzeriai®26 F.2d 1285, 1294 (2d Cir. 1991). Expert testimony
is also inadmissible when it addresses/“inatters which [the trier of fact] is
capable of understanding and decidiwithout the expert’'s help.’Andrews v.

Metro N. Commuter R.R. C&82 F.2d 705, 708 (2d Cir. 1989).

3 See Dauberts09 U.S. at 595.

" Vuitton IV, 525 F. Supp. 2d at 562 (citation and quotation marks
omitted).
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weighing possible prejudice against probatierce under Rule 403 . . . exercises

more control over expertian over lay witnesse$:” Of course, expert evidence

that is wholly irrelevant is inadmssible under Federal Rule of Evidence 402.

C.

Survey Evidence

Factor Five of th&olaroid inquiry concerns “actual confusion”

between products. While it is “self-evidghat the existence of actual consumer

confusion indicates a likelihood of consumer confusiénif’is also well-

established that a plaintiff seeking to prevail under the Lanham Act need not prove

the existence of actual confusion, “sirasual confusion is very difficult to prove

and the Act requires only a likelihood of confusion as to soufce.”

Parties to trademark infringement actions frequently use consumer

surveys to demonstrate or refute a likelihood of consumer conf(fsi@bviously,

“[s]urveys do not measure the degree of actual confusion by real consumers

making mistaken purchases. Rather susv@gate an experimental environment

from which we can get useful data fromialinto make informed inferences about

75
76
77

78

1999).

Id. (quotation marks omitted).

Virgin Enters, 335 F.3d at 151.

Lois II, 799 F.2d at 875.

See Schering Corp. v. Pfizer Ing89 F.3d 218, 225-28 (2d Cir.
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the likelihood that actual confusion will take plaég.”

Reliance on expert studies is not without hazards. Indeed, “any
survey is of necessity an imperfectrrar of actual customer behavior under real
life conditions . . . . Itis notoriously eafor one survey expert to appear to tear
apart the methodology of a survey taken by anotliePractically speaking, there
IS “no such thing as a ‘perfect’ surveyhe nature of the beast is that it is a
sample, albeit a scienitihlly constructed one?®

To assess the validity and reliability of a survey, a court should
consider a number of criteria, including whether:

(1) the proper universe was examined and the

representative sample was drefinom that universe; (2) the

survey’s methodology and execution were in accordance

with generally accepted stamda of objective procedure

and statistics in the field of such surveys; (3) the questions

were leading or suggestivé4) the data gathered were
accurately reported; and (d¢rsons conducting the survey

® 6 McCarthy on Trademarks § 32:184 at 32-392. As McCarthy
explains, “[d]irect evidence of actuadrmfusion can come only from such sources
as misdirected phone calls or letters or even from that rarest of evidence, the
testimony of someone willing to testify thiiey were once a confused customer.”
Id. Although survey evidence is not elit evidence of actual confusion, it is
nonetheless routinely categorized “under fleading of ‘actual confusion.’Td. at
32-393.

80 Id. § 32:178 at 32-380.
81 Id. at 32-380 to 32-381.
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were recognized expefis.
“[T]he closer the survey methods mirroethkituation in which the ordinary person
would encounter the trademark, the gre#tierevidentiary weight of the survey
results.®® The failure of a survey to approximate actual marketplace conditions
can provide grounds for inadmissibily.Finally, while errors in survey
methodology usually go to weight of the evidence, a survey should be excluded
under Rule 702 when it is invalid or uhable, and/or under Rule 403 when it is

likely to be insufficiently probative, unfairly prejudicial, misleading, confusing, or

8 Louis Vuitton Malletier v. Dooney & Bourke, Ir¢Vuitton F'), 340 F.
Supp. 2d 415, 433 (S.D.N.Y. 2004) (citation and alterations omittadated on
other grounds by Vuitton,I454 F.3d at 117See alsdManual for Complex
Litigation § 11.493 at 103 (Federal Judidiz@nter 4th ed. 2004) (setting out seven
criteria); Shari Seidman Diamonideference Guide oBurvey Researcim
Reference Manual on Scientific Evider{tBiamond on Survey Research”) at 359,
373-418 (Federal Judicial Center 3d ed. 2011) (discussing criteria to be considered
to determine the admissibility of and ght to be accorded to survey evidence).

8 6 McCarthy on Trademarks § 32:163 at 32-333.

8 SeeTroublé v. Wet Seal 79 F. Supp. 2d 291, 308 (S.D.N.Y. 2001)
(“Although no survey can construct a perfect replica of ‘real world’ buying
patterns, a survey must use a stimulus that, at a minimum, tests for confusion by
roughly simulating marketplace conditions $ge als®American Footwear Corp.

v. General Footwear Co. Ltd609 F.2d 655, 660 n.4 (2d Cir. 1979) (holding

district court decision to exclude survey “for failure to conduct it under actual
marketing conditions” not clearly erroneou8ut cf. Vista Food Exch., Inc. v.

Vistar Corp, No. 03-CV-5203, 2005 WL 2371958 at *5-7 (E.D.N.Y. Sept. 27,
2005) (noting that failure to approximate actual marketplace conditions is only one
factor amongst many to consider when determining what weight, if any, to give to
a survey).
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a waste of timé
IV. DISCUSSION

At the August 4, 2011 hearing in this matter, Gucci made it crystal
clear that it was proceeding solely on a theory of post-sale confiision.
Accordingly, determining whether a survisyrelevant to the issue of post-sale
confusion is a threshold matter thatshbe addressed before any others.

A. The Gucci Surveys

In its motionin limine, Guess argues that the Mazis Survey and the
Mantis Survey both suffer from a numlwdrflaws that, taken together, require
each to be excluded under Federal Rofdsvidence 702 and 403. For the reasons

given below, Guess’s motion is grast@ part and denied in pdtt.

% SeeSchering 189 F.3d at 228tarter Corp. v. Converse, Ind.70
F.3d 286, 296-98 (2d Cir. 1999) (affirming district court’s exclusion of survey
where any probative value was outweighed by prejudicial efféat)ton 1V, 525
F. Supp. 2d at 568 (adopting Special Masters’ recommendation to exclude flawed
survey under Rules 702 and 403); 6 McCarthy on Trademarks § 32:170 at 32-351
to 32-352 (“In an extreme case, arpioperly conducted survey with slanted
guestions or serious methodological defects may be excludable as ‘irrelevant’ of
the true state of mind of potential purchaser. . [However, tlhe majority rule is
that while technical deficiencies ceaduce a survey’s weight, they will not
prevent the survey from beg admitted into evidence.”).

86 SeeTr. at 14:5-10.

87 Guess also moved to exclude the Rappeport Survey, which Gucci
produced in rebuttal to the Helfgott Saps. Because the Helfgott Surveys are
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1. Motion in Limine to Exclude the Mazis Survey on the Issue
of Dilution ®

Guess argues that the Mazis Surigeffawed in two respectg=irst, it
argues that Dr. Mazis used a flawed cont®&condit argues that Dr. Mazis
improperly over-reported the degree of association that his survey measured. For
the reasons given below, | find that both of these arguments go to weight, not
admissibility, and that their cumulativffect is not so great as to require
exclusion. Accordingly, | find that thdazis Survey is admissible on the issue of
dilution.

a. The Mazis Survey Did Not Use a Flawed Control
The first argument Guess raises iagttthe control in the Mazis Survey

was flawed because it removed too mamyrednts of the allegedly infringing trade

excluded for the reasons given below, dldenissibility of the Rappeport Survey is
moot.

88 Dilution exists if an “association arising from the similarity between a

mark . . . and a famous mark” eithemfairs the distinctiveness of the famous
mark” or “harms the reputation of the famous mark.” 15 U.S.C. § 1125(c)(2). As
a threshold matter, Guess argues that the Mazis Survey should be excluded as
irrelevant to any dilution issuegtause it only measures associatiSeeGuess

Mem. at 21-24. | disagree. A survey tdatermines whether and to what degree
association exists is plainly relevant te iesue of whether there is association that
impairs or harms a famous mark. Gucci may well fail to show impairment or
harm, but that does not affect the adnhigisy of the Mazis Survey on the issue of
association.
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dress at onc®. According to Guess, Dr. Mazis should have removed each
allegedly infringing trade dress componeng by one, so as to be able to
determine if some resulting unprotectablenbmation of elements gave rise to a
substantial portion of any association meastited.

The scientific literature cited in ¢hbriefs lends some support to this
argument. It is true, for example, thatantrol that contains more elements of the
allegedly infringing trade dress is “strongdéinan a control that contains fewer
such element$. It is also true that “multiple controls are generally, but not always,
better than a single contro®” However, while the fact &t a survey used a control
that could have been “stronger” or “bettmay mean it is entitled to less weight, it
does not mean that the survey does not provide relevant information.

Cumberland Packin@orp. v. Monsanto Cpwhich Guess cites in its

brief, is not to the contrar§?. In that case, Judge Eugene Nickerson was critical of

89 SeeGuess Mem. at 20, 24.

% Seeid.

ol SeeJacob Jacob¥xperimental Design and the Selection of Controls

in Trademark and Deceptive Advertising Sury®&gsTrademark Reporter 890,
935-37 (2002).

92 Michael Rappeport.itigation Surveys — Social “Science” as

Evidence 92 Trademark Rep. 957, 987 (2002).
% 32 F. Supp. 2d 561 (E.D.N.Y. 1999).
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coding responses as “confused” when respondents mentioned something other than
the elements of the allegedly infringing trade dress to explain their conffision.
Nothing in his opinion, however, even tadtthat a survey measuring confusion —

or association — caused by an allegedly infringing multi-element trade dress
requires the use of multiple controlsideed, at least one court, in a far more

recent decision, has approved of a survey tised a single control that eliminated

more than ten trade dress elements at &hce.

In sum, neither science nor law mandate the exclusion of a survey that
uses a single control to measure association attributable to an allegedly infringing
multi-element trade dress. While sucbuasvey may be entitled to less weight than
one with closer-to-ideal controls, its reéece to the issue of association is not
thereby eliminated for purposes of determining its admissibility. Accordingly, |
find that Guess’s first argument, standing alone, does not affect the admissibility of

the Mazis Survey

94 See idat 574-75.

% SeeFiji Water Co., LLC, v. Fiji Mineral Water USA, L,G41 F.
Supp. 2d 1165 (C.D. Cal. 2010).

% Guess also argues that by rotating the Quattro G pattern 45 degrees,

the Gucci Surveys improperly ir@ased the confusion levehee

Guess’s Reply Memorandum of Law in Further Support of Its Matidnmineto
Exclude the Surveys of Dr. Michael Rappet, George Mantis, and Dr. Michael B.
Mazis (“Guess Rep. Mem.”) at 8. céording to Dr. Diamond, this change
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b.  The Mazis Survey Did Not Improperly Inflate
Association Levels

Guess next argues that the Mazis Survey improperly over-reported
association by including respondents wiplained their association by reference
to either a single component of the alléigenfringing trade dress, or to something
unrelated?” According to Guess’s analysisthie verbatim survey responses, such
coding led Dr. Mazis to over-regaassociation by 4.5 percefit.

Reduced to its essentials, Guess’s argument here is that a survey
respondent is properly coded as assoweahe allegedly infringing trade dress

with Gucci if — and only if — she either explains her association by articulating

“apparently had the effect of causing Qeattro G design . . . to appear to some
respondents as showing interlocking C’s, rather than G’s.” Diamond 1 at 8.
Because the other differences between tmgrol bag and the test bag are potential
confounding factors, however, it is impossible to draw a firm causal link between
the rotation of the Quattro G symhanid the increase in “C” brand responses
without an additional survey. Furthermo@cci correctly argues that rotating the
Quattro G symbol was necessary “to remove any semblance . .. of the diamond
pattern.” Gucci’s Memorandum of Law in Opposition to Guess’s Mation
Limineto Exclude the Surveys of Dr. Miabl Rappeport, George Mantis, and Dr.
Michael B. Mazis (“Gucci Opp. Mem.’gt 12. Accordingly, I find no reason to

hold that the rotation of the Quattro G symbol was improper.

%  SeeGuess Mem. at 17-18, 24-25. The only case law that Guess cites
to support this argument is my decisionvimitton 1V, 525 F.Supp. 2d at 605.
However, because that case involvecadémark, and not a multi-component trade
dress, | find that it is inapplicablé&ee idat 592.

%8 SeeGuess Memat 24-25.
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every component of that trade dresshyreferencing the trade dress in a general
manner. This argument is not totallff base. Clearly, a survey in which all
respondents explained their conclusionthis idealized manner would be
preferable to one in which few or no respondents did so. It is equally clear,
however, that expecting survey respondents to be able to parse their thought
processes with such a high degree of specificity in response to an open-ended
“why-do-you-say-that” question is unrealistfc.

Instead, there will likely be a speam of response explanations. On
one end, an explanation might be thealkind that Guess charges are necessary.
On the other end, an explanation might not mention any component of the
allegedly infringing trade dress. Masirveys, however, will have explanations
spread out across this spectrum. With the understanding that the weight given to a
survey will vary as the explanatiotend towards one end or the other, most
surveys should be admitted as relevant.

It is possible, of course, that a survey might be so filled with dubious
explanations that it could rise to the level of being excludable as insufficiently

probative under Rule 403, or even wholly irrelevant under Rule 402. Without

% Seelerre B. Swan,ikelihood of Confusion Surveys and the
Straitened Scope of Squit8 Trademark Rep. 739, 741 n.13 (2008).
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determining exactly where those levelay lie, however, | find that the Mazis
Survey does not reach them.

In sum, although the Mazis Surveyflgwed in that it used a less-
than-ideal control, and although one might wish that it contained more specific
response explanations, these issues éatuwely minor. Accordingly, while Guess
is free to make any and all reasonable argpisias to the weight | should accord it
on summary judgment, | find that the Mazis Survey should be admitted on the
issue of association, as that issuates to the larger dilution analysis.

2. Motion in Limine to Exclude the Mantis Survey

The first two issues Guess raiseaiagt the Mantis Survey — that it
used an improper control and that ifomaperly over-reported its confusion results
— are identical to the issues it raiseghinst the Mazis Survey. For the same
reasons given above, | conclude that those issues go to weight, not admissibility.
In addition to these issues, however, &ualso argues that the Mantis Survey is
flawed because it failed to approximate actual marketplace conditions in two ways.
First, Guess notes that the Mantis Survey used a modified test bag that never
existed. SecondGuess notes that the test bag was not representative of the line of

bags from which it was selected becaitiskd not clearly bear the Guess natife.

100 SeeDiamond Aff. at 4.
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Each of these points is addressed in tlrn.

a. By Using a Modified Test Bag, the Mantis Survey
Failed to Reflect Actual Marketplace Conditions

Gucci first argues that the use of a modified test bag in the Mantis
Survey was “a conservative measucensistent with “accepted industry
practice™® designed to isolate the effect of the allegedly infringing trade dress. In
support of this point, Gucci points out thihé Scott Survey, which Guess seeks to
admit on its own behalf, also used a modified test product for much the same
reason® Gucci does not cite any scientifiterature to support its claim on this
issue, however, and my own research has revealed none. Furthermore, according
to Dr. Diamond, Guess’s rebuttal expert,cGils explanation is “pure speculation.”
Accordingly, Dr. Diamond concludes that “[w]e simply do not know how viewers
would have responded to the real bagause the real bag was never test¥dl”

agree, and find that Gucci has not showat gurvey industry practice justifies the

101 Guess also argues that the Mantis Survey failed to define an
appropriate population or use adequate sampling metho8eeDiamond Aff. at
9. Because | find the issue of failure to reflect actual marketplace conditions to be
dispositive, | do not reach that argument.

192 Gucci Opp. Mem. at 8.
13 Seeid.
104 Diamond Aff. at 5.
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use of a modified test bag.

Gucci does, however, cite cases from the Second Circuit and the Ninth
Circuit that have found that this sort of modification goes to weight, not
admissibility. Gucci argues thabis Sportswear, U.S.A., Inc. v. Levi Strauss &
Co!* stands for the proposition that when a post-sale confusion survey modifies
the normal post-sale appearance of is$ peoduct, any dispute over that goes to
weight rather than admissibilit{®

Gucci also cited\didas-Salomon AG v. Target CdfpandAdidas
America v. Payless Shoe Soyt®both of which involved a survey where an
element of the allegedly infringing tradeess was digitally removed from the test
product in order to focus respondentidéation on other factors. According to

Guess, these cases are not relevant because the element that was removed was

105 631 F. Supp. 735 (S.D.N.Y. 1985) ¢is I").

196 SeeGucci Opp. Mem. at 9 n.12. Guess does not dispute Gucci's
characterization of this case. ThecSnd Circuit opinion reviewing that case
noted, however, that the districiuwrt “discounted [the survey] due to
methodological defects in simulating the post-sale environméwais 11, 799 F.2d
at 875. While the district court technicaflgcided to give the survey at issue little
or no weight, the distinction between that action and excluding the survey,
especially when parties separate tineations to exclude and their motions for
summary judgment, is largely academic.

17 Civil No. 01-1582-RE, 2003 WL 25710435 (D. Or. Jan. 29, 2003).
18 529 F. Supp. 2d 1215 (D. Or. 2007).
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acknowledged to beilependently famou§? | find nothing in either of the cases
to support Guess’s point; that is, neitherecedies on the fact that the element that
was digitally removed wasidependently famous in ondi® reach the conclusion
that objections to the modification went to weight, not admissibifity.

Gucci does not dispute that the use of a modified test bag in the
Mantis Survey constituted a failure tgpheate actual marketplace conditions. The
issue is simply whether that failure goeghe weight to be accorded to the survey,
or whether, as Guess argues, it jussiexcluding the Mantis Survey on the
grounds that it “reveals nothing about any purported actual confusion in the real
world.”*** Based on the discussion of the case law above, | find that, in all but the
most extreme cases, a failure to regié actual marketplace conditions goes to a
survey’s weight, not its admissibility. W the use of a modified test bag here
was a failure to reflect actual marketpé conditions, | conclude that, standing
alone, it does not require exclusion of the Mantis Survey.

b. By Using a Highly Unrepresentative Test Bag, the

Mantis Survey Failed to Reflect Actual Marketplace
Conditions

199 SeeGuess Rep. Mem. at 5.

110 SeeAdidas-Salomor2003 WL 25710435, at *8See als®didas
America,529 F. Supp. 2d at 1227.

111 Guess Mem. at 16.
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According to Dr. Diamond’s analysis of the underlying sales data,
more than 99 percent of bags bearing the allegedly infringing trade dress also bore
“either the GUESS name on the front of the bag, or the GUESS name on large G-
shaped hardware on the handbag, or bdthGuess argues that selecting a bag
without the Guess name on it constituted a “deviation from actual marketplace
conditions” that “precludes the [Mantis Survey’s] admission as providing reliable
evidence of representative reabrid post-sale situations® Guess cites several
cases in support of this proposition. Two of therduicy Couture, Inc. v. L’Oreal
USA, Inct** and this court’s decision iRiHOIP v. Walt Disnefo!* — are
opinions from this district. Two other case8merican Footwedf® andBeverage
Marketing USA, Inc. v. South Beach Beverage C8rpare Second Circuit
opinions.

Guess’s reliance on my opinionTiHOIP is somewhat misplaced. In

112 Diamond Aff. at 6.

113 Guess Mem. at 17.

114 No. 04-cv-7203, 2006 WL 1012939 (S.D.N.Y. Apr. 19, 2006).
115 690 F. Supp. 2d 218 (S.D.N.Y. 2010).

116 See609 F.2d at 660 n.4.

117 SeeNo. 00-9578, 2002 WL 1162789, at *14-15 (2d Cir. June 3,
2002).
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that case, | noted that a failure to reflect actual marketplace conditions was a major
flaw that “severely diminishe[d] thelrability and probative force” of the survey

in question'®® However, | also noted that tarvey in question failed to use an
adequate contral? It was the combined effeof these major flaws, not the
independent effect of either, that led tneexclude that the survey in questiéh.
Guess'’s reliance aduicy Couturds also not completely on point. The survey in

that case completely failed to replieatal-world conditions with respect to
packaging, branding, and location of sal¢hile Judge Denise Cote criticized the
survey as one that would likely be inadmiésiin a jury trial, she actually denied a
motionin limineto exclude it** Accordingly, all that these two cases stand for is

a proposition that is not in dispute: a sey's failure to reflect actual marketplace
conditions is a serious matter that may, in light of other factors, lead to the survey’s
exclusion from evidence.

Finally, as noted abové&merican Footweamerely stands for the

18 SeeTHOIP, 690 F. Supp. 2d at 240.
119 Seeid.
120 See idat 241.

121 Seeluicy Couture2006 WL 1012939, at *25-26 (noting that the
survey in question was “so fundamentally flawed [] that it would have been
excluded from evidence at a jury trial”).
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proposition that a district court may exclualsurvey where its failure to replicate
actual marketplace conditions is severe. Likevsserage Marketingimply
reiterates the point that a failure tdleet actual marketplace conditions reduces a
survey'’s reliability. In sum, while Gass’s case law supports the notion that a
survey may be excluded if it egregiously deviates from actual marketplace
conditions, nothing therein provides an obvious answer to the inherently
discretionary question of whether to exclude the Mantis Suréey.

Gucci argues that it did not remove the Guess name from the Mantis
test bag, and that, accordingly, the cagsedascussed above is simply not relevant.
Indeed, it claims that “the Guess bags were deliberately positioned so the
embossed Guess name on the strapd be seen by respondents."After

examining the pictures at some lengthgtee with Gucci that the Guess name was

122 Gucci argues that Guess'’s cited cases stand for the proposition that
deviations from actual marketplace conditions are problematic if and only if they
are designed tmcreasethe level of confusion. According to Gucci, removing the
center stripe pattern on the Mantis test) is not problematic because it had the
effect ofreducingthe level of confusionSeeGucci Opp. Mem. at 10. There are
two problems with this argumenEirst, Gucci provides no evidence that altering
the center stripe pattern decreased the level of confuSiecongeven if Gucci
had provided such evidence, it provides no case law to support the notion that
departures from actual marketplace conditiaresever acceptable. Accordingly, |
reject Gucci’'s argument here.

123 Gucci Opp. Mem. at 12-13.
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left on the product, albeit in a way that one is unlikely to find if not directed to look
for it.

Guess’s argument, however, was not@y that the Mantis test bag
failed to include the Guess name. Instead, Guess argued that the Mantis test bag
was unrepresentative because it lackedhpeent fixtures bearing the Guess name
present on the vast majority of allegedly infringing bags that the Mantis test bag
was to represent . Because Gucci provideanswer to this criticism, and because
| find it to be convincing, | find that 8hMantis test bag failed substantially to
reflect actual marketplace conditiotis.

C. Because of Its Flaws, the Mantis Survey Is Excluded

Having considered the primary dleamges to the Mantis Survey, |
must now decide if its flaws and wewsses merit excluding it from evidence. As
noted above, no survey is perfect, and most flaws go to weight, not admissibility.
Nonetheless, | do not believe that the n§an unrepresentative test bag can be
brushed aside in this way. Inded&&cause the Mantis test bag was not

representative of the line of allegedlyringing Guess bags, the Mantis Survey has

124 Gucci claims that it was forced trse an atypical test bag because

Guess failed to provide it with a more typical org&eeGucci Opp. Mem. at 13
n.18. Gucci had at least one bag — tBasique Bowler” used in the Mazis Survey
— that would have withstood Guess’saalt on the atypicality of the Mantis test
bag. Accordingly, Gucts claim is rejected.
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little probative value on the issue of whethw®at line of handbags is likely to cause
confusion in the post-sale marketplace. Adaagly, | find that this is one of the
rare cases where a single — but extrgnmaportant — survey flaw supports the
exclusion of the survey.
B. The Guess Surveys

1. Motion in Limine to Exclude the Helfgott Surveys

Gucci argues that the Helfgott Surveys suffer from a number of flaws
that, taken together, require them togxeluded under Federal Rules of Evidence
702 and 403. For the reasons statddvibethe Helfgott Surveys are excluded.

a. The Helfgott Surveys Are Point-of-Sale Surveys

Gucci argues that Dr. Helfgott’s ey controls were improper on
several fronts, as well as claims tflatvs in survey population led to under-
reporting of the likelihood of confusio> Guess vigorously disputes this
criticism, claiming that the controls wepeoper and that the survey universe was

not over-inclusive. Furthermore, Guess argues that Gucci wrongly considers the

15 SeeGucci Mem. at 13-16. Gucci oiplly asked the court to exclude
only the Osaka Survey. As noted above, however, it now asks that | exclude all
three of the Helfgott Surveys.
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Helfgott Surveys individually instead of reading them togetfier.

Dr. Simonson argues at great length that because of the vast
differences between consumer behawndahe point-of-sale marketplace and the
post-sale marketplace, and because of the methodological differences involved in
assessing whether a consumer is confusedther situation, a survey whose stated
purpose is to assess point-of-sale comiusvill have nothing fevant to say about
post-sale confusiotf! This analysis is convincing, and | agree with it.

Accordingly, I find that methodological flaws in a point-of-sale confusion survey
need not be discussed to exclude thatesuas irrelevant to the issue of post-sale
confusion. Guess does not dispute that the Helfgott Surveys were conducted with
the purpose of measuring point-of-sale eidn. As such, the Helfgott Surveys
must be excluded under Rule 402 as irrelet@atiie extent that they are offered to
counter Gucci’s theory of post-sale confusion.

Guess attempts to rescue the Helfgott Surveys by arguing that they are
indeed relevant to post-sale confusion. The argument runs as follows:

[The Scott Study shows that] a substantial number of

126 SeeGuess’'s Memorandum of Law in Opposition to Gucci America,

Inc.’s Motion to Exclude the Expert Opinions, Testimony, and Surveys of Dr.
Myron J. Helfgott and Dr. Carol A. Scott (“Guess Opp. Mem.”) at 10-14.

127

SeeSimonson Report at 7-13.
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post-sale scenarios, the GUESS name will be visible to

consumers viewing Guess’s Quattro G handbags. The high

incidence of correct Guess id#itations in Dr. Helfgott's

survey demonstrates thathen consumers are able to

observe the GUESS name, they are not confused.

Consequently, in the significant numbers of post-sale

settings in which the GUESS naise/isible to consumers,

no confusion is likely?®
This conclusion, however, cannot wathnd close scrutiny. Common sense
confirms what the Scott Study shows: most women carry their handbags with the
ornamentation facing outward. Nonetheless, this does not mean that a casual
observer in a post-sale environment will ever notice that ornamentation. The
Helfgott Surveys at most show that congusnare not confused when they see the
Guess name on a bag when they are “seriously considering buying it.” Because of
the vast differences between the way tw@isumers examine products at the point
of sale and the way they notice producta ipost-sale environment, the fact that
consumers are not confused when theg/the Guess name on a bag at the point of
sale does not indicate that they will notdmnfused when they see ornamentation

(bearing the Guess name) in passing on a bag in a typical post-sale environment.

Accordingly, | find that the Scott Study does not enable the Helfgott Surveys to

128 Guess Opp. Mem. at 5. The evidence about how women carry their
handbags in post-sale scenarios cofnem a sur-rebuttal study conducted by Dr.
Scott in response to the Rappeport SurnggeDeclaration of Carol A. Scaoitt,

PhD, Ex. 8 to Welsh Decl. (“Scott Study”).

-45-



provide relevant evidence regarding itbgue of likelihood of confusion in the
post-sale environment.

b.  The Helfgott Surveys Are Not Admissible for Any
Other Purpose

Apparently realizing that the HelfgdSurveys may be irrelevant to the
issue of post-sale confusion, Guegguas that the Helfgott Surveys nonetheless
provide evidence on two other issues: lack of consumer confusion and Guess’s
good faith'*® For the reasons stated belowe Hhelfgott Surveys are not admissible
on either point.

First, Guess argues that the Helfgott Surveys show that “when
consumers come upon Guess products imiaketplace, they are able to readily
and correctly identify those products as coming from,antg being associated
with Guess,” and are therefore “directievant to the likelihood of confusion
analysis required by the Second CircuRslaroid decision.*® This argument is
essentially a repeat of the argument inua the Scott Survey. As noted above,
however, the Helfgott Surveys do not shilnat consumers are not confused when

they come across Guess products in tygcst-sale environments, where they are

2 SeeGuess Opp. Mem. at 2-4.
1% 1d. at 3 (emphasis in original).
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unlikely to invest any substantial time dfogt in examining the products they see.
Because Gucci has clearly stated that @nly pursuing claims based on post-sale
confusion, the fact that the Helfg@&@tirveys may show that consumers are not
confused in the wholly different poinf-sale marketplace is simply not relevant.
SecondGuess argues that because Helfgott Surveys show that
consumers are not confused between Gucci and Guess handbags in point-of-sale
situations, they also show that Guessked the intent to confuse consumers.
Accordingly, Guess argues, the HelfgBtirveys provide evidence that the sixth
Polaroid factor — which asks about Guess’s good faith or bad faith in adopting the
trade dress in question — should weigh in its favor. | note, however, that confusion
in the post-sale environment is completdifferent from point-of-sale confusion.
In the post-sale environment, the comcerthat the public in general will be
deceived into thinking that the allegedly infringing product is authentic, and that
some consumers interested in purch@she authentic product will instead choose
to purchase the allegedly infringing product, on the grounds that they can obtain
the same prestige for less money. Thathis harm in post-sale confusion is that
potential purchasers will knowingly choose the infringing product over the
authentic one in order to obtain the staitithe latter at the price of the former.

Thus, even if the Helfgott Surveys coultbsy that Guess did not intend to confuse
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consumers at the point of sale, they provide no evidence relevant to the question of
whether or not Guess intended to confuse the public into believing that women
carrying inexpensive Guess bags appe#&wdik carrying expensive Gucci bags.
Accordingly, I reject this argument as well.

2. Motion in Limine to Exclude the Scott Survey

At the last hearing on this matter, | expressed my concern that the
Scott Survey used a modified test pradibat never existed in the marketplace,
and concluded that it should be excluded for that redSoks | noted in my
discussion of the Mantis Survey, howeMenow find that this flaw alone will
typically not justify excluding a survey. Guess now raises several points on which
the Scott Survey may provide relevavidence, which | discuss in turn.

a. The Scott Survey Is Not Admissible on the Issue of
Consumer Confusion

The Scott Survey was designed to measure point-of-sale conféfsion.
As noted in the discussion of the Hgft Surveys above, the differences between
point-of-sale confusion and post-sale confusion are such that a survey designed to

measure the former is irrelevant te tlatter. Because Gucci’'s only remaining

131 SeeTr. at 20:2-14.

132 SeeExpert Report of Professor Camdl Scott (“Scott Report”), Ex. B
to Gucci’'s Notice of Motion, at 6.
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theory of consumer confusion ipast-sale theory, the Scott Survey is
inadmissible on that issue.

b.  The Scott Survey Is Relevant to Guess’s Laches
Defense

As with the Helfgott Surveys, Gae claims that the Scott Survey is
relevant to issues beyond consumer confusibime first of these claims is that the
Scott Survey provides relevant evideeethe issue of laches. For the reasons
explained below, the Scott Survey is admissible on this point.

Because the Lanham Act expresslgarporates the principles of
equity, the equitable defense of laches is available in a trademark infringement
action brought under the Lanham A&t.As an equitable defense, however, it is
also highly fact intensive and not typically amenable to summary juddrfient.

In the context of a suit brought under the Lanham Act, the Second
Circuit has stated that likelihood that ttefense of laches will apply increases as
the senior user tolerates “the junior user’s competition isdéngemarket with a

name similar to that of the senior user” over an extended period of’time.

133 See6 McCarthy on Trademarks § 31:1.

13 See, e.gU.S. Bank N.A. v. Ables & Hall Builders28 F. Supp. 2d
605, 611 (S.D.N.Y. 2008).

1% Patsy’s Brand, Inc. v. I.0.B. Realty, In817 F.3d 209, 217 (2d Cir.
2003).
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Generally speaking, the court considergéhfactors in a laches analysis: (1)
whether the senior user knew that the junior user was using its mark; (2) whether
the senior user inexcusably delayedngkaction; and (3) whether the junior user

is harmed as a resuf¥.

While the Scott Survey does not provide evidence relevant to post-
sale confusion, it does provide evidencat ttonsumers, at the point of sale,
associate the “Square G” buckle with Gsenore than any other brand, including
Gucci!®” This in turn implies that Guess wdube harmed if it were forced to stop
using the “Square G” buckle as the result of the instant suit. Accordingly, the Scott
Survey is relevant to the third elementloé laches defense, and is admissible on
that point if its methodology is sufficiently sound to avoid exclusion. | now turn to
that issue.

Gucci next argues that “the high confusion level in the Scott Survey
control . . . group reflected real consurnenfusion” rather than mere survey
noise; accordingly, Gucci claims that trentrol was so unreliable as to throw the

entire Scott Survey into questidfi. Gucci relies primarily ot).S. Polo

13 SeeBlack Diamond Sportswear, Inc. v. Black Diamond Equip., Ltd.
No. 06-3508-cv, 2007 WL 2914452, at *1 (2d Cir. Oct. 5, 2007).

137 SeeScott Report at 3.
13 Simonson Report at 17.
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Association v. PRL USA Holdings, Ino.support this claint® In that case, Judge
Robert Sweet relied on the article By. Jacob Jacoby cited earlier for the
proposition that a survey control with high confusion rates is probleffiatiar.
Jacoby’s article, however, indicates that the primary focus should be on the net
confusion level, and that a high confusievel in the survey control group goes to
“the question of desirability” — that,iso weight, rather than admissibilit§/.

Gucci attempts to deflect this potentially damning statement by
arguing — without support from either case lavihe scientific literature — that Dr.
Jacoby “obviously . . . was not referring to a situation where the control was
deliberately selected to offset thenfusion level in the test cefl** Even if this
argument is accepted, it would only show tiat Scott Survey was flawed if Dr.
Scott indeed selected her survey conttdduch a manner. Gucci argues that Dr.
Scott did just that by intentionally selecting a G shape that she knew was similar to

the shapes used in Gucci’s double G desitin&uess responds by arguing that

139 No. 09 Civ. 9427, 2011 WL 1842980 (S.D.N.Y. May 13, 2011).
140 Seeidat *15.

141

Jacobysupranote 91 at 932 n.76AccordDiamond on Survey
Research at 399.

142 Gucci Rep. Mem. at 10 n.15.
143 SeeGucci Mem. at 18.
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Gucci cannot claim ownership over all rounded G shapes, and that, in any event,
the G shape that Dr. Scott used as her control was not confusingly similar to those
used by Gucci*

Having examined the double G designs that are the basis of Gucci’'s
argument, | find that the G referenced by Gucci is not confusingly similar to Dr.
Scott’s control G shape. The formegjgproximately as tall as it is wide, whereas
the latter is substantially wider than ittédl. Any similarity between them is

attributable to the simplatt that they are both G’s.

||,r'

e .

muéci ubIe G 2 Scott Test G

Gucci Double G 1

| therefore find that Dr. Scott did not use — intentionally or otherwise — a control
buckle that was confusingly similar to the Gucci G shapes mentioned above.
Accordingly, I reject Gucci’'s argumentahthe Scott Survey used an inadequate
control, and hold that it is admissible on th&d factor of the laches analysis for

the reasons already given.

144 SeeGuess Opp. Mem. at 22.
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C. The Scott Survey Is Not Relevant to Show that the
Gucci's Square G Mark Is Weak

Because the strength of a mark is relevant uRd&roid to
determining whether there is a likelihoodaminfusion, Guess argues that the Scott
Survey is relevant in that it shows tl@atcci’'s “Stylized G’mark is weak because
the level of association with Gucci iteasured — 18.6 percent — is insufficient to
establish secondary meanitfy. The problem with this argument — as Gucci
correctly points odf® — is that confusion surveys and secondary meaning surveys
are designed differently in two key respedtst, confusion surveys and
secondary meaning surveys do not measure the same universe of respbndents.
Secondconfusion surveys ask respondents about the source of the junior user’'s
product, whereas secondary meaning surveys ask respondents about the source of
the senior user’'s produtt Accordingly, drawing a secondary meaning inference,

even from a perfect confusion surveyingroper. As such, the Scott Survey,

145 Sedd. at 16.

146 SeeGucci Rep. Mem. at 8.

147

SeeRappeportsupranote 92 at 966 n.23.

198 SeeVincent N. PalladinoAssessing Trademark Significance:
Genericness, Secondary Meaning and Sun@¥drademark Reporter 857, 870
(2002).
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which is clearly a point-of-sale confusion sur¢&cannot be used to support

Guess’s “weak mark” hypothesis in this instance.

199 SeeScott Report at 6.
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V. CONCLUSION

For the reasons given above, Gucci’s motion is granted in part and
denied in part as follows: the Helfgott Surveys are excluded on all of the issues for
which Guess offers them. The Scott Survey 1s admissible on the issue of laches,
but, like the Helfgott Surveys, excluded on the remainder of the issues for which
Guess offers it.

For the reasons given above, Guess’s motion is granted in part and
denied in part as follows: the Mantis Survey is inadmissible on the issue of post-
sale confusion. The Mazis Survey is admissible on the issue of association as it
relates to dilution. The Clerk of the Court is directed to close these motions

(Docket Nos. 162 and 163). A hearing is scheduled for December 2, 2011 at 4:30

yERED:
my

ira A. Sc n
S.D.J.

p.m.

Dated: New York, New York
November 16, 2011
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