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Plaintiffs Marvel Worldwide, Inc., Marvel Charactgeinc. and MVL Rights, LLC
(collectively, “Marvel”) respectfully submit this &morandum of Law in Opposition to
Defendants’ Motion to Dismiss for Lack of Persodatisdiction and Failure to Join
Indispensable Parties.

PRELIMINARY STATEMENT

In September 2009, barely two weeks after The Wislhey Company (“Disney”)
announced its plan to acquire the ultimate paréMarvel, Defendants, the children of comic
book illustrator Jack Kirby (“Kirby”), sent and &tl legal notices claiming to have certain future
rights to iconic Marvel comic book characters atatiss published between 1958 and 1963.
Purporting to act in compliance with provisiongloé Copyright Act of 1976, all four
Defendants, acting together as a unit and througdmanon attorney admitted to practice in New
York, sent to multiple entities in New York, inclmg numerous Marvel-related entities, a set of
forty-five termination notices (the “Termination Nees”). In all, Marvel-related entities were
sent hundreds of Termination Notices in New Yotltieg to numerous works that feature
many of Marvel's famous characters, including therédible Hulk, the Fantastic Four and the
X-Men.

The Termination Notices are self-executing docusentder the Copyright Act. They
purport to divest Marvel of its exclusive rightstire subject workautomaticallyon the dates
specified therein. Marvel believes that the Temtion Notices are invalid in purporting to
exercise copyright rights that were retained bybiifand now are purportedly exercisable by his
children) when, instead, all of the works in issigre created as works made for hire, the
copyright interests in which have from their ingeptrested with Marvel. Accordingly, upon
receiving the Termination Notices, as well as inigsifrom major licensees of Marvel who also

were served with the Termination Notices, it waslimbent upon Marvel to protect its rights and



remove the legal cloud over those rights. Thigoadio declare the Termination Notices invalid
and of no legal force or effect resulted.
Defendants by this motion now seek to prevent Midgirom litigating in New York

notwithstanding that:

Defendants jointly served hundreds of self-exeguliarmination Notices on no
fewer than eleven Marvel addressees in New York;

* the core Marvel business underlying this dispuits €omic book publishing
operations — is now (as it was when Kirby was assed with Marvel)
headquartered in New York;

» all of the work that went into the writing, illusting, editing, layout and overall
creation of the works at issue in this lawsuit tptdce in New York;

» asufficient number of Defendants are before therCm any event, to enable
the Court to determine the legal question preseaied

» atleast one of the Defendants — Lisa Kirby — irststently with the attestations
in her declaration to this Court, has regularlysacted business on behalf of the
Kirby estate (and otherwise) with New York-basedaentities, including
entering into agreements that contain New York ofaif-law and forum-
selection provisions.

The sole basis for the instant motion is that tdvthe four Defendants who jointly took action in
New York do not happen to live here. And while &wetants decry as “forum shopping”
Marvel's eminently reasonable decision to commehiseaction in New York, it is obviously
Defendants who have employed that tactic by tlaarlfiling of a virtually identical lawsuit in

California, where exactly the same number of Dedersireside as do in New York: two.



Defendants’ motion to dismiss should be denied attipte grounds. First, as we
demonstrate, having acted in unison to serve Textmoim Notices on Marvel in New York, all
four Defendants are amenable to jurisdiction in Ne&wk and must face the foreseeable
consequences of these acts in New York.

Second, even were the Court to conclude otherns@rejudice can result from
maintaining this action in New York as to the tveonaining Defendants. As is evidenced by
their joint actions and selection of common counte interests of Kirby’s children are fully
aligned. There is no basis for assuming that, Wwerease to proceed in New York as to fewer
than all of the Defendants, the interests of afielddants would be prejudiced. The specter
raised by Defendants of multiple or inconsistetigditions or relief is simply illusory. This
being the case, a judgment as to the ownershipsriglthose works even as to two of the
Defendants will be determinative as to the stafubecopyright rights in issue.

To accede to Defendants’ arguments would creatartbenalous circumstance in which
Marvel, having received Defendants’ Terminationibkxd, could not seek a declaration of its
rights anywhere without Defendants’ collective aamts It cannot be the law that an entity such
as Marvel, in a situation such as that presenteg leconstrained from seeking judicial
intervention to protect its intellectual propemydrests. So long as its forum of choice
indisputably affords a full and fair opportunityrfime claims of similarly situated, commonly
interested, and commonly represented copyrighinaats to be heard, there can be no
conceivable prejudice to those claimants. Thiskaion followsa fortiori where those
claimants in reality serve as litigation proxies tloe real claimant in interest (Kirby), whose own

contacts with New York are indisputable.



FACTUAL AND PROCEDURAL BACKGROUND

Kirby was an illustrator whose drawings appearecoimic books published by
predecessors-in-interest of Marvel for the bettat pf forty years.SeeComplaint (“Compl.”)

8; Declaration of Eli Bard (“Bard Decl.”) 1 3. Beten 1958 and 1963, Kirby collaborated with
other individuals engaged by Marvel to contribuwtéhte creation of many now-treasured comic
books that are the subject of the Termination Natigthe “Works”), featuring the Fantastic Four,
the Incredible Hulk, the X-Men and other endurihgu@acters.SeeCompl. 1 8-9, 14; Compl.
Exh. 1.

Kirby died in 1994. Declaration of Marc Toberatff Support of Defendants’ Motion to
Dismiss (“Toberoff Decl.”) Exh. A, 1 18. Defendaritisa R. Kirby, Barbara J. Kirby, Neal L.
Kirby and Susan J. Kirby (collectively, the “Kirlyeirs” or “Defendants”) are Kirby’s children.
Barbara and Susan Kirby live in New York; Lisa atehl Kirby live in California.ld. 71 5-8.

The extent of at least Lisa Kirby’s contacts witbviNYork have been misrepresented to the
Court by Defendants. Contrary to her represemtdhat she does not “systematically and
continuously’ transact or solicit business in Newrk,” seeDeclaration of Lisa R. Kirby (“Lisa
Kirby Decl.”) { 6, Lisa Kirby in fact has conductedbstantial business with Marvel-related
entities in New York over the last few years onddebf her parents’ estates. These business
dealings include selling pieces of her father’svark to Marvel on numerous occasions and
licensing publication rights to Marvel for a contiook series she helped write based on concepts
and artwork created by her father before his deBtrd Decl. 1 13-14. In those contracts, Lisa
Kirby agreed to New York choice-of-law and forumesgion provisions.Id. I 13.

Since its inception in 1939 as Timely Comics, andrdy all times relevant to this action,
Marvel and its predecessors-in-interest have beadduartered in New YorkseeCompl. { 8;

Bard Decl. § 5. Marvel and its predecessors-iarggt maintained no offices outside of New



York between 1958 and 1963, the time period duwhgh the Works were create&eeBard
Decl. 1 5. During that time, Kirby worked in Newik, and all of the conceiving, writing,
illustrating, editing, layout and proofreading bétworks at issue in this lawsuit took place in
New York. Id. 1 6, 8. To this day, the center of gravity ofrid's publishing business is New
York. Id. 6. Specifically, Marvel's New York office hasvays been the center for creative
and executive decision-making on all matters rdlédethe publication of its comic bookH.
In addition, New York is the only place where Mdiw@fficers direct, control and coordinate
the company’s publishing activitie$d.

On approximately September 16, 2009, shortly dfterpublic announcement on August
31, 2009 that Disney had agreed to acquire thmatg parent of Marvel, the Kirby Heirs sent
the Termination Notices to Marvel, as well as otkarvel-related and unrelated entitie€See
Compl. § 12; Bard Decl. § 10. The Termination Nesiwere addressed to eleven Marvel-named
entities in New York and claim that Defendants@gesons owning a sufficient interest in the
Works under the Copyright Act to exercise a rightarminate a purported transfer of rights in
the Works to Marvel.SeeCompl.  12see alsd7 U.S.C. 8§ 304(c). Specifically, the
Termination Notices seek to terminate all allegeddfers to Marvel of rights relating to Kirby’'s
contribution to the WorksSeeCompl. [ 13-14. Shortly after serving the TerrtioraNotices,
Defendants’ counsel contacted Disney to try to seséttlement arrangement. For several
months, the parties engaged in a good-faith attéonsolve the disputeéSeeDeclaration of
Alan N. Braverman (“Braverman Decl.”) 1 6. At nmé during that period did Marvel or
Disney represent that it would refrain from filiagawsuit, nor did Disney insist as a condition

to the talks that Defendants refrain from filingpevsuit. Id. § 7.



When it became clear that the issues could no¢daved, Marvel filed its complaint in
this action on January 8, 201@l. 6. On January 19, 2010, in accordance with Re@iv. P.
26(f) and this Court’s Order Scheduling an IniCnference, the parties conferred
telephonically to attempt to arrive at a mutuallyeseable discovery schedul8eeDeclaration
of James W. Quinn (“Quinn Decl.”) 11 3-4. Ultimigtehowever, the parties were unable to
reach agreementd. 5. On March 9, 2010 — the same day they fihed tMotion to Dismiss
in this Court — Defendants filed their own comptamthe United States District Court for the
Central District of California seeking, among otkl@ngs, the mirror image of the declaratory
judgment sought by Marvel in this actioBeeToberoff Decl. | 6, Exh. A. On March 22, 2010,
Magistrate Judge Fox issued an order staying desgam this action until the initial pretrial
conference before the Court, scheduled for Aprjl208.0. SeeQuinn Decl. | 6.

ARGUMENT

Defendants seek to prevent Marvel from litigatihig tase in New York, where its
publishing headquarters is and always has beetelbcSeeBard Decl. § 6. As explained in
Part | below, Marvel chose to sue in its home stakeere all of the activities that give rise tosthi
action took place and where Defendants’ purposafatiuct demonstrably subjects them to
personal jurisdiction. Marvel’s “choice of forurhauld not lightly be disturbed.P.E.A. Films
v. Metro-Goldwyn-Mayer, IncNo. 96 Civ. 7228(TPG), 1998 WL 54610, at *3 (DX Feb.

10, 1998)see also Gross v. British Broad Car86 F.3d 224, 230 (2d Cir. 2004). Thisis
especially so where, as detailed in Part I, Dedetsl are not acting as four separate individuals
but as a unitary whole — with identical interegdentical claimed rights, and identical counsel —
such that the dismissal of two of them would be@imoment to the Court’s ability to fully

adjudicate the rights at issue in this action. dddfants’ failure to show that any of their intesest



would be impaired or impeded in any way by havimese claims litigated here is fatal to their
motion.

l. THIS COURT HAS PERSONAL JURISDICTION OVER ALL
DEFENDANTS

In opposing Defendants’ motion to dismiss, Marvetd only make prima facie
showing that the non-domiciliary Defendants are rsatée to personal jurisdiction in New York.
A.l. Trade Fin., Inc. v. Petra BanR89 F.2d 76, 79 (2d Cir. 1993). To determinetivbesuch a
prima facieshowing has been made, “[tlhe Court must accepaliegations of the plaintiff's
complaint and affidavits as true, and all doubgsrasolved in favor of the plaintiff,
notwithstanding any controverting presentationt®y/moving party.”Andy Stroud, Inc. v.
Brown, No. 08 Civ. 8246 (HB), 2009 WL 539863, at *3 (\DY. Mar. 4, 2009).

A. Personal Jurisdiction Over Lisa and Neal Kirby Is Roper Under C.P.L.R. 8§

302(a)(1) Because Marvel’s Claim Arises Out of Defelants’ Transaction of
Business in New York

This Court’s jurisdiction over New York residentssan and Barbara Kirby is
undisputed. Defendants’ motion centers on theesuian that, as non-residents, neither Lisa
Kirby nor Neil Kirby is amenable to suit in New Yor This contention is wrong.

New York law determines this Court’s jurisdictedmeach over DefendantSee PDK

Labs, Inc. v. Friedlanderl03 F.3d 1105, 1108 (2d Cir. 1998¢e alsd-ed. R. Civ. P.
4(k)(1)(a). Under N.Y. C.P.L.R. section 302(a)@)on-domiciliary defendant is subject to
personal jurisdiction if he or she “transacts angibess within the state or contracts anywhere to
supply goods or services in the state,” so lontpasause of action “aris[es] from any” such
transaction of business. The section 302(a)(l)irggnvolves two elements: first, the defendant
must “transact business” in New York; second, tlagngff's claim against the defendant must

arise out of that activitySee, e.g Andy Stroud, In¢2009 WL 539863 at *4 (citations omitted).



The Court must also assess whether the exercjsesadiction comports with due process.
Capitol Records, LLC v. VideoEgg, In611 F. Supp. 2d 349, 357 (S.D.N.Y. 2009).

1. Defendants Transacted Business in New York

Acting collectively, Defendants transacted busiriedew York within the meaning of
the statute. Under section 302(a)(1), “the issughether the defendant has engaged in some
purposeful activity in this State in connectiontwihe matter in the suit.Andy Stroud, Ing.

2009 WL 539863 at *4 (quotingladden v. International Ass’n of Heat & Frost Instdrs and
Asbestos Worker889 F. Supp. 707, 710 (S.D.N.Y. 1995)). Couwaketa broad view of what
gualifies as “transacting business;” the term “hass” in the context of N.Y. C.P.L.R. section
302(a)(1) encompasses “more than profit-seekingdusely “commercial” activitiesMadden

889 F. Supp. at 710. The qualifying activity need be repeated or of any particular duration —
“[a]n exercise of jurisdiction under New York’s Igrarm statute is valid on the basis of a single
act, even one taken outside New York, as long@srémsaction is purposeful and a substantial
relationship exists between the act and the clamgobrought.” John Wiley & Sons, Inc. v.
TreeakarabenjakuylNo. 09 Civ. 2108 (CM), 2009 WL 1766003, at *4Q3N.Y. June 18, 2009)
(McMahon, J.)see also PDK Lahd403 F.3d at 110®earson Educ., Inc. v. Si25 F. Supp.

2d 551, 555 (S.D.N.Y. 2007).

a. Service of the Termination Notices is sufficient teonstitute a
“transaction of business” in New York under C.P.L.R 8§ 302(a)(1)

The dispatch of literally hundreds of self-execgtirermination Notices to Marvel
entities and licensees in New York constitutesri$ecting business” under section 302(a)(1).
By virtue of having mailed the Termination NotidesMarvel, the out-of-state Defendants have
“use[d] the communications to project themselvés ew York and into the local commerce.”

John Wiley & Sons, Inc2009 WL 1766003 at *5 (internal quotation marks alterations



omitted). Sending the self-executing Terminatiastibes is a far more purposeful act than
simply mailing correspondence to New York: abssEmhe affirmative action by Marvel to
protect and enforce its ownership interest in therk&/, the Termination Notices purport to
operate automatically to divest Marvel of its exohe interests in the Works on the dates
specified thereinSeel7 U.S.C. § 304(c)(6) (“[A]ll of a particular awths rights under this title
that were covered by the terminated grant revednuhe effective date of termination, to that
author or, . . . to the persons owning his or Bantnation interest. . . .”).

The Termination Notices are the fulcrum of Defertdascheme to extract royalty
payments in relation to the Works. As their cormmglan the California action makes clear,
Defendants seek the right to deal directly witletisees and to obtain significant royalties from
third parties.SeeToberoff Decl., Exh. A at § 32. In the Second Gitidetters sent into New
York aimed toward “negotiating royalty agreememsth alleged violators of a party’s
intellectual property rights are “transacting besis’ for purposes of N.Y. C.P.L.R. section
302(a)(1). See PDK Lahsl03 F.3d at 110%Andy Stroud, In¢.2009 WL 539863 at *4-5
(finding plaintiffs satisfiegorima facieburden under section 302(a)(1) in part because the
alleged defendant represented to third-party recondpany that he, not plaintiffs, should be
sent royalties arising from works at issue). Hemlce use of the mails in this case was not, as
Defendants appear to contend, an ancillary modean$mission used as a conduit to establish a
contract or course of dealing with Marvel; rathere the interstate communicatisrihe
transaction of business in New York sufficient $ection 302(a)(1) jurisdictionSee Parke-
Bernet Galleries, Inc. v. Franklyi26 N.Y.2d 13 (1970) (finding communication conged the

transaction at issue and provided a basis fordiati®n over non-domiciliary defendant).



Communications such as the Termination Noticesgaefully targeted at a person or
entity in the forum compelling action or the logsights are more than sufficient to confer
personal jurisdiction. For example,Dudnikov v. Chalk & Vermilion Fine Arts, In&14 F.3d
1063 (10th Cir. 2008), the court found that a Cadiar district court had personal jurisdiction
over a foreign company that had submitted noti¢etaamed copyright infringement (“NOCIs”)
to eBay in California, because the defendants’ fegp aim in acting was to halt a Colorado-
based sale by a Colorado resideritl” at 1075-76. The court relied on the fact thatvits
defendants who . . . took the intentional actiosaiding a NOCI specifically designed to
terminate plaintiffs’ auction.”ld. at 1074. The court expressly distinguished sucbt@e from
an ordinary cease-and-desist letter sent intodhent: “Defendants’ NOCI went well beyond
providing notice to plaintiffs of the claimed infigement and seeking settlement; it purposefully
caused the cancellation of their auction and atlggéreatened their future access to eBay and
the viability of their business.1d. at 1082.

Similarly, inBancroft & Masters, Inc. v. Augusta Nat'l, In223 F.3d 1082 (9th Cir.
2000), the court held that a foreign company wégesti to personal jurisdiction in California
because it had sent a notice to a website domgisirar in Virginia that caused the cancellation
of the California plaintiffs’ websiteld. at 1087-88. There, the defendant’s notice was
“purposeful availment” because it “forced [the pl&t] to bring suit or lose control of its
website.” Id. at 1087. Unlike a cease-and-desist letter, thieexdid more than simply put the
plaintiff “on notice” of a competing claim; rathet served automatically to disable access to the
website. Id. at 1089. After receiving the notice, the plaistiivere forced either to accede to the
disabling of the website or to file a declaratargggment action to protect their rightSee idat

1088.
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The facts here are even more compelling. ABudnikoy the Termination Notices
“went well beyond providing notice to [plaintiffff éhe claimed” rights held by Defendants;
instead, the Termination Notices were intendedtaposefully cause[] the cancellation of”
Marvel’s rights in the WorksDudnikoy 514 F.3d at 1082And, as inBancroft the Termination
Notices purport to become “automatically” effectaved to operate “automatically” to prevent
Marvel from exercising its exclusive rights in orks. Bancroft 223 F.3d at 1089. Unlike
BancroftandDudnikoy however, the Termination Notices not only haecliand targeted
effects in the forum, but they were also actuadigtdirectly into the forum where Marvel has
filed suit. Thus, there is even more reason td jumisdiction in this case as compared to
DudnikovandBancroft both of which indicate that there would be juiisidn in New York
even if the Termination Notices had been sent tmMarvel entities outside New Yorki he
exercise of personal jurisdiction over the nondest Defendants therefore “is triggered by
[their] own action in projecting . . . [themselveéssio New York.” Sluys v. Hand831 F Supp.
321, 325 (S.D.N.Y. 1993). And here, Defendants\kror reasonably should have known that
by sending the [Termination Notices] into New Ydjtkiey were] running the risk of suit in New
York in connection with that activity.’'ld.

Contrary to Defendants’ contentions, the Termimatiwtices are fundamentally unlike
ordinary cease-and-desist letters. Marvel coutdsimoply choose to ignore the Termination
Notices, as they purported to terminate Marvel'slesive rights automatically. The
Termination Notices did not merely “alleg[e] infgement in an unspecified locale and
threaten(] litigation in an unspecified forumBeacon Enters., Inc. v. Menzi&45 F.2d 757,

766 (2d Cir. 1983). The potpourri of cases citgdiefendants in which cease-and-desist letters

were found to be insufficient to invoke section @)21) jurisdiction are simply inapposite.

11



Defendants argue that because the Copyright Actinesstjthem to serve the Termination
Notices on Marvel in New York, the service of therination Notices on New York addressees
did not constitute availment of New York lawSeeDefendants’ Motion to Dismiss (“Defs.’
Mot.”) at 8. There is ho merit to this argumeBLipreme Court and Second Circuit precedent
makes clear that the fact that communications wexaired to be sent into the forum state does
not negate a finding of purposeful availme8eeBurger King Corp. v. Rudzewic471 U.S.

462, 480 (1985) (contacts were sufficient to impesesonal jurisdiction even where governing
contract required all relevant notices and paymenbe sent into forumCutco Indus., Inc. v.
Naughton 806 F.2d 361, 368 (2d Cir. 1986) (finding sufiti contacts based in part on
royalties and fees sent to plaintiff's New Yorkio#f, even where such transmissions were
required by operative agreement). The relevanstipreis not whether Defendants’ contacts
with New York were voluntary, but whether Defendaptrposefully projected their interests
into the State. Here, they plainly did just that.

b. All of Kirby’s conduct that gave rise to the Worksand the
Termination Notices occurred in New York

Jurisdiction over the non-resident Defendants witogepted themselves into New York
is also appropriate because their claimed intésdsised upon activities and interests that arose
in New York. All of the facts underlying Marveltdaim to exclusive ownership of the
copyrights in the Works arose in New York, where ¥orks were created and published and
where Kirby, along with his family, lived at therte he made his contributions to the Works and
was paid for themSeeBard Decl. 1 6-9. Marvel, which is headquarteredew York and
received hundreds of Termination Notices in NewKY dwgically chose to file suit to enforce its
rights in the forum where all of those operativetdaarose. Indeed, Defendants cannot seriously

dispute that were Kirby still alive and asserting same termination rights himself, he would be
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subject to personal jurisdiction in New York bytue of his domicile and other extensive
contacts with New York during the relevant times Befendants’ asserted rights in the Works
arise solely as a result of their relationship toif seel7 U.S.C. 8§ 304(c)(2)(B), and Kirby
himself would be subject to personal jurisdictiarNew York with respect to any claim under
section 304(c) of the Copyright Act, Kirby’s juristional status inures to Defendants as his
successors in interest under the Copyright Act.

The concept that a successor in copyright intereberits a predecessor rightholder’'s
position is hardly a novel one. For example, taeddd Circuit has applied the defense of laches
in the copyright context and held that the plafntibs bound by her predecessors’ inaction
because “plaintiff (or her predecessors in int@reist not assert her or their rights diligently.”
Lottie Joplin Thomas Trust v. Crown Publisher, @2 F.2d 651, 655 (2d Cir. 1978Ee also
Ory v. Country Joe McDonaldNo. CV 01-8177 NM (AlJx), 2003 WL 22909286, at (G.D.

Cal. Aug. 5, 2003) (rejecting plaintiff's argumehat her delay in bringing infringement claim
was reasonable because “[a] copyright assigneeotatanm rights that would not have been
available to his assignor”) (citations omitted).

Relatedly, in the trademark context, courts in thsirict have repeatedly exercised
personal jurisdiction over alleged contributoryrinfiers with no direct relationship to the forum
where the direct infringers to whose infringemérayt allegedly contributed had transacted
business hereSee G.H. Bass & Co. v. Wakefern Food Caxm. 91 Civ. 2683 (RWS), 1991
WL 285622, at *2-3 (S.D.N.Y. Dec. 31, 1991) (findipersonal jurisdiction over contributory
infringer even though it did not manufacture pradatassue, was not authorized to do business
in New York, and never maintained inventory in Néark); Levi Strauss & Co. v. Textiles Y

Confecciones Europas, S.222 U.S.P.Q. 971, 974 (S.D.N.Y. 1983) (using gbatory
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infringement theory to exercise long-arm jurisaiatover Spanish company that did business
exclusively in Spain and whose sole connectiondw/ Nork was sale of goods through New
York-based distributorsee als@ CALLMANN ON UNFAIR COMP., TR. & MONO. § 24:1 (4th ed.).

Consistent with this authority, Lisa and Neal Kidng subject to personal jurisdiction in
New York because necessarily they have inheritenl thther’s jurisdictional status in this
forum. Moreover, while Lisa Kirby declaims any lmess contacts in New York, her dealings
with Marvel in New York plainly indicate otherwis&.0 wit, Lisa Kirby, acting in her capacity
as administrator of Kirby’'s estate, has engagetkegotiations and entered into contracts with
Marvel's publishing arm in New York to sell andditse certain artworks, and has agreed to
incorporate into the parties’ contracts New Yorkick-of-law and forum-selection clauses.
Accordingly, this Court may exercise personal gigdon over Lisa Kirby in her own right,
separate and apart from her contacts in this $tatearose from the Termination Noticesee
Bard Decl. 1 13-16.

2. Marvel’s Claim Arises out of Defendants’ ContactstivNew York

The requirement in the section 302(a)(1) analysas Marvel’s cause of action must
“arise out of” Defendants’ contacts with the forisreasily met. A cause of action arises out of
a particular transaction in New York “if there issabstantial relationship’ or ‘articulable nexus’
between the activity and the lawsuitlohn Wiley & Sons, Inc2009 WL 176003 at *4 (citations
omitted). There is unquestionably a substantiaticrnship between the filing and sending of
the Termination Notices to New York and Marvel'aioh that the Termination Notices are
invalid. Moreover, Marvel's declaratory judgmeltdim involves Works that were created in
New York while Kirby lived in New York, pursuant t@ork assignments given by Marvel to
Kirby in New York, delivered to editors and pubkshk in New York, and for which Kirby

received payment in New YorkSeeBard Decl. § 7-9.
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B. The Exercise of Personal Jurisdiction over Lisa andNeal Kirby Comports
with Due Process Because They Have Sufficient Cowta with New York and
to Litigate Marvel's Claims in New York Is Reasonalie

The Court’s exercise of personal jurisdiction okisa and Neal Kirby comports with the
Due Process Clause of the Fourteenth Amendmeng. Hdacess requires that the defendant
have “certain minimum contacts with [the forum ejauch that the maintenance of the suit does
not offend ‘traditional notions of fair play andsiantial justice.” International Shoe Co. v.
Washington326 U.S. 310, 316 (1945). This analysis involaéso-part inquiry: first,
Defendants must be shown to have sufficient “mimmuontacts” in New York; second,
maintenance of the lawsuit in New York must be oeable. See Wiwa v. Royal Dutch
Petroleum Cq.226 F.3d 88, 99 (2d Cir. 2000).

1. Defendants’ Transaction of Business in New York $sifficient to
Satisfy the “Minimum Contacts” Requirement of DuerBcess

The ultimate purpose of the due process inquigyngply to determine whether
Defendants could have foreseen that they wouldibgsted to suit in New York based on their
activities in the StateSee World-Wide Volkswagen Corp. v. Woodddda U.S. 286, 297
(1980). The “minimum contacts” test therefore Isdé the “quality and nature” of the
defendant’s contacts in New York under a totalifythee-circumstances test, with the crucial
guestion being whether the defendant has “purptgefuail[ed] [himself] of the privilege of
conducting activities within the forum State, thmgoking the benefits and protections of its
laws.” Burger King 471 U.S. at 474-75. The inquiry does not, aebBéfnts contend, require
that Marvel “establish that Defendants Lisa andI¥a&dy have ‘continuous and systematic’
business contacts with New York,” Defs.” Mot. at 1ie “continuous and systematic” standard,
which Defendants misstate, is in fact “the morggnt minimum contacts test” used to

determine whether a defendant is subjecfeioeralpersonal jurisdictionSee Metropolitan Life
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Ins. Co. v. Robertson-Ceco Carf4 F.3d 560, 568 (2d Cir. 1996). Moreover, theision in
Helicopteros Nacionales de Colombia v. Hdl66 U.S. 408 (1984), on which Defendants rely in
their erroneous recitation of the standard, makesr ¢that the “continuous and systematic
contacts” standard is not necessary for jurisdictinder the long-arm statutSee idat 416.

New York’s long-arm statute has been found to bi&ily coextensive with the
constitutional limit. John Wiley & Sons, Inc2009 WL 1766003 at *7 (“Because New York’s
long-arm statute has been interpreted to extetigetoonstitutional limit, exercising jurisdiction
consistent with that statute . . . also passestitotisnal muster.”) (citation omitted).
Accordingly, Defendants’ contacts with New Yorkneluding sending the Termination Notices
into New York and the significant contacts of J&aby, from whom they have inherited their
termination rights and jurisdictional status — suficient to satisfy the “minimum contacts”
inquiry under the Due Process Clause.

2. Maintenance of Marvel’s Action against Defendants New York
Would Be Reasonable

As the Second Circuit has explained, “once a gfaimhs made a ‘threshold showing’ of
minimum contacts, the defendant must come forwatid av‘compelling case that the presence
of some other considerations would render jurigalictinreasonable.”Wiwa, 226 F.3d at 99
(quotingMetro. Life Ins. Cq.84 F.3d at 568). Under the factors articulatedsahi Metal
Indus. Co. v. Superior Court of Californid80 U.S. 102 (1987), the non-domiciliary Defertdan
must show that this Court’s jurisdiction would b&air based on: (1) the burden that the
exercise of jurisdiction will impose on them; (Bgtinterests of the forum state in adjudicating
the case; (3) Marvel's interest in obtaining coneahand effective relief; (4) the interstate

judicial system’s interest in obtaining the mostog#nt resolution of the controversy; and (5) the
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shared interests of the states in furthering satibktantive policiesld. at 113-14Burger King
471 U.S. at 476-77.

Defendants’ moving papers fail even to addresssii®nd prong of the due process
inquiry, let alone make a “compelling” case tha #xercise of jurisdiction in this Court is
unreasonable. The particulars of this case weggidédly in favor of the Court’s exercise of
jurisdiction. “[W]here individuals purposefully dee benefit from their interstate activities, it
may well be unfair to allow them to escape havimgdcount in other States for the
consequences that arise proximately from suchiaetiythe Due Process Clause may not be
readily wielded as a territorial shieldBurger King 471 U.S. at 473-74. It can scarcely be
disputed here that Defendants have purposefuliyetba substantial benefit from their
interstate activities: the Termination Noticegynichallenged, purport automatically to establish
in Defendants certain rights in the Works and walldw them to obtain substantial royalties
for any grants or licenses of those rights.

This Court has a significant interest in adjudicgtihis action because it involves the
fundamental rights of its citizens — Marvel is hgaartered in New York and two of the four
Defendants live in New York. Indeed, this actiests entirely on the nature of the relationship
between Kirby and Marvel, which was formed and tedsn New York. The greatest import of
the Termination Notices will be felt by Marvel aitsl affiliates in New York. Moreover, having
sent the Termination Notices to Marvel and itsigees in New York, Defendants cannot hide
behind the non-residence of the remaining Defersd@navoid being subject to litigation here.
Defendants’ attempt to dictate the forum for titigdtion by choosing which Defendants will
consent to which jurisdiction offends equity annlrfass. Marvel also has a substantial interest

in obtaining convenient and effective relief instl@ourt, and the resolution of this case will be
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most efficient in this district, because all of thederlying events that gave rise to the creatfon o
the Works, as well as most of the documentary emi@nd several of the witnesses, are located
here. Even if Defendants are ultimately successftliis litigation, Marvel and its New York
licensees will retain certain rights in the Workslan derivative works based on those Works,
which will continue to be exploited and licensedNiew York. Seel7 U.S.C. 8§ 304(c)(6)(A).

Any claimed inconvenience to the non-domiciliaryf@elants as a result of litigating in New
York falls far below the threshold of what is cahgtonally unreasonable and can be, and
already has been, mitigated by the use of teleghanmd electronic communicatioikee, e.g.

John Wiley & Sons, Inc2009 WL 1766003 at *8&entrifugal Force, Inc. v. Softnet Commc’n,
Inc., No. 08 Civ. 5463 (CM), 2009 WL 1059647, at *8SN.Y. Apr. 17, 2009) (McMahon, J.)
(finding that burden on the defendant “falls wélbg of depriving defendant of due process”
because “[m]odern technology may be able to oveecorany of the difficulties associated with
travel”).

Il LISA AND NEAL KIRBY ARE NEITHER NECESSARY NOR
INDISPENSABLE PARTIES

Even if the Court were to dismiss the two non-restdDefendants — and for the reasons
stated, they should not be dismissed — this casetheless should proceed before this Court, as
the rights of all parties will be fully resolved am action against the two New York Defendants.
By arguing that if Lisa and Neal Kirby were to bemdissed from this action for lack of personal
jurisdiction, this case should be dismissed unaetr. R. Civ. P. 19 and 12(b)(7), Defendants
stretch “necessary and indispensable parties” iptiesbeyond recognition. Rule 19(a) provides
that “[a] persorwho is subject to service of proces®l whose joindewill not deprive the court
of subject matter jurisdictiomust be joined” if, among other things, that pargbsence would

“impair or impede” his interests. Fed. R. Civ.1B(a) (emphasis added). Marvel does not seek
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to join any party whose addition to the case walddtroy the Court’s diversity-of-citizenship
jurisdiction — the type of case to which Rule 19{@s meant to apply. More significantly,
however, even if Rule 19 did apply in this case,itlterests of Lisa and Neal Kirby will in no
way be “impair[ed] or impede[d]” if they are dropgpas parties. Their interests are identical to
the interests of their New York resident siblinggo will remain as Defendants. The
Termination Notices were exercised by all fourisig as a unitary whole, and all four siblings
acted with a common goal. Lisa and Neal Kirbyt®iasts therefore will be fully represented by
the remaining Defendants and their chosen coundéis case.

According to Defendants, Marvel’s action must bidtbbecause this Court lacks
jurisdiction over two of the four Kirby Heirs ankli$ case cannot proceed unless all four Kirby
Heirs are joined before a single court. Defendaitésno case or statutory provision that
requires that all — or even a majority — of thellgiHeirs be party to a single action to adjudicate
their rights to the Works. The Copyright Act ifsgbes not require unanimity to exercise a
purported termination right; instead, the Copyriglt expressly contemplates that persons
owning termination interests will be the benefimarof terminated rights even if they did not
join in the original sending of the Termination et at issueSeel7 U.S.C. 8§ 304(c)(6).

Having set into motion the events that gave risglaovel’s claim, and having “started the

clock” against Marvel’s opportunity to seek confation of its exclusive ownership of the
Works, Defendants now appear to argue that Maehat seek redress in any court except with
their express consent. This is not the law.

This is not a case where there are four separegeests and where to proceed in the
absence of one of those interests would causedicejto the absent party. The interests of Lisa

and Neal Kirby are identical to those of Barbard &nsan Kirby. Under such circumstances,
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courts routinely refuse to find absent partiesémbcessary to a litigation under Rule 19Gg¢e,
e.g, Dichiara v. Ample Faith Inv., LtdNo. 06-CV-3838, 2006 WL 3431197, at *9 (S.D.N.Y.
Nov. 29, 2006) (parent company was not “necesdaggause “as a practical matter, [its]
interests are identical to those of defendantsdisiidries] here and will be fully protected by
them”); see also Bank of Am. Corp. v. Lemgryt885 F. Supp. 2d 200, 233 (S.D.N.Y. 2005).
The few cases Defendants cite in support of thasitipn are wholly inapposite, as each of those
cases involves an absent party that (a) had a emnmerest not adequately represented by other
parties in the suit, and (b) stood in Marvel’s piosi—i.e., in opposition to the termination of a
grant of rights.See Plunket v. Estate of DoyMo. 99-CV-11006, 2001 WL 175252, at * 7
(S.D.N.Y. Feb. 22, 2001) (ordering plaintiff to shoause why aljranteesf rights should not
be joined in declaratory judgment action to deteenalidity of termination notices under the
Copyright Act because to find notices were effecttould adversely affect their rights);
American Optical Co. v. Curtis89 F.R.D. 644, 647 (S.D.N.Y. 1973) (absent licgnvgas
necessary party where plaintiff sought to destitggad license agreement and thereby eliminate
licensor’s right to receive royalties).

Dismissal for failure to join an indispensable pastan extreme measure and should be
avoided wherever possibl&ee Holland v. Fahnestock & C@10 F.R.D. 487, 494-95
(S.D.N.Y. 2002). Courts are loath to grant motitmdismiss under Rule 19(b), and “in general,
dismissal will be ordered only when the defect edrioe cured and serious prejudice or
inefficiency will result.” 8 GIARLESALAN WRIGHT & ARTHURR. MILLER, FEDERAL PRACTICE
& PROCEDURES 1609 (3d ed. 2009). Here, dismissal is easibyoeed as neither Lisa nor Neal

Kirby is necessary to this litigation, so the Caweed not determine whether they are
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“indispensable” parties under Rule 19(l9ee Temple v. Synthes Cor®8 U.S. 5, 8 (1990)
(per curiun).

The inquiry under Rule 19(b) inheres “in equity gobd conscience,” and requires the
Court to consider four factors to determine whethiemissal is proper: (1) prejudice caused by a
judgment rendered in the party’s absence, (2) véregthy such prejudice could be alleviated, (3)
whether any such judgment would be adequate, gnadhdther the plaintiff would have an
adequate remedy if the action were dismisseéR.Solutions PTE, LTD. v. Gen. Elec. CG3b3
F.3d 156, 159 (2d Cir. 200%9¢e alsd~ed. R. Civ. P. 19(b).

There is no prejudice to any of the Defendants khihis case proceed in the absence of
Lisa and Neal Kirby.See CP Solution®53 F.3d at 159 (finding relevant issue is whethe
prejudice would result to remaining defendantglileo defendants are dropped from a case).
Indeed, any claim Defendants make of ownershigsighthe Works necessarily rises or falls
based on the circumstances of their father's aeiahip with Marvel and its predecessors-in-
interest many years ago. Accordingly, as discusbede, Defendants’ claims and rights are
entirely derivative of the rights that belongeidoy.

Moreover, as the Second Circuit recently held,&ima should not be dismissed in the
absence of a party if, “after it was dropped aardyp [another defendant] could champion its
interest.” Id. at 160 (citation omitted). This conclusion isthar buttressed where, as here, the
absent parties and the remaining parties are bt sisters “represented by the same
counsel, and defendants have not alerted [the Diousihy evidence to suggest [their] interests
are diverse.”ld.; see also Prescription Plan Serv. Corp. v. Frangs2 F.2d 493, 497 (2d Cir.
1977) (finding no prejudice because “counsel fasthremaining in the case will be no less

vigorous in their advocacy because they represemtéwer persons”). In fact, the interests of
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all four Kirby Heirs are not only similar — by defiion they are identical because under the
Copyright Act, they are entitled to inherit nothimpre than equal shares of the recaptured
copyright interests. Each Kirby Heir thus has gqua interest in protecting the right to
terminate, and each can and will equally “champiba] interests” of the other<CP Solutions
553 F.3d at 160. Moreover, all four Defendantsrapgesented by the same counsel, who is
admitted to practice in New York and who will dolgiss serve as a zealous advocate on behalf
of the interests of any absent Kirby He8ee id. Prescription Plan Serv. Corp552 F.2d at

497. Defendants have utterly failed to articukatg prejudice that would befall Lisa or Neal
Kirby due to their potential absence from this@ttinor can they suggest that this Court will be
unable to issue a reasoned and adequate rulingabésbased on a record that will not be
affected by the presence or absence of Lisa or Kiday as named Defendants.

Nor would the presence or absence of Lisa or Neadlykmpact the ability of the Court
to resolve definitively the issue before it. Adur Defendants have an identical interest and
share the same counsel. Thus, an adjudicatioranvédlls favor that the Termination Notices
are invalid will finally and completely settle tlyeiestion as to all of the Kirby Heirs and Marvel.
Likewise, an adjudication that the Termination Me$ are valid will bind all of the Kirby Heirs
and Marvel. See, e.gATSI Commc'ns, Inc. v. Shaar Fund, |L.&847 F.3d 109, 112 n.1 (2d Cir.
2008) (“The fundamental notion of the doctrine oll@teral estoppel . . . is that an issue of law
or fact actually litigated and decided by a codit@mpetent jurisdiction in a prior action may
not be relitigated in a subsequent suit betweersdnge partiesr their privies”) (emphasis
added)Hoblock v. Albany County Bd. of Electipd22 F.3d 77, 92 (2d Cir. 2005) (finding that
“[t]he requirements for privity under federal laarg] identity of interests and adequacy of

representation”). In contrast, if the Court waralismiss this action, Defendants will have
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achieved their objective of being able to dictaie forum in which this dispute is to be litigated
in derogation of Second Circuit law, which affogteat deference to the forum of the plaintiff's
choosing. See, e.gGross 386 F.3d at 230 (“[A] plaintiff’'s choice of forum presumptively
entitled to substantial deference.”). IronicaDefendants accuse Marvel of forum shopping.

There is no support in Defendants’ cited case awife contention that their later-filed
complaint gives Marvel an adequate remedy, afait tases involve a parallel action that was
earlier instituted. See Smith v. Kessnd83 F.R.D. 373, 376 (S.D.N.Y. 1998) (finding pliffs
had adequate remedy because “plaintiffs have ajrilad a state court action against two
former defendants in this case. . . which allegessame facts and seeks the same damages that
are sought in this action§3lobal Disc. Travel Servs., LLC v. TW#60 F. Supp. 701, 710
(S.D.N.Y. 1997) (noting “[a]ll parties to this aoti are also involved in a state court action in
Missouri”); Felix Cinematografica v. Penthouse Int’l, Lt89 F.R.D. 167, 172-73 (S.D.N.Y.
1983) (granting motion to dismiss, in part, duancearlier-filed action filed by defendant in
Italy); Potomac Elec. Power Co. v. Babcock & Wilcox,G4.F.R.D. 486, 491 (D. Md. 1972)
(noting plaintiffs “have already filed suit in ametr forum”). Here, it is obvious that the
Defendants’ position can be reduced to a singlmjge Marvel has no right to pursue an
adjudication of rights to the Works unless it islefendants’ terms. Marvel’s natural and
justifiable choice of forum should not be abrogatetely because Defendants prefer another
forum.

lll.  DEFENDANTS’ ALLEGATIONS OF FORUM SHOPPING AND
IMPROPER CONDUCT ARE FALSE

Defendants dedicate almost a full page of their sramdum of law to casting aspersions
upon Marvel. This improper attempt to distract @eurt and cast Marvel in a negative light

warrants only brief mention. Prior to the closel Disney-Marvel deal, there were settlement
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discussions initiated at Defendants’ request dutiegatter part of 2009SeeBraverman Decl.
11 5-6. No resolution was reachdd. 6. Marvel was able to file its declaratory jodant
action immediately upon receiving the Terminatiostibes and was therefore always able to file
before Defendants. Defendants’ assertion thatwexe prejudiced by participating in the
discussions that their counsel initiated is simpipsense. Moreover, at no time did any
representative from Marvel or Disney ever make r@pyesentations to Defendants or their
counsel that they would refrain from litigationfowsm otherwise pursuing their rights with
respect to the Termination Notices, or conditienwillingness to engage in discussions on a
commitment that Defendants refrain from filing saitotherwise acting in any way Defendants
found appropriate to protect their rightsl. § 7. Marvel's conduct in filing suit in this disdt

did not amount to anything even approximating inperaforum shoppingSee, e.g.GT Plus,
Ltd. v. Ja-Ru, In¢41 F. Supp. 2d 421, 427 (S.D.N.Y. 1998) (findihgt first-filed action was
not a case of improper forum shopping where pliididl not “cut off a promising dialogue,”
nor did it “falsely imply that it would refrain fra litigation”); see also Veryfine Prods., Inc. v.
Phlo Corp, 124 F. Supp. 2d 16, 23 (D. Mass. 2000) (findimgt €ven when negotiations are
ongoing, if “there is no false implication that arty will refrain from litigation during those

negotiations,” a finding of improper forum shoppisginwarranted).
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CONCLUSION

For all the foregoing reasons, in the interestqefiy and good conscience, this Court
should not countenance Defendants’ attempt to absdCourt’s jurisdiction. Marvel
respectfully requests that this Court deny Defetgldiotion to Dismiss in its entirety. In any
event, even if this Court were inclined to disnilgs action as to Lisa or Neal Kirby, the case

nonetheless should proceed in this Court with reisjpethe remaining Defendants.
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