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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

AQUA CREATIONS USA INC. and AQUA

CREATIONS LTD., MEMORANDUM OPINION
o & ORDER
Plaintiffs,
10 Civ. 246
V.

HILTON HOTELS CORPORATION,

Defendant.

PAUL G. GARDEPHE, U.S.D.J.:

In this action, Plaintiffs Aqua Creations USA Inc. and Aqua Creations LTD
(collectively, “Aqua”)— designers of artistic light fixturesclaim thatDefendant Hilton Hotels
Corporation (“Hilton”) infringed Aqua’s copyright icertain lighting fixturedesigrs. Aqua
submitted sketches, photographs, price quotes, and other information in resEohdg 2007
inquiry from Hilton. Aqua alleges that the parties were unabégtee on priceand thatHilton
subsequentihad copies madef Aqua’s designs andstalled them at itSan Diego Convention
Center. (Second Amended Complaint, (“SAC”) § 1The SAC sets forth claims faopyright
infringement under 17 U.S.C. 8 411(a) and quantum me{8AC 11 2235)

Hilton has movedo dismiss arguing thathelighting designs at issue are not
copyrightable, and thatas toquantum meruit — Aqua had no reasonable expectation of
receivingcompensation for itpreparatory work in seeking the contra€or the reasons stated

below, Hilton’s motiorto dismisswill be granted

1 As to the copyright infringement claim, and in the alternative, Hilton moveske smjua’s
claim for attorneys’ fees and statutory and enhanced damages, becausdshagt vesue are not
registered. (Def. Br. 120)
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BACKGROUND

Aqua Creations USA Inc. is a New York corporation with an office in Manhattan,
while Aqua Creations Ltd. is an Israeli company headquartered in Tel &AC T 1, 7)

Aqua creates sculptural lighting designs that “may le@ s&@ museums, showrooms, interior and
lighting design studios, exhibitions, restaurants and hotels all over the wdslaIC ] 8-9)

In July 2007, HiltorsentAqua a “request for quote” for the design of overhead
lighting in the ballroom of its San Oge Convention Center.SAC { 12; Ex. A) Hilton’s
requesstates that Aqua’s quote should be baseitsdStand By” design. $AC, Ex. A at 4Y

In August 2007, Aquaubmittedthe“Custom Sunsa Pendant Lightibgesign”

for Hilton’s review. (SAC, Ex. Aat 6) According tothe SAC the Custom Sunsa Design is
“‘comprised of a number of lighting fixtures comprising the Stand By Desi@AC  12)
Aqua quoted @riceof $1,056,000 on the following terms: “50% deposit to place an order,
Balance due befor@elivery, Estimated Lead time 3 months from the date the deposit is
received.” (SACY 14, Ex. A, at 6)

After Agquds initial quote,the parties engaged in price negotiations, while Aqua

“produded] amended designs and written specificationSAC 1 15) Aqua providedeveral

2 In determining the sufficiencyf@ complaint, this Court may considéme factual allegations

in [the] . . . complaint, . . . documents attached to the complaint as an exhibit or incorporated in it
by reference, . . matters of which judicial notice may be takfand] documents eithen

plaintiffs’ possession or of which the plaintiffs had knowledge and relied on in briaging
Brass v. Am. Film Techs., In¢987 F.2d 142, 150 (2d Cir. 19933gealsoChambers v. Time
Warner, Inc,. 282 F.3d 147, 153 (2d Cir. 2002) (documehtd are “integral” to the complaint
may be considered on motion to dismiss); Cortec Indus., Inc. v. Sum Holdin@49A=.2d 42,
48 (2d Cir. 1991) (court may consider documents plaintiff relied on in framing the complaint
Here, there is no dispute that this Court may take judicial notice of certain dusyiDef.
Request for Judicial Notice, Att. A, Att. B) relating to Aqua’s unsuccessfoitteffo obtain
copyright registrations for the designs at issue. (PItf. Br. 12) As destbstow, howevethe
Court will make an independent determination as to whether Aqua’s designs téed enti
copyright protection.




sketches and photographs to Hilton during theohations (SeeSAC, Ex. A) Aqua and Hilton
could notreachagreenenton price and Aqua alleges thhldilton “subsequently created, or had
created for it, slavish copies of the Stand By and Sunsa Designs that weledrdtahd are still
displayed at the Hilton San Diego Convention CenteBAQ 1 17)

Aquahas a copyrightegistration for “Aqua Creations Sculptural Lighting and
Furniture Collections” (the “256 Registration”), which includes the Stand Byygbe On
December 12, 2005, Aqua received a supplemental registration for the sameoootiecti
materials (the ‘392 Registration™).SAC § 1819) Aqua acknowledges, howevttat “[t]he
Copyright Office has informed the parties of its opinion that the Stand By desighthe basis
for the allowance of the ‘256 Registration SAC 1 18)

On April 6, 2009, Aqua souglkbpyright registratiogfor the Custom Sunsa
Pendant Lighting Design and the component Stand BigBéisat it submitted to Hilton.SAC
1 2021) The Copyright Office denied Aquaapplicatiors on April 14, 2009, finding that the
works were “useful articles” that “do[] not contain any separabtborship needed to sustain a
claim to copyright.” (Def. Request for Judicial dlice, Att. A at 9; Att. B at Temphasis in
original)) On DecembeR3, 2009, the Copyright Officgenied Aqua’s request for
reconsideration (Def. Request for Judicial Notice, AR, at 18)

Aquainitiatedthis actionon January 13, 2010, and filed First Amended
Complaint on January 22, 2010. (Dkt. No. 3)aMarch 19, 2010etter, Hilton requested a pre
motion conference regarding its contemplated motion to disrhigi®n argued that Aqua First
Amended Complaint did not adequately plead that the light fixtures were coplgteggh{Bef.
Mar. 19, 2010 Ltr. at 2) In its letter, Hilton noted that “Aqua fails to identify apasable, non-

functional, artistic elements of the designs, as required under the lawdtZ) The Court



conducted @re-motion conference on April 9, 2010, and tlgave Aqudeave to file a Second
Amended Complaint by April 23, 2010. (Dkt. No. 15)

On April 26, 2010, Aquéled the SAC (Dkt. No. 16) Aqua addezhallegation
stating hatits “creative designs in [the Sunsa and StandwByks] are unrelated to, and wholly
separable from, the utilitarian and functional aspects of the lamps (i.e., thigrtabi
illuminate).” (SAC 1 13) The SAC also alleges that “[t]he copyrightablesstijatter in these
original works is unrelated to, and physically and/or conceptually separaiviethe utilitarian
and functional aspects of the works.” (SAC 1 26) On June 11, 2010, Hilton moved to dismiss
the Second Amended Complaint. (Dkt. No. 21)

DISCUSSION

LEGAL STANDARD

“To survive a motion to dismiss, a claim must contain sufficient factual matter,

accepted as true, to ‘state a claim to relief thptassible onts face.” Ashcroft v. Igbal 129

S.Ct. 1937, 1949 (2009) (quotileell Atl. Corp. v. Twombly 550 U.S. 544, 570 (2007)}In

considering a motion to dismiss . . . the court is to accept as true all fagesiatighe

complaint,” Kassner v. 2nd Ave. Delicatessen,ld86 F.3d 229, 237 (2d Cir. 2007) (citing

Dougherty v. Town of N. Hempstead Bd. of Zoning Appea8? F.3d 83, 87 (2d Cir. 2002)),

and must “draw all reasonable inferences in favor of the plaintdf.(citing Fernandez v.
Chertoff 471 F.3d 45, 51 (2d Cir. 2006)).

A complaint is inadequately plefiit merely “dfers ‘labels and conclusions’ or ‘a
formulaic recitation of the elements of a cause of actiolgbal, 129 S. Ct. at 1949 (quoting
Twombly, 550 U.S. at 555 or if it does not provide factual allegations sufficient “to give the

defendant fair notice afthat the claim is and the grounds upon which it rests.” Port Dock &



Stone Corp. v. OldcastleadtheastInc. 507 F.3d 117, 121 (2d Cir. 2007) (citing Twoma%0

U.S. at 555

Il. COPYRIGHT CLAIM S

In the SAC, Aqua seekster alia, damages against adant for its alleged
infringement of Aqua’s designs, an injunction against further infringement, and an order
directing the Register of Copyrights “to issue copyright registratidificates for Aqua
Creations’ Stand By and Sunsa Designs.” (SAC, étrior Relief) As discussed below, Aqua’s
copyright infringement claim will be dismissed, because Aqua has not plediéactsstrating
that its lightingdesigns -which constitute “useful articles” under the Copyright Aaontain
creative elements thatephysically orconceptually separable from the lidixtures’ utilitarian
aspects To the extent that Aqua seeks relief against the Register of Copyrigletajismust
likewise be dismissed, because Aqua has not named the Copyright Officengpliigees as
defendants in this action.

A. Infringement Claim

1. Effect of Copyright Office’'s Rejection of Registration Application

Aqua allegeghat Hilton has infringed its copyrights in the Sunsa and Stand By
lighting designs. (SAC 1 4) “In any suitrfoopyright infringement, the plaintiff must establish
its ownership of a valid copyright, and that the defendant copied the copyrighted work.”

Computer Assocs. Intit. Altai, 982 F.2d 693, 701 (2d Cir. 1992).

A certificate of registration issued Hyet Copyright Office constitutes “prima
facie evidence of the validity of the copyright” in a copgitigyfringement action. 17 U.S.C. §

410;seealso3 Melville B. Nimmer and David Nimmer, Nimmer on Copyrighl12.11[A][1]

(Matthew Bender, Rev. Ed.)A denial of registration by the Copyright Office, however, does

not preclude the bringing of amfringementaction. _Se&limmer on Copyrigh§ 12.11[B][3].
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Where the Copyright Officdenies registration, and the unsuccessful applicant
subsequently brings an infringement action, courts nonetheless make an independent

determination as to copyrightabilityseeWard v. National Geographic Socie®08 F. Supp. 2d

429, 445 (S.D.N.Y. 2002) (where Copyright Office has denied registratimtri¢tdcourts must
[nonethelessinake independent determinations of copyright validity in Section 411(a)

infringement actions”)Atari Games Corp. v. Omag88 F.2d 878, 887 (D.C. Cir. 1989)

(Silberman, J., concurring) (applicant whose registration is denied “cafutigiricial review

of copyrightabilityin an infringement action” (emphasis added)); Nimmer on Copy&gh

12.11[B][3] (‘[t] he most common pattern . . . is for courts adjudicating infringement actions
simply to reach their own determinations, withadverting @her to the agencyg’ general level
of expertise or tahe Copyright Offices particular determination via its issuatior denial) of a
certificate”).

As Judge Kaplan noted Ward, an independent determination of copyraghlity
is consistent with t structure of the 1976 Copyright Act:

The 1976 Act provides two options for a person whose registration application
has been denied by the Copyright Office. First, an applicant may invoke Section
701(e) and commence suit against the Register of Copyrights in an effort to
overturn the determination. The sole issue in such an action would be the
propriety of the denial of registration, and the district court’s standard of review
would be deferential the agency actiowould be set aside only if found te b
“arbitrary, capricious, an abuse of discretion, or otherwise not in accordahce wit
law.”

The second option available to an applicant, provided there is an alleged
infringement, is to serve the Register of Copyrights with appropriate raotice
“institute an action for infringement” under Section 411(a). The plain meaning of
the words “action for infringement” indicates that all issues typically ddisan
infringement suit, including ownership and validity, are open in a Section 411(a)
suit.



Ward 208 F. Supp. 2d 429, 445 (S.D.N.Y. 2002) (quoting 17 U.S.C. 88 701(e), 411(a); 5

U.S.C.8 706(2)(A))seealsoOddzOn Prods., Inc. v. Omad24 F.2d 346, 350 (D.C. Cir. 1991)

(finding that “the refusal of the Copyright Office to register [the worksue] . . . does not
constitute an abuse of discretion,” but emphasizing that “[w]e do not decide on the
copyrightability of the item, and we intimate no opinion on the decision we would retheh if
matter came before us in an infringement acjion”

Accordngly, for purposes of Aqua’s Section 411(a) infringemaaim, this
Courtwill make an independent determinataantowhether Aqu& lighting designs are entitled
to copyright protectior.

2. Copyrightability of Lighting Designs

Hilton argues that Aqua’s lighting designs are not entitled to copyright pastec
becausehey“are useful articles . .[and] Aqualhas]failed to identify any separable elements of

its light fixtures entitled to copyright protection.” (Def. Br. 11) Aqua contehd&everthat

% Hilton contends that this Court should not make an independent determination but instead
review the Copyright Office’s decision under an abuse of discretion standard B(DE8) The
authority Hilton cites for this proposition is not persuasiMerris Indus., Inc. v. Int'l Tel. &

Tel. Corp, 1981 U.S. Dist. LEXIS 15975, at *3 (N.D. Fla. Aug. 12, 1981) is thirty years old and
is premised on the mistaken notion that “a determination of registerability under 17 U.S.C. §
411(a) replaces a mandamus action against the Register under the 1909 Actd, &sStead
explains, it is a Section 701(e) action, and not a 411(a) action, that is the 1976 Actsi@ntalo
the 1909 Act’'s mandamus petitiodvard, 208 F. Supp. 2d at 445. Gemveto Jewelry Cdefld.
Cooper Inc.568 F.Supp. 319 (S.D.N.Y. 1983), vacated on other gro@ddsF.2d 256, (Fed.

Cir. 1986), is likewise nearly thirty years old and was vacated. The Court wiblloat the
reasoning oGemvetohere.

While Hilton notes that, iWard “the plaintiff . . . had not asked the Court to compel
registration, whereas Aqua has asked this Court to do so in connection with th{iPeésBr.

at 18), Aqua’s prayer for relief does not change the fact that this isiarbéti(a) infringement
action, and not an action against the Copyright Office and its employees under Seceyn 701(
and the Administrative Procedure Act. As discussed in Part 11(B), to the éxa¢riqua seeks
relief against the Copyright Office, that request is not properly before thit @nd will not be
considered.




the creative elements $ light fixtures are both physiclt and conceptually separable frahe
fixtures’ utilitarian features. (PItf. Br. 147)
The Copyright Act of 1976 affords copyright protectioniiter alia, “pictorial,
graphic, and sculptural worksl7 U.S.C. § 102(a)(5), under the following circumstances:
Such works shall include works of artistic craftsmanship insofar as their form but
not their mechanical or utilitarian aspects are concerned; the design ofla usefu
article, as defed in this section, shall be considered a pictorial, graphic, and
sculptural work only if, and only to the extent that, such design incorporates
pictorial, graphic, or sculptural features that can be identified sepanatelydnd
are capable of existing independently of, the utilitarian aspects of the.articl
17 U.S.C. 8 101. A “seful article”is definedas“an articlehaving an intrinsic utilitarian function
that is not merely to portray the appearance of the article or to conveyation” 1d.
Accordingly, the question presented by Defendant’s motion to dismiss is whethe
the SAC adequately pleathcts demonstratintpat the creative elements Afjua’slighting

desigrs are separable from tlight fixtures’ utilitarian elements.

a. Physical Sparability

“Separability comes in two flavorsphysical separability and conceptual

separability.” Eliya, Inc. v. Kohl's Dept. Store2006 WL 2645196, at *11 (S.D.N.Y. Sept. 13,

2006). “[W]hen a component of a useful article can actually be remowaxitiie original item
and separately sold, without adversely impacting the article’s functiprthit physically

separable design element may be copyright€&hbdsun Int’l, Inc. v. Chrisha Creations, Ltd.

413 F.3d 324, 327 (2d Cir. 2005gealsoMazer v. Stein347 U.S. 201, 202-03 (1954)

(copyrighted artistic statue remained protected when it was used as the béampikeparate
from the “mechanical or utilitarian aspects” of the lamp).
Here, Aqua has not pleaded that any part of its lightri®s “can actually be

removed from the original item . . . without adversely impacting the articlecsidunality.”



Chosun 413 F.3d at 327. Instead, the S8i@\ply assedthat“[the copyrightable subject
matter in these original works is unrelateddnd physically . .separable from, the utilitarian
and functional aspects of the works.” (SAC § Z4is conclusory statement aspioysical
separability is not sufficient to survive a motion to disniased on lack of copyrightability,
however. Aqua has done no more thaffer[] ‘labels and conclusion$and]‘a formulaic
recitation of the elements of a cause of actionigbal 129 S. Ctat 1949 (quoting Twombly
550 U.S.at555).

The record also demonstrates that further amendment aasinss likely to be
futile. Aqua notesn its brief that itdight fixtures' “functional elements include (a) a plate
holding the lighting fixture on the ceiling; (b) electrical wiring; (c) rods ceting the fixture to
the ceiling plate; and (d) shesland bulbs.” (PItf. Br. 17) Aqulen argues that “[t]he
functional plate, wiring, and bulb elements could be physically separatedyasragldevice that
retains its ability to illuminate a room, while the remaining elements continue to eokeatie
of a jellyfish or other sea life floating in a particular pattern overhedd.) (n other words,
Aqua claims that the artisatly shapedhades are physically separable from the bulbs and
wiring and are therefore entitled to copyright protection.

As Chosunmmakes clegrhowevera physically separable element must be capable
of being “removed from the original item . . . without adversely impacting theeasti

functionality.” Chosun413 F.3d at 327. Althoughqua’slight fixture may still “illuminate a

room” onceits decorative shadareremoved, a shade is an important functional element of a
light fixture. Accordingly, although removal of the shades would not entirgyAtua’slight
fixture of its functionality, it would certainly “adversely impact[]” that @ionality. In sum,

Aqua has not demonstrateeiher in its pleadings dhrough its supporting paperghat the



creative elements of its lighting desggre physically separable frotime light fixtures
utilitarian aspects

b. Conceptual Separability

Aqua claims that the artistic elements of its light fixturesaégseconceptually
separable from thixtures’ utilitarian elements(SAC 1 24 (“The copyrightable subject matter
in these original works is unrelated to, and physically and/or conceptuallyBkepiom, the
utilitarian and functional aspects of the works.”)) The Second Circuit has thetetif design
elements reflect a merger of aesthetic and functional considerations, the asfiects of a work

cannot besaid to be conceptually separable from the utilitarian elemeBt&iidir Int’l, Inc. v.

Cascade Pac. Lumber €834 F.2d 1142, 1145 (2d Cir. 1987). Accordingly, when a design

choice is “significantly influenced by utilitarian concernis /s not concptually separableld.
at 1146-47.This is true even where the design choice reflects careful aesthetic juddgment.
applying the test of separability, the following are not relevant considesatil) theaesthetic
value of the desigr®) the fact that the shape d¢dbe designed differently, &) the amount of
work which went into the making of the design.” Compendium II, Copyright OfficeiBeact
§ 505.05.

Applying these standards, couirighis Circuit decline to find conceptual
separabity in articles whosashape- although designed to be aesthetically pleasimdictated
to a large extent by practical considerations. For exampBraimdir, the Second Circuit
addressed the copyrightability of a “ribbehaped” bicycle rack, the ‘iginal design of [which]
... stemmed from wire sculptures that . . . [were] displayed in [their credtorisd as a means
of personal expression.” Brand834 F.2d at 1146. Althoudhe bicycle rack had originated as
a purely artistic creatigrthe court found that “[ijn creating the RIBBON Rack, the designer . . .

clearly adapted the original aesthetic elements to accommodate and furthéraaotpurpose.”
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Id. at 1147.As a resultthe rack’s creative elements were not conceptually sepaesieie

though they were the product of careful aesthetic judgnidntseealsoEliya, Inc, 2006 WL

264519, at *12 (design of a shoe not conceptually separable because “the mere dottaf aest
decisionmaking does not render the result of that decisionmaking conceptpatigidé; “for a
design element to be conceptually separable, it must be the result of aesthebamkaking
that isindependenbf functional considerations” (emphasis in original)).

“[W]here design elements can be identified as reflecting the designer’s artistic
judgment exercised independently of functional influences, [howesardeptual separability
exists.” Brandir, 834 F.2d at 1145. Accordingly, ornamentation on a belt bigklenceptually

separable if it can b&orn inits identical form independent of the bédigselsteinCord v.

Accessories by Pearl, In632 F.2d 989, 993 (2d Cir. 1980); and a sculptural rendering of a

banana leaf remains conceptually separable when affixed to table and floar Sumngst Lamp

Corp. v. Alsy Corp.698 F. Supp. 1146, 1151 (S.D.N.Y. 1988).

Here, once agaifyqua has failed to plead what elements of its lighting design
are conceptually separable from the utilitarian asp#ats works. Aqua merely statethat
“[t]he copyrightable subject matter in these original works is unrelated to, and physicdllyr
conceptually separable from, the utilitarian and functional aspects of the w{BsC' | 24)
This conclusory language does not establish any factual basis for Atpieighat itslighting

designs are entitled to copyright protectiand does not meet thgbalTwombly standardf.

* Aqua argues that “it is not appropriate to analyze separability devoid of théHaiwill be
elicited as the case goes forward.” (PItf. Br. 15) In ruling on a Rule 12¢¥#n, however,
this Court must consider whether the complaint “'state[s] a claim to relief that shp&an its
face.” Igbal, 129 S. Ct. at 1949 (quotidgvombly, 550 U.Sat570). Where a plaintiff, as here,
has not set forth a plausible set of facts that would entitle it to relief, the Courtismassdthe
complaint. Such a rule works no injustice here, where the facts pertinent to saépauabil
pecularly within Aqua’s control.

11



As with physical separability, there is nothing in the record that suggesisrfur
amendment could cure the conceptual separability pledeifegt. Aqua argues that “[i]f the
functional lighting elements, such as wiring and light bulbs, were removed, Agoik's would
remain creative and original.(PItf. Br. 19) But, as discussed above, that is not the relevant
guestion. Instead, Aqua must plead facts permitting the Court to find that the épsegents
purely aesthetic choices, as opposed to “a merger of aesthetic and furncii@iderations.”
Brandir, 834 F.2d at 1145. Aqua has not pled dacks, and the nature of the desigmsatie
renders it unlikely that such facts exist. It strdiaef that the creator of the Stand By and
Sunsa designs would have selected a shape for the lamp shades without givorgsaieyation
to the need for illuminationThe shape adighting fixtureshades islearly informed by
utilitarian concerns, and tfessociated creative elements are not conceptually separable.

Because Aqua has failed to plead facts demonstréttatgts lighting designs are
entitled to copyright protectionsi Sectim 411(a) infringement claiwill be dismissed.

B. Claim for Review of Copyright Office Determination

In addition to seeking damages and injunctive rétietopyright infringement
under 17 U.S.C. § 411(a), Aqua asks that this Court “[o]rder the Register of Copyright®to iss
copyright registration certificates for Aqua Creations’ Stand By amd&Designs that relate
back to the application filing dates.” (SAC, Prayer for Relief, { c)

As exlained in Part II(A), supraan unsuccessful registrationpiipantmay bring
an actiorfor review of the denial under 17 U.S.C. § 701¢&)ich stateshat “all actions taken
by the Register of Copyrights under this title are subject to the provisions Atlthinistrative
Procedure Act 17 U.S.C. 701(e) (citing 5 U.S.C. 88 7&%keq) The Administrative

Procedure Acprovides that an “action for judicial review may be brought against the United

12



States, the agency by its official title, or the appropriate officer,” 50J.&703, andtateghata
reviewing caurt shall “set aside agency actions, findings, and conclusions found to be . . .
arbitrary, capricious, an abuse of discretion, or otherwise not in accordahdawit 5 U.S.C.
8 706(2)(A).

Here,however, Aqua has brought no claim against the Colpty@dfice, and
neither the Copyright Office nor any of its employees is a party to thisiadtinder these
circumstances, this Court has no powerdmpelthe Copyright Office tassue theegistration
certificatesAqua seeks To the extent the SAC deerelief against the Copyright Office, that
claim will be dismissed.

[I. QUANTUM MERUIT

Aqua also brings a quantum meruit claihating tq inter alia, the sketches and
photographs it provided to Hilton during the negotiations, as well as the time it expended in
preparing “amended designs and written specifications” for the Hiltonrdeslg(SAC { 15)
Aqua claims that it “reasonably relied on Defendant’s implied promise to pfitsfaervices
when([it] continued to perform and complete its design services during the negotiation period,”
and that “the Defatant has been unjustly enricligdrough its receipt of Aqua’s services.

(SAC 11 3334) Hilton argues that (1) Aqua had no reasonable expectation of paymésat for
work in preparingts bid; and (2) to the extent that Aqua claims that Hilton has been unjustly
enriched by copying its drawings, that claim is preempted by the Copyright A

“In order to make out a cause of action in quantum meruit or quasi coatract

plaintiff must establish (1lthe performance of servieén good faith; (2) the acceptance of those

services by the person to whom they are rendered; (3) an expectation ohsatigoetherefor;

13



and (4) the reasonable value of the services.” Landcom, Inc. v. Galen-Lyonsadaifit

Com’n, 259 A.D.2d 967, 968 (4th Dept. 1999).
“Money expended in preparation for eventually performing under an agreement is

not compensable in quasontract.” Rogers v. HSN Direct Joint Ventyr£999 U.S. Dist.

LEXIS 12111, at *5 (S.D.N.Y. Aug. 5, 199%eealsoMetro Steel Indus. v. Citnalta Constr.

Corp, 302 A.D.2d 233, 234 (1st Dept. 20d3)o expectation of payment” where “plaintiff may
have performed preparatory work in anticipation of and to facilitate a suglcessfract

negotiation,” lut no written contract was finalizedbsher Constr. Corp. v. Coli233 A.D.2d

279, 280 (2d Dept. 1996) (when plaintiff “prepared the cost analysis based upon the hope that it
would be awarded the contract to perform the construction work,” this “wasynpeeparatory

to performance, and therefore could not constitute the basis for restitution based upbn unj
enrichment”) In addition, “quantum meruit claims fail where a party cannot reasonably know
that services are being performed by the othey path the expectation that additional payment

will be made for those servicesUnited Resource Recovery Corp. v. Ramko Venture Mgmt.,

Inc., 2009 U.S. Dist. LEXIS 77153, at *22-23 (S.D.N.Y. Aug. 28, 2009).
Here, it is clear fronthe SACandits exhibitsthatthetime and efforiAqua

expended during the bid process was “based upon the hope that it would be awarded the

® The parties cite New York law in their briefs, and thus have implicitly agregdNew York

law governs.SeeJA Apparel Corp. v. Abboydb68 F.3d 390, 396 (2d Cir. 2009) (applying New
York law on the basis that the “parti@gree [that New York law] governs their contract
dispute”); Corbett v. Firstline Sec., In687 F. Supp. 2d 124, 128 (E.D.N.Y. 2009) (applying
New York law on the grounds that “both parties cite exclusively to New York cotdvadn

their argument”). Moreover, Aqua Creations USA has its principal place of bsigmndsw

York, and that office was responsible for generating the work that gives rise ttaiim.
Accordingly, New York “has the most significant contacts with the matteispute.” (SAC |

2; SAC, Ex. A, at 6)SeeAuten v. Auten308 N.Y. 155 (1954) (quoting Rubin v. Irving Trust
Co, 305 N.Y. 288, 305 (1953)).
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contract.” Absher 233 A.D.2d at 280All of the materials that Aqua provided to Hilten
including the sketches, photographs, andtemispecifications were provided during and as
part of the effort to obtain the contragtqua has not alleged any factpporting a claim that it
hada reasonable “expectation of compensation’the work it performed during the negotiation
processwith Hilton. Landcom 259 A.D.2d at 968. A party, like Aqua, tleadpend labor and
money to “perform[] preparatory work in anticipation of and to facilitate aessful contract
negotiation,”"Metro Stee| 302 A.D.2d at 968, is not entitled to compensation for that preparatory
work simply because the contract negotiations proved unsuccessful.

Because Aqua has not plietts demonstrating that it had expectation of
compensation for thereparatoryork it performed in bidding on the Hilton project, its quantum

meruit claim will be dismissed.

® Given this determination, the Court does not reach Hilton’s preemption argument.
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CONCLUSION

Hilton’s motion to dismiss the Second Amended Complaint (Dkt. No. 21) is
gmnted.7 Hilton’s motion to strike (Dkt. No. 21) is denied as moot. The Clerk of the Court is
directed to terminate both motions and to close this case.

Dated: New York, New York
March 28, 2011
SO ORDERED.

Lol Soah L

Paul G. Gardephe
United States District Judge

7 Dismissal is granted without leave to amend. “Once a responsive pleading has been served, ‘a
party may amend the party’s pleading only by leave of court or by written consent of the adverse
party; and leave shall be freely given when justice so requires.”” Jones v. New York State Div.
of Military & Naval Affairs, 166 F.3d 45, 50 (2d Cir. 1998) (quoting Fed. R. Civ. P. 15(a); citing
Hemphill v. Schott, 141 F.3d 412, 420 (2d Cir. 1998)). Although leave to be amend should be
freely granted where justice requires, * a district court may properly deny leave when
amendment would be futile.” Id. (citing Foman v, Davis, 371 U.S. 178, 182 (1962); Electronics
Communications Corp. v. Toshiba America Consumer Prods.. Inc., 129 F.3d 240, 246 (2d
Cir.1997)). Here, Aqua has already amended its complaint twice, and despite having been given
notice of the defects in its pleading, has not succeeded in curing those defects. For the reasons
explained above, it appears that further amendment would be futile. Accordingly, dismissal will
be granted without leave to amend. Jones, 166 F.3d at 50.
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