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This matter is before the Court on plaintiffs objections to the report and
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recommendations of Magistrate Judge Andrew J. Peck (the “R&R”), which recommended that (1) the
motion of defendants LG Electronics, Inc. and LG Etaats U.S.A., Inc. (collectively, “LG”) for
summary judgment dismissing plaintiff Wi-Lan Inc.’s (“Wi-Lan”) patent infringement claim be
granted, (2) Wi-Lan’s motion for summary judgnt dismissing LG’s trademark infringement and
false designation counterclaims be granted, and|(@jheer remaining motions and claims be denied

or dismissed as moot or for lack of subject nigtiesdiction. Plaintiff sued LG in 2010 alleging that
certain devices LG was selling infringediohs 7 through 11 dfl.S. Patent No. 5,828,462yhich

claim a method for “SelectiveBlocking Audio and Visual Signalg”.

Background
The parties agree that a determinatiowbéther defendants infringed claim 7 of the
'402 patent is dispositive of the patent infringement claim in this Taseleed, the outcome of
plaintiff's infringement claim turns on the even naves issue of the correct construction of the term

“informational scheme,” which appears many times in claim 7, and which reads:

Hereinafter the 402 patent'The 402 Patent was issued@ttober 27, 1998 to Professor
Timothy Collings. See'402 Patent, p. 1. Wi-Lan is mothe owner by assignment. The
patentis entitled “Method and Apparatus foleStvely Blocking Audo and Video Signals.”
Id.

2 The patented method is dgséd to allow a device to sioand compare multiple sets of
configuration inform&on about television pgramming ratings, thereby allowing the device
to respond to changes in television ratingheout the need for manual reprogramming or re-
wiring. SeeDl 278 at 2.

Claim 7 is the only independentgh of the four claims at issyand so the outcome of the
patent infringement allegations ultimately rests on whether it alone was infrinded. |
defendants did not infringe claif) then there has been no patent infringement. If they did,
then it is likely they infringed claims 8 through 11 as well.
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“7. A method for selectively blocking videsignals, said method comprising the
steps of:

a) receiving first configuration infmation embedded in a first television
channel, said first configuration infoation describing a first informational

scheme, said first configuration infoation specifying, at least, numbers of
levels in a first group of one or manaulti-level categories of labels, in said
first informational scheme;

b) storing said first configuration information in a memory;

c) receiving second configuration information embedded in a second television
channel, said second configuration information describing a second
informational scheme, said second d¢gufation information specifying, at
least, numbers of levels in a second group of one or more multi-level
categories of labels, in said second informational scheme;

d) storing said second configuration information in said memory;

e) storing in said memory user preference information for each of said
categories in each of said first and second informational schemes;

f) receiving a first video signal comping embedded information specifying

at least, either one of said first or second informational schemes, and current
levels in each of said one or moreegairies in said specified informational
scheme;

g) extracting said embedded information and comparing said extracted
information with said stored preference information for said specified
informational scheme;

h) if the result of said comparison indies that said first video signal should
not be displayed, blocking said first video signal from being displayed on a
video display; and, I) if the result of said comparison indicates that said first
video signal should be displayed, allowing said first video signal to be
displayed on said video displa$.”

Wi-Lan argues that the appropriate constarctf “informational scheme” is that set

'402 Patent at Col. 28 Ln. 66- Col. 29 Li7.3
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out in the “summary of invention” section of the '402 patent —i.e., “a set of kinds of information that
may be transmitted about a program, a set of vahagsrtay be transmitted for the different kinds of
information and the meanings of those vallrest’asserts that this definition is unambiguous and,
accordingly, that reliance on other portions of‘tiemmary of invention” section of the patérits
prosecution history, or the limitations stated in an earlier patent applidatimt appropriate. To the

extent these sources are considered, Wi-Lan artipa¢shey support its proposed construction of
“informational scheme.”

LG unsurprisingly rejects both Wi-Lanproposed construction of “informational
scheme” and its arguments that other portions of the '402 patent, its prosecution history, and the earlier
patent application are either consistent wiikh construction or should not be considered in
constructing the term “informational scheme” foegent purposes. LG offers its own construction,
namely “a set of kinds of ratings informatioarismitted about a program that includes information
assigned by one or more rating organizatiansg,of which the receiver has no advance knowleéige.”

The most obvious — and central — distinctiomlssn this proposed construction and the one Wi-Lan

'402 patent at Col. 5 Lns.39-43.

The “summary of the invention” section of the 402 patent notes in relevant part that the
prior (and therefore non-patentable) art inlds systems that “must be constructed or
initially programmed with advance knowledgelud [informational] schemes to be used.”
'402 Patent at Col. 2 Lns. 17-20.

A patent application for U.S. Patent N#8/667,030 was filed orude 20, 1996, and was
entitled “Method and Apparatus for SelectivBlpcking Audio and Video Signals” as well.
SeeDIl 204-15, Ex. 3 at p. 1. The application was ultimately rejected by the U.S. Patent &
Trademark Office. Id. at Ex. 3, LG 082029 3. That pateapplication is hereinafter
referred to as the “030 patent applicati” The '402 patent was filed as a successive
application to the '030 application, and Wi-Lan has asserted multiple times that it be given
the same filing date as the '030 applicatiSeeDl 284 at p. 4.

SeeDl 173 at 11-14see alsDI 263 at 9-10.
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offers is that it mandates that an “infornoai@l scheme” under claim 7 should be comprised only of
new information, rather than including aslbe®ntent about which a receiver or device has advance
knowledge.

Magistrate Judge Peck issued a thorough and well reasoned R&Betermined that
the correct construction of “informational scheme” is “[a first/second] set of kinds of ratings
information transmitted about a program that includes information assigned by one or more rating
organizations, of which the receiver has no advance knowlédigter construing “informational
scheme,” he determined that defendants had not infringed the '402 patent, and recommended that their
motion for summary judgment dismissing the paitginihgement claim be granted, plaintiff's motion
for summary judgment dismissing certain affitime defenses be denied as moot, and plaintiff's
motion for sanctions be denied. He furthecammended that plaintiffs motion for summary
judgment dismissing defendants’ trademark ngfament and false designation counterclaims be
granted.

Wi-Lan objects to the R&R’s recommendations with respect to LG’s summary
judgment motion and its own sanctions motion, making arguments similar to those it advanced in its

initial papers. LG did not object to the R&R.

DI 227. This opinion assumes familiarity with the facts, the technological specifications of
both the '402 patent and defemtisl allegedly infringing devices, and the holdings set forth
in the excellent R&R.

10

This construction is almost identical tofeledants’ proposed construction, with the lone
difference being the insertion of “[a first/second]” at the beginning to mirror the language
of claim 7.



Discussion
Patent Infringement

This Court reviewsde novoMagistrate Judge Peck’s reasoning and conclusions
regarding the '402 patent claim construction his subsequent infringement determination.

Issues of patent infringement are subject to a two-part analysis. First, the claim scope
is determined. “[T]hen the properly construed claim is compared with the accused device to determine
whether all of the claim limitations are preseither literally or by a substantial equivalett.”

In construing patent claims, claim tegsrare “given their ordinary and customary
meaning.*® Courts construing claim terms must Idokt “to the intrinsic evidence of recoride.,
the patent itself, including theaiins, the specification, and, if@vidence, the prosecution history.”

Only after considering these intrinsic elements thaycourt consider extrinsic elements, such as the
prosecution history, expert testimony, dictionaries, and treatises.

Magistrate Judge Peck determined the isguke alleged patent infringement based
entirely on his construction of the term “informational scheme” as it appears in claim 7. This Court

agrees that the claim construction of “informatiosetieme” is dispositive in this case. If Wi-Lan’s

11

FED. R.Civ. P. 72(b)(3) (“The district judge must determine de novo any [dispositive] part
of the magistrate judge's disposition that has been properly objected to.”)

12
Amazon.com, Inc. v. Barnesandnoble.com, B®9 F.3d 1343, 1351 (Fed. Cir. 2001).
13

Phillips v. AWH Corp.415 F.3d 1303, 1312 (Fed. Cir. 2008 (bang, cert. denied546
U.S. 1170 (2006).

14

Vitrionics Corp. v. Conceptronic, InA@0 F.3d 1576, 1582 (Fed. Cir. 1996) (internal citation
omitted).

15
See, e.g., AWH Corptl5 F.3d at 1317 (internal citations omitted).
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understanding of the term — which allows a device to have advance knowledge of an informational
scheme it receives — is correct, then LG has infringed the patent and is not entitled to summary
judgment. If, however, LG’s construction of thenteis correct — that is, if the device magt have
advance knowledge of the informational schemeréégiving — then there has been no infringement

of the '402 patent, and LG is entitled to summandgment. The Court therefore focuses on the claim
construction of “informational schemé&.”

Wi-Lan’s contentiol thar Magistratc Judge Peck’s recommended construction is
incorrect is based on its contentions that (B term “informational scheme” is “expressly and
unambiguousl defined’ in the '402 paten sc asto allow pre-configure informatior to be included?’

(2) the preferrec embodiment listec in the '402 patent contain pre-configured informational
scheme$? and (3) the prosecution history and pugad the '402 patent do not support the
determination that “informational schemes” may not be preprogrartimed.

LG, however, agrees with Magistrate Judge Peck’s conclusion that the correct
construction of “informational scheme” includes only information about which a receiver or device
does not have advance knowledge. Particularly, it relies on a statement in the “summary of invention”
section of the '402 patent which reads th&hg prior art blocking systems include devices which

must be constructed or initially programmetdhwadvance knowledge of the coding scheme to be

16

As noted in the R&R, citing Wi-Lan’s own briefing in this matter, “the Court need only
formally construe claims to the extent nes&ry to resolve disputes between the parties.”
R&R at 42 n.40.See O2 Micro Int'l Ltd. v. Beyond Innovation Tech.,G@1 F.3d 1351,
1360 (Fed. Cir. 2008).

17
DI 278 at 16.
18
Id. at 16-19.

19
Id. at 19-27.
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used.™ LG argues this statement means tihat patented method in the '402 patent may not
encompass the use of such “initially programmed” information. It points also to the prosecution
history of the '402 patent and the '030 patentli@ppon, arguing that Wi-Lan repeatedly indicated
during the patent application process that it wasletto a patent in this instance precisely because
the “first informational scheme” and “second informational scheme” delineated in claim 7 were not
— and could not be — informational schemes of which a device had advance kndWledge.

In parsin¢ these argument anc determining whethe “informationa scheme”
encompass¢ informatior abou which a device hac advanc knowledge Magistrate Judge Peck
rightly concluded that bo the ‘402 patent itself and the prosecutioistory revealed “a clear intent
to exclude from Claim 7's scope ‘informational schehthat are pre-programmed into a receiver .

. "2 He based this construction on his determinatiahthe purpose of the patent was to “remotely
configure [a receiver] to accommodate new [infational] schemes . . . that may be introduced to
augment or replace existing schemes . . . mak]ing] it unnecessary to physically alter [a receiver] if a
new informational scheme is adoptédl. He agreed with defendants that the description of the prior

art set forth in the '402 patent further sugpdrthe understanding that an “informational scheme”

20

'402 Patent at Col. 2 Lns. 11-2%ee also Verizon Servs. Corp. v. Vonage Holding Corp.
503 F.3d 1295, 1308 (Fed. Cir. 2007) (“When a patent thus describes the features of the
‘present invention’ as a whole, this description limits the scope of the invention.”)

21
DI 284 at 17-19.
22

R&R at 43. See alscAWH Corp, 415 F.3d at 131holding that where a patent
specification reveals “an intentional disclaimer, or disavowal, or claim scope by the inventor
..., the inventor’s intention, as expressethaspecification, is regarded as dispositive”).

23

In determining this purpose, Magistrate JuBgek excerpted language from the '402 patent
itself. See'402 Patent at Col. 13 Lns. 1 - 6.
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could not contain pre-programmed informatférinally, he relied on the prosecution history of the
earlier ‘030 patent application, which shares a title and many other similarities with the '402%patent.
In examining this history, he concluded that theentor’s disclaimers definitively showed that
“informational schemes” were intended to encompass only new infornt&tion.

All of these considerations led Magiate Judge Peck to the conclusion that
“informational scheme” as it is employed imich 7 could not include preprogrammed informafion.

In accordance with this view, he construed the terrma manner very siitar to LG’s suggested
construction.

Magistrate Judge Peck’s construction aférmational scheme” is exceedingly precise
and well-rendered. Upon review, it is almost exatthe construction that stays true to the claim
language and most naturally aligns with the patent’s description of the invefition.”

The recommended construction, in the Court’s view, errs in just one minor respect: it

limits the possible informational schemes covered taintgs in which there is a “set of kinds” of data

24
R&R at 43-44.
25

Id. at p. 44 n.41 (holding that the prosecutiistory of the '030 application was relevant
“to understanding how the inventor undewst the invention reflected in the 402
Patent”).

26
Id. at 44-47.
27

The R&R also notes several other considerations supporting this hofiegidat 48-49

& n.42. These include a holding that plaintiff's proposed construction would render sections
a through d of claim 7 superfluous, and a deieation that plaintiff's argument that
disclosed embodiments in the '402 patend bavanced knowledge of information they
received was meritless. This Court agreéh Wagistrate Judge Peck on both of these
points.

28
AWH Corp, 415 F.3d at 1316 (internal citations omitted).
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conveyed to theeceiver. The plural nature of the wdkihds” as used in the construction implies
the necessary existence of more than one charactegsticibing relevant ratings information. It is
possible to imagine, however, a rating ewystthat included oglla single paramel. As the R&R
noted the '402 Paten car be performer “if, for example it receives configuration information
describin¢ a new or updater informationa schem.”?® This “new” or “updated” scheme need not
necessrily contain multiple variables to alténe “advance knowledge” already programmed in the
receiver A single previously-unknown “new” or “updatei®m in theory could serve to perform all
of the sieps of the method laid out @laim 7, as well as claims 8 through 11. The correct claim
construction of “informational scheme,” then, is almdsttical to Magistrate Judge Peck’s, but with
one small addition to allow for a singular “kind” as well as “ kinds” of information that might be
received. That is, “informational schensiould be construed as a “[a first/secdkdyl or set of
kinds of ratings information transmitted aboydragram that includes information assigned by one
or more rating organizations, which the receiver has no advance knowledge.”

This insertion is necessary because it is possible (hypothetically) that there some day
might exist a new “informational scheme” that consi$ts single “kind” of data related to television
programming ratings that would be stored and usadddify the ratings information stored in a
device or receiver. For example, a ratings agenoyd create and implement a new single-category
rating scheme that would replace the currenhgatscheme and that would contain just one single
kind of ratings data. Alternately, it is possilidemagine the addition of a single category of ratings
information that would be transmitted to supplemtéetcurrent ratings information scheme. This
additional information would not be pre-progragghnto any device, including LG’s, and the method

described in the '402 patent therefore would hauee employed to “update” the device with the new

29
R&R at 48 n.42.
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information, of which the device necessarily would have “no advanced knowledge.” Accordingly, any
such addition could very well fall within claim 7's thed, and might infringe if it were not otherwise
appropriately licensed.

That all said, this slight under-inclasi of the scope of possible “informational
scheme[s]” that might fall within claim 7's described method ultimately serves to underscore the
fundamental error in Wi-Lan’s arguments regardirigngement. Itis exceedingly difficult at present
to understand what, in the future world of television ratings schemes, might constitute an
“informational scheme” of which LG’s device —amy other potentially infringing device —would not
have advanced knowledge. This is because such an “informational scheme” does flot\gxisin
argues, as it must, in hypotheticals. Andlshypotheticals regardinghat another party someday

might do are insufficient to show infringement whas,here, a method patent is at issue. As both

30

Defendants take issue with the idea thaupdate of an informational scheme could be
considered a complete informatioisgheme under the '402 patent’s terrSgeDI 284 at
24-27. Thisissue is beyond the scope of wHhiatCourt or Magistrate Judge Peck needs to
resolve to determine the relevant motioss Defendants point out, “Wi-Lan has never
asserted that updates infringe [the '402 patend] Wi-Lan concedes that [the information
LG’s devices receive] has never been updatéd.’at 25. This Court therefore makes no
final determination on when, if ever, an “upelato an informational scheme about which
the device had no advance knowledge wouldnggion claim 7 or any other portion of the
'402 patent.

31

As explainecin greater depth in the R&R, the ratings system currently utilized by LG’s
device:is callec CEA-766 which the FCC adopterin 2004 SetR&R ai16. LG’s devices

are fully pre-programme with CEA-766': ratinc information While in operation, the
device:dareceiveinformatior abou ratingsinformatiorunde aratingssystencallecRRT-

1. RRT-1 however contain: only a subse of informatior utilized in CEA-766, and no
additiona information Setid. al 17-18 While the FCC has mandate that newer receivers
and devices such as defendants’ must be able to process newer ratings systems, including one
called RRT-5, this ratings system has never ldesignated for use in the U.S., nor has any
other ratings system that expands the scope of CEA-766 in anylavat.16-19. For the
time being, CEA-766 is the only ratings systased or transmitted in the U.S. Because
defendants’ allegedly infringing devices havis tystem pre-programmed into them, they
have “advance knowledge” of all the ratingformation that they currently receive from
incoming television signals, including RRT-1.
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defendants and Magistrate Judge Peck have noted, the fact that eopl&tipfringe on a method
patent is insufficient. The “words ‘capabilitycould be used,” andability’ have noplace in a
discussion of method claim&” Furthermore, “[h]ypothetical 8tances of direct infringement are
insufficient.”®

Notwithstanding this minor modification to the claim construction, then, Magistrate
Judge Peck’s ultimate conclusions in this casewell-reasoned and well-supported, and the Court
hereby adopts them. A method patentis not infringete’ss all steps or stages of the claimed process
are utilized.®*® Whether defendants’ devices in the future could receive informational schemes about
which they do not have advanced knowledge therefore is irrel&ahis has not yet happened. Until
Wi-Lan can show that defendants have actually utilized the method that the 402 patent teaches — and
as Magistrate Judge Peck held and elaborated upozategdetail in the R&R, it categorically cannot
at present given the correct clasonstruction of “informational schem®™- there has been no

showing of direct infringement.

Wi-Lan’s only remaining argument is tHa® has infringed the 402 patent under the

32
R&R at 55.
33

ACCO Brands, Inc. v. ABA Locks Mfg. Cs01 F.3d 1307, 1313 (Fed. Cir. 2003&e also
Fujitsu Ltd.v. Netgear Inc620 F.3d 1321, 1329 (Fed. Cir. 2010) (“[I]t is not enough to
simply show that a produce is capable of mdement; the patent owner must show evidence
of specific instances of direct infringement.”)

34
NTP, Inc. v. Research In Motion, Ltd18 F.3d 1282, 1318 (Fed. Cir. 2005).
35

As the R&R explains at length, the receipt of the RRT-1 information that defendants’
devices currently receive does not meet the appropriate construction of “informational
scheme.” These devices already come pre-programmed with complete knowledge of all
information contained in RRT-1SeeR&R at 55.

36
SeeR&R at 51-52.
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doctrine of equivalent¥. This too fails for the same reasons that Magistrate Judge Peck elaborated
upon in the R&R. Given the appropriate claim construction of “informational scheme,” no reasonable
jury could conclude that an informational scheme ithate-programed into a television receiver is
the “equivalent” of such information abdwthich the receiver has no advance knowletigéhese
two concepts are, as Magistrate Judge Peck noted, “polar oppdsibefendants therefore have not

infringed the 402 patent under the doctrine of equivalents.

Sanctions

A magistrate judge’s determination in a non-dispositive matter such as a motion for
sanctions is reviewed for clear erfor.

Wi-Lan objects to Magistrate Judge Peck’s recommendation that its motion for
sanctions be denied. Magistrate Judge Peck so recommended because Wi-Lan failed to submit any
evidence of fees and costs, leaving him withouteams to determine whether sanctions might be

reasonable and, if s what amount’ The R&R lays out clear, concise reasons why Wi-Lan's

37

E.g., Warner-Jenkinson Co. v. Hilton Davis Chem, 620 U.S. 17, 21 (1997) (“Under this
doctrine, a product or process that does not literally infringe upon the express terms of a
patent claim may nonetheless be held to infringe if there is ‘equivalence’ between the
elements of the accused product or process and the claimed elements of the patented
invention.”)

38
Seee.g. PlanetBingo, LLC v. Game Tech Int'l, I, 472 F.3d 1338, 1344 (Fed. Cir. 2006).
39
R&R at 52-53.
40
FED.R.Civ. P. 72(a).
41

R&R at 2 n.1.
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motion for sanctions should be denfédwi-Lan has pointed to no legal error that Magistrate Judge
Peck made in recommending tliais motion be denied. Magistrate Judge Peck’s recommendation

therefore was not erroneous, andni@ion for sanctions should be denied.

Trademark Infringement Counterclaims

LG did not object to Magistrate Judgeck’s recommendation that Wi-Lan be granted
summar judgmen dismissintits trademar infringemen anc false designatio counterclaims LG
failed to offer evidence of customer confusion stemming from Wi-Lan’s use of LG’s logo on Wi-Lan’s
website, or even to show that such confusion was likely. As the R&R noted, identification of a logo
associated with defendants, without mades not constitute trademark infringen&m.ccordingly,

Wi-Lan is entitled to summary judgment dismissing these claims.

LG’s Affirmative Defenses

LG asserted affirmative defenses agaWs-Lan regarding its patent infringement
claim in its answer to the complaint. Wi-Lren moved for summary judgment dismissing several
of these affirmative defenses, which included laagkatice, laches, failure to mitigate damages, unjust
enrichment, and invalidity of the '402 patent basetherdisclosure requirements of 35 U.S.C. § 112.

In light of the Court’s determination that Ldéd not infringe the 402 patent, Wi-Lan’s motion for

42

Namely, Wi-Lan submitted thousands of pagf evidence in connection with various
motions and cross-motions, but somehow failed to submit any evidence regarding costs and
fees in connection along with its motion for samies. It then attempted to reserve the right

to submit such evidence later, “if and whea thourt awards sanctions.” In so doing, it
failed to submit a complete and fully supported motiSeeR&R at 2 n. 1.

43

See, e.g., Tiffany (NJ) Inc. v. eBay Ji&00 F.3d 93, 102-3 (2d Cir. 201@grt denied
131 S. Ct. 647 (2010).



15

summary judgment dismissing these affirmative defenses is moot.

Conclusion
Magistrate Judge Peck’s construction “offormational scheme” is modified as
described above, and his final recommendatemesadopted. Defendants’ motion for summary
judgment dismissing the patent infringement clfii172] is granted. Wi-Lan’s motion for partial
summary judgment dismissing LG’s affirmative defenses [DI 156] is denied as moot. Wi-Lan’s
motion for sanctions [DI 168] is denied. Wi-Lan’s motion for partial summary judgment on LG’s
trademark infringement and false designation countenslfDl 156] is granted. All remaining state

law claims are dismissed without prejudice, dhdtaer remaining open motions [DI 198] are denied

as moot.
The Clerk shall enter judgment and close the case.
SO ORDERED.

Dated: March 7, 2012

e Letvis Aé}(‘apm.f

United States District Judge

(The manuscript signature above is not an image of the signature on the original document in the Court file.)



